Chapter 2900 International Design Applications

2901
2902
2903

2904
2905
2905.01

2906
2907

2908
2909

2909.01

2909.02
2009.02(a)

2909.03
2910
2911
2912

2913
2914

2915
-2919
2920

2920.01
2920.02
2920.03
2920.04

2920.04(a)
2920.04(b)
2920.04(c)
2920.05

2920.05(a)

2020.05(h)

Basic Hague Agreement Principles
Definitions
Declarations under the Hague
Agreement Made by the United States
of America
Who May FileAn International Design
Application
Whereto FileAn International Design
Application
Filing Through the USPTO asan
Office of Indirect Filing
Filing Date Requirements
International Registration and Date of
the International Registration
Filing Datein the United States
Contents of the I nternational Design
Application
Official Form for the Application for
International Registration
Reproductions (Drawings)
Reproductions Submitted
Through EFS-Web
Annexes
International Design Application Fees
Representation
Correspondencein Respect of
International Design ApplicationsFiled
With the USPTO as an Office of
Indirect Filing
Relief from Prescribed Time Limits
Conversion of an International Design
Application to a Design Application
Under 35 U.S.C. Chapter 16
[Reserved]

National Processing of International
Design Applications Designating the
United States
Inventorship
Applicant
Correspondence Address
Elements of a Nonprovisional
International Design Application
Specification
Reproductions (Drawing Figures)
Inventor’s Oath or Declaration
Examination
Notification of Refusal

One Independent and Distinct
Design

2900-1

2920.05(c) Considerations Under 35 U.S.C.
112

2920.05(d) Foreign Priority

2920.05(¢) Benefit Claims Under 35 U.S.C.
386(c)

2920.05(f) Information Disclosure Statement
in an International Design
Application Designating the
United States

2920.06 Allowance

2921 [Reserved]

-2929

2930 Corrections and Other Changesin the

International Register

2931 [Reserved]

-2939

2940 Statement of Grant of Protection

2941 [Reserved]

-2949

2950 Grant of Protection Only Upon

I ssuance of Patent; Term of Design
Patent

2901 Basic Hague Agreement Principles
[R-07.2022]

I. OVERVIEW

The Geneva Act of the Hague Agreement
Concerning the International Registration of
Industrial Designs, July 2, 1999 (hereinafter “Hague
Agreement”) is an international agreement that
enables an applicant to file a single international
design application which may have the effect of an
application for protection for the design(s) in
countries and/or intergovernmental organizations
that are parties to the Hague Agreement (the
“Contracting Parties’) designated in the application.
The United StatesisaContracting Party to the Hague
Agreement, which took effect with respect to the
United States on May 13, 2015. The Hague
Agreement is administered by the International
Bureau of the World Intellectua Property
Organization (“the International Bureau”).
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1. BASIC FLOW UNDER THE HAGUE
AGREEMENT

A. Filing

Aninternational design application may be filed by
an applicant “indirectly” through the office of the
applicant’'s Contracting Party (provided such
Contracting Party has not declared that international
design applications may not be filed through its
office) or “directly” with the International Bureau.
To be entitled to file an international design
application, the applicant must be a national of a
State that isa Contracting Party or of a State member
of an intergovernmental organization that is a
Contracting Party, or have a domicile, habitual
residence, or a real and effective industrial or
commercial establishment in the territory of a
Contracting Party.

The U.S. Patent and Trademark Office (“USPTQO”)
isan office of indirect filing. Only personswho are
nationals of the United States or who have a
domicile, habitual residence, or area and effective
industrial or commercial establishment in the
territory of the United States may file international
design applications through the USPTO. If the
application is filed through the USPTO, the Office
will confirm that the required transmittal fee has
been paid, perform asecurity review, and check that
the required indications demonstrating applicant’s
entittement to file the application through the
USPTO are present in the application submission.
If the transmittal feeis paid and the application clears
security review and contains the indications
establishing applicant’s entitlement to file the
application through the USPTO, the application will
be transmitted to the International Bureau and the
applicant will be notified of the transmittal. The
USPTO will aso notify the applicant and the
International Bureau of the receipt date of the
application.

B. Formal Examination by the I nternational Bureau;
I nternational Registration

Regardless of whether the application is filed
indirectly through applicant's Contracting Party or
directly with the International Bureau, the
International Bureau examines the application to
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determine  whether the applicable formal
requirements under the Hague Agreement and
Common Regulations Under the 1999 Act and the
1960 Act of the Hague Agreement have been
satisfied. If the applicable requirements have been
satisfied, the International Bureau will accord the
application a filing date and an international
registration date and register theindustrial designin
the International Register. The international
registration includes all the data contained in the
international design application (including any
priority claim where the earlier filing is not more
than six months prior to theinternational filing date),
the reproduction(s) of the design, the international
registration number and international registration
date, and the class of the International Classification
determined by the International Bureau. The
International Bureau also sends a certificate of
international registration to the applicant. Upon
registration, the applicant isthereafter referred to as
the “holder” of the international registration.

If the International Bureau findsthat theinternational
design application does not satisfy the applicable
requirements, it will invite the applicant to makethe
required corrections within a prescribed time limit.
The failure to timely respond to the invitation may
result in abandonment of the application or removal
of the designation of a Contracting Party pursuant
to Hague Agreement Article 8.

C. Publication

International registrations are published by the
International Bureau. However, applicants may
control the timing of publication to some extent.
Specifically, the applicant may request in the official
application form that publication occur immediately
after international registration or that publication be
deferred for up to 30 months from thefiling date (or
priority date, if applicable). Deferment of publication
is not possible if a Contracting Party is designated
that does not permit deferred publication. For
applicationsfiled on or after January 1, 2022, absent
a request for immediate publication or deferment,
theregistration will be published twelve months after
the date of international registration, or as soon as
possible thereafter. For applications filed before
January 1, 2022, absent a request for immediate
publication or deferment, the registration will be
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published six months after the date of international
registration, or as soon as possible thereafter. The
publication includes the data recorded in the
International Register and the reproductions(s) of
theindustrial design.

A copy of the publication of the international
registration is communicated by the International
Bureau to the office of each designated Contracting
Party. If the United States is designated, the U.S.
application assigned to theinternational registration
will be made availablein Patent Center shortly after
publication of the international registration by the
International Bureau. The U.S. application can be
found in Patent Center by searching using the
international registration number.

For certain Contracting Parties, the date of
publication of the international registration may
trigger a time period in which to furnish certain
submissions required under the law of the
Contracting Party concerned, such as priority
documents. The International Bureau's Hague
Member  Profiles Database available at
www.wipo.int/hague/member profiles/#/ provides
information regarding requirements concerning
designated Contracting Parties.

D. Examination by the Offices of the Designated
Contracting Parties

Following publication of the international
registration by the International Bureau, the offices
of the designated Contracting Parties proceed with
substantive examination if required under their
respective laws. Some Contracting Parties do not
carry out substantive examination. Furthermore,
some Contracting Parties that carry out substantive
examination only do so on limited grounds. The
International Bureau’'s Hague Member Profiles
database available a www.wipo.int/hague/
member profiles/#/ provides detailed information
regarding the scope of substantive examination
carried out by designated Contracting Parties.

Asaresult of that examination, the office may notify
the International Bureau of a refusal of protection
for itsterritory. A refusal of protection, if any, must
be notified to the International Bureau within six
months from the date of publication of the
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international registration. However, any Contracting
Party whose office is an examining office, or whose
law provides for the possibility of opposition to the
grant of protection, may declare that the refusal
period of six monthsis extended to 12 months.

The notification of refusal is communicated by the
office of the designated Contracting Party concerned
to the International Bureau, which then transmits a
copy of the notification of refusal to the holder. Any
reply to the notification of refusal must be
communicated directly to the designated Contracting
Party concerned and not through the International
Bureau. After communication of the notification of
refusal, all further communications between the
applicant and the designated office are directly
between them and do not involve the International
Bureau.

Pursuant to 35 U.S.C. 389, the USPTO will examine
international design applications designating the
United States based on the published international
registration received from the International Bureau.
Where it appears that the applicant is not entitled to
a patent under the law of the United States with
respect to any industrial design that is the subject of
the international registration, the Office will send a
notification of refusal to the International Bureau,
normally within 12 months from the publication of
the international registration. The applicant may
reply to such notification directly to the USPTO.
Any further Office action, such as a subsequent
non-final rejection, afinal rejection, or an allowance,
will be sent directly to the applicant.

E. Effect asa Grant of Protection

Hague Agreement Article 14(2) provides that the
international registration shall have the same effect
as a grant of protection for the industrial design
under the law of that Contracting Party at the latest
from the date of expiration of the period allowed for
it to communicate arefusal or, where a Contracting
Party has made a corresponding declaration under
the Regulations, at the latest at the time specified in
that declaration. Article 14(2) further provides, that
where the office of a designated Contracting Party
has communicated a refusal and has subsequently
withdrawn, in part or in whole, that refusal, the
international registration shall, to the extent that the
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refusal is withdrawn, have the same effect in that
Contracting Party as a grant of protection for the
industrial design under the law of the Contracting
Party at thelatest from the date on which therefusal
was withdrawn.

Contracting Parties vary asto when protection begins
within their territories, the duration of protection,
and notification of protection. For some Contracting
Parties, the effect of agrant of protection begins on
the international registration date; for others, the
protection may begin on the publication date or later
date. Information regarding when protection begins
in designated Contracting Parties may be found in
the International Bureau’'s Hague Member Profiles
database available a www.wipo.int/hague/
member profiles/#/.

The duration of protection available also varies
among Contracting Parties. Under the Hague
Agreement, Contracting Parties must provide a
minimum period of protection of 15 years counted
from theinternational registration date, provided the
international  registration is renewed. Many
Contracting Parties provide for longer periods of
protection. For a complete listing of the maximum
duration of protection available before Contracting
Parties, seewww.wipo.int/hague/en/declar ations/.
For most Contracting Parties, renewal of the
international registration, including payment of a
renewal fee, is required at five-year increments to
maintain protection.

While many designated Contracting Parties send
notification when protection has been granted within
their territories, typically through issuance of a
Statement of Grant of Protection communicated to
the International Bureau pursuant to the provisions
of Hague Agreement Rule 18 bis, the sending of
such a notification is not required under certain
circumstances. Thus, some Contracting Parties may
not send any notification that protection has begun
within their territories.

For international design applications designating the
United States, protection begins upon the date of
issuance of a U.S. design patent from such
application and extends to those industrial designs
that are the subject of the international registration
and covered by the U.S. design patent. Concurrent
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with the issuance of the patent, the USPTO
communicates a Statement of Grant of protection to
the International Bureau.

2902 Definitions [R-07.2015]

Definitions of relevant terms are set forth in 35
U.S.C. 381, 37 CFR 1.9 and 1.1001, Article 1 of the
Hague Agreement, and Rule 1 of the Common
Regulations Under the 1999 Act and the 1960 Act
of the Hague Agreement.

Asused in MPEP Chapter 2900, “Article” meansan
article of the Hague Agreement; “Rule” when
capitalized, means a rule under the Common
Regulations Under the 1999 Act and the 1960 Act
of the Hague Agreement; and “Administrative
Instruction” means the Administrative Instruction
for the Application of the Hague Agreement referred
toin Rule 34.

2903 Declarationsunder the Hague
Agreement Made by the United States of
America [R-07.2015]

The Geneva Act of the Hague Agreement, and the
declarations made thereto, took effect with respect
to the United States on May 13, 2015.

Pursuant to Article 5(2)(a) and Rule 11(3), the
United States declared that an international design
application designating the United States must
contain aclaim and that the specific wording of the
claim shall be in formal terms to the ornamental
design for the article as shown, or as shown and
described. See 37 CFR 1.1021(d) and MPEP § 2909,
subsection 1V. Additionally, pursuant to Rule 8(1),
the United States declared that an international
design application designating the United States
must also contain an oath or declaration of the
creator and indications concerning the identity of
the creator. Id.

Pursuant to Article 11(1)(b), the United States
declared that where the United States is designated
in an international design application, it is not
possiblefor an applicant to request the deferment of
publication of the ensuing international registration.
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Pursuant toArticle 13(1), the United States declared
that only one independent and distinct design may
be claimed in a single application. See MPEP 8§
2920.05(b) and 1504.05.

Pursuant to Rule 18(1)(b), the United States declared
that it is extending the time period within which to
provide a refusal (12 months) and when the
international registration shall produce effect as a
grant of protection. The United States provides
industrial design rights through USPTO issuance of
aU.S. design patent. See 3535 U.S.C. 171-173 and
389 and MPEP 88 2920.05(a) and 2950.

Pursuant to Article 7(2) and Rule 12(3), the United
States declared that the prescribed designation fee
referred to in Article 7(1) shall be replaced by an
individual designation fee that is payable in afirst
part at filing and second part payabl e upon allowance
of the application. SeeM PEP §§ 2910 and 2920.06.
The amounts of the first and second part individual
designation fees are subject to future changes. See
Article 7(2).

Pursuant to Rule 13(4), the United States declared
that the period of one month referred toin Rule 13(3)
shall be replaced by a period of six months with
respect to the United States in light of the security
clearance required under United States law.

Pursuant to Article 16(2), the United States declared
that changes in ownership recorded by the
International Bureau pursuant to Article 16(1)(i)
must be recorded with the USPTO through
submission of documentation supporting that change
in ownership to have effect. See 35 U.S.C. 261 and
MPEP 8§ 301-302.

Pursuant toArticle 17(3), the United States declared
that that the maximum duration of protection for
designsis 15 years from grant. 35 U.S.C. 173.

2904 Who May FileAn International Design
Application [R-07.2015]

HagueArticle 3
Entitlement to File an International Application
Any person that is a national of a State that is a Contracting

Party or of aState member of an intergovernmental organization
that is a Contracting Party, or that has a domicile, a habitual
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residence or a rea and effective industrial or commercia
establishment in the territory of a Contracting Party, shall be
entitled to file an international application.

Pursuant to Article 3 of the Hague Agreement, to be
entitled to file an international design application, a
person must: (1) be anational of aContracting Party
or of a State that is a member of an
intergovernmental organization that isaContracting
Party; or (2) have adomicile, habitual residence, or
real and effective industrial or commercia
establishment in theterritory of a Contracting Party.

Article 1(ix) of the Hague Agreement defines a
“person” as a natural person or alegal entity, and
Article 1(xiii) defines a “Contracting Party” as a
State or intergovernmental organization that is a
party to the Hague Agreement.

A list of the Contracting Parties to the Hague
Agreement is maintained on the website of theWorld
Intellectual Property Organization (www.wipo.int/
hague/en/members/).

2905 Whereto FileAn International Design
Application [R-07.2022]

HagueArticle 4
Procedure for Filing the I nternational Application

(1) [ Direct or Indirect Filing]

() Theinternational application may befiled, at the
option of the applicant, either directly with the International
Bureau or through the Office of the applicant's Contracting
Party.

(b) Notwithstanding subparagraph (a), any Contracting
Party may, in a declaration, notify the Director General that
international applications may not be filed through its Office.

(2) [ Transmittal Feein Case of Indirect Filing] The Office
of any Contracting Party may require that the applicant pay a
transmittal feeto it, for its own benefit, in respect of any
international application filed through it.

Pursuant to Article 4 of the Hague Agreement, an
international design application may be filed either
directly with the International Bureau or indirectly
through the office of the applicant’s Contracting
Party. However, Contracting Parties may notify the
International Bureau that applications may not be
filed indirectly through their office. See Article
4(1)(b). As such, only certain offices may allow for
“indirect” filing. The WIPO website provides
information on which Contracting Parties permit
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“indirect” filing through their office. See
www.wipo.int/hague/en/declar ations/.

Article 1(xiv) of the Hague Agreement defines the
“applicant’s Contracting Party” as the Contracting
Party from which the applicant derivesits entitlement
to file an international design application under
Hague Agreement Article 3 or, if there is more than
one such Contracting Party, the one Contracting
Party among those Contracting Parties that the
applicant expressly identifies as the “applicant’s
Contracting Party” in the international design
application.

If the applicant is anational of the United States, or
has a domicile, a habitual residence, or area and
effective industrial or commercial establishment in
the United States, theinternational design application
may be filed directly with the International Bureau,
provided any required foreign filing license has been
obtained, or indirectly through the USPTO. See
M PEP § 2905.01 regarding filing indirectly through
the USPTO. Filing the international design
application directly with the International Bureau
through the WIPO's e-filing interface (eHague)
offers several benefits to applicants, including
automatic error checking of inputted data, avoidance
of the transmittal fee required by the USPTO for
indirectly filed applications, rapid application
delivery, and the ability to reuse data from previous
applications. For further information regarding
eHague, see WIPO’'s website at
www.wipo.int/hague/en/e-filing.html.

2905.01 Filing Through the USPTO asan
Office of Indirect Filing [R-07.2022]

35 U.S.C. 382 Filing international design applications.

(8 IN GENERAL.—Any person who isanational of the
United States, or has a domicile, a habitual residence, or areal
and effective industrial or commercial establishment in the
United States, may file an international design application by
submitting to the Patent and Trademark Office an application
in such form, together with such fees, as may be prescribed by
the Director.

(b) REQUIRED ACTION.—The Patent and Trademark
Office shall perform al acts connected with the discharge of its
duties under the treaty, including the collection of international
feesand transmittal thereof to the International Bureau. Subject
to chapter 17, international design applications shall be
forwarded by the Patent and Trademark Office to the
International Bureau, upon payment of atransmittal fee.
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(c) APPLICABILITY OF CHAPTER 16.—Except as
otherwise provided in this chapter, the provisions of chapter 16

shall apply.

(d) APPLICATION FILED IN ANOTHER
COUNTRY.—An international design application on an
industrial design made in this country shall be considered to
congtitute thefiling of an application in aforeign country within
the meaning of chapter 17 if theinternational design application
isfiled—

(1) inacountry other than the United States;
(2) at the International Bureau; or

(3) with an intergovernmental organization.

37 CFR 1.1002 The United States Patent and Trademark
Office as an office of indirect filing.

(@) The United States Patent and Trademark Office, asan
office of indirect filing, shall accept international design
applications where the applicant’s Contracting Party is the
United States.

(b) The major functions of the United States Patent and
Trademark Office as an office of indirect filing include:

(1) Recelving and according a receipt date to
international design applications;

(2) Collecting and, when required, transmitting fees
due for processing international design applications;

(3) Determining compliance with applicable
requirements of part 5 of this chapter; and

(4) Transmitting an international design application to
the International Bureau, unless prescriptions concerning
national security prevent the application from being transmitted.

37 CFR 1.1011 Applicant for international design application.

(@) Only personswho are nationals of the United States or
who have adomicile, ahabitual residence, or areal and effective
industrial or commercial establishment in the territory of the
United States may fileinternational design applicationsthrough
the United States Patent and Trademark Office.

(b) Although the United States Patent and Trademark Office
will accept international design applicationsfiled by any person
referred to in paragraph (a) of this section, an international
design application designating the United States may be refused
by the Office as a designated office if the applicant isnot a
person qualified under 35 U.S.C. chapter 11 to be an applicant.

37 CFR 1.1012 Applicant’s Contracting Party.

In order to file an international design application through the
United States Patent and Trademark Office as an office of
indirect filing, the United States must be applicant’s Contracting
Party (Articles 4 and 1(xiv)).

37 CFR 1.1045 Procedures for transmittal of international
design application to the I nternational Bureau.

(a) Subject to paragraph (b) of this section and payment of
the transmittal fee set forth in § 1.1031(a), transmittal of the
international design application to the International Bureau shall
be made by the Office as provided by Rule 13(1). At the same
time asit transmits the international design application to the
International Bureau, the Office shall notify the International
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Bureau of the date on which it received the application. The
Office shall also notify the applicant of the date on which it
received the application and of thetransmittal of the international
design application to the I nternational Bureau.

(b) No copy of an international design application may be
transmitted to the International Bureau, aforeign designated
office, or other foreign authority by the Office or the applicant,
unlessthe applicable requirements of part 5 of this chapter have
been satisfied.

(c) Oncetransmittal of the international design application
has been effected under paragraph (a) of this section, except for
matters properly beforethe United States Patent and Trademark
Office as an office of indirect filing or as a designated office,
all further correspondence concerning the application should be
sent directly to the International Bureau. The United States
Patent and Trademark Office will generally not forward
communications to the International Bureau received after
transmittal of the application to the International Bureau. Any
reply to an invitation sent to the applicant by the International
Bureau must befiled directly with the International Bureau, and
not with the Office, to avoid abandonment or other loss of rights
under Article 8.

Only personswho are national s of the United States
or who have a domicile, a habitual residence, or a
real and effective industridl or commercial
establishment in the United States may file
international design applications through the
USPTO. See 35 U.SC. 382(a) and 37 CFR
1.1011(a). In addition, in order to fileaninternational
design application through the USPTO, the United
States must be applicant’s Contracting Party. See 37
CFR 1.1012 and Hague Agreement Article 4. Thus,
an international design application may be filed
through the USPTO only if: (1) the applicant, or
each applicant if there is more than one applicant,
isanational of the United States or has a domicile,
ahabitual residence, or areal and effectiveindustria
or commercia establishment in the United States;
and (2) the United States is the applicant’s
Contracting Party, or each applicant’s Contracting
Party if there is more than one applicant.

The official form for presenting the international
design application, “Application for International
Registration” (form DM/1), includes boxes to
indicate both applicant’s entittement to file the
international design application and applicant’s
Contracting Party. See MPEP § 2909.01.

International design applications may be filed
through the USPTO as an office of indirect filing
viaEFS-Web, mail, or hand delivery to the Customer
Service Window at the USPTO's Alexandria

2900-7

§2905.01

headquarters. The street addressis: U.S. Patent and
Trademark Office, Customer Service Window,
Randol ph Building, 401 Dulany Street, Alexandria,
VA 22314. The mailing address for delivery by the
U.S. Postal Service is: Commissioner for Patents,
P.O. Box 1450, Alexandria, Virginia 22313-1450.

It should be noted that the Priority Mail Express®

provisions of 37 CFR 1.10 apply to the filing of all
applications and papersfiled in the U.S. Patent and
Trademark Office, including international design
applications and related papers and fees. It should
be further noted, however, that the filing of an
international design application isexcluded fromthe
Certificate of Mailing or Transmission procedures
under 37 CFR 1.8. Facsimile transmission may not
be used for the filing of an international design
application or the filing of color drawings under 37
CFR 1.1026. See 37 CFR 1.6(d)(3) and (4), 37 CFR
1.8(a)(2)(1)(K). See MPEP_§ 502 for more
information on depositing correspondence with the
USPTO.

Payment of the transmittal fee specified in 37 CFR
1.1031(a) is required for international design
applications filed through the USPTO as an office
of indirect filing. In addition, international design
applications filed with the USPTO are subject to
national security review. See 35 U.S.C. 382(b). The
international design application will not be
transmitted to the International Bureau if the
transmittal fee has not been paid or the necessary
national security clearance has not been obtained.
See 37 CFR 1.1045.

Upon receipt of an international design application,
the USPTO will review the application for the
required indications establishing each applicant’s
entitlement to filetheinternational design application
through the USPTO, payment of the transmittal fee,
and national security. If the indications are not
sufficient to establish each applicant’s entitlement
to file the international design application through
the USPTO, the transmittal fee has not been paid,
or the necessary national security clearance has not
been obtained, the Office will notify the applicant
accordingly via Form PTO-2320, “Notification
Regarding Receipt And Transmittal Of The
International Design  Application To The
International Bureau.” Form PTO-2320 does not set
atime period to cure the deficiency but instead warns
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the applicant that an international design application
that is not received by the International Bureau
within six months from receipt of the application by
the USPTO will receive afiling date as of the date
on which the International Bureau receives the
application, rather than the USPTO receipt date,
subject to Hague Agreement Rule 14(2).

If the conditions for transmitting the international
design application to the International Bureau have
been satisfied, the application will be transmitted to
the International Bureau. The applicant will be
notified via Form PTO-2320 of the transmittal of
the application to the International Bureau and of
the receipt date of the international design
application by the USPTO.

Because the international design application must
be received by the International Bureau within six
months of receipt of the application by the USPTO
in order to obtain the receipt date at the USPTO as
the filing date, the applicant should contact the
USPTO for a status update well in advance of the
expiration of this six month period if the applicant
has not received Form PTO-2320 indicating
transmittal of the application to the International
Bureau.

Applicants are advised, when filing an international
design application through the USPTO as an office
of indirect filing, to consult the EFS-Web Quick
Start Guide: International Design Application
(Hague), available at
www.uspto.gov/sites/default/files’”documents/
Hague-QSG.pdf. Failureto submit the reproductions
in the manner prescribed therein may result in
additional per page publication fees being required
by the International Bureau.

The Office will generally not forward any
submission filed in an international design
application to the International Bureau that is
received after the application has been transmitted
to the International Bureau. Applicants are cautioned
that any reply to an invitation sent to the applicant
by the International Bureau must be filed directly
with the International Bureau, and not with the
Office, to avoid abandonment or other loss of rights
under Hague Agreement Article 8. See 37 CFR

MANUAL OF PATENT EXAMINING PROCEDURE

2906 Filing Date Requirements[R-07.2015]

HagueArticle9
Filing Date of the International Application

(1) [ International Application Filed Directly] Where the
international application isfiled directly with the International
Bureau, thefiling date shall, subject to paragraph (3), be the
date on which the International Bureau receivestheinternational
application.

(2) [ International Application Filed Indirectly] Where the
international application isfiled through the Office of the
applicant's Contracting Party, thefiling date shall be determined
as prescribed.

(3) [ International Applicationwith Certain Irregularities)
Where the international application has, on the date on which
it isreceived by the International Bureau, an irregularity which
is prescribed as an irregularity entailing a postponement of the
filing date of the international application, the filing date shall
be the date on which the correction of such irregularity is
received by the International Bureau.

Hague Rule 14
Examination by the I nternational Bureau

(1) [ Time Limit for Correcting Irregularities] If the
International Bureau findsthat theinternational application does
not, at thetime of itsreceipt by the International Bureau, fulfill
theapplicablerequirements, it shall invite the applicant to make
the required corrections within three months from the date of
the invitation sent by the International Bureau.

(2) [ Irregularities Entailing a Postponement of the Filing
Date of the International Application] Where the international
application has, on the date on which it is received by the
International Bureau, an irregularity which is prescribed as an
irregularity entailing a postponement of the filing date of the
international application, the filing date shall be the date on
which the correction of such irregularity is received by the
International Bureau. Theirregularitieswhich are prescribed as
entailing a postponement of the filing date of the international
application are the following:

(a) theinternational application is not in one of the
prescribed languages;

(b) any of the following elementsis missing from the
international application:

(i) an express or implicit indication that
international registration under the 1999 Act or the 1960 Act is
sought;

(it) indications allowing the identity of the
applicant to be established;

(iii) indications sufficient to enable the applicant
or its representative, if any, to be contacted;

(iv) areproduction, or, in accordance with Article
5(1)(iii) of the 1999 Act, a specimen, of each industrial design
that is the subject of the international application;

(v) thedesignation of at least one Contracting

1.1045(c). Party.
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(3) [ International Application Considered Abandoned;
Reimbursement of Fees] Where an irregularity, other than an
irregularity referred to in Article 8(2)(b) of the 1999 Act, is not
remedied within the time limit referred to in paragraph (1), the
international application shall be considered abandoned and the
Internationa Bureau shall refund any fees paid in respect of that
application, after deduction of an amount corresponding to the
basic fee.

Hague Rule 13
International Application Filed Through an Office

*kkk*k

(3) [ Filing Date of International Application Filed
Indirectly] Subject to Rule 14(2), the filing date of an
international application filed through an Office shall be

(i) wherethe international application is governed
exclusively by the 1999 Act, the date on which the international
application was received by that Office, provided that it is
received by the International Bureau within one month of that
date;

(ii) inany other case, the date on which the
International Bureau receives the international application.

(4) [ Filing Date Where Applicant’s Contracting Party
Requiresa Security Clearance] Notwithstanding paragraph (3),
aContracting Party whose law, at thetime that it becomes party
tothe 1999 Act, requires security clearance may, in adeclaration,
notify the Director Generd that the period of one month referred
tointhat paragraph shall be replaced by aperiod of six months.

HagueRule 6
Languages

(1) [ International Application] The international
application shall be in English, French or Spanish.

*kkk*k

Thefiling date of an international design application
is accorded by the International Bureau pursuant to
Article 9 and Rules 14(2) and 13(3) of the Hague
Agreement. Thefiling date of aninternationa design
application in the United States is not necessarily
the same date as the filing date accorded by the
International Bureau. See MPEP § 2908. The filing
date accorded by the International Bureau isreferred
to asthe international filing date.

Pursuant to Rule 14(2), the International Bureau will
accord the international design application a filing
dateonly if the applicationisin one of the prescribed
languages. The prescribed languages, set forth in
Hague Agreement Rule 6, are English, French, and
Spanish. In addition, the international design
application must include:

(1) anindication that international registration
under the Hague Agreement is requested;
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(2) asufficient indication of the applicant’s
identity;

(3) asufficient indication to allow the applicant
or its representative to be contacted,

(4) areproduction or specimen of each industrial
design that is the subject of the application; and

(5) thedesignation of at least one Contracting
Party.

If theinternational design application does not fulfill
the applicable requirements, the International Bureau
will invite the applicant to make the required
correctionswithin a prescribed time limit. See Rule
14(1). If the defect concerns a missing element
required under Rule 14(2) and the applicant timely
provides the missing element required under Rule
14(2), the date on which the missing element is
received by the International Bureau will be the
filing date accorded by the International Bureau.
Where the defect, other than a defect referred to in
Article 8(2)(b), is not timely remedied, the
international design application shall be considered
abandoned. Failure to timely remedy a defect
referred to in Article 8(2)(b) will result in the
international design application being deemed not
to contain the designation of the Contracting Party
concerned. See MPEP § 2907.

With respect to an international design application
filed indirectly through the office of a Contracting
Party that is governed exclusively by the 1999
GenevaAct, the international filing date will be the
datetheinternational design application wasreceived
in the office of the Contracting Party, subject to Rule
14(2), and provided that the application is received
by the International Bureau within the time period
specified in Rule 13(3). The time period specified
in Rule 13(3) is one month from the date of receipt
of the application by the Contracting Party or six
months from the date of receipt where the
Contracting Party has notified the International
Bureau that it requires security clearance before
communicating the application. The United States
has notified the International Bureau that it requires
a security clearance. See MPEP § 2903.
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2907 International Registration and Date of
the International Registration [R-07.2015]

HagueArticle 10

International Registration, Date of the I nternational
Registration, Publication and Confidential Copies of the
International Registration

(1) [ International Registration] The International Bureau
shall register each industrial design that is the subject of an
international application immediately upon receipt by it of the
international application or, where correctionsareinvited under
Article 8, immediately upon receipt of the required corrections.
The registration shall be effected whether or not publicationis
deferred under Article 11.

(2) [ Date of the International Registration]

(@) Subject to subparagraph (b), the date of the
international registration shall be the filing date of the
international application.

(b) Wheretheinternational application has, on the date
on which it isreceived by the International Bureau, an
irregularity which relatesto Article 5(2), the date of the
international registration shall be the date on which the
correction of such irregularity is received by the International
Bureau or the filing date of the international application,
whichever isthe later.

*kkkk

Hague Rule 15

Registration of the Industrial Design in the I nternational
Register

(1) [ Registration of the Industrial Design in the
International Register] Where the International Bureau finds
that the international application conforms to the applicable
requirements it shall register the industrial designin the
International Register and send a certificate to the holder.

(2) [ Contents of the Registration] The international
registration shall contain

(i) al the datacontained in theinternational appliceation,
except any priority claim under Rule 7(5)(c) where the date of
the earlier filing is more than six months before the filing date
of the international application;

(i) any reproduction of the industrial design;

(iii) the date of the international registration;

(iv) the number of the international registration;

(v) therelevant classof the International Classification,
as determined by the International Bureau.

HagueArticle5

Contents of the I nternational Application

*kkkk

(2) [ Additional Mandatory Contents of the International
Application]
(@) Any Contracting Party whose Officeisan

Examining Office and whose law, at the time it becomes party
tothisAct, requiresthat an application for the grant of protection
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to an industrial design contain any of the elements specified in
subparagraph (b) in order for that application to be accorded a
filing date under that law may, in a declaration, notify the
Director General of those elements.

(b) The elements that may be notified pursuant to
subparagraph (a) are the following:
(i) indications concerning theidentity of the creator
of theindustrial design that is the subject of that application;

(it) abrief description of the reproduction or of the
characteristic features of theindustrial design that isthe subject
of that application;

(iii) aclaim.

() Wheretheinternational application contains the
designation of a Contracting Party that has made a notification
under subparagraph (a), it shall also contain, in the prescribed
manner, any element that was the subject of that notification.

*kkkk

If the International Bureau determines that the
international design application conforms to the
applicable requirements, it will register theindustrial
designinthe International Register. SeeArticle 10(1)
and Rule 15. Pursuant to Article 10(2), the date of
international registration will be the international
filing date (see MPEP § 2906) unless there is an
applicable requirement under Hague Agreement
Article5(2) that has not been satisfied, in which case
the date of international registration will be the date
that a timely correction satisfying the outstanding
requirement(s) of Article 5(2) is received, or the
international filing date, whichever islater.

Hague Agreement Article 5(2) sets forth additional
mandatory elements of an international design
application that may be required by certain
Contracting Parties. Where the international design
application containsthe designation of aContracting
Party that has notified the International Bureau that
it requires an element under Article 5(2), then the
international design application must contain that
eement. The additional elements that may be
required under Article 5(2) are: (1) an indication
identifying the creator of the industrial design; (2)
a brief description of the reproduction or of the
characteristic features of the industrial design; and
(3) aclam.

If the international design application does not
comply with the applicable requirements, including
any missing element required under Article 5(2), the
International Bureau will invite the applicant to
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remedy the defect within a prescribed time limit.
See Rule 14(1). Where the defect relatesto amissing
requirement under Article 5(2), or to a specia
reguirement notified to the International Bureau in
accordance with the Regulations under the Hague
Agreement (e.g., the requirement for an oath or
declaration of the creator pursuant to Rule 8), the
failure to timely comply with the invitation will
result in the international design application being
deemed not to contain the designation of the
Contracting Party concerned. See Article 8(2)(b).

2908 Filing Datein the United States
[R-07.2015]

35 U.S.C. 384 Filing date

(8 IN GENERAL.—Subject to subsection (b), thefiling
date of an international design application in the United States
shall be the effective registration date. Notwithstanding the
provisions of this part, any international design application
designating the United States that otherwise meets the
requirements of chapter 16 may betreated asadesign application
under chapter 16.

(b) REVIEW.—An applicant may request review by the
Director of thefiling date of theinternational design application
in the United States. The Director may determine that thefiling
date of the international design application in the United States
is adate other than the effective registration date. The Director
may establish procedures, including the payment of asurcharge,
to review the filing date under this section. Such review may
result in adetermination that the application has afiling datein
the United States other than the effective registration date.

35 U.S.C. 381 Definitions

(8 IN GENERAL.—When used in this part, unlessthe
context otherwise indicates—

(1) theterm ‘treaty’ meansthe GenevaAct of the
Hague Agreement Concerning the International Registration of
Industrial Designs adopted at Genevaon July 2, 1999;

(2) theterm ‘regulations—

(A) when capitalized, means the Common
Regulations under the treaty; and

(B) when not capitalized, means the regulations
established by the Director under thistitle;

(3) theterms'designation’, 'designating’, and 'designate’
refer to arequest that an international registration have effect
in a Contracting Party to the treaty;

(4) theterm 'International Bureau' meansthe
international intergovernmental organization that is recognized
as the coordinating body under the treaty and the Regulations;

(5) theterm 'effective registration date’ meansthe date
of international registration determined by the I nternational
Bureau under the treaty;
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(6) theterm 'international design application' means
an application for international registration; and

(7) theterm 'international registration' means the
international registration of an industrial design filed under the

treaty.

(b) RULE OF CONSTRUCTION.—Termsand expressions
not defined in this part are to be taken in the sense indicated by
the treaty and the Regulations.

37 CFR 1.1023 Filing date of an international design
application in the United States.

(a) Subject to paragraph (b) of this section, the filing date
of aninternational design application in the United Statesisthe
date of international registration determined by the International
Bureau under the Hague Agreement (35 U.S.C. 384 and

381(a)(5)).

(b) Where the applicant believes the international design
application is entitled under the Hague Agreement to afiling
date in the United States other than the date of international
registration, the applicant may petition the Director under this
paragraph to accord the international design application afiling
date in the United States other than the date of international
registration. Such petition must be accompanied by the fee set
forth in 8 1.17(f) and include a showing to the satisfaction of
the Director that the international design application isentitled
to such filing date.

Pursuant to 35 U.S.C. 384(a), the filing date of an
international design application inthe United States
isthe“ effective registration date”, subject to review
pursuant to 35 U.S.C. 384(b). The “effective
registration date” means “the date of international
registration determined by the International Bureau
under the treaty”. See 35 U.S.C. 381(a)(5).

Pursuant to 35 U.S.C. 384(b), an applicant may
request review by the Director of the filing date of
the international design application in the United
States. The procedure for requesting such review is
set forth in 37 CFR 1.1023(b). Pursuant to 37 CFR
1.1023(b), where the applicant believes the
international design applicationisentitled under the
Hague Agreement to afiling datein the United States
other than the date of international registration, the
applicant may petition the Director under 37 CFR
1.1023(b) to accord the international design
application a filing date in the United States other
than the date of international registration. Such
petition must be accompanied by thefee set forthin
37 CFR 1.17(f) and include a showing to the
satisfaction of the Director that the international
design application is entitled to such filing date.

Rev. 07.2022, February 2023



§2909

2909 Contentsof the International Design
Application [R-07.2022]

HagueArticle 5
Contents of the International Application

(1) [ Mandatory Contents of the I nternational Application]
Theinternational application shall bein the prescribed language
or one of the prescribed languages and shall contain or be
accompanied by

(i) arequest for international registration under this
Act;

(ii) the prescribed data concerning the applicant;

(iii) the prescribed number of copies of areproduction
or, a the choice of the applicant, of several different
reproductions of the industrial design that is the subject of the
international application, presented in the prescribed manner;
however, where the industrial design is two-dimensional and a
reguest for deferment of publicationismadein accordance with
paragraph (5), the international application may, instead of
containing reproductions, be accompanied by the prescribed
number of specimens of the industrial design;

(iv) anindication of the product or products which
constitute the industrial design or in relation to which the
industrial design isto be used, as prescribed;

(v) anindication of the designated Contracting Parties;
(vi) the prescribed fees;
(vii) any other prescribed particulars.

(2) [ Additional Mandatory Contents of the International
Application]

(@) Any Contracting Party whose Officeisan
Examining Office and whose law, at the time it becomes party
tothisAct, requiresthat an application for the grant of protection
to an industrial design contain any of the elements specified in
subparagraph (b) in order for that application to be accorded a
filing date under that law may, in a declaration, notify the
Director General of those elements.

(b) The elements that may be notified pursuant to
subparagraph (a) are the following:

(i) indications concerning theidentity of the creator
of theindustrial design that is the subject of that application;

(ii) abrief description of the reproduction or of the
characteristic features of theindustrial design that isthe subject
of that application;

(iii) aclam.
(c) Wheretheinternational application contains the
designation of a Contracting Party that has made a notification

under subparagraph (a), it shall also contain, in the prescribed
manner, any element that was the subject of that notification.

(3) [ Other Possible Contents of the International
Application] The international application may contain or be
accompanied by such other elements as are specified in the
Regulations.
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(4) [ Several Industrial Designsin the Same International
Application] Subject to such conditions as may be prescribed,
an international application may include two or moreindustrial
designs.

(5) [ Request for Deferred Publication] The international
application may contain arequest for deferment of publication.

Hague Rule 7
Requirements Concerning the International Application

(1) [ Formand Sgnature] The international application
shall be presented on the official form. The international
application shall be signed by the applicant.

(2) [ Fees] The prescribed fees applicable to the
international application shall be paid as provided for in Rules
27 and 28.

(3) [ Mandatory Contents of the International Application]
Theinternational application shall contain or indicate

(i) the name of the applicant, given in accordance with
the Administrative Instructions;

(i) the address, given in accordance with the
Administrative Instructions, and email address of the applicant;

(iii) the Contracting Party or Partiesin respect of which
the applicant fulfills the conditions to be the holder of an
international registration;

(iv) the product or products which congtitute the
industrial design or in relation to which theindustrial designis
to be used, with an indication whether the product or products
congtitute the industrial design or are productsin relation to
whichtheindustrial design isto be used; the product or products
shall preferably beidentified by using terms appearing in the
list of goods of the International Classification;

(v) the number of industrial designsincluded in the
international application, which may not exceed 100, and the
number of reproductions or specimens of theindustrial designs
accompanying the international application in accordance with
Rule 9 or 10;

(vi) the designated Contracting Parties;

(vii) the amount of the fees being paid and the method
of payment, or instructionsto debit the required amount of fees
to an account opened with the International Bureau, and the
identification of the party effecting the payment or giving the
instructions.

(4) [ Additional Mandatory Contents of an International
Application]

(a) With respect to Contracting Parties designated under
the 1999 Act in an international application, that application
shall contain, in addition to the indications referred to in
paragraph (3)(iii), the indication of the applicant’s Contracting
Party.

(b) Where a Contracting Party designated under the
1999 Act has notified the Director General, in accordance with
Article5(2)(a) of the 1999 Act, that itslaw reguires one or more
of the elements referred to in Article 5(2)(b) of the 1999 Act,
the international application shall contain such element or
elements, as prescribed in Rule 11.
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(c) Where Rule 8 applies, the international application
shall, as applicable, contain the indications referred to in
paragraphs (2) or (3) thereof and be accompanied by any relevant
statement, document, oath or declaration referred toin that Rule.

(5) [ Optional Contents of an International Application]

(@ Aneéelement referred toinitem (i) or (ii) of Article
5(2)(b) of the 1999 Act or in Article 8(4)(a) of the 1960 Act
may, at the option of the applicant, be included in the
international application even wherethat element isnot required
in consequence of a notification in accordance with Article
5(2)(a) of the 1999 Act or in consequence of arequirement under
Article 8(4)(a) of the 1960 Act.

(b) Where the applicant has arepresentative, the
international application shall state the name and address, given
in accordance with the Administrative Instructions, and email
address of the representative.

(c) Where the applicant wishes, under Article 4 of the
Paris Convention, to take advantage of the priority of an earlier
filing, the international application shall contain a declaration
claiming the priority of that earlier filing, together with an
indication of the name of the Officewhere such filing was made
and of the date and, where available, the number of that filing
and, wherethe priority claim relatesto lessthan all theindustrial
designs contained in theinternational application, theindication
of thoseindustrial designsto which the priority claim relates or
does not relate.

(d) Where the applicant wishes to take advantage of
Article 11 of the Paris Convention, the international application
shall contain a declaration that the product or products which
constitute theindustrial design or in which theindustrial design
isincorporated have been shown at an official or officially
recognized international exhibition, together with the place
wherethe exhibition was held and the date on which the product
or products were first exhibited there and, where less than all
theindustrial designs contained in the international application
are concerned, theindication of thoseindustrial designsto which
the declaration relates or does not relate.

(e) Where the applicant wishes that publication of the
industrial design be deferred, the international application shall
contain arequest for deferment of publication.

(f) Theinternational application may also contain any
declaration, statement or other relevant indication as may be
specified in the Administrative Instructions.

(g) Theinternational application may be accompanied
by astatement that i dentifiesinformation known by the applicant
to be material to the eligibility for protection of the industrial
design concerned.

(6) [ No Additional Matter] If theinternational application
contains any matter other than that required or permitted by the
1999 Act, the 1960 Act, these Regulations or theAdministrative
Instructions, the International Bureau shall delete it ex officio.
If theinternational application isaccompanied by any document
other than those required or permitted, the International Bureau
may dispose of the said document.

(7) [All Productsto Bein Same Class] All the products
which constitute theindustrial designsto which an international
application relates, or in relation to which theindustrial designs
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areto be used, shall belong to the same class of the International
Classification.

Hague Administrative | nstructions Section 408:

Permitted Mattersin the International Application and
Permitted Documents Accompanying an | nternational
Application

(@) Where the applicant has made adeclaration under Rule
7(5)(c) claiming priority of an earlier filing in the international
application, that claim may be accompanied by acode allowing
to retrieve that filing in a Digital Access Service for Priority
Documents (DAS) digitd library;

(b) Where the applicant wishesto benefit from areduction
of anindividual designation fee asindicated in a declaration
made under Article 7(2) of the 1999 Act by a designated
Contracting Party, the international application may contain an
indication or claim of the economic status entitling the applicant
to the reduced fee asindicated in the declaration, as well asthe
certificate thereof, where applicable.

(c)(i) Wherethe applicant wishesto make adeclaration
concerning exception to lack of novelty in the international
application, as may be prescribed under the law of adesignated
Contracting Party, the declaration shall be worded as follows,
with the indication of those industrial designsto which the
declaration relates: “ Declaration Concerning Exception to Lack
of Novelty “The applicant claims to benefit from exceptional
treatments provided for in the applicable laws of the designated
Contracting Parties concerned, for disclosure of [all] the
[following] industrial designsincluded in the present
application.”

(if) Where the applicant wishes to submit
documentation on the type and date of disclosure, the
international application may be accompanied by such
documentation.

(d) Where the applicant wishes to submit a statement as
referred to in Rule 7(5)(g), the statement shall be in the format
established by the International Bureau in agreement with the
designated Contracting Party concerned.

35 U.S.C. 383 International design application.

In addition to any requirements pursuant to chapter 16, the
international design application shall contain—

(1) arequest for international registration under the
treaty;
(2) anindication of the designated Contracting Parties;

(3) data concerning the applicant as prescribed in the
treaty and the Regulations;

(4) copiesof areproduction or, at the choice of the
applicant, of severa different reproductions of the industrial
design that isthe subject of theinternational design application,
presented in the number and manner prescribed in thetreaty and
the Regulations;

(5) anindication of the product or products that
congtitute the industrial design or in relation to which the
industrial design isto be used, as prescribed in the treaty and
the Regulations;

(6) thefeesprescribed inthetreaty and the Regulations;
and
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(7) any other particulars prescribed in the Regulations.

37 CFR 1.1021 Contents of the international design
application.

(@ Mandatory contents. The international design
application shall be in English, French, or Spanish (Rule 6(1))
and shall contain or be accompanied by:

(1) A request for international registration under the
Hague Agreement (Article 5(1)(i));

(2) The prescribed data concerning the applicant
(Article 5(1)(ii) and Rule 7(3)(i) and (ii));

(3) The prescribed number of copies of areproduction
or, at the choice of the applicant, of several different
reproductions of the industrial design that is the subject of the
international design application, presented in the prescribed
manner; however, wheretheindustrial designistwo-dimensional
and arequest for deferment of publication ismadein accordance
with Article 5(5), the international design application may,
instead of containing reproductions, be accompanied by the
prescribed number of specimens of theindustrial design (Article
S5(2)(iii));

(4) Anindication of the product or products that
constitute the industrial design or in relation to which the
industrial design isto be used, as prescribed (Article 5(1)(iv)
and Rule 7(3)(iv));

(5) Anindication of the designated Contracting Parties
(Article 5(1)(v));

(6) The prescribed fees (Article 5(1)(vi) and Rule
12(2));

(7) The Contracting Party or Partiesin respect of which
the applicant fulfills the conditions to be the holder of an
international registration (Rule 7(3)(iii));

(8) The number of industrial designsincluded in the
international design application, which may not exceed 100,
and the number of reproductions or specimens of the industrial
designsaccompanying theinternational design application (Rule
7(3)(v));

(9) The amount of the fees being paid and the method
of payment, or instructions to debit the required amount of fees
to an account opened with the International Bureau, and the
identification of the party effecting the payment or giving the
instructions (Rule 7(3)(vii)); and

(10) Anindication of applicant’s Contracting Party as
required under Rule 7(4)(a).

(b) Additional mandatory contents required by certain
Contracting Parties.

(1) Wheretheinternationa design application contains
the designation of a Contracting Party that requires, pursuant to
Article5(2), any of thefollowing elements, then theinternational
design application shall contain such required element(s):

(i) Indicationsconcerning theidentity of the creator
of theindustrial design that is the subject of that application
(Rule 11(1));

(if) A brief description of the reproduction or of
the characteristic features of the industrial design that isthe
subject of that application (Rule 11(2));
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(i) A claim (Rule 11(3)).

(2) Wheretheinternational design application contains
the designation of a Contracting Party that has made a
declaration under Rule 8(1), then the international application
shall contain the statement, document, oath or declaration
specified in that declaration (Rule 7(4)(c)).

(c) Optional contents. Theinternational design application
may contain:

(1) Two or more industrial designs, subject to the
prescribed conditions (Article 5(4) and Rule 7(7));

(2) A request for deferment of publication (Article 5(5)
and Rule 7(5)(€)) or arequest for immediate publication (Rule
17);

(3) Anéelement referred to in item (i) or (ii) of Article
5(2)(b) of the Hague Agreement or in Article 8(4)(a) of the 1960
Act even where that element is not required in consequence of
anotification in accordance with Article 5(2)(a) of the Hague
Agreement or in consequence of a requirement under Article
8(4)(a) of the 1960 Act (Rule 7(5)(a));

(4) Thename and address of applicant’srepresentative,
as prescribed (Rule 7(5)(b));

(5) A claim of priority of one or more earlier filed
applicationsin accordance with Article 6 and Rule 7(5)(c);

(6) A declaration, for purposes of Article 11 of the
Paris Convention, that the product or products which constitute
theindustrial design or in which the industrial designis
incorporated have been shown at an official or officialy
recognized international exhibition, together with the place
where the exhibition was held and the date on which the product
or products were first exhibited there and, where less than all
theindustrial designs contained in the international design
application are concerned, the indication of those industrial
designsto which the declaration relates or does not relate (Rule

7(5)(d));

(7) Any declaration, statement or other relevant
indication as may be specified in the Administrative | nstructions
(Rule 7(5)(f));

(8) A statement that identifies information known by
the applicant to be material to the eligibility for protection of
the industrial design concerned (Rule 7(5)(g));

(9) A proposed trandlation of any text matter contained
intheinternational design application for purposes of recording
and publication (Rule 6(4)).

(d) Required contents where the United States is
designated. In addition to the mandatory requirements set forth
in paragraph (a) of this section, an international design
application that designates the United States shall contain or be
accompanied by:

(1) A claim (88 1.1021(b)(1)(iii) and 1.1025);

(2) Indications concerning the identity of the creator
(i.e., theinventor, see § 1.9(d)) in accordance with Rule 11(1);
and

(3) Theinventor's oath or declaration (88 1.63 and
1.64). Therequirementsin 88 1.63(b) and 1.64(b)(4) to identify
each inventor by his or her legal name, mailing address, and
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residence, if an inventor lives at alocation which is different
from the mailing address, and the requirement in § 1.64(b)(2)
to identify the residence and mailing address of the person
signing the substitute statement, will be considered satisfied by
the presentation of such information in the international design
application prior to international registration

The elements of an international design application
fall into three categories. (1) mandatory contents;
(2) additional mandatory contents; and (3) optional
contents.

I. MANDATORY CONTENTS

Mandatory contents are those items required in all
international design applications. Such contents are
set forth in Article 5(1) and Rule 7 of the Hague
Agreement and 37 CFR 1.1021(a). Specifically, the
international design application must bein English,
French, or Spanish, it must be presented on the
official form (see MPEP § 2909.01) and signed by
the applicant, and it must include: (1) arequest for
international  registration under the Hague
Agreement; (2) the prescribed data concerning the
applicant; (3) the prescribed number of copies of a
reproduction or, at the choice of the applicant, of
several different reproductions of the industrial
design that is the subject of the international design
application, presented in the prescribed manner
(wheretheindustrial design istwo-dimensional and
a request for deferment of publication is made in
accordance with Article 5(5) of the Hague
Agreement, theinternational design application may,
instead of containing reproductions, be accompani ed
by the prescribed number of specimens of the
industrial design); (4) an indication of the product
or products that constitute the industrial design or
in relation to which the industrial design is to be
used, as prescribed; (5) an indication of the
designated Contracting Parties; (6) the prescribed
fees; (7) the Contracting Party or Parties in respect
of which the applicant fulfills the conditions to be
the holder of an international registration; (8) the
number of industrial designs included in the
international application, which may not exceed 100,
and the number of reproductions or specimens of
theindustrial designs accompanying theinternational
application; (9) the amount of the fees being paid
and the method of payment or instructions to debit
the required amount of fees to an account opened
with the International Bureau and the identification
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of the party effecting the payment or giving the
instructions; and (10) an indication of applicant’s
Contracting Party as required under Rule 7(4)(a).

I1. ADDITIONAL MANDATORY CONTENTS

Additional mandatory contents are elementsthat are
required by certain Contracting Partiesand therefore
aremandatory in any international design application
that designates such Contracting Parties (seeArticle
5(2) and Rule 7 of the Hague Agreement and 37
CFR 1.1021(b)). Such additional mandatory contents
may consist of, pursuant to Article 5(2) of the Hague
Agreement, indications concerning the identity of
the creator, a brief description of the reproduction
or of the characteristic features of the industria
design, (iii) a claim, and/or, pursuant to Rule 8(1)
of the Hague Agreement, a statement, document,
oath, or declaration.

I11. OPTIONAL CONTENTS

Optional contents are items that may beincluded in
an internationa design application. Optiona contents
are addressed in Rule 7(5) of the Hague Agreement
and 37 CFR 1.1021(c) and may include: (1) two or
more industrial designs, subject to the prescribed
conditions; (2) arequest for deferment of publication
or arequest for immediate publication; (3) any of
the additional mandatory elements discussed above,
even if such elements are not required by any
Contracting Party designated in the international
design application; (4) the prescribed information
concerning the applicant’srepresentative; (5) aclaim
of priority of one or more earlier filed applications,
which, pursuant to Administrative I nstruction section
408(a), may be accompanied by an access code
alowing to retrieve the priority document from a
Digital Access Service for Priority Documents
(DAS) digital library; (6) adeclaration, for purposes
of Article 11 of the Paris Convention, that the
product or products that constitute the industria
design, or in which the industrial design is
incorporated, have been shown at an officia or
officially recognized international exhibition,
together with the place where the exhibition was
held and the date on which the product or products
were first exhibited there and, where less than all
the industrial designs contained in the international
application are concerned, the indication of those
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industrial designsto which the declaration relates or
does not relate; (7) any declaration, statement, or
other relevant indication as may be specified in the
Administrative Instructions; (8) a statement that
identifies information known by the applicant to be
material to the eligibility for protection of the
industrial design concerned; and (9) a proposed
trandation of any text matter contained in the
international application for purposes of recording
and publication.

V. REQUIRED CONTENTSWHERE THE UNITED
STATESISDESIGNATED

Asset forthin 37 CFR 1.1021(d), in addition to the
mandatory requirements otherwise required for
international design applications, an international
design application designating the United States
must aso include (1) a clam (37 _CFR
1.1021(b)(2)(iii) and 37 CFR 1.1025); (2) indications
concerning the identity of the creator (i.e., the
inventor, see 37 CFR 1.9(d)) in accordance with
Rule 11(1); and (3) theinventor’s oath or declaration
(37 CFR 1.63 and 1.64).

A claim is a filing date requirement for design
applicationsinthe United States. See35 U.S.C. 171.
The United States has declared, pursuant to Article
5(2), that an international design application
designating the United States must contain aclaim.
See MPEP § 2903. Consequently, an international
design application designating the United Statesthat
does not contain a claim will not be registered by
the International Bureau in theinternational register
and thus will not be entitled to afiling date in the
United States. See M PEP 88 2907 and 2908. In such
case, the International Bureau will invite the
applicant to submit the claim within a prescribed
time limit and will accord a date of international
registration as of the date of receipt of the claim
(assuming there are no other defects). Failure to
timely submit the claim in response to the invitation
by the International Bureau will result in the
application being deemed not to contain the
designation of the United States. SeeArticle 8(2)(b).
Use of the official application form (form DM/1)
will help ensure that applicants designating the
United Stateswill satisfy therequirement for aclaim,
asltem (12) of the official formincludesaclaim for
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the purposes of the designation of the United States.
See MPEP § 2909.01.

Pursuant to Rule 8(1), the United States has declared
that an international design application designating
the United States must contain an oath or declaration
of the creator and indications concerning the identity
of the creator. See MPEP § 2903. The requirements
for theinventor’s oath or declaration are set forth in
37 CFR 1.63 and 1.64. 37 CFR 1.1021(d) further
provides that the requirements in 37 CFR 1.63(b)
and 1.64(b)(4) to identify each inventor by his or
her legal name, mailing address, and residence, if
aninventor livesat alocation which isdifferent from
the mailing address, and the requirement in 37 CFR
1.64(b)(2) to identify the residence and mailing
address of the person signing the subgtitute statement
will be considered satisfied by the presentation of
such information in the international design
application prior to international registration. If the
inventor’s oath or declaration has not been filed, the
International Bureau will invite the applicant to
submit the inventor’s oath or declaration within a
prescribed time limit. Failure to timely submit the
inventor's oath or declaration in response to the
invitation by the International Bureau will result in
the application being deemed not to contain the
designation of the United States. See Article 8(2)(b).
Annex | to the official application form (form DM/1)
available at www.wipo.int/hague/en/for mg/ includes
a declaration of inventorship form and a substitute
statement form for use with international design
applications designating the United States. See
MPEP § 2909.03.

An international design application designating the
United States must include a specification as
prescribed by 35 U.S.C. 112 and preferably include
abrief description of the reproductions pursuant to
Rule 7(5)(a) describing the view or views of the
reproductions. See 37 CFR 1.1024. The Office
encourages applicants filing international design
applications that designate the United States to
include a brief description in the application
describing the views of the reproductions, as such
description is helpful for examination and may, in
some cases, help avoid issues concerning the scope
of the claimed design or sufficiency of disclosure.
Furthermore, a description of the view or views of
the reproductions may be required by the Officein
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a nonprovisiona international design application,
asdefined by 37 CFR 1.9(a)(3), pursuant to 37 CFR
1.1067. See MPEP § 2920.04(a), subsection I1. The
brief description of the reproductions should be
included in Item (10) “Description of the
Reproductions (L egends) of the Industrial Designs’
of the official application form (form DM/1). See
MPEP § 2909.01.

Aninternational design application designating the
United States may not contain a request for
deferment of publication. See 37 CFR 1.1028. In
addition, specimensare not permitted in international
design applications designating the United States.
See 37 CFR 1.1027.

2909.01 Official Form for the Application
for International Registration [R-07.2022]

37 CFR 1.1022 Form and signature

(@) Theinternational design application shall be presented
on the official form (Rules 7(1) and 1(vi)).

(b) Theinternational design application shall be signed by
the applicant.
HagueRule7

Requirements Concerning the I nternational Application

(1) [ Formand Signature] The international application
shall be presented on the official form. The international
application shall be signed by the applicant.

N
HagueRule 1
Definitions
(1) [ Abbreviated Expressions] For the purposes of these
Regulations,

*kkkk

(vi) “official form” means aform established by the
International Bureau or an electronic interface made available
by the International Bureau on the web site of the Organization,
or any form or electronic interface having the same contents
and format;

*kkkk

The international design application must be
presented on the “ official form.” Pursuant to Hague
Agreement Rule 1(vi), “ official form” meansaform
established by the International Bureau or an
electronic interfface made available by the
International Bureau on the website of the
Organization, or any form or electronic interface
having the same contents and format. The form
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established by the International Bureau for filing an
international design application is the form DM/1,
“Application for International Registration”. The
DM/1 form and instructionsfor completing theform
are currently available on the website of the
International Bureau at
www.wipo.int/hague/en/forms/. The electronic
interface of the International Bureau's electronic
filing system, eHague, has the same contents and
format as the DM/1 form.

Proper usage of the DM/1 form will help ensurethat
the mandatory, additional mandatory and optional
content itemsfor aninternational design application
are present upon filing. Detailed instructions for
completing theform are set forth in the section “How
to Submit an International Application to the
International Bureau” of the Hague Guide for Users
available on WIPO’'s website at
www.wipo.int/hague/en/guide/ia.html. Form DM/1
includes specific spacesto set forth: (1) information
concerning the applicant; (2) applicant’s entitlement
to file an international design application; (3)
applicant’s contracting party; (4) a correspondence
addressfor the International Bureau wherethere are
multiple applicants and no appointed representative;
(5) appointment of arepresentative; (6) the number
of industrial designs and reproductions included in
the application; (7) designated Contracting Parties;
(8) the applicable product and Locarno classification
(MPEP § 907); (9) adescription; (10) a description
of thereproductions; (11) theidentity of the creator;
(12) aclaim; (13) priority claim; (14) information
regarding any international exhibition where any of
the designs was shown; (15) exception to lack of
novelty; (16) relation with a principle design; (17)
arequest for immediate or deferred publication; (18)
reduction of theindividual designation fee; and (19)
the signature of the applicant or the applicant’'s
representative. The DM/1 form also includes a
“Payment of Fees’ section that allows the applicant
toidentity the method of payment and to instruct the
International Bureau to debit the required feesto a
current account established with the International
Bureal.

2909.02 Reproductions (Drawings)
[R-07.2022]

37 CFR 1.1026 Reproductions
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Reproductions shall comply with the requirements of Rule 9
and Part Four of the Administrative Instructions.

HagueRule 9
Reproductions of the Industrial Design

(2) [ Formand Number of Reproductions of the Industrial
Design]

(@) Reproductions of the industrial design shall, at the
option of the applicant, be in the form of photographs or other
graphic representations of the industrial design itself or of the
product or products which constitute the industrial design. The
same product may be shown from different angles; views from
different angles shall be included in different photographs or
other graphic representations.

(b) Any reproduction shall be submitted in the number
of copies specified in the Administrative Instructions.

(2) [ Requirements Concerning Reproductions]

(a) Reproductions shall be of aquality permitting all
the details of the industrial design to be clearly distinguished
and permitting publication.

(b) Matter which is shown in areproduction but for
which protection is not sought may beindicated as provided for
in the Administrative Instructions.

(3) [ Views Required]

(a) Subject to subparagraph (b), any Contracting Party
bound by the 1999 Act which requires certain specified views
of the product or productswhich constitutetheindustrial design
or in relation to which the industrial design isto be used shall,
in adeclaration, so notify the Director General, specifying the
viewsthat are required and the circumstances in which they are
required.

(b) No Contracting Party may require more than one
view wheretheindustrial design or product istwo-dimensional,
or more than six views where the product is three-dimensional.

(4) [ Refusal on Grounds Relating to the Reproductions of
the Industrial Design] A Contracting Party may not refuse the
effects of the international registration on the ground that
reguirements relating to the form of the reproductions of the
industrial design that are additional to, or different from, those
notified by that Contracting Party in accordance with paragraph
(3)(a) have not been satisfied under itslaw. A Contracting Party
may however refuse the effects of the international registration
on the ground that the reproductions contained in the
international registration are not sufficient to disclose fully the
industrial design.

Administrativeinstructions concerning reproductions
contained in Part Four of the Administrative
Instructions for the Application of the Hague
Agreement ("Administrative Instructions') are set
forth below:
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Hague Administrative I nstructions Section 401:
Presentation of Reproductions

(8 One and the same international application may
comprise both photographs and other graphic representations,
in black and white or in color.

(b) Each reproduction accompanying an international
application shall be submitted in asingle copy.

(c) The photographs or other graphic representations
accompanying an international application filed on paper shall
be either pasted or printed directly onto a separate sheet of A4
paper which iswhite and opague. The separate sheet of paper
shall be used upright and shall not contain more than 25
reproductions.

(d) The reproductions accompanying an international
application must be arranged in the orientation in which the
applicant wishes them to be published. Where that application
isfiled on paper, amargin of at least 5 millimeters should be
left around the representation of each industrial design.

(e) Each reproduction must fall within aright-angled
quadrilateral containing no other reproduction or part of another
reproduction and no numbering. The photographs or other
graphic representations shall not be folded, stapled or marked
in any way.

Hague Administrative | nstructions Section 402

Representation of the Industrial Design

(a) The photographsand other graphic representations shall
represent the industrial design alone, or the product in relation
to which the industrial design isto be used, to the exclusion of
any other object, accessory, person or animal.

(b) Thedimensions of the representation of each industrial
design appearing in aphotograph or other graphic representation
may not exceed 16 x 16 centimeters, and in respect of at least
one representation of each design, one of those dimensions must
be at least 3 centimeters. With respect to the filing of
international applications by electronic means, the International
Bureau may establish a data format, the particulars of which
shall be published on the web site of the Organization, to ensure
compliance with these maximum and minimum dimensions.

(c) Thefollowing shall not be accepted:

(i) technical drawings, particularly with axes and
dimensions;
(i) explanatory text or legendsin the representation.
Hague Administrative | nstructions Section 403
Disclaimers and Matter That Does Not Form Part of the

Industrial Design or the Product in Relation to Which the
Industrial Design isto be Used

(@) Matter whichis shown in areproduction but for which
protection is not sought may be indicated

(i) inthedescription referred to in Rule 7(5)(a) and/or
(if) by means of dotted or broken lines or coloring.

(b) Notwithstanding Section 402(a), matter that does not
form part of the industrial design or the product in relation to
which the industrial design isto be used may be shownin a
reproduction if it isindicated in accordance with paragraph (a).
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Hague Administrative I nstructions Section 404

Requirements for Photographs and Other Graphic
Representations

(&) The photographs supplied must be of professional
standard and have all the edges cut at right angles. Theindustrial
design must be shown against a neutral plain background.
Photographs retouched with ink or correcting fluid shall not be
allowed.

(b) Graphic representations must be of professiona standard
produced with drawing instruments or by el ectronic means and,
wherethe application isfiled on paper, must further be produced
on good quality white, opague paper, all of whose edges are cut
at right angles. Theindustrial design represented may comprise
shading and hatching to provide relief. Graphic representations
executed by electronic means may be shown against a
background, provided that it is neutral and plain and has only
edges cut at right angles.

Hague Administrative I nstructions Section 405
Numbering of Reproductions and Legends

(8 The numbering stipulated for multiple international
applications shall appear in the margin of each photograph or
other graphic representation. When the same industrial design
isrepresented from different angles, the numbering shall consist
of two separate figures separated by adot (e.g., 1.1, 1.2, 1.3,
etc. for thefirst design, 2.1, 2.2, 2.3, etc. for the second design,
and so on).

(b) The reproductions shall be submitted in ascending
numerical order.

(c) Legendsto indicate aspecific view of the product (e.g.,
“front view”, “top view”, etc.) may be indicated in association
with the numbering of the reproduction.

Reproductions in international design applications
must comply with the requirements of Hague
Agreement Rule 9 and Part Four of the
Administrative Instructions. See 37 CFR 1.1026.

Pursuant to Rule 9, the reproductions of theindustrial
design shall, at the option of the applicant, bein the
form of photographsor other graphic representations
of the industrial design itself or of the product or
products which constitute the industrial design. The
same product may be shown from different angles;
views from different angles shall be included in
different  photographs or  other  graphic
representations. Pursuant to  Administrative
Instruction 401, only a single copy of each
reproduction should be submitted.

The reproductions must be of a quality permitting
all the details of the industrial design to be clearly
distinguished and permitting publication. See Rule
9(2). The reproductions should represent the
industrial design alone, or the product in relation to
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which the industrial design is to be used, without
any other object, accessory, person, or animal.
However, the reproduction may show matter for
which protection is not sought if such matter is
indicated as provided for in Administrative
Instruction 403.

Pursuant to Rule 9(3)(a), a Contracting Party may
require certain specified views of the product or
products which constitute the industrial designor in
relation to which theindustrial designisto be used,
if the Contracting Party has appropriately notified
the International Bureau of the required views and
the circumstances under which they are required.
Information concerning specified views required by
a Contracting Party pursuant to Rule 9(3)(a) is set
forth in the section “ Specific Views’ of the Hague
Guide for Users available at WIPO's website at
www.wipo.int/export/sites/www/hague/en/
docs/hague-system-guide.pdf.

Additional formal requirementsfor the reproductions
(e.g., margins, paper, backgrounds, etc.) are set forth
in the Administrative Instructions. In addition,
technical requirements regarding image files, such
as resolution, minimum and maximum image size,
border width, etc., are set forth on the website of the
International Bureau at www.wipo.int/hague/
en/hague_file_renew.html. Reproductions may be
filed through the USPTO as an office of indirect
filing via EFSWeb as PDF or JPEG files in
accordance with the Legal Framework for Patent
Electronic System. See MPEP_88 502.05 and

2909.02(a).

Pursuant to Rule 9(4), a Contracting Party may
refuse the effects of the international registration on
the ground that the reproductions contained in the
international registration are not sufficient to disclose
fully theindustrial design. To help minimizetherisk
of recelving a refusal on such grounds, the
International Bureau has established guidance, in
consultation with examining offices, to assist
applicants in preparing reproductions to help avoid
refusals by examining offices on grounds of
insufficient disclosure of the design. See* Guidance
on Preparing and Providing Reproductionsin Order
to Forestall Possible Refusals on the Ground of
Insufficient Disclosure of an Industrial Design by
Examining Offices” available at

Rev. 07.2022, February 2023


https://www.wipo.int/export/sites/www/hague/en/docs/hague-system-guide.pdf
https://www.wipo.int/export/sites/www/hague/en/docs/hague-system-guide.pdf
https://www.wipo.int/hague/en/hague_file_renew.html
https://www.wipo.int/hague/en/hague_file_renew.html

§ 2909.02(a)

www.wipo.int/expor t/sites’'www/hague/en/docs/
guidance.pdf.

2909.02(a) Reproductions Submitted
Through EFS-Web [R-07.2022]

Reproductions of industrial designs are required in
international design applications and may be
submitted as drawings, photographs, or a
combination thereof, and may bein black and white
or in color. See Rule 9 and Part Four of the
Administrative Instructions for the Application of
the Hague Agreement. Reproductions may be
submitted through EFS-Web as PDF or JPEG files
as set forth below. Technical requirementsregarding
image files, such as resolution, minimum and
maximum image size, border width, etc., are also
set forth on the website of the International Bureau
at www.wipo.int/hague/en/hague file renew.html.

Reproductions may be submitted as single page PDF
or JPEG files by attaching the file(s) using the
“Attach Reproductions’ section of the “Attach
Documents’ screen. Alternatively, applicants may
attach reproductions as PDFs (including multi-page
PDFs) using the “Attach Documents other than
Reproductions” section of the “Attach Documents”
screen. Attaching compliant reproductions via the
“Attach Reproductions’ section, rather than the
“Attach Documents other than Reproductions’
section, may help to avoid incurring additional per
page publication fees that might otherwise be
required by the International Bureau. Each image
file attached through the “Attach Reproductions”
section should contain only one view of the design.
The“Attach Reproductions’ section will prompt the
user to assign adesign and view number to each file
attached under this section.

In accordance with the technical regquirements set
forth by the International Bureau, EFS-Web will not
permit submission of any PDF or JPEG file viathe
“Attach Reproductions” section that exceeds a file
size of two megabytes. For JPEG submissions,
EFS-Web will provide warningswhere requirements
pertaining to image resolution and minimum and
maximum dimensions have not been satisfied;
EFS-Web does not check color mode or border size
for JPEG images. For PDF submissions via the
“Attach Reproductions’ section, EFS-Web will not
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permit submission of any PDF file that is more than
one page. In addition, EFS-Web does not check color
mode, border size, resolution, or maximum or
minimum dimensions of the reproduction (other than
certain  minimum and maximum page Size
dimensions) for PDF images. It isthe responsibility
of applicantsto ensure that reproductions satisfy al
applicable requirements.

Users attaching reproductions under either the
“Attach Reproductions’ section or the “Attach
Documents other than Reproductions’ section should
use the document description “ drawings—only black
and white line drawings’ or “drawing — other than
black and white line drawings’, as appropriate.
EFS-Web will provide awarning to users about the
possibility of incurring additional per page
publication fees where reproductions are attached
via the “Attach Documents other than
Reproductions” section. EFS-Web will also provide
awarning to userswhere anew international design
application does not contain an indication that at
least one reproduction is attached. See MPEP_§
502.05 for additiona information on using
EFS-Web.

For further information concerning submitting
reproductions through EFS-Web, filers may consult
the EFSWeb Quick Start Guide: International
Design Application (Hague) for filing through the
USPTO as an office of indirect filing available at
www.uspto.gov/sites/default/files’”documents/
Hague-QSG.pdf.

2909.03 Annexes[R-07.2022]

Annexes to the DM/1 form are used to provide
certain required or optiona items relevant to a
particular designated Contracting Party. Annex forms
(currently Annexes 1-V) specific to particular
Contracting Parties are available on the website of
the International Bureau at www.wipo.int/
hague/en/formg/.

Annexes specific to the designation of the United
Statesinclude Annex | (for submitting theinventor’s
oath or declaration), Annex Il (for submitting an
information disclosure statement), and Annex 1V
(for submitting a certification of micro entity status).
Annex Il (for submitting supporting documents
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concerning a declaration to the exception to lack of
novelty) and Annex V (for submitting a priority
document) are specific to the designation of the
Republic of Korea.

2910 International Design Application Fees
[R-07.2022]

37 CFR 1.1031 International design application fees.

(@ International design applicationsfiled through the Office
as an office of indirect filing are subject to payment of a
transmittal fee (35 U.S.C. 382(b) and Article 4(2)) in the amount
of:

By amicro entity (8§ 1.29)........... $30.00
By asmall entity (§ 1.27(a))........... 60.00
By other than asmall or micro entity........... 120.00

(b) The Schedule of Feesannexed to the Regulations (Rule
27(1)), alist of individual designation fee amounts, and afee
calculator may be viewed on the Web site of the World
Intellectual Property Organization, currently available at
http://www.wipo.int/hague.

(c) Thefollowing feesrequired by the International Bureau
may be paid either directly to the International Bureau or through
the Office asan office of indirect filing in the amounts specified
on the World Intellectual Property Organization Web site
described in paragraph (b) of this section:

(1) International application fees (Rule 12(1)); and

(2) Feefor descriptions exceeding 100 words (Rule
11(2)).

(d) Thefeesreferredtoin paragraph (c) of this section may
be paid as follows:

(1) Directly to the International Bureau in Swiss
currency (see Administrative Instruction 801); or

(2) Through the Office as an office of indirect filing,
provided such fees are paid no later than the date of payment
of thetransmittal fee required under paragraph (a) of this section.
Any payment through the Office must bein U.S. dollars.
Applicants paying the feesin paragraph (c) of this section
through the Office may be subject to a requirement by the
International Bureau to pay additional amounts where the
conversion from U.S. dollars to Swiss currency resultsin the
International Bureau receiving lessthan the prescribed amounts.

(e) Payment of the feesreferred to in Article 17 and Rule
24 for renewing an international registration (“renewal fees’)
is not required to maintain a U.S. patent issuing on an
international design application in force. Renewal fees, if
required, must be submitted directly to the International Bureau.
Any renewal fee submitted to the Office will not be transmitted
to the International Bureau.

(f) The designation fee for the United States shall consist
of:

(1) A first part established in Swiss currency pursuant
to Hague Rule 28 based on the combined amounts of the basic
filing fee (8§ 1.16(b) ), search fee (8 1.16(1) ), and examination
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fee(81.16(p) ) for adesign application. Thefirst part is payable
at the time of filing the international design application; and

(2) A second part (issue fee) as provided in § 1.18(b).
The second part is payable within the period specified inanotice
of alowance (§ 1.311).

Hague Rule 12
Fees Concerning the I nternational Application

(1) [ Prescribed Fees]

(8) Theinternational application shall be subject to the
payment of the following fees:

(i) abasicfee;

(ii) astandard designation fee in respect of each
designated Contracting Party that has not made a declaration
under Article 7(2) of the 1999 Act or under Rule 36(1), thelevel
of which will depend on adeclaration made under subparagraph
(©);

(iii) anindividual designation feein respect of each
designated Contracting Party that has made a declaration under
Article 7(2) of the 1999 Act or under Rule 36(1);

(iv) apublication fee.

(b) Thelevel of the standard designation fee referred
to in subparagraph (a)(ii) shall be asfollows:

(i) for Contracting Parties whose office does not
carry out any examination on substantive

(ii) for Contracting Parties whose office carries
out examination on substantive grounds, other than asto novelty:

(iii) for Contracting Parties whose office carries
out examination on substantive grounds, including examination
asto novelty either ex officio or following opposition by third
PArtiES: ...vneie e three

(©

(i) Any Contracting Party whose legidlation entitles
it to the application of level two or three under subparagraph
(b) may, in a declaration, notify the Director General
accordingly. A Contracting Party may also, in its declaration,
specify that it opts for the application of level two, even if its
legidlation entitles it to the application of level three.

(ii) Any declaration made under item (i) shall take
effect three months after its receipt by the Director General or
at any later date indicated in the declaration. It may also be
withdrawn at any time by notification addressed to the Director
General, in which case such withdrawal shall take effect one
month after its receipt by the Director General or at any later
date indicated in the notification. In the absence of such a
declaration, or where a declaration has been withdrawn, level
one will be deemed to be the level applicable to the standard
designation fee in respect of that Contracting Party.

(2) [ When Feesto Be Paid] Thefeesreferredtoin
paragraph (1) are, subject to paragraph (3), payable at the time
of filing the international application, except that, where the
international application contains arequest for deferment of

Rev. 07.2022, February 2023


http://www.wipo.int/hague

§2910

publication, the publication fee may be paid | ater, in accordance
with Rule 16(3)(a).

(3) [ Individual Designation Fee Payable in Two Parts]

(a) A declaration under Article 7(2) of the 1999 Act or
under Rule 36(1) may also specify that theindividual designation
fee to be paid in respect of the Contracting Party concerned
comprisestwo parts, thefirst part to be paid at thetime of filing
the international application and the second part to be paid at a
later date which is determined in accordance with thelaw of the
Contracting Party concerned.

*kkkk

Pursuant to Hague Agreement Rule 12, an
international design application is subject to the
following fees: (1) basic fee; (2) publication fee(s);
(3) designation feg(s); and (4) an additional word
fee where the description exceeds 100 words. In
addition, a transmittal fee is required for an
international design application filed through the
USPTO as an office of indirect filing.

The International Bureau provides an online fee
calculator tool (“Hague System Fee Calculator") to
help applicants quickly determine the amount of
application fees that will be due (excluding any
required transmittal fee). The calculator tool takes
into account such factors as the number of designs
and reproductions contained in the application and
the Contracting Parties designated to determine the
amount of the application fees that will be due in
Swiss currency. The calculator tool is available at
www.wipo.int/hague/en/fees/calculator.jsp.

I. TRANSMITTAL FEE

International design applications filed through the
USPTO as an office of indirect filing are subject to
payment of atransmittal fee. See 37 CFR 1.1031(a).
Payment of the transmittal fee must be in U.S.
dollars. The USPTO will not transmit the
international design application to the International
Bureau if the transmittal fee has not been paid. See
37 CFR 1.1045. Applicants are cautioned that an
international design application not received by the
International Bureau within six monthsfrom the date
the international design application is received by
the USPTO will not be entitled to afiling date as of
the date of receipt of the application by the USPTO.
See Hague Agreement Rule 13.

Thetransmittal feeisdiscounted for small and micro
entities. Payment, by any party, of the exact amount

Rev. 07.2022, February 2023

MANUAL OF PATENT EXAMINING PROCEDURE

of thesmall entity transmittal fee set forthin 37 CFR
1.1031(a) will be treated as a written assertion of
entitlement to small entity status. See 37 CFR 1.27
and MPEP 8§ 509.02 and 509.03 for requirements
for establishing small entity status, and 37 CFR 1.29
and MPEP § 509.04 for requirementsfor establishing
micro entity status.

II. BASIC FEE, PUBLICATION FEE(S),
DESIGNATION FEE(S)ANDADDITIONAL WORD
FEE

The amount of the basic fee (Rule 12(1)(i)) is set
forth in the Schedule of Fees and is dependent upon
the number of designs included in the international
design application. The amount of the publication
fee (Rule 12(1)(iv)) isaso set forth in the Schedule
of Fees and is dependent upon the number of
reproductionsto be published and theform inwhich
the reproductions are submitted. The Schedule of
Fees is currently available on the website of the
International Bureau at www.wipo.int/hague/
en/fees/sched.html.

A standard or individual designation fee applieswith
respect to each Contracting Party designated in an
international design application. The standard
designation fee (Rule 12(1)(ii)) applieswith respect
to the designation of any Contracting Party that has
not specificaly set an individual designation fee.
The standard designation fee varies between levels
1-3, depending on the form of examination
performed by each designated Contracting Party and
on any specific agreement between such Contracting
Party and the International Bureau. The standard
designation feesare set forth in the Schedul e of Fees.

The individua designation fee (Rule 12(2)(iii))
applies where an application designates a
Contracting Partiesthat has made adeclaration under
Article 7(2) of the Hague Agreement setting an
individual designation fee. Individual designation
feesestablished pursuant to Article 7(2) are set forth
on the website of the International Bureau at
www.wipo.int/hague/en/fees/individ-fee.html.

The United States has made a declaration under
Article 7(2) and requires an individual designation
feethat ispayablein afirst part at filing and second
part payable upon allowance of the application by
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the USPTO. See MPEP § 2903. Thefirst part of the
United States designation fee consists of the
combined amounts of the basic filing fee (37 CFR

§2911

of indirect filing, provided such feesare paid no later
than the date of payment of the transmittal fee. See
37 CFR 1.1031(c). Applicants are not required to

1.16(b)), search fee (37_CFR 1.16(1)), and
examination fee (37 CFR 1.16(p)) for a design
application, established in Swiss currency pursuant
to Hague Agreement Rule 28. See 37 CFR
1.1031(f)(1). The second part of the United States
designation fee is the issue fee (37 CFR 1.18(b)),
which is payable within the period specified in a
notice of allowance. See 37 CFR 1.1031(f)(2) and
MPEP § 2920.06. The first and second parts of the
individual designation fee for the United States are
discounted for small and micro entities. See 37 CFR
1.27 and MPEP 8§ 509.02 and 509.03 for
requirementsfor establishing small entity status, and
37 CFR 1.29 and MPEP § 509.04 for requirements
for establishing micro entity status. With respect to
international design applications, the payment by
any party of the small entity first part of the
individual designation fee for the United States to
the International Bureau will be treated as awritten
assertion of entitlement to small entity status. See
37 _CFR 1.27(c)(3). In addition, a micro entity
certification may be signed by a person authorized
to represent the applicant in the international design
application under 37 CFR 1.1041 before the
International Bureau where the micro entity
certification is filed with the International Bureau.

See 37 CFR 1.29(€).

An additional per word fee is aso required where
the description exceeds 100 words. Thisfeeis based
on the description set forthin Item 9 (“ Description™)
of the DM/1 form.

The Fee Calculation Sheet included with the DM/1
form also specifies the amounts of the basic fees,
publication fees, designation fees, and the additional
word fee where the description exceeds 100 words.
Alsoincludedisalisting of the level of the standard
designation fee applicableto respective Contracting
Parties.

1. PAYMENT OF FEESTHROUGH THE USPTO
WHENAPPLICATION FILED THROUGH USPTO
ASAN OFFICE OF INDIRECT FILING

Certaininternational fees payableto the International
Bureau may be paid through the USPTO as an office

2900-23

pay such fees through the USPTO but rather may
pay such fees directly to the International Bureau.
Furthermore, any payment of such fees through the
USPTO must be in U.S. dollars. As al payments
made to the International Bureau must be in Swiss
currency, the U.S. dollar amount collected may,
when converted to Swiss currency, be different than
the required Swiss currency amount. Accordingly,
applicants are cautioned that paying such
international feesthrough the USPTO may still result
in arequirement by the International Bureau to pay
additional amounts where the conversion from U.S.
dollarsto Swiss currency resultsin the International
Bureau receiving less than the prescribed amounts.
Any payment in response to an invitation from the
International Bureau requiring additional fees must
be made directly to the International Bureau within
the period set in theinvitation to avoid abandonment
of the application pursuant to Article 8 of the Hague
Agreement. To avoid receiving an invitation from
the International Bureau requiring additional fees,
applicants may wish to consider including
authorization in the fee payment section of the DM/1
form to allow the International Bureau to debit the
required fees to a current account established with
the International Bureau. See Administrative
Instruction 801 and MPEP § 2909.01.

Applicant may charge international design
application feesto a USPTO deposit account when
filing an international design application through the
USPTO as an office of indirect filing. However, a
general authorization to charge such fees will only
be effective with respect to the transmittal fee
required under 37 CFR 1.1031(a). See 37 CFR 1.25.
In addition, international design application feesmay
not be paid through the USPTO &fter the date of
payment of the transmittal fee. See 37 CFR
1.1031(c). Nor may any renewal feesreferred toin
Hague Agreement Rule 24 for renewing an
international registration be paid through the
USPTO. See 37 CFR 1.1031(€).

2911 Representation [R-07.2022]

37 CFR 1.1041 Representation in an international design
application.
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(a) The applicant may appoint a representative before the
International Bureau in accordance with Rule 3.

(b) Applicants of international design applications may be
represented before the Office as an office of indirect filing by
apractitioner registered (8 11.6) or granted limited recognition
(88 11.9(a) or (b)) to practice before the Officein patent matters.
Such practitioner may act pursuant to § 1.34 or pursuant to
appointment by the applicant. The appointment must bein
writing signed by the applicant, must give the practitioner power
to act on behalf of the applicant, and must specify the name and
registration number or limited recognition number of each
practitioner. An appointment of a representative made in the
international design application pursuant to Rule 3(2) that
complies with the requirements of this paragraph will be
effective as an appointment before the Office as an office of
indirect filing.

HagueRule 3

Representation Before the I nternational Bureau

(1) [ Representative; Number Representatives]

(@) Theapplicant or the holder may have a
representative before the International Bureau.

(b) Only one representative may be appointed in respect
of agiveninternational application or international registration.
Where the appointment indicates several representatives, only
the oneindicated first shall be considered to be arepresentative
and be recorded as such.

(c) Where apartnership or firm composed of attorneys
or patent or trademark agents has been indicated as
representative to the International Bureau, it shall be regarded
as one representative.

(2) [ Appointment of the Representative]

(@) The appointment of a representative may be made
intheinternationa application. The naming of the representative
in theinternational application at the time of filing shall
congtitute an appointment by the applicant of such representative.

(b) The appointment of arepresentative may also be
made in a separate communication which may relate to one or
more specified international applications or international
registrations of the same applicant or holder. The said
communication shall be signed by the applicant or the holder.

(c) The communication to appoint arepresentative shall
contain the name and address, given in accordance with the
Administrative Instructions, and email address of the
representative. Where the International Bureau considers that
the appointment of a representative isirregular, it shall notify
accordingly the applicant or holder and the purported

representative.
*kkkk

Rule 3 of the Hague Agreement provides for the
appointment by the applicant of a representative
before the International Bureau. Rule 3 does not
provide for any requirement as to professional
gualification, nationality, or domicile regarding who
may be appointed to represent the applicant before
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the International Bureau. The appointment may be
made in the international design application or in a
separate communication. The communication
appointing a representative must contain the name
and address, given in accordance with the
Administrative Instructions, and email address of
therepresentative. The naming of the representative
in the international application at the time of filing
shall congtitute an appointment of such
representative. See Rule 3(2).

The International Bureau makes available formsfor
the appointment of a representative (form DM/7),
requesting the recording of achangein name and/or
address of the representative (form DM/8), and
cancellation of recording of appointment of a
representative (form DM/9). These forms are
available at www.wipo.int/hague/en/forms/.

With respect to representation before the USPTO as
an office of indirect filing, 37 CFR 1.1041(b)
provides that applicants of international design
applications may be represented before the Office
as an office of indirect filing by a practitioner
registered (37 _CFR 11.6) or granted limited
recognition (37 CFR 11.9(a) or (b)) to practice before
the Office (37 CFER 11.6). Such practitioner may act
pursuant to 37 CFR 1.34 or pursuant to appointment
by the applicant. The appointment must beinwriting
signed by the applicant, must give the practitioner
power to act on behalf of the applicant, and must
specify the name and registration number or limited
recognition number of each practitioner. An
appointment of a representative made in the
international design application pursuant to Rule
3(2) that complies with the requirements of 37 CFR
1.1041(b) will be effective as an appointment before
the Office asan office of indirect filing. For purposes
of representation before the Office during
prosecution of an international design application
that became a national application (see 37 CFR
1.9(a)(1)), the regulations governing national
applications shall apply. See 37 CFR 1.1061(a).

2912 Correspondencein Respect of
International Design ApplicationsFiled With
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the USPTO as an Office of Indirect Filing
[R-07.2022]

37 CFR 1.1042 Correspondence respecting international
design applicationsfiled with the Officeasan office of indirect
filing.

The applicant may specify a correspondence address for
correspondence sent by the Office asan office of indirect filing.
Where no such address has been specified, the Office will use
as the correspondence address the address of applicant’'s
appointed representative (§ 1.1041) or, where no representative
is appointed, the address as specified in Administrative
Instruction 302.

Pursuant to 37 CFR 1.1042, the applicant may
specify acorrespondence addressfor correspondence
sent by the USPTO as an office of indirect filing.
The official form (DM/1 form) used for filing an
international design application includes items for
specifying an addressto be used for correspondence
sent by the International Bureau. See MPEP §
2909.01. Applicants may specify adifferent address
than specified on the DM/1 form for the purpose of
correspondence sent by the USPTO as an office of
indirect filing. Where no such address has been
specified, the Office will use asthe correspondence
address of applicant’s appointed representative. See
37 CFR 1.1041. Where no correspondence
information is included in the submission, or the
correspondence information was not made in
accordance with the applicable regulations, the
Office may use application data furnished through
EFS-Web for purposes of correspondence until
corrected by the applicant. For example, the Office
may use the correspondence address associated with
acustomer number entered through EFS-Web rather
than an address furnished in an unsigned paper in
the new application submission. See M PEP § 502.05,
subsection |.B.5.

2913 Redlief from Prescribed Time Limits
[R-07.2015]

35 U.S.C. 387 Relief from prescribed time limits.

An applicant’s failure to act within prescribed time limits in
connection with requirements pertaining to an international
design application may be excused asto the United States upon
a showing satisfactory to the Director of unintentional delay
and under such conditions, including arequirement for payment
of thefee specified in section 41(a)(7), as may be prescribed by
the Director.

37 CFR 1.1051 Relief from prescribed time limits.
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(a) If thedelay in an applicant's failure to act within
prescribed timelimits under the Hague Agreement in connection
with requirements pertaining to an international design
application was unintentional, a petition may be filed pursuant
to thissection to excusethefailureto act asto the United States.
A grantable petition pursuant to this section must be
accompanied by:

(1) A copy of any invitation sent from the | nternational
Bureau setting a prescribed time limit for which applicant failed
to timely act;

(2) Thereply required under paragraph (c) of this
section, unless previously filed;

(3) Thefeeasset forthin § 1.17(m);

(4) A certified copy of theoriginally filed international
design application, unless a copy of the international design
application was previously communicated to the Office from
the International Bureau or theinternational design application
was filed with the Office as an office of indirect filing, and a
tranglation thereof into the English language if it wasfiled in
another language;

(5) A statement that the entire delay in filing the
required reply from the due date for the reply until thefiling of
agrantable petition pursuant to this paragraph was unintentional .
The Director may require additional information wherethereis
a question whether the delay was unintentional; and

(6) A terminal disclaimer (and fee as set forthin §
1.20(d)) required pursuant to paragraph (d) of this section.

(b) Any request for reconsideration or review of adecision
refusing to excuse the applicant’sfailureto act within prescribed
time limits in connection with requirements pertaining to an
international design application upon petition filed pursuant to
this section, to be considered timely, must be filed within two
months of the decision refusing to excuse or within such time
as set in the decision. Unless adecision indicates otherwise, this
time period may be extended under the provisions of § 1.136.

(c) Reply. Thereply required may be:

(1) Thefiling of a continuing application. If the
international design application has not been subject to
international registration, thereply must also include agrantable
petition under § 1.1023(b) to accord the international design
application afiling date; or

(2) A grantable petition under § 1.1052, where the
international design application was filed with the Office as an
office of indirect filing.

(d) Terminal disclaimer. Any petition pursuant to this
section must be accompanied by aterminal disclaimer and fee
as set forth in § 1.321 dedicating to the public aterminal part
of theterm of any patent granted thereon equivalent to the period
beginning on the due date for the reply for which applicant failed
to timely act and ending on the date of filing of thereply required
under paragraph (c) of this section and must also apply to any
patent granted on a continuing design application that contains
aspecific referenceunder 35 U.S.C. 120, 121, 365(c), or 386(c)
to the application for which relief under this section is sought.

Pursuant to 35 U.S.C. 387, 37 CFR 1.1051 setsforth
a petition procedure to excuse, with respect to the
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United States, an applicant’s failure to act within
prescribed time limits under the Hague Agreement
in connection with requirements pertaining to an
international design application where the delay in
applicant’s failure to act was unintentional. The
petition must be accompanied by: (1) acopy of any
invitation sent from the International Bureau setting
aprescribed time limit for which applicant failed to
timely act; (2) the reply required under 37 CFR
1.1051(c), unless previoudly filed; (3) the fee as set
forthin 37 CFR 1.17(m); (4) acertified copy of the
originaly filed international design application,
unlessacopy of theinternational design application
was previously communicated to the Office from
the International Bureau or the international design
application was filed with the USPTO as an office
of indirect filing; (5) astatement that the entire delay
infiling the required reply from the due date for the
reply until thefiling of agrantable petition pursuant
to this paragraph was unintentional; and (6) a
terminal disclaimer (and fee as set forth in 37 CFR
1.20(d)) required pursuant to 37 CFR 1.1051(d). The
Director may require additional information where
there is a question whether the delay was
unintentional .

Pursuant to 37 CFR 1.1051(c), the “reply” required
for agrantable petition under 37 CFR 1.1051(a) may
be: (1) thefiling of a continuing application and, if
the international design application has not been
subject to international registration, a grantable
petition under 37 CFR 1.1023(b) to accord the
international design application afiling date; or (2)
agrantable petition under 37 CFR 1.1052, wherethe
international design application was filed with the
Office as an office of indirect filing. See MPEP §
2914.

Pursuant to 37 CFR 1.1051(d), any petition under
37 CFR 1.1051(a) must be accompanied by a
terminal disclaimer and fee as set forth in 37 CFR
1.321 dedicating to the public atermina part of the
term of any patent granted thereon equivalent to the
period beginning on the due date for the reply for
which applicant failed to timely act and ending on
the date of filing of the reply required and must also
apply to any patent granted on a continuing design
application that contains a specific reference under
35 U.S.C. 120, 121, 365(c), or 386(c) to the
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application for which relief under 37 CFR 1.1051 is
sought.

Where a petition under 37 CFR 1.1051(a) isrefused
by the Office, any request for reconsideration or
review of the decision must be filed within two
months of the decision or within such time as set in
the decision. Unlessthe decision indicates otherwise,
the two-month time period may be extended under
the provisions of 37 CFR 1.136. See 37 CFR

1.1051(b).

2914 Conversion of an International Design
Application to a Design Application Under
35 U.S.C. Chapter 16 [R-07.2015]

35 U.S.C. 384 Filing date.

(@) IN GENERAL.—Subject to subsection (b), thefiling
date of an international design application in the United States
shall be the effective registration date. Notwithstanding the
provisions of this part, any international design application
designating the United States that otherwise meets the
requirements of chapter 16 may betreated asadesign application
under chapter 16.

(b) REVIEW.—An applicant may request review by the
Director of thefiling date of the international design application
in the United States. The Director may determine that thefiling
date of the international design application in the United States
is adate other than the effective registration date. The Director
may establish procedures, including the payment of asurcharge,
to review the filing date under this section. Such review may
result in adetermination that the application has afiling datein
the United States other than the effective registration date.

37 CFR 1.1052 Conversion to a design application under 35
U.S.C. chapter 16.

(@) Aninternational design application designating the
United States filed with the Office as an office of indirect filing
and meeting the requirements under § 1.53(b) for afiling date
for an application for adesign patent may, on petition under this
section, be converted to an application for adesign patent under
§ 1.53(b) and accorded afiling date as provided therein. A
petition under this section must be accompanied by the fee set
forth in § 1.17(t) and befiled prior to publication of the
international registration under Article 10(3). The conversion
of an international design application to an application for a
design patent under § 1.53(b) will not entitle applicant to a
refund of the transmittal fee or any fee forwarded to the
International Bureau, or the application of any such fee toward
the filing fee, or any other fee, for the application for adesign
patent under § 1.53(b). The application for adesign patent
resulting from conversion of an international design application
must aso include the basic filing fee (§ 1.16(b)), the search fee
(8 1.16(1)), the examination fee (§ 1.16(p)), the inventor’s oath
or declaration (§ 1.63 or 1.64), and asurchargeif required by §

1.16(f).
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(b) Aninternational design application will be converted
to an application for adesign patent under § 1.53(b) if adecision
on petition under this section is granted prior to transmittal of
theinternational design application to the International Bureau
pursuant to § 1.1045. Otherwise, a decision granting a petition
under this section will be effective to convert the international
design application to an application for a design patent under §
1.53(b) only for purposes of the designation of the United States.

(c) A petition under this section will not be granted in an
abandoned international design application absent a grantable
petition under § 1.1051.

(d) Aninternational design application converted under
this section is subject to the regulations applicable to adesign
application filed under 35 U.S.C. chapter 16.

Pursuant to 35 U.S.C. 384(a), “any international
design application designating the United Statesthat
otherwise meetsthe requirements of chapter 16 may
betreated as adesign application under chapter 16.”
37 CFR 1.1052 setsforth aprocedure for converting
an international design application designating the
United Statesto adesign application under 35 U.S.C.
chapter 16. The requirements for afiling date for a
design application under 35 U.S.C. chapter 16 are
set forth in 37 CFR 1.53(b). 37 CFR 1.1052(a)
provides that an international design application
designating the United States filed with the Office
as an office of indirect filing and meeting the
requirements under 37 CFR 1.53(b) for afiling date
for an application for a design patent may, on
petition, be converted to an application for adesign
patent under 37 CFR 1.53(b) and accorded afiling
date as provided therein.

A grantable petition to convert under 37 CFR
1.1052(a) must be accompanied by the fee set forth
in 37 CFR 1.17(t) and be filed prior to publication
of the international registration under Article 10(3)
of the Hague Agreement. The conversion of an
international design application to an application for
adesign patent under 37 CFR 1.53(b) will not entitle
applicant to arefund of thetransmittal fee or any fee
forwarded to the I nternational Bureau, and such fees
will not be applied toward thefiling fee, or any other
fee, required for the application for a design patent
under 37 CFR 1.53(b). Conversion will not be
granted unless the application for a design patent
resulting from conversion of aninternational design
application includes the applicable basic filing fee,
search fee, examination fee, inventor's oath or
declaration, and any required surcharge. In addition,
a petition to convert under 37 CFR 1.1052(a) will
not be granted in an abandoned application absent
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a grantable petition for relief from prescribed time
limitsunder 37 CFR 1.1051. See 37 CFR 1.1052(¢).
Aninternational design application converted under
37 CFR 1.1052 is subject to the regulations
applicable to a design application filed under 35
U.S.C. chapter 16. See 37 CFR 1.1052(d).

Pursuant to 37 CFR 1.1052(b), if adecision granting
a petition to convert under 37 CFR 1.1052(a) is
issued prior to transmittal of theinternational design
application to the International Bureau under 37 CFR
1.1045, then the decision will be effective to convert
theinternational design application to an application
for a design patent under 37 CFR 1.53(b) for all
purposes. In such case, the application materialswill
not be communicated to the International Bureau,
and the USPTO will treat the international design
application submission as an application for adesign
patent filed under 37 CFR 1.53(b). If, however, a
decision granting apetition to convert under 37 CFR
1.1052(a) is issued after the application materials
have been communicated to the International Bureau
under 37 CFR 1.1045, then the decision will only
be effective as to the United States, and the
International Bureau will continue to process the
international design application under the provisions
of the Hague Agreement. In such case, because the
international design application will have been
converted to an application for adesign patent under
37 CFR 1.53(b) with respect to the designation of
the United States, the Office will, upon grant of the
petition, treat the designation of the United States
in the international design application as not being
made.

2915-2919 [Reserved]

2920 National Processing of International
Design Applications Designating the United
States[R-07.2022]

35 U.S.C. 389 Examination of international design
application.

(@) IN GENERAL.—The Director shall cause an
examination to be made pursuant to thistitle of an international
design application designating the United States.

(b) APPLICABILITY OF CHAPTER 16.—All questions
of substance and, unless otherwise required by the treaty and
Regulations, procedures regarding an international design
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application designating the United States shall be determined
asin the case of applications filed under chapter 16.

(c) FEES—The Director may prescribe fees for filing
international design applications, for designating the United
States, and for any other processing, services, or materials
relating to international design applications, and may provide
for later payment of such fees, including surcharges for later
submission of fees.

(d) ISSUANCE OF PATENT.—The Director may issue a
patent based on an international design application designating
the United States, in accordance with the provisions of thistitle.
Such patent shall have the force and effect of a patent issued on
an application filed under chapter 16.

37 CFR 1.9 Definitions.

(a)(1) A national application as used in this chapter
means either a U.S. application for patent which wasfiled in
the Office under 35 U.S.C. 111, an international application
filed under the Patent Cooperation Treaty in which the basic
national fee under 35 U.S.C. 41(a)(1)(F) has been paid, or an
international design application filed under the Hague Agreement
in which the Office has received a copy of the international
registration pursuant to Hague Agreement Article 10.

*kkk*k

(3) A nonprovisional application asused in this chapter
means either a U.S. national application for patent which was
filed in the Office under 35 U.S.C. 111(a), an internationa
application filed under the Patent Cooperation Treaty in which
the basic national fee under 35 U.S.C. 41(a)(1)(F) has been paid,
or an international design application filed under the Hague
Agreement in which the Office has received a copy of the
international registration pursuant to Hague Agreement Article
10.

*kkkk

HagueArticle 10

International Registration, Date of the I nternational
Registration, Publication and Confidential Copies of the
International Registration

*kkkk

(3) [ Publication]

(@) Theinternational registration shall be published by
the International Bureau. Such publication shall be deemed in
all Contracting Parties to be sufficient publicity, and no other
publicity may be required of the holder.

(b) The International Bureau shall send a copy of the
publication of the international registration to each designated
Office.

*kkkk

HagueArticle 14
Effects of the I nternational Registration

(1) [ Effect as Application Under Applicable Law] The
international registration shall, from the date of theinternational
registration, have at |east the same effect in each designated
Contracting Party as a regularly-filed application for the grant
of protection of the industrial design under the law of that
Contracting Party.
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*kkkk

HagueArticle 12
Refusal

(1) [ Right to Refuse] The Office of any designated
Contracting Party may, where the conditions for the grant of
protection under the law of that Contracting Party are not met
in respect of any or all of theindustrial designs that are the
subject of aninternational registration, refuse the effects, in part
or in whole, of the international registration in the territory of
the said Contracting Party, provided that no Office may refuse
the effects, in part or in whole, of any international registration
on the ground that requirements relating to the form or contents
of the international application that are provided for in thisAct
or the Regulations or are additional to, or different from, those
requirements have not been satisfied under the law of the
Contracting Party concerned.

*kkkk

The Office will examine an international design
application designating the United States pursuant
to Title 35 United States Code. See 35 U.S.C. 389(a).
An applicant does not need to file any submissions
with the Office to initiate examination of an
international design application designating the
United States. Rather, published international design
registrationsthat designate the United Stateswill be
systematically received from the International
Bureau pursuant to Hague Agreement Article 10(3)
and examined in due course.

Upon receipt of the publication under Article 10(3),
the Office will establish an application file for
examination. Where the Office was aso the office
of indirect filing, the application file established as
the office of indirect filing will be used as the
application for examination, thusretaining the same
application number. The Office will send a filing
receipt to the applicant shortly after receipt of the
publication under Article 10(3) indicating the U.S.
application number, U.S. filing date, inventorship,
applicant, and other relevant application data of
record.

The U.S. application file will be made available to
the public via Patent Center after publication under
Article 10(3) of an international registration
designating the United States. The U.S. application
number corresponding to the internationa
registration may be found by searching the
international registration number using Patent
Center. Prior to publication, access will only be
provided in accordance with 37 CFR 1.14. See 37

CER 1.14()).
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Pursuant to 37 CFR 1.9(a)(1), the term “national
application” as used in the U.S. rules includes an
international design application filed under the
Hague Agreement in which the Office has received
a copy of the international registration pursuant to
Hague Agreement Article 10. Pursuant to 37 CFR
1.9(a)(3), the term “nonprovisional application” as
used in the U.S. rules includes an international
design application filed under the Hague Agreement
in which the Office has received a copy of the
international  registration pursuant to Hague
Agreement Article 10. An international design
application filed under the Hague Agreement in
which the Office has received a copy of the
international  registration pursuant to Hague
Agreement Article 10 isalso referred to herein asa
“nonprovisional international design application”.

2920.01 Inventorship [R-07.2022]

37 CFR 1.41 Inventorship.

*kkkk

(f) Theinventorship of an international design application
designating the United Statesisthe creator or creators set forth
in the publication of the international registration under Hague
Agreement Article 10(3). Any correction of inventorship must
be pursuant to § 1.48.

Pursuant to 37 CFR 1.41(f), the inventorship of an
international design application designating the
United States is the creator or creators set forth in
the publication of theinternational registration under
Hague Agreement Article 10(3).

Inventorship may be corrected in accordance with
the provisions of 37 CFR 1.48(a). See MPEP §
602.01(c) et seq. for a detailed discussion of
correction of inventorship, correcting or updating
the name of an inventor, and adjusting the order of
the names of joint inventors. Note that a request to
correct the inventorship filed under 37 CFR 1.48(a)
should identify the inventorship change and must be
accompanied by a signed application data sheet
(ADS) including the legal name, residence, and
mailing address of the inventor or each actual joint
inventor (see 37 CFR 1.76(b)(1)) and the processing
fee set forth in 37 CFR 1.17(i). The ADS submitted
with arequest under 37 CFR 1.48(a) must identify
the information being changed with underlining for
insertions and strike-through or brackets for text
removed. See MPEP § 602.01(c)(1). In addition, in
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accordancewith 37 CFR 1.48(c), arequest to correct
or change the inventorship under 37 CFR 1.48(a)
filed after the Office action on the merits has been
given or mailed in the application must also be
accompanied by thefee set forthin 37 CFR 1.17(d).

37 CFR 1.48(b) providesthat an oath or declaration
asrequired by 37 CFR 1.63, or asubstitute statement
in compliance with 37 CFR 1.64, will be required
for any actual inventor who has not yet executed
such an oath or declaration. Accordingly, where an
inventor is added pursuant to 37 CFR 1.48(a) after
publication of the international registration, an
executed oath or declaration from the inventor will
be required. See MPEP § 2920.04(c).

Thename of aninventor may be corrected or updated
and the order of the names of the joint inventors may
be agdjusted in accordance with the provisions of 37
CFR 1.41(f). 37 CFR 1.41(f) specifically provides
that any request to correct or update the name of the
inventor or ajoint inventor, or the order of the names
of joint inventors, in a nonprovisional application
must include: (1) an ADS in accordance with 37
CFR 1.76 that identifies each inventor by hisor her
legal name in the desired order (identifying the
information that is being changed as required by 37
CFR 1.76(c)(2)); and (2) the processing fee set forth
in37 CFR 1.17(i). In addition to the corrected ADS,
the request should also identify the desired inventor
name change. See MPEP § 602.01(c)(2).

Under the laws of certain foreign countries, the
creator may be a legal entity. Under U.S. national
law, however, theinventor cannot be ajuristic entity.
Where a nonprovisional international design
application identifiesajuristic entity as an inventor,
Form Paragraph 29.04 should be used to reject the
claim under 35 U.S.C. 171 and 35 U.S.C. 115 for
failing to set forth the correct inventorship:

1 29.04 Statement of Statutory Bases, | mproper
Inventorship in I nternational Design Application

Reguirements applicableto design applications under 35 U.S.C.
chapter 16 apply to international design applications except as
otherwise provided under 35 U.S.C. chapter 38. See 35 U.S.C.

382(c), 383, and 389(b).

35 U.S.C. 171(b) reads as follows:
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(b) APPLICABILITY OF THIS TITLE.—The provisions of
thistitle relating to patents for inventions shall apply to patents
for designs, except as otherwise provided.

35 U.S.C. 115(a) reads as follows (in part):

An application for patent that is filed under section 111(a) or
commences the national stage under section 371 shall include,
or be amended to include, the name of the inventor for any
invention claimed in the application.

The present application setsforth incorrect inventorship because
[1].

The claim is rejected under 35 U.S.C. 171 and 35 U.S.C. 115
for failing to set forth the correct inventorship for the reasons
stated above.

Applicant may correct inventorship pursuant to 37 CFR 1.48(a)
by submitting to the USPTO a properly signed and marked-up
application data sheet (ADS) identifying each inventor by his
or her legal name and accompanied by the required processing
fee (37_CFR 1.17(i)). Any request to correct or change the
inventorship under 37 CFR 1.48(a) filed after the Office action
on the merits has been given or mailed in the application must
also be accompanied by the fee set forth in 37 CFR 1.17(d). A
corrected application data sheet in compliance with 37 CFR
1.76(c) must identify theinformation that is being changed, with
underlining for insertions, and strike-through or brackets for
text removed. In addition, an oath or declaration as required by
37 CFR 1.63, or a substitute statement in compliance with 37
CFR 1.64, will be required for any actual inventor who has not
yet executed such an oath or declaration. See 37 CFR 1.48(b).
TheADS, inventor's declaration, and substitute statement forms
are available on the website of the USPTO at
www.uspto.gov/patent/for mg/forms.

Examiner Note:

In bracket 1, insert the basisfor concluding that the inventorship
isincorrect (e.g., "under U.S. national law, the inventor cannot
be ajuristic entity").

2920.02 Applicant [R-07.2022]

Therules governing the applicant for patent set forth
in 37 CFR 1.42-1.46 are generally applicable to
nonprovisional international design applications.
See 37 CFR 1.1061; see d'so MPEP § 605.01 for a
detailed discussion regarding the applicant for patent.

With respect to applicants under 37 CFR 1.46 (i.e.,
the assignee, the person to whom the inventor is
under an obligation to assign the invention, or the
person who otherwise shows sufficient proprietary
interest in the matter), 37 CFR 1.46(b) providesthat
if anonprovisional international design application
is applied for by a person other than the inventor
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under 37 CFR 1.46(a) (i.e., the assignee, person to
whom the inventor is under an obligation to assign
the invention, or person who otherwise shows
sufficient proprietary interest in the matter), that
person must have been identified as the applicant in
the publication of theinternational registration under
Hague Agreement Article 10(3). Thus, a 37 CFR
1.46 applicant identified as the applicant in the
publication of the international registration is the
applicant in the nonprovisional international design
application.

Any request to change the applicant under 37 CFR
1.46 after an origina applicant has been specified
must include a corrected application data sheet
(ADS) under 37 CFR 1.76 specifying the applicant
in the applicant information section in accordance
with 37 CFR 1.76(c)(2) and must comply with 37
CFR 3.71 and 3.73. See 37 CFR 1.46(c)(2). Thus,
if there is a change of applicant under 37 CFR 1.46
(e.g., from the inventor to the assignee, or from one
assigneeto another assignee), the new applicant must
establish its ownership of the application under 37
CFR _3.71(b) and 3.73. See MPEP_§ 605.01,
subsection I1.

Any request to correct or update the name of the
applicant under 37 CFR 1.46 must include a
corrected ADS under 37 CFR 1.76 specifying the
correct or updated name of the applicant in the
applicant information section. See 37 CFR
1.46(c)(1). Thus, if there is no change in the
applicant itself but just the applicant’s name (due to
a correction or name change), the applicant need
only submit a corrected ADS specifying the correct
or updated namein the applicant information section.
Any corrected ADS must identify the information
being changed with underlining for insertions and
strike-through or brackets for text removed as
required by 37 CFR 1.76(c)(2).

A changeinthe name of the applicant under 37 CFR
1.46 recorded pursuant to Hague Agreement Article
16(1)(ii) may also be effective to change the name
of the applicant in a nonprovisional international
design application. See 37 CFR 1.46(c)(1). The
recording of the name change pursuant to Article
16(2)(ii) must have been made no later than payment
of the issue fee. Hague Agreement Article 16(1)(ii)
provides for recording in the International Register
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by the International Bureau of a changein the name
of the holder. Under Article 16(2), such recording
has the same effect as if made in the office of each
of the designated Contracting Parties. Thus, where
the applicant under 37 CFR 1.46 in anonprovisional
international design application is the holder of the
international registration, correction or update of the
applicant’'s name may be made through the
mechanism under Article 16(1)(ii).

2920.03 Correspondence Address
[R-07.2015]

37 CFR 1.1066 Correspondence addressfor anonprovisional
international design application.

(a) Unlessthe correspondence addressis changed in
accordance with § 1.33(a), the Office will use asthe
correspondence addressin anonprovisional international design
application the address according to the following order:

(1) The correspondence address under § 1.1042;

(2) Theaddressof applicant’srepresentativeidentified
in the publication of the international registration; and

(3) The address of the applicant identified in the
publication of the international registration.

(b) Referencein the rulesto the correspondence address
set forth in § 1.33(a) shall be construed to include a reference
to this section for a nonprovisional international design
application.

37 CFR 1.1066(a) sets forth how the Office will
establish the correspondence address for a
nonprovisional international design application in
the absence of a communication from the applicant
changing the correspondence address. Specifically,
37 CFR 1.1066(a) provides that, unless the
correspondence address is changed in accordance
with 37 CFR 1.33(a) the Office will use as the
correspondence address in a nonprovisional
international  design application the address
according to the following order. (i) the
correspondence address under 37 CFR 1.1042; (ii)
the address of the applicant’s representative
identified in the publication of the international
registration; and (iii) the address of the applicant
identified in the publication of the international
registration.

See MPEP § 601.03(a) for further information
regarding changing the correspondence address in
an application.
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2920.04 Elements of a Nonprovisional
I nternational Design Application [R-07.2015]

2920.04(a) Specification [R-07.2022]

I. TITLE

37 CFR 1.1067 Title, description, and inventor’s oath or
declaration.

(a) Thetitle of the design must designate the particular
article. Where anonprovisional international design application
does not contain atitle of the design, the Office may establish
atitle. No description, other than areference to the drawing, is
ordinarily required in a nonprovisiona international design
application.

*kkk*k

Thetitle of the design identifiesthe article in which
the designisembodied by the name generally known
and used by the public. In general, the practice set
forth in MPEP § 1503.01 with regard to titles in
design applicationsfiled under 35 U.S.C. chapter 16
applies to nonprovisional international design
applications. Thus, for example, the title may be
directed to the entire article embodying the design
while the claimed design, as shown in the
reproductions, or as shown and described, may be
directed to only a portion of the article. However,
thetitle may not be directed to less than the claimed
design.

Pursuant to 35 U.S.C. 154(a)(1), ‘‘[€]very patent
shall contain a short title of the invention. . . ™ In
addition, the application’s title of the invention is
indicated on the official filing receipt and the
bibliographic data sheet contained in the image file
wrapper (IFW). The Hague Agreement, however,
does not provide for application titles for
international design applications. Nevertheless,
applicants may provide an application title in a
nonprovisional international design application by
furnishing the title in an application data sheet in
accordance with 37 CFR 1.76 or by amending the
specification in accordance with 37 CFR 1.121 to
include the application title. In the absence of an
application title furnished by the applicant, the Office
will establish a title by retrieving the first listed
product indication appearing on the published
international registration (INID code 54). See 37
CFR 1.1067(a). The title established by the Office
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will appear on the official filing receipt and/or
bibliographic data sheet.

Since 37 CFR 1.1067 requires that the title must
designate the particular article, and since the claim
must be in formal terms to the ornamental design
for the article (specifying name) as shown, or as
shown and described, the title and claim must
correspond (i.e., the article named in the title must
correspond to the article named in the claim). See
37 CFR 1.1025 and MPEP § 1503.01, subsection I.
When the article named in the title furnished by the
applicant and the article named in the claim do not
correspond, the examiner should object to the
inconsistency under 37 CFR 1.1067 and require
correction. Form paragraph 29.59.02 may be used
if amendment of atitleis necessary for consistency
with the claim. When the applicant has furnished
the title, applicant approval of an examiner's
amendment thereto is required. See MPEP_§
1302.04. When the Office has established the title,
applicant approval of an examiner's amendment
thereto is not required.

Any amendment to the language of the title should
also be made at each occurrence of the language of
the title throughout the application, except in the
oath or declaration. If the article named in the title
is not present in the original figure descriptions, it
iS not necessary to incorporate the article into the
figure descriptions as part of any amendment to the
language of the title. Product indications required
under Article 5(1)(iv) of the Hague Agreement (see
MPEP § 2909) set forth in the specification may
differ from the article named in the title and in the
claim, as product indications “shall preferably be
identified by using terms’ appearing in the Locarno
classification. See Rule 7(3)(iv). The form
paragraphs below may be used in nonprovisional
international design applications as appropriate.

9 15.05.01 Title of Design I nvention

The title of a design must designate the name of the article in
whichthedesignisembodied or applied to. In addition, thetitle
must correspond with the claim. See MPEP § 1503.01 and 37
CFR 1.153 or MPEP § 2920.04(a) and 37 CFR 1.1067.

9 15.59 Amend Title

For [1], the title, and each occurrence of the language of the
title, [2] amended throughout the application, original oath or
declaration excepted, to read: [3]
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Examiner Note:
1. Inbracket 1, insert reason.
2. Inbracket 2, insert --should be-- or --has been--.

3. When the applicant has furnished the application title,
applicant's authorization is required to make an examiner's
amendment to the applicationtitle. See MPEP § 1302.04. Where
the changes are made by examiner's amendment, this form
paragraph should be preceded by form paragraphs 13.02 and
13.02.01. If an extension of timeisrequired, use form paragraph
13.02.02 instead of form paragraphs 13.02 and 13.02.01.

1 29.59.01 Amend Title Except for Product Indication

For [1], the title, and each occurrence of the language of the
title, [2] amended throughout the application, except for the
Design No./Product(s) section and original oath or declaration,
to read: [3]

Examiner Note:

1. Thisform paragraphisonly to be used in anonprovisional
international design application.

2. Thisform paragraph may be used where the product
indication does not correspond to the article named in thetitle
but isidentified by terms appearing in the Locarno classification.
Wherethetitle, and each occurrence of the language of thetitle,
is to be amended through the entire application, including the
product indication (e.g., when the product indication corresponds
to the article named in the title), use form paragraph 15.59
instead.

3. Inbracket 1, insert reason.
4, Inbracket 2, insert --should be-- or --has been--.

5. When the applicant has furnished the application title,
applicant's authorization is required to make an examiner's
amendment to the application title. See MPEP 8§ 1302.04 and
2920.04(a). Where the changes are made by examiner's
amendment, this form paragraph should be preceded by form
paragraphs 13.02 and 13.02.01. If an extension of timeis
required, use form paragraph 13.02.02 instead of form
paragraphs 13.02 and 13.02.01.

1 29.59.02 Amend Application Titleto Correspond to the
Claim

For consistency with the claim, the title of the application has
been amended to read: [1]

Examiner Note:

1. Thisform paragraph isonly to be used in anonprovisional
international design application.

2. Thisform paragraph may be used in an Examiner's
Amendment where the application title (the title appearing in
the Bib Data Sheet) is being amended to correspond to theclaim
(i.e., thearticle named in the application title is being amended
to correspond to the article named in the claim).

3. When the applicant has furnished the application title,
applicant's authorization is required to make an examiner's
amendment to the application title, and this form paragraph
should be preceded by form paragraphs 13.02 and 13.02.01. See
MPEP §§ 1302.04 and 2920.04(a). If an extension of timeis
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required, useform paragraph 13.02.02instead of form paragraphs
13.02 and 13.02.01.

4. When the Office has established the application title,
applicant's authorization is not required to make an examiner's
amendment to the application title, and this form paragraph
should be preceded by form paragraph 13.02.

[I. DESCRIPTION

37 CFR 1.1067 Title, description, and inventor’s oath or
declaration.

(@) Thetitle of the design must designate the particular
article. Where anonprovisional international design application
does not contain atitle of the design, the Office may establish
atitle. No description, other than areference to the drawing, is
ordinarily required in a nonprovisiona international design
application.

*hkkk*k

No description of the design in the specification
beyond abrief description of thedrawingisgenerally
necessary, since as a rule the illustration in the
drawing views is its own best description. In re
Freeman, 23 App. D.C. 226 (App. D.C. 1904).
However, while not required, such a description is
not prohibited and may be incorporated into the
specification. Descriptions of the figures are not
required to be written in any particular format,
however, if they do not describe the views of the
drawing clearly and accurately, the examiner should
object to the unclear and/or inaccurate descriptions
and suggest language which provides a clear and
accurate description of the views.

Applicants are cautioned against using “reference
view” asafigure description in international design
applications designating the United States. While
“referenceview” iscommonly used in someforeign
countries as a figure description, this term does not
have any speciad meaning in U.S practice.
Accordingly, the reference view will be treated as
another view of the design, and any inconsistencies
between the reference view and the other figures of
the claimed design may cause uncertainty as to the
scope of the claim, resulting in arejection under 35
U.S.C. 112(a) and (b), asnonenabling and indefinite.
A reference view described in the description as not
included in the claimed design may result in
uncertainty asthe scope of the design claimed where
the reference view includes features of the claimed
design shown in the other views.
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In addition to the figure descriptions, statements that
are permissible in the specification of a design
application filed under 35 U.S.C. chapter 16 are
permissible in the specification of a nonprovisional
international design application. See MPEP_§
1503.01, subsection Il for alist of such permissible
statements. This includes, for example, statements
indicating the nature and environmental use of the
clamed design, and statements indicating the
purpose of broken linesin the drawing, for example,
environmental structure or boundaries that form no
part of the design to be patented. In addition,
Administrative I nstruction 403 permits matter shown
in areproduction for which protection is not sought
to be indicated in the description and/or by means
of broken or dotted lines or coloring. Accordingly,
the specification may include statements explaining
that protection is not sought for certain features
shown in the reproduction, or that protection is not
sought for matter shown in a specified color in the
reproduction. When protection is not sought for
portions of subject matter shown in areproduction,
applicants are strongly encouraged to indicate such
subject matter by means of broken lines (or coloring)
and include a statement in the specification
explaining the meaning of the broken lines (or
coloring). See MPEP § 2920.05(c) .

The specification of a nonprovisional international
design application is not permitted to include
statements describing matters that are directed to
function or are unrelated to the design. In addition,
the specification may not include statements that
describe or suggest other embodiments of the
claimed design which are not illustrated in the
drawing disclosure, except onethat isamirror image
of that shown or has a shape and appearance that
would be evident from the one shown. However,
such statements may be included in the design
application as originally filed to provide antecedent
basisfor afuture amendment. In addition, statements
which attempt to broaden the scope of the claimed
design beyond that which is shown in the drawings
are not permitted.

The form paragraphs set forth in MPEP § 1503.01,
subsection 1, pertaining to the description may be
used in nonprovisional international design
applications. In addition, the following form
paragraphs may be used to amend the specification
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by examiner's amendment to include figure
descriptions and/or a description of broken lines or
coloring, as appropriate:

1 29.60.02 Objection to Specification - Missing Figure
Descriptions

The specification is objected to under 37 CFR 1.1067 for failing
to provide figure descriptions. The description should indicate
the type of view shown in the corresponding figure, such as
"front view," "perspective view," "top view," etc.

Examiner Note:

If some, but not all, figure descriptions are missing, the examiner
should indicate which descriptions are missing, e.g.
"Descriptions for Figures [add numbers of figures without a
corresponding description] have not been provided.”

9 29.22 Description of Broken LinesAdded by Examiner's
Amendment (International Design Application)

The following sentence has been added to the specification
immediately preceding the claim:

--The broken line showing of [1] is for the purpose of
illustrating [2] and forms no part of the claimed design.--

Examiner Note:

1. Thisform paragraph should only beusedin aninternational
design application in an Examiner's Amendment for explaining
the meaning of the broken lines.

2. Inbracket 1, insert name of structure.

3. Inbracket 2, insert --portions of the "article"-- or
--environmental structure--.

4. Applicant's authorization isrequired. Thisform paragraph
should be preceded by form paragraphs 13.02 and 13.02.01
where an extension of timeis not necessary. If an extension of
timeis needed, form paragraph 13.02.02 should be used instead
of form paragraphs 13.02 and 13.02.01.

1 29.24 Description of Broken LinesasBoundary of Design
Added by Examiner'sAmendment (I nternational Design
Application)

The following sentence has been added to the specification
immediately preceding the claim:

--The [1] broken line(s) define the bounds of the claimed
design and form no part thereof.--
Examiner Note:

1. Thisform paragraph should only be used in an international
design application in an Examiner’sAmendment for explaining
the meaning of the broken line(s).

2. Inbracket 1, insert type of broken line, e.g. dashed or
dot-dash or dot-dot-dash.

3. Applicant's authorization isrequired. Thisform paragraph
should be preceded by form paragraphs 13.02 and 13.02.01
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where an extension of time is not necessary. If an extension of
timeisneeded, form paragraph 13.02.02 should be used instead
of form paragraphs 13.02 and 13.02.01.

9 29.26 Description of Coloring Added by Examiner's
Amendment (International Design Application)

The following sentence has been added to the specification
immediately preceding the claim:

--The portion of the design shown in the color [1] is for
the purpose of illustrating [2] and forms no part of the
claimed design.--

Examiner Note:

1. Thisform paragraph should only be used in an international
design application in an Examiner’sAmendment for explaining
the meaning of color used in the reproductions.

2. Inbracket 1, identify the color indicating the matter
excluded from the claim.

3. Inbracket 2, insert --portions of the “article’-- or
--environmental structure--.

4. Applicant's authorization is required. Thisform paragraph
should be preceded by form paragraphs 13.02 and 13.02.01
where an extension of time is not necessary. If an extension of
timeis needed, form paragraph 13.02.02 should be used instead
of form paragraphs 13.02 and 13.02.01.

Where the application contains at least one color
drawing or color photograph, the examiner should
not require the applicant to amend the specification
to add a reference to the color drawing or
photograph. Instead, the examiner may amend the
specification by Examiner’sAmendment to indicate
the presence of the color drawing or photograph
using the form paragraph below. The applicant’s
authorization is not required.

1 29.61.01 At-least-one-color-drawing Statement

The application contains at least one color drawing or color
photograph. The specification has been amended to include the
following language asthefirst paragraph of the brief description
of the drawings section:

-- The file of this patent contains at least one
drawing/photograph executed in color. Copies of this
patent with color drawing(s)/photograph(s) will be
provided by the Office upon request and payment of the
necessary fee. --

Examiner Note:

This form paragraph is only for use in an Examiner's
Amendment in international design applications. Authorization
for this Examiner's Amendment is not required.
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[11. CLAIM

37 CFR 1.1025 The claim.

The specific wording of the claim in an international design
application designating the United States shall be in formal
terms to the ornamental design for the article (specifying name
of article) as shown, or as shown and described. More than one
claimisneither required nor permitted for purposes of the United
States.

Theform and content of aclaim in anonprovisional
international design application is set forth in 37
CFR 1.1025.

A design patent application may only include a
single claim. The specific wording of the claim must
be in formal terms to the ornamental design for the
article (the article which embodies the design or to
which it is applied) as shown, or as shown and
described. The description of the articleintheclaim
should be consistent in terminology with thetitle of
the invention. See MPEP § 2920.04(a), subsection
l.

When the specification includes a proper descriptive
statement of the design (see MPEP § 2920.04(a),
subsection 1), or a proper showing of modified
forms of the design or other descriptive matter has
been included in the specification, the words “and
described” must be added to the claim following the
term “shown”; i.e., the claim must read “The
ornamental design for (the article which embodies
the design or to which it is applied) as shown and
described.” Unless the claim was amended by the
applicant pursuant to 37 CFR 1.121, the examiner
should not object to the claim as to matters of form
but rather should amend the claim by examiner's
amendment to include the words “and described.”

Form paragraphs 15.62, 15.63 and 15.64 may be
used in international design applications as

appropriate.
9 15.62 Amend Claim “ As Shown”

For proper form (37 CFR 1.153 or 37 CFR 1.1025), the claim
[1] amended to read: “[2] claim: The ornamental design for [3]
as shown.”

Examiner Note:
1. Inbracket 1, insert --must be-- or --has been--.

2. Inbracket 2, insert --I-- or --We--.
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3. Inbracket 3, insert title of the article in which the design
isembodied or applied.

1 15.63 Amend Claim “As Shown and Described”
For proper form (37 CFR 1.153 or 37 CFR 1.1025), the claim

[1] amended to read: “[2] claim: The ornamental design for [3]
as shown and described.”

Examiner Note:
1. Inbracket 1, insert --must be-- or --has been--.
2. Inbracket 2, insert --I-- or --We--.

3. Inbracket 3, insert title of the article in which the design
isembodied or applied.

f 15.64 Addition of “And Described” to Claim

Because of [1] -- and described -- [2] added to the claim after
“§10Nn.”

Examiner Note:
1. Inbracket 1, insert reason.

2. Inbracket 2, insert --must be-- or --has been--.

2920.04(b) Reproductions(Drawing Figures)
[R-07.2022]

37 CFR 1.1026 Reproductions.

Reproductions shall comply with the requirements of Rule 9
and Part Four of the Administrative Instructions.

Every nonprovisional international  design
application must include a reproduction of the
claimed design. A reproduction may be either a
drawing, in black and white or in color, or a
photograph of the industrial design. Asthe drawing
or photograph constitutes the entire visual disclosure
of the claim, it is of utmost importance that the
drawing or photograph be a clear and complete
depiction of the design applied to the article
designated in the title, and that nothing regarding
the design sought to be patented isleft to conjecture.

Formal requirements for reproductions applicable
to nonprovisional international design applications
are set forth in Hague Agreement Rule 9 and Part
Four of theAdministrative Instructions. See 37 CFR
1.1026. Hague Agreement Rule 9 and the relevant
provisions of the Administrative Instructions are
reproduced in MPEP § 2909.02. Drawing
requirements set forth in 37 CFR 1.84 do not apply
to nonprovisional international design applications,
except for those set forth in 37 CFR 1.84(c). See 37

CFR 1.1061(b).
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Figure numbering requirements for international
design applications are different from figure
numbering requirementsfor design applicationsfiled
under 35 U.S.C. chapter 16. Pursuant to
Administrative Instruction 405, “[w]hen the same
industrial designisrepresented from different angles,
the numbering shall consist of two separate figures
separated by adot (e.g., 1.1, 1.2, 1.3, etc. for thefirst
design, 2.1, 2.2, 2.3, etc. for the second design, and
so on).” The figure numbering appearing in the
published international registration should be
preserved during prosecution of the nonprovisional
international design application before the USPTO.
If designs are cancelled, for example, as aresult of
a restriction requirement, applicants should not
renumber the figures of the remaining design(s).

Reproductions published as part of the international
registration have been reviewed by the International
Bureau for compliance with theformal requirements
of Hague Agreement Rule 9 and Part Four of the
Administrative Instructions and thus should not be
objected to by the examiner on such grounds. See
Hague Agreement Article 12(1). Amended
reproductions that are submitted directly to the
Office pursuant to 37 CFR 1.121 are not subject to
review by the International Bureau and thus may be
objected to under 37 CFR 1.1026 as to matters of
form where appropriate. Form Paragraph 29.10 may
be used to object to amended reproductions that fail
to comply with the formal requirements of Hague
Agreement Rule 9 and Part Four of the
Administrative I nstructions.

1 29.10 Reproductions Obj ected to, Amended Reproductions
Do Not Comply With Formal Requirements

The amended reproductions received on [1] are objected to
because [2]. See 37 CFR 1.1026.

Examiner Note:

1. Usethisform paragraph in an international design
application to object to amended reproductions that fail to
comply with the formal requirementsfor reproductions set forth
in Rule 9 of the Common Regulations Under the 1999 Act and
the 1960 Act of the Hague Agreement and Part Four of the
Administrative Instructions thereunder. Do not use thisform
paragraph to object to reproductions that were contained in the
international registration published by the International Bureau.

2. Inbracket 1, insert the date the amended reproductions
were received.

3. Inbracket 2, insert the reason for the objection, for example,
--the reproductions are not of aquality permitting al the details
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of theindustrial design to be clearly distinguished-- or --the
reproductions contain explanatory text or legends--.

4. Follow thisform paragraph with form paragraph 15.05.04.

When inconsistencies are found among the views,
the examiner should object to the reproductions and
request that the views be made consistent. Pursuant
to Hague Agreement Rule 9(4), “[a] Contracting
Party may however refuse the effects of the
international registration on the ground that the
reproductions contained in the international
registration are not sufficient to disclose fully the
industrial design.” When the inconsistencies are of
such magnitude that the overall appearance of the
designisunclear, the claim should be rejected under

35 U.S.C. 112(a) and (b), as nonenabling and
indefinite. See MPEP 8§ 1504.04, subsection |.

1 29.11 Reproductions Objected to, Design Not Fully
Disclosed in Reproductions

The reproductions are objected to for failing to fully disclose
theindustrial design because[1]. See 37 CFR 1.1026 and Rule
9 of the Common Regul ations Under the 1999 Act and the 1960
Act of the Hague Agreement.

Examiner Note:

1. Usethisform paragraph in an international design
application where the reproductions are not sufficient to fully
disclose the industrial design, but such failure does not render
the claimed invention non-enabled and/or indefinite under 35
U.S.C. 112. Thismay occur, for example, where there are minor
inconsistenciesin the illustration of the design among the
different views of the design. Wherethefailureto fully disclose
the industrial design in the reproductions renders the claimed
invention non-enabled and/or indefinite under 35 U.S.C. 112,
use form paragraph 15.21 or 15.22, as appropriate, instead of
this form paragraph.

2. Inbracket 1, explain why the reproductions are not
sufficient to fully disclose the industrial design.

3. Follow thisform paragraph with form paragraph 15.05.04.

The practice set forth in MPEP_§ 1503.02,
subsections 1-1V with respect to views, surface
shading, broken lines, and surface treatment is
generally applicableto nonprovisiona international
design applications.

In addition to the use of broken or dotted lines to
indicate matter shown in a reproduction for which
protection is not sought, Administrative Instruction
403 permits such matter to be indicated in the
description and/or by coloring. See MPEP_§
2920.05(c) regarding considerationsunder 35 U.S.C.
112 when indicating matter pursuant to
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Administrative Instruction 403. Form paragraph
29.20 may be used in an international design
application as appropriate.

9 29.20 Matter Not Forming Part of Design (I nternational
Design Application)

Matter, such as environmental structure or portions of the
"article," which is shown in a reproduction but for which
protection is not sought may be indicated by statement in the
description and/or by means of dotted or broken linesor coloring
in the reproduction. See 37 CFR 1.1026 and Hague Agreement
Administrative Instruction 403.

Examiner Note:

Use this form paragraph only in an international design
application.

2920.04(c) Inventor’s Oath or Declaration
[R-07.2015]

37 CFR 1.1021 Contents of the international design
application.

*kkk*k

(d) Required contentswherethe United Statesisdesignated.
In addition to the mandatory requirements set forth in paragraph
(&) of this section, an international design application that
designates the United States shall contain or be accompanied
by:

*kkkk

(3) Theinventor's oath or declaration (88 1.63 and
1.64). Therequirementsin 88 1.63(b) and 1.64(b)(4) to identify
each inventor by hisor her legal name, mailing address, and
residence, if an inventor lives at alocation which is different
from the mailing address, and the requirement in § 1.64(b)(2)
to identify the residence and mailing address of the person
signing the substitute statement will be considered satisfied by
the presentation of such information in the international design
application prior to international registration.

37 CFR 1.1067 Title, description, and inventor’s oath or
declaration.

*kkk*k

(b) Aninternational design application designating the
United States must include the inventor’s oath or declaration.
See § 1.1021(d). If the applicant is notified in a notice of
allowability that an oath or declaration in compliance with §
1.63, or substitute statement in compliance with § 1.64, executed
by or with respect to each named inventor has not been filed,
the applicant must file each required oath or declaration in
compliance with § 1.63, or substitute statement in compliance
with 8 1.64, no | ater than the date on which theissuefeeis paid
to avoid abandonment. Thistime period is not extendabl e under
§1.136 (see § 1.136(c)).

International design applications designating the
United States are required to contain the inventor’'s
oath or declaration (37 CER 1.63 and 1.64). See 37
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CFR 1.1021(d)(3). The International Bureau reviews
international design applications designating the
United States to ensure that the required inventor’'s
oath or declaration is provided for the inventors
identified in the international design application.
The inventor’s oath or declaration is communicated
by the International Bureau to the Office when the
published international registration is sent to the
Office pursuant to Hague Agreement Article 10(3).

Section 1.1067(b) provides for notifying the
applicant in anotice of allowability of arequirement
to provide the inventor's oath or declaration. As
compliance with the requirement for the inventor’s
oath or declaration will have been reviewed by the
International Bureau, the need to notify the applicant
in anotice of allowability that an inventor’s oath or
declaration is required should be rare, e.g., where
an inventor is added pursuant to 37 CFR 1.48(a)
after publication of theinternational registration and
an executed oath or declaration from the inventor
has not been received. See 37 CFR 1.48(b).

2920.05 Examination [R-07.2015]

35 U.S.C. 389 Examination of international design
application.

(@) IN GENERAL.—The Director shall cause an
examination to be made pursuant to thistitle of an international
design application designating the United States.

(b) APPLICABILITY OF CHAPTER 16.—All questions
of substance and, unless otherwise required by the treaty and
Regulations, procedures regarding an international design
application designating the United States shall be determined
asin the case of applications filed under chapter 16.

(c) FEES—The Director may prescribe fees for filing
international design applications, for designating the United
States, and for any other processing, services, or materias
relating to international design applications, and may provide
for later payment of such fees, including surcharges for later
submission of fees.

(d) ISSUANCE OF PATENT.—The Director may issue a
patent based on an international design application designating
the United States, in accordance with the provisions of thistitle.
Such patent shall have the force and effect of apatent issued on
an application filed under chapter 16.

37 CFR 1.1062 Examination.
(@) Examination. The Office shall make an examination

pursuant to title 35, United States Code, of an international
design application designating the United States.

(b) Timing. For each international design application to be
examined under paragraph (a) of this section, the Office shall,
subject to Rule 18(1)(c)(ii), send to the International Bureau
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within 12 months from the publication of the international
registration under Rule 26(3) anatification of refusal (§ 1.1063)
where it appears that the applicant is not entitled to a patent
under the law with respect to any industrial design that isthe
subject of the international registration.

37 CFR 1.1063 Notification of Refusal.
(&) A notification of refusal shall contain or indicate:
(1) The number of the international registration;
(2) The grounds on which the refusal is based;

(3) A copy of areproduction of the earlier industrial
design and information concerning the earlier industrial design,
wherethe grounds of refusal refer to similarity with anindustrial
design that isthe subject of an earlier application or registration;

(4) Wheretherefusal doesnot relateto all theindustrial
designsthat arethe subject of theinternational registration, those
to which it relates or does not relate; and

(5) A time period for reply under 88 1.134 and 1.136,
where areply to the notification of refusal isrequired.

(b) Any reply to the notification of refusal must be filed
directly with the Office and not through the International Bureau.
The requirements of § 1.111 shall apply to areply to a
notification of refusal.

International design applications designating the
United States are examined pursuant to title 35,
United States Code. All questions of substance and,
unless otherwise required by the Hague Agreement
or Regulations thereunder, procedures regarding an
international design application designating the
United States shall be determined as in the case of
design applications filed under 35 U.S.C. chapter
16. See 35 U.S.C. 389. Accordingly, the practices
set forth in MPEP 88 1504.01 (Statutory Subject
Matter for Designs), 1504.02 (Novelty), 1504.03
(Nonobviousness), 1504.04 (Considerations Under
35 U.S.C. 112), 1504.05 (Restriction), and 1504.06
(Double Patenting) are generaly applicable to
international design applications designating the
United States.

While there is substantial overlap in examining
practices with respect to international design
applications designating the United Statesand design
applicationsfiled under 35 U.S.C. chapter 16, there
are also differences. These differencesinclude:

(2) the Office sends aNatification of Refusal to
the International Bureau for forwarding to the holder
of the international registration whereitis
determined that the conditions for the grant of a
patent are not met in respect of any or all designs
that are the subject of international registration;
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(2) upon issuance of a patent, the Office sends
astatement of grant of protection to the International
Bureau indicating that protection is granted in the
United States to those designs that are the subject of
the international registration and covered by the
patent.

Regulations concerning international  design
applications are set forth in 37 CFR Part 1, subpart

2920.05(a) Notification of Refusal
[R-07.2022]

HagueArticle 12
Refusal

*kkk*k

(2) [ Notification of Refusal]

(8) Therefusal of the effects of an international
registration shall be communicated by the Office to the
International Bureau in a notification of refusal within the
prescribed period.

(b) Any notification of refusal shall state all the grounds
on which the refusal is based.

*kkk*k

Hague Rule 18
Notification of Refusal

(1) [Period for Notification of Refusal]

(a) The prescribed period for the notification of refusal
of the effects of an international registration in accordance with
Article 12(2) of the 1999 Act or Article 8(1) of the 1960 Act
shall be six months from the publication of the international
registration as provided for by Rule 26(3).

(b) Notwithstanding subparagraph (a), any Contracting
Party whose Office is an Examining Office, or whose law
provides for the possibility of opposition to the grant of
protection, may, in a declaration, notify the Director General
that, where it is designated under the 1999 Act, the period of
six monthsreferred to in that subparagraph shall be replaced by
aperiod of 12 months.

(c) Thedeclaration referred to in subparagraph (b) may
also state that the international registration shall produce the
effect referred to in Article 14(2)(a) of the 1999 Act at the latest

(i) at atime specified in the declaration which may
be later than the date referred to in that Article but which shall
not be more than six months after the said date or

(ii) at atimeat which protection is granted
according to the law of the Contracting Party where a decision
regarding the grant of protection was unintentionally not
communicated within the period applicable under subparagraph
(@) or (b); in such a case, the Office of the Contracting Party
concerned shall notify the International Bureau accordingly and
endeavor to communicate such decision to the holder of the
international registration concerned promptly thereafter.
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(2) [ Notification of Refusal]

(@) The notification of any refusal shall relate to one
international registration, shall be dated and shall be signed by
the Office making the notification.

(b) The notification shall contain or indicate
(i) the Office making the natification,
(i) the number of theinternational registration,

(iii) &l the grounds on which the refusal is based
together with a reference to the corresponding essential
provisions of the law,

(iv) where the grounds on which the refusal is
based refer to similarity with an industrial design which has
been the subject of an earlier national, regional or international
application or registration, the filing date and number, the
priority date (if any), the registration date and number (if
available), a copy of areproduction of the earlier industrial
design (if that reproduction is accessible to the public) and the
name and address of the owner of the said industrial design, as
provided for in the Administrative Instructions,

(v) wherethe refusal does not relateto all the
industrial designs that are the subject of the international
registration, those to which it relates or does not rel ate,

(vi) whether the refusal may be subject to review
or appeal and, if so, the time limit, reasonable under the
circumstances, for any request for review of, or appeal against,
the refusal and the authority to which such regquest for review
or appeal shall lie, with the indication, where applicable, that
the request for review or the appeal has to be filed through the
intermediary of arepresentative whose address is within the
territory of the Contracting Party whose Office has pronounced
the refusal, and (vii) the date on which the refusal was

pronounced.
*kkkk

37 CFR 1.1063 Notification of Refusal.
(8 A notification of refusal shall contain or indicate:
(1) The number of the international registration;
(2) The grounds on which the refusal is based;

(3) A copy of areproduction of the earlier industrial
design and information concerning the earlier industrial design,
where the grounds of refusal refer to similarity with anindustrial
design that isthe subject of an earlier application or registration;

(4) Wheretherefusal doesnot relateto all theindustrial
designsthat arethe subject of theinternational registration, those
to which it relates or does not relate; and

(5) A time period for reply under 88 1.134 and 1.136,
where areply to the notification of refusal isrequired.

(b) Any reply to the notification of refusal must befiled
directly with the Office and not through the International Bureau.
The requirements of § 1.111 shall apply to areply to a
notification of refusal.

Under Article 12 of the Hague Agreement, “[t]he
Office of any designated Contracting Party may,
wherethe conditionsfor the grant of protection under
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the law of that Contracting Party are not met in
respect of any or al of theindustrial designsthat are
the subject of an international registration, refuse
the effects, in part or in whole, of the international
registration in the territory of the said Contracting
Party, provided that no Office may refusethe effects,
in part or in whole, of any international registration
on the ground that requirementsrelating to the form
or contents of the international design application
that are provided for in this Act or the Regulations
or are additional to, or different from, those
requirements have not been satisfied under the law
of the Contracting Party concerned.” Thisrefusal of
the effects of an international registration is called
a “notification of refusal.” See Article 12(2). The
notification of refusal is transmitted to the
International Bureau who, without delay, transmits
a copy of the notification to the holder of the
international registration. Hague Agreement Rule
18 prescribes a time period for sending of the
notification of refusal and the content of the
notification.

In accordance with 37 CFR 1.1062(b), anotification
of refusal is to be sent to the International Bureau
within 12 months from the publication of the
international registration where it appears that the
applicant is not entitled to a patent under the law of
the United States with respect to any industrial
design that is the subject of the international
registration. The notification of refusal may be sent
after this 12-month period where the failure to send
the notification within the 12-month period was
unintentional .

The notification of refusal contains or indicates: (1)
the number of the international registration; (2) the
grounds on which the refusal is based; (3) acopy of
a reproduction of the earlier industrial design and
information concerning the earlier industrial design,
where the grounds of refusal refer to similarity with
an industrial design that is the subject of an earlier
application or registration; (4) wheretherefusa does
not relate to all the industrial designs that are the
subject of the international registration, those to
which it relates or does not relate; and (5) atime
period for reply under 37 CFR 1.134 and 1.136
where a reply to the notification of refusal is
required. See 37 CFR 1.1063(a).
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The grounds of refusal may be in the form of a
rejection based on acondition for patentability under
title 35, United States Code (e.g., 35 U.S.C. 171,
102, 103, or 112), a requirement for restriction
(where more than one independent and distinct
design is presented in the application), and/or an
objection (where not prohibited by Article 12(1) of
the Hague Agreement). The grounds of refusal may
also be based on applicant’s action taken prior to
examination, including cancellation of industrial
designs in the international design application by
amendment, or by an express abandonment of the
application pursuant to 37 CFR 1.138 or the
renunciation of the designation of the United States
(see MPEP § 2930).

Objections based on requirements relating to the
form or content of the application provided for in
the Hague Agreement and Regulations thereunder
are not prohibited by Article 12(1) where the
International Bureau isnot responsiblefor verifying
compliance with such requirements. Such may arise,
for example, where the applicant submits amended
drawings directly to the Office in the course of
examination that fail to comply with the formal
requirements applicable to reproductions under
Hague Agreement Rule 9 and Part Four of the
Administrative Instructions. Nor doesArticle 12(1)
prohibit objections based on inconsistencies among
the views of the reproductions or incorrect or
inaccurate statements contained in the description.

As in the case of Office actions in design
applicationsfiled under 35 U.S.C. chapter 16, copies
of references cited by the examiner should be
included with the notification of refusal. In addition,
because Hague Agreement Rule 18(2)(b)(iv) does
not distinguish references used in aground of refusal
based on where the reference originated from, the
examiner should also includeany U.S. patent or U.S.
patent application publication used in a grounds of
refusal (e.g., argectionunder 35 U.S.C. 102 or 103).
See 37 CFR 1.1063(a)(3). Copies of references cited
by the applicant in an information disclosure
statement do not need to be included with the
notification of refusal.

The notification of refusal should include a time
period for reply under 37 CFR 1.134 and 1.136 to
avoid abandonment where areply to the notification

Rev. 07.2022, February 2023

MANUAL OF PATENT EXAMINING PROCEDURE

of refusal isrequired. Thistime period will normally
be made in the Office Action Summary, Form
PTOL-326, accompanying aNotification of Refusal
cover sheet, Form PTO-2319. Not al notifications
of refusal will require areply. For example, where
the international registration contains multiple
industrial designsand all but one designiscancelled
by preliminary amendment prior to examination,
and the remaining design is determined by the
examiner to be allowable, then anotice of allowance
will be sent concurrently with a notification of
refusal, refusing the effects of the international
registration in the United States with respect to the
industrial design or designsthat have been cancelled.
Such a notification of refusal, otherwise known as
a“Notification of Partial Refusal,” (Form PTO-2321)
will be communicated to the International Bureau
but will not set a time period for reply to the
notification of refusal, as no reply to the refusal is
required.

The Hague system does not require any submission
from the applicant to the USPTO to initiate
examination of anonprovisional international design
application. In many cases the applicant will not
have retained the services of an attorney or agent
registered to practice before the USPTO (“patent
practitioner”) prior to receipt of the notification of
refusal. Where there is no patent practitioner of
record, the examiner should include the following
form paragraph in the refusal to remind applicants
of the signature requirements applicable to a reply
to anotification of refusal:

1 29.100 Reply Reminder

Applicant is reminded that any reply to this communication
must be signed either by a patent practitioner (i.e., a patent
attorney or agent registered to practice before the United States
Patent and Trademark Office) or by the applicant. If the applicant
is a jurigtic entity, the reply must be signed by a patent
practitioner. See 37 CFR 1.33(b).

Examiner Note:

Add this paragraph at the end of anotification of refusal or other
Office action where a patent attorney or agent registered to
practice before the United States Patent and Trademark Office
has not been appointed as applicant's representative. If this
paragraph was included in a prior Office action, it may be, but
is not required to be, included in a subsequent Office action.

In addition, the following form paragraph may be
included in the notification of refusal to provide
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information to applicants regarding who may discuss
the merits of the application with the examiner:

9 29.101 Discussion of the Merits of the Application

All discussions between the applicant and the examiner
regarding the merits of apending application will be considered
an interview and are to be made of record. See MPEP § 713.
The examiner will not discussthe merits of the application with
applicant's representative if the representative is not registered
to practice before the USPTO. Appointment as applicant’s
representative before the International Bureau pursuant to Rule
3 of the Common Regul ations under the Hague Agreement does
NOT entitle such representative to represent the applicant before
the USPTO. Furthermore, an applicant that is a juristic entity
must be represented by a patent attorney or agent registered to
practice before the USPTO. Additional information regarding
interviewsis set forth below.

Telephonic or in person interviews

A telephonic or in personinterview may only be conducted with
an attorney or agent registered to practice before the USPTO
("registered practitioner") or with a pro se applicant (an
applicant who is the inventor and who is not represented by a
registered practitioner).

The registered practitioner may either be of record or not of
record. To become "of record,” a power of attorney (POA) in
accordance with 37 CFR 1.32 must be filed in the application.
Form PTO/AIA/80 "Power of Attorney to Prosecute
Applications Beforethe USPTO," available at www.uspto.gov/
patent/formsformspatent-applicationsfiled-or-after-sptember-16-2012,
may be used for this purpose. See M PEP § 402.02(a) for further
information. Interviews may also be conducted with aregistered
practitioner not of record provided the registered practitioner
can show authorization to conduct an interview by completing,
signing and filing an "Applicant Initiated Interview Request
Form" (PTOL-413A) (available at the USPTO web page
indicated above). See MPEP § 405. For acceptable ways to
submit formsto the USPTO, see "When Responding to Official
USPTO Correspondence” below.

Examiner Note:

Add this paragraph at the end of the Refusal where a patent
attorney or agent registered to practice before the United States
Patent and Trademark Office has not been appointed as
applicant's representative.

Any reply to the natification of refusal must befiled
directly with the Office and not through the
International Bureau. See 37 CFR 1.1063(b). A reply
to the notification of refusal is subject to the
requirements of 37 CFR 1.111.

Any further Office action following the notification
of refusal, such as a Final Rejection, will normally
be sent directly to the applicant.

2900-41

§ 2920.05(b)

2920.05(b) Onelndependent and Distinct
Design [R-07.2022]

HagueArticle 13
Special Requirements Concerning Unity of Design

(2) [ Notification of Special Requirements] Any Contracting
Party whose law, at the time it becomes party to thisAct,
requiresthat designsthat are the subject of the same application
conform to arequirement of unity of design, unity of production
or unity of use, or belong to the same set or composition of
items, or that only one independent and distinct design may be
claimed in asingle application, may, in adeclaration, notify the
Director General accordingly. However, no such declaration
shall affect the right of an applicant to include two or more
industrial designsin an international application in accordance
with Article 5(4), even if the application designates the
Contracting Party that has made the declaration.

(2) [ Effect of Declaration] Any such declaration shall
enable the Office of the Contracting Party that has made it to
refuse the effects of the international registration pursuant to
Article 12(1) pending compliance with the requirement notified
by that Contracting Party.

*kkkk

37 CFR 1.1064 One independent and distinct design.

(@) Only one independent and distinct design may be
claimed in a nonprovisional international design application.

(b) If the requirements under paragraph (a) of this section
are not satisfied, the examiner shall in the notification of refusa
or other Office action require the applicant in the reply to that
action to elect one independent and distinct design for which
prosecution on the merits shall be restricted. Such requirement
will normally be made before any action on the merits but may
be made at any time before the final action. Review of any such
requirement is provided under 88 1.143 and 1.144.

Only one independent and distinct design may be
claimed in a nonprovisional international design
application. See 37 CFR 1.1064. Under Article 13
of the Hague Agreement, a Contracting Party whose
law at the time it becomes party to the Hague
Agreement requires, inter alia, that only one
independent and distinct design may be claimed in
a single application, can refuse the effects of the
international  registration on  grounds  of
noncompliance with such requirement. U.S. law
requires that only one independent and distinct
design may be claimed in a single application. See
In re Rubinfield, 270 F.2d 391 (CCPA 1959); Inre
Platner, 155 USPQ 222 (Comm’r Pat. 1967); MPEP
§ 1504.05. The practice set forthin MPEP § 1504.05
is generally applicable to nonprovisiona
international design applications. If more than one
independent and distinct design is claimed in the
nonprovisional international design application, the
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examiner should in the notification of refusal or other
Office action require the applicant in the reply to
that action to elect one independent and distinct
design for which prosecution on the merits shall be
restricted. The requirement should normally be made
before any action on the merits but may be made at
any time before thefinal action. Review of any such
requirement is provided under 37 CFR 1.143 and
1.144.

Renumbering of the figures following cancellation
of non-elected embodiments is not required. See
M PEP § 2920.04(b). In addition, applicants should
consider the need to correct inventorship under 37
CFR 1.48 asaresult of arestriction requirement and
further note that correction of inventorship after an
Office action on the meritsis subject to an additional
feeunder 37 CFR 1.48(c). See MPEP § 602.01(c)(1).
Examiners should use FP 29.102 to remind
applicants that renumbering of the drawing figures
following cancellation of non-elected embodiments
is not required and to consider the need to correct
inventorship due to the cancellation of non-elected
designs.

1 29.102 Reply Reminder for Restriction Requirements
Concerning Figure Numbering

In replying to this Refusal electing a Group for prosecution,
applicant should also consider amending the application to
cancel the drawing figures and remove the description
corresponding to the nonelected Group(s), and to correct
inventorship, as appropriate, resulting from such amendment
pursuant to 37 CFR 1.48. See MPEP § 602.01(c)(1). Applicant
should note that correcting inventorship after an Office action
on the merits has been given or mailed in the application will
reguire an additional fee pursuant to 37 CFR 1.48(c).

Renumbering of the drawing figuresisnot required. Tomaintain
consistency with the published International Registration, it is
recommended that the numbering of the drawing figures
included in the elected Group not be changed even if non-elected
embodiments are cancelled. Any amendment to the drawing
figures should comply with 37 CFR 1.1026 and Part Four of
the Administrative Instructions (in particular, see Section 405
of the Administrative I nstructions with respect to numbering of
reproductions).

Examiner Note:

Add this paragraph at the end of arestriction requirement in a
nonprovisional international design application. If there is no
patent practitioner of record, also include form paragraph 29.100
Reply Reminder.
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Protection of designs cancelled from a
nonprovisional international design application asa
result of a restriction requirement may be pursued
through thefiling of adivisional application(s). Such
a divisiona application may be filed either as a
design application under 35 U.S.C. chapter 16 or as
an international design application designating the
United States. For further information regarding
divisional applications, see MPEP § 2920.05(€).

2920.05(c) ConsiderationsUnder 35 U.S.C.
112 [R-07.2015]

The reguirements of 35 U.S.C. 112(a) and (b) apply
to nonprovisional international design applications.

See 35 U.S.C. 389. Accordingly, the practice set
forth in MPEP § 1504.04 regarding considerations
under 35 U.S.C. 112 is generaly applicable to
nonprovisional international design applications.
This section addresses certain  additional
considerations relevant to international design
applications.

Asdiscussed in MPEP § 2920.04(b), Administrative
Instruction 403 allows matter shown in a
reproduction for which protection is not sought to
beindicated “(i) in the description referred to in Rule
7(5)(a) and/or (ii) by means of dotted or broken lines
or coloring.” When using broken or dotted lines or
coloring in areproduction to indicate matter shown
in areproduction for which protection isnot sought,
applicants are encouraged to include an explanation
of the purpose of the broken or dotted lines or
coloring in the description. This may help to avoid
uncertainty as to the scope of the claimed design.
Similarly, applicants are encouraged not to simply
rely on a description to indicate matter shown in a
reproduction for which protection is not sought, but
rather to also identify the matter for which protection
is not sought through the use of broken or dotted
lines or coloring.

The following form paragraphs may be used where
the presence of undescribed broken lines or color
renders the scope of the claimed design unclear.

1 29.21 Rgjection, 35 U.S.C. 112(b) - Undescribed Broken
Lines (International Design Application)

The claim is rejected for failing to particularly point out and
distinctly claim the invention as required in 35 U.S.C. 112(b).
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The claim is indefinite because the reproductions include, in
figure(s) [1], broken lines that are not described in the
specification, and the scope of the claimed design cannot be
determined.

If the broken line(s) represent portions of the article or
environmental structure for which protection is not sought,
applicant may overcome this rejection by inserting a statement
similar to the following into the specification immediately
preceding the claim, provided such statement does not introduce
new matter (see 35 U.S.C. 132):

--The broken line showing of [2] is for the purpose of
illustrating [3] and forms no part of the claimed design.--

Examiner Note:

1. Usethisform paragraph in an international design
application where the reproductions include broken lines that
are not described in the specification, and the scope of the
claimed design cannot be determined.

2. Inbracket 1, insert the number(s) of the figure(s) containing
the broken lines.

3. Inbracket 2, insert name of structure.

4. Inbracket 3, insert --portions of the “article”-- or
--environmental structure--.

1 29.23 Rejection, 35 U.S.C. 112(b) - Undescribed Broken
LinesasBoundary of Design (I nternational Design
Application)

The claim is rejected for failing to particularly point out and
distinctly claim the invention as required in 35 U.S.C. 112(b).
The claim is indefinite because the reproductions include, in
figure(s) [1], broken lines that are not described in the
specification, and the scope of the claimed design cannot be
determined.

If the broken lines represent aboundary linefor which protection
isnot sought, applicant may overcomethisrejection by inserting
a statement similar to the following into the specification
immediately preceding the claim, provided such statement does
not introduce new matter (see 35 U.S.C. 132):

--The [2] broken line(s) define the bounds of the claimed
design and form no part thereof.--

Examiner Note:

1. Usethisform paragraph in an international design
application where the reproductions include broken lines that
are not described in the specification, and the scope of the
claimed design cannot be determined.

2. Inbracket 1, insert the number(s) of thefigure(s) containing
the broken lines.

3. Inbracket 2, insert type of broken line, e.g. dashed or
dot-dash or dot-dot-dash.
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1 29.25Regjection, 35 U.S.C. 112(b) - Unclear Useof Coloring
(International Design Application)

The claim is rejected for failing to particularly point out and
distinctly claim the invention as required in 35 U.S.C. 112(b).
The claim is indefinite because the reproductions include
coloring, in figure(s) [1], that is not described in the
specification, and the scope of the claimed design cannot be
determined.

If the coloring identifies matter for which protection is not
sought, applicant may overcome this regjection by inserting a
statement similar to the following into the specification
immediately preceding the claim, provided such statement does
not introduce new matter (see 35 U.S.C. 132):

--The portion of the design shown in the color [2] is for
the purpose of illustrating [3] and forms no part of the
claimed design.--

Examiner Note:

1. Usethisform paragraph in an international design
application where the reproductionsinclude coloring that is not
described in the specification, and the scope of the claimed
design cannot be determined.

2. Inbracket 1, insert the number(s) of the figure(s) containing
the coloring.

3. Inbracket 2, identify the color indicating the matter
excluded from the claim.

4. Inbracket 3, insert --portions of the “article’-- or
--environmental structure--.

Similar to the use of form paragraph 15.20.02 in
design applications filed under 35 U.S.C. chapter
16, form paragraph 29.27 may be used in an
international design application to suggest how a

regjection under 35 U.S.C. 112(a) and (b) as

nonenabling and indefinite due to an insufficient
drawing disclosure may be overcome.

9 29.27 Suggestion To Overcome Regj ection Under 35U.S.C.
112(a) and (b) (International Design Application)

Applicant may indicate that protection is not sought for those
portions of the reproductions which are considered indefinite
and nonenabling in the rejection under 35 U.S.C. 112 above by
amending the reproductions to color those portions or convert
those portionsto broken lines and by amending the specification
to include a statement that the portions of the [1] shown in
broken lines form no part of the claimed design or a statement
that the portions of the [1] shown by coloring form no part of
the claimed design provided such amendments do not introduce
new matter (see35U.S.C. 132,37 CFR 1.121).

Examiner Note:

Use thisform paragraph only in an international design
application.

2. Inbracket 1, insert title of the article.
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2920.05(d) Foreign Priority [R-07.2022]

35 U.S.C. 386 Right of priority.

(&) NATIONAL APPLICATION.—In accordance with the
conditions and requirements of subsections (a) through (d) of
section 119 and section 172, a national application shall be
entitled to the right of priority based on a prior international
design application that designated at least 1 country other than
the United States.

(b) PRIOR FOREIGN APPLICATION.—In accordance
with the conditions and requirements of subsections (a) through
(d) of section 119 and section 172 and the treaty and the
Regulations, an international design application designating the
United States shall be entitled to the right of priority based on
aprior foreign application, a prior international application as
defined in section 351(c) designating at least 1 country other
than the United States, or aprior international design application
designating at least 1 country other than the United States.

*hkkk*k

37 CFR 1.55 Claim for foreign priority.

(@ Ingeneral. Anapplicant in anonprovisional application
may claim priority to one or more prior foreign applications
under the conditions specified in 35 U.S.C. 119(a) through (d)
and (f), 172, 365(a) and (b), and 35 U.S.C. 386(a) or (b) and
this section.

(b) Time for filing subsequent application. The
nonprovisional application must be:

(1) Filed not later than twelve months (six monthsin
the case of adesign application) after the date on which the
foreign application was filed, subject to paragraph (c) of this
section (a subsequent application); or

(2) Entitled to claim the benefit under 35 U.S.C. 120,
121, 365(c), or 386(c) of asubsequent application that wasfiled
within the period set forth in paragraph (b)(1) of this section.

(c) Delayed filing of subsequent application. If the
subsequent application has afiling date which is after the
expiration of the period set forth in paragraph (b)(1) of this
section, but within two months from the expiration of the period
set forth in paragraph (b)(1) of this section, the right of priority
in the subsequent application may be restored under PCT Rule
26 bis.3 for an international application, or upon petition
pursuant to this paragraph, if the delay in filing the subsequent
application within the period set forth in paragraph (b)(1) of this
section was unintentional . A petition to restore the right of
priority under this paragraph filed on or after May 13, 2015,
must be filed in the subsequent application, or in the earliest
nonprovisional application claiming benefit under 35 U.S.C.
120, 121, 365(c), or 386(c) to the subsequent application, if such
subsequent application isnot anonprovisional application. Any
petition to restore theright of priority under this paragraph must
include:

(1) Thepriority claim under 35 U.S.C. 119(a) through
(d) or (f), 365(a) or (b), or 386(a) or (b) in an application data
sheet (8 1.76(b)(6)), identifying the foreign application to which
priority is claimed, by specifying the application number,
country (or intellectual property authority), day, month, and
year of itsfiling, unless previously submitted;
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(2) The petition fee as set forth in § 1.17(m); and

(3) A statement that the delay in filing the subsequent
application within the period set forth in paragraph (b)(2) of this
section was unintentional. The Director may require additional
information where there is a question whether the delay was
unintentional.

(d) Timefor filing priority claim—

(1) Applicationunder 35 U.SC. 111(a). Theclaim for
priority must be filed within the later of four months from the
actual filing date of the application or sixteen months from the
filing date of the prior foreign application in an original
application filed under 35 U.S.C. 111(a), except as provided in
paragraph (e) of this section. The claim for priority must be
presented in an application data sheet (§ 1.76(b)(6)) and must
identify the foreign application to which priority is claimed by
specifying the application number, country (or intellectual
property authority), day, month, and year of itsfiling. Thetime
periods in this paragraph do not apply if the later-filed
application is:

(i) An application for adesign patent; or

(ii) An application filed under 35 U.S.C. 111(a)
before November 29, 2000.

(2) Application under 35 U.SC. 371. The claim for
priority must be made within thetimelimit set forth inthe PCT
and the Regulations under the PCT in aninternational application
entering the national stage under 35 U.S.C. 371, except as
provided in paragraph (e) of this section.

(e) Delayed priority claim. Unless such claim is accepted
in accordance with the provisions of this paragraph, any claim
for priority under 35 U.S.C. 119(a) through (d) or (f), 365(a)
or (b), or 35 U.S.C. 386(a) or (b) not presented in the manner
required by paragraph (d) or (m) of this section during pendency
and within the time period provided by paragraph (d) of this
section (if applicable) is considered to have been waived. If a
claim for priority is considered to have been waived under this
section, the claim may be accepted if the priority claim was
unintentionally delayed. A petition to accept a delayed claim
for priority under 35 U.S.C. 119(a)-(d) or (f), 365(a) or (b), or
386(a) or (b) must be accompanied by:

(1) Thepriority claim under 35 U.S.C. 119(a) through
(d) or (f), 365(a) or (b), or 386(a) or (b) in an application data
sheet (8 1.76(b)(6)), identifying the foreign application to which
priority is claimed, by specifying the application number,
country (or intellectual property authority), day, month, and
year of itsfiling, unless previously submitted;

(2) A certified copy of the foreign application, unless
previously submitted or an exception in paragraph (h), (i), or
(j) of this section applies;

(3) The petition fee as set forthin § 1.17(m); and

(4) A statement that the entire delay between the date
the priority claim was due under this section and the date the
priority claim was filed was unintentional . The Director may

require additional information wherethereis aquestion whether
the delay was unintentional.

(f)y Timefor filing certified copy of foreign application—
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(1) Application under 35 U.SC. 111(a). A certified
copy of the foreign application must be filed within the later of

four months from the actual filing date of the application, or
sixteen months from the filing date of the prior foreign
application, in an original application under 35 U.S.C. 111(a)
filed on or after March 16, 2013, except as provided in
paragraphs (h), (i), and (j) of this section. The time period in
this paragraph does not apply in a design application.

(2) Application under 35 U.SC. 371. A certified copy
of the foreign application must be filed within the time limit set
forth in the PCT and the Regulations under the PCT in an
international application entering the national stage under 35
U.S.C. 371. If acertified copy of the foreign application is not
filed during theinternational stagein aninternational application
in which the national stage commenced on or after December
18, 2013, acertified copy of the foreign application must be
filed within the later of four months from the date on which the
national stage commenced under 35 U.S.C. 371(b) or (f) (8
1.491(a) ), four months from the date of the initial submission
under 35 U.S.C. 371 to enter the national stage, or sixteen
months from the filing date of the prior foreign application,
except as provided in paragraphs (h), (i), and (j) of this section.

(3) If acertified copy of the foreign application is not
filed within the time period specified [in] paragraph (f)(1) of
this section in an application under 35 U.S.C. 111(a) or within
the period specified in paragraph (f)(2) of this section in an
international application entering the national stage under 35
U.S.C. 371, and an exception in paragraph (h), (i), or (j) of this
section is not applicable, the certified copy of the foreign
application must be accompanied by a petition including a
showing of good and sufficient cause for the delay and the
petition fee set forth in § 1.17(g).

(9) Requirement for filing priority claim, certified copy of
foreign application, and trandlation in any application.

(1) Theclaim for priority and the certified copy of the
foreign application specified in 35 U.S.C. 119(b) or PCT Rule
17 must, in any event, be filed within the pendency of the
application, unless filed with a petition under paragraph (€) or
(f) of this section, or with a petition accompanied by the fee set
forthin § 1.17(g) which includes a showing of good and
sufficient cause for the delay in filing the certified copy of the
foreign application in a design application. If the claim for
priority or the certified copy of the foreign application isfiled
after the date the issue fee is paid, the patent will not include
the priority claim unless corrected by acertificate of correction
under 35 U.S.C. 255 and § 1.323.

(2) The Office may require that the claim for priority
and the certified copy of the foreign application be filed earlier
than otherwise provided in this section:

(i) When the application isinvolved in an
interference (see § 41.202 of this chapter) or derivation (see part
42 of this chapter) proceeding;

(if) When necessary to overcome the date of a
reference relied upon by the examiner; or

(iii) When deemed necessary by the examiner.

(3) An English language trandation of a non-English
language foreign application is not required except:
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(i) When the application isinvolved in an
interference (see § 41.202 of this chapter) or derivation (see part
42 of this chapter) proceeding;

(ii) When necessary to overcome the date of a
reference relied upon by the examiner; or

(iii) When specificaly required by the examiner.

(4) If an English language trandlation of anon-English
language foreign applicationisrequired, it must befiled together
with a statement that the translation of the certified copy is
accurate.

(h) Certified copy in another U.S. patent or application.
The requirement in paragraphs (f) and (g) of this section for a
certified copy of the foreign application will be considered
satisfied in areissue application if the patent for which reissue
is sought satisfies the requirement of this section for a certified
copy of the foreign application and such patent is identified as
containing a certified copy of the foreign application. The
requirement in paragraphs (f) and (g) of this section for a
certified copy of the foreign application will also be considered
satisfied in an application if a prior-filed nonprovisional
application for which abenefit is claimed under 35 U.S.C. 120,
121, 365(c), or 386(c) contains a certified copy of the foreign
application and such prior-filed nonprovisional application is
identified as containing a certified copy of the foreign
application.

(i) Foreignintellectual property office participating in a
priority document exchange agreement. The requirement in
paragraphs (f) and (g) of this section for a certified copy of the
foreign application to be filed within the time limit set forth
therein will be considered satisfied if:

(1) Theforeign application wasfiled in aforeign
intellectual property office participating with the Officein a
bilateral or multilateral priority document exchange agreement
(participating foreign intellectual property office), or a copy of
the foreign application wasfiled in an application subsequently
filed in a participating foreign intellectual property office that
permits the Office to obtain such a copy;

(2) Theclaimfor priority ispresentedin an application
data sheet (8 1.76(b)(6)), identifying the foreign application for
which priority isclaimed, by specifying the application number,
country (or intellectual property authority), day, month, and
year of itsfiling, and the applicant provides the information
necessary for the participating foreign intellectual property office
to provide the Office with access to the foreign application;

(3) The copy of the foreign application is received by
the Office from the participating foreign intellectual property
office, or acertified copy of the foreign application isfiled,
within the period specified in paragraph (g)(1) of this section;
and

(4) Theapplicant filesin a separate document arequest
that the Office obtain a copy of the foreign application from a
participating intellectual property office that permitsthe Office
to obtain such a copy where, although the foreign application
was not filed in a participating foreign intellectual property
office, acopy of the foreign application wasfiled in an
application subsequently filed in a participating foreign
intellectual property officethat permitsthe Officeto obtain such
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acopy. The request must identify the participating intellectual
property office and the subsequent application by the application
number, day, month, and year of itsfiling in which a copy of
the foreign application was filed. The request must be filed
within the later of sixteen months from the filing date of the
prior foreign application, four monthsfrom the actual filing date
of an application under 35 U.S.C. 111(a), four months from the
date on which the national stage commenced under 35 U.S.C.
371(b) or (f) (8 1.491(a) ), or four months from the date of the
initial submission under 35 U.S.C. 371 to enter the national
stage, or the request must be accompanied by a petition under
paragraph (e) or (f) of this section.

()) Interim copy. The requirement in paragraph (f) of this
section for acertified copy of the foreign application to befiled
within thetimelimit set forth therein will be considered satisfied
if:

(1) A copy of theoriginal foreign application clearly
labeled as " Interim Copy," including the specification, and any
drawings or claims upon which it isbased, isfiled in the Office
together with a separate cover sheet identifying the foreign
application by specifying the application number, country (or
intellectual property authority), day, month, and year of itsfiling,
and stating that the copy filed in the Officeis atrue copy of the
original application asfiled in theforeign country (or intellectual
property authority);

(2) The copy of the foreign application and separate
cover sheet are filed within the later of sixteen months from the
filing date of the prior foreign application, four months from
the actual filing date of an application under 35 U.S.C. 111(a),
four months from the date on which the national stage
commenced under 35 U.S.C. 371(b) or (f) (§ 1.491(a) ), four
months from the date of the initial submission under 35 U.S.C.
371 to enter the national stage, or with apetition under paragraph
(e) or (f) of this section; and

(3) A certified copy of the foreign application isfiled
within the period specified in paragraph (g)(1) of this section.

(k) Requirements for certain applicationsfiled on or after
March 16, 2013. If anonprovisional application filed on or
after March 16, 2013, other than anonprovisional international
design application, claims priority to aforeign application filed
prior to March 16, 2013, and also contains, or contained at any
time, a claim to a claimed invention that has an effective filing
date as defined in § 1.109 that is on or after March 16, 2013,
the applicant must provide a statement to that effect within the
later of four months from the actual filing date of the
nonprovisional application, four months from the date of entry
into the national stage as set forth in § 1.491 in an international
application, sixteen months from the filing date of the prior
foreign application, or the date that afirst claim to a claimed
invention that has an effective filing date on or after March 16,
2013, is presented in the nonprovisional application. An
applicant is not required to provide such a statement if the
applicant reasonably believes on thebasis of information aready
known to the individuals designated in § 1.56(c) that the
nonprovisional application does not, and did not at any time,
contain aclaimto aclaimed invention that has an effectivefiling
date on or after March 16, 2013.

() Inventor'scertificates. An applicant in anonprovisional
application may under certain circumstances claim priority on
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the basis of one or more applicationsfor aninventor's certificate
in a country granting both inventor's certificates and patents.
To claim the right of priority on the basis of an application for
an inventor's certificate in such a country under 35 U.S.C.
119(d), the applicant, when submitting aclaim for such right as
specified in this section, must include an affidavit or declaration.
The affidavit or declaration must include a specific statement
that, upon an investigation, he or she is satisfied that to the best
of his or her knowledge, the applicant, when filing the
application for the inventor’s certificate, had the option to file
an application for either a patent or an inventor’s certificate as
to the subject matter of the identified claim or claims forming
the basis for the claim of priority.

(m) Timefor filing priority claim and certified copy of
foreign application in an international design application
designating the United States. In an international design
application designating the United States, the claim for priority
may be made in accordance with the Hague Agreement and the
Hague Agreement Regulations. In anonprovisional international
design application, the priority claim, unlessmadein accordance
with the Hague Agreement and the Hague Agreement
Regulations, must be presented in an application data sheet (8§
1.76(b)(6)), identifying the foreign application for which priority
is claimed, by specifying the application number, country (or
intellectual property authority), day, month, and year of itsfiling.
In anonprovisional international design application, the priority
claim and certified copy must be furnished in accordance with
the time period and other conditions set forth in paragraph (g)
of this section.

(n) Applications filed before September 16, 2012.
Notwithstanding the requirement in paragraphs (d)(1), (€)(1),
and (i)(2) of this section that any priority claim be presented in
an application data sheet (8 1.768), this requirement in
paragraphs (d)(1), (e)(1), and (i)(2) of this section will be
satisfied by the presentation of such priority claim in the oath
or declaration under § 1.63 in anonprovisional application filed
under 35 U.S.C. 111(a) before September 16, 2012, or resulting
from an international application filed under 35 U.S.C. 363
before September 16, 2012. The provisions of this paragraph
do not apply to any priority claim submitted for a petition under
paragraph (c) of this section to restore the right of priority to a
foreign application.

(o) Priority under 35 U.S.C. 386(a) or (b). Theright of

priority under 35 U.S.C. 386(a) or (b) with respect to an
international design application is applicable only to

nonprovisional applications, international applications, and
international design applicationsfiled on or after May 13, 2015,
and patents issuing thereon.

(p) Timeperiodsin thissection. Thetime periods set forth
in this section are not extendable, but are subject to 35 U.S.C.
21(b) (and § 1.7(a)), PCT Rule 80.5, and Hague Agreement
Rule 4(4).

Pursuant to 35 U.S.C. 386(a) and 37 CFR 1.55, a
nonprovisiona application may make a claim of
foreign priority in accordance with the conditions
and requirements of 35 U.S.C. 119(a)-(d) and 172
with respect to a prior international design
application that designates at |east one country other
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than the United States. Pursuant to 35 U.S.C. 386(b)
and 37 CFR 1.55, an international design application
designating the United States may make a claim of
foreign priority in accordance with the conditions
and requirements of 35 U.S.C. 119(a)-(d) and 172
and the Hague Agreement and Regulations
thereunder with respect to aprior foreign application,
international application (PCT) designating at |east
one country other than the United States, or a prior
international design application designating at |east
one country other than the United States. The
provisions of 35 U.S.C. 386(a) and (b) apply to
nonprovisional applications, international
applications (PCT) and international design
applications filed on or after May 13, 2015, and
patents issued therefrom. See 37 CFR 1.55(0) and
MPEP 88 213 et seg. and 1504.10.

In an international design application designating
the United States, the claim for priority may be made
in accordance with the Hague Agreement and the
Hague Agreement Regulations. See 37 CFR 1.55(m).
Alternatively, in a nonprovisional international
design application, the foreign priority claim may
be presented in a corrected application data sheet
(37_CFR 1.76(b)(6)), identifying the foreign
application for which priority is claimed, by
specifying the application number, country (or
intellectual property authority), day, month, and year
of itsfiling. See MPEP § 601.05(a), subsection 1.
The priority claim and certified copy must be
furnished in accordance with the time period and
other conditions set forth in 37 CFR 1.55(q).

Pursuant to Administrative I nstruction 408, apriority
claim made in accordance with Hague Agreement
Rule 7(5)(c) may be accompanied by aWIPO Digita
Access Service (DAS) accesscodg, if available. The
official form for the application for international
registration (the DM/1 form or the electronic
interface of the International Bureau's electronic
filing system having the same contents and format
as the DM/1 form) includes a field in the priority
claim section to provide the WIPO access code. See
MPEP 88 2909 and 2909.01. Providing the WIPO
access code in accordance with Administrative
Instruction 408 will alow the USPTO to
automatically attempt retrieval of the priority
document via WIPO DAS in a nonprovisional
international design application. If the USPTO is
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able to retrieve the priority document via WIPO
DAS, the priority document will be considered to
satisfy the requirement under 37 CFR 1.55 for a
certified copy of the priority document. If the WIPO
access code is not provided in accordance with
Administrative Instruction 408, the WIPO access
code may be provided to the USPTO by submitting
inthe nonprovisiona international design application
acorrected application data sheet (37 CFR 1.76(c))
and a request for a corrected filing receipt or, as
discussed in MPEP § 215.02(a), by submitting Form
PTO/SB/38 (Request to Retrieve Electronic Priority
Application(s)), where applicable. Applicants are
reminded that they continue to bear the ultimate
responsibility for ensuring that the priority document
is filed during the pendency of the application and
before the patent is issued. Accordingly, applicants
are encouraged to provide the WIPO access code to
the USPTO as soon as possible and to check as
necessary to confirm receipt by the USPTO of
appropriate documents.

When making a foreign priority claim to an earlier
filed international design application pursuant to 35
U.S.C. 386(a) or (b) and 37 CFR 1.55, the USPTO
will accept identification of the earlier international
design application either by the application number
assigned by the International Bureau or by its
international registration number. Applicants should
note, however, that on January 15, 2020, the
International Bureau became a depositing office
under WIPO DAS for international design
applications and, to utilize WIPO DASfor retrieval
of an international design application, the
international design application must be identified
by the application number in aspecified format (i.e.,
WIPONNNNN, NNNNNNNNN). For further
information regarding the format of the application
number and other information needed for retrieval
of an international design application via WIPO
DAS, see the Electronic Priority Document
Exchange (PDX) Program site on
WwWw.uspto.gov/PatentsPDX/.

Pursuant to 35 U.S.C. 119(a) and 172, and 37 CFR
1.55(b)(1), the nonprovisional international design
application must be filed not later than six months
after the date on which the foreign application was
filed, or be entitled to claim the benefit under 35
U.S.C. 120, 121, 365(c), or 386(c) of an application
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that was filed within this six month period. Where
a nonprovisional international design application
directly claims priority to aforeign application, the
six month period is measured with respect to the
U.S. filing date of the international design
application, which may or may not be the same as
the international filing date assigned by the
International Bureau. See MPEP 88 2906-2908.
Where there was a delay in filing the subsequent
application within this six month period, the right
of priority may be restored under the conditions set
forth in 37 CFR 1.55(c) and MPEP 8§ 213.03,
subsection I11.

2920.05(e) Benefit ClaimsUnder 35 U.S.C.
386(c) [R-07.2015]

35 U.S.C. 386 Right of priority.

*kkk*k

(c) PRIOR NATIONAL APPLICATION.—In accordance
with the conditions and requirements of section 120, an
international design application designating the United States
shall be entitled to the benefit of thefiling date of aprior national
application, aprior international application asdefined in section
351(c) designating the United States, or a prior international
design application designating the United States, and anational
application shall be entitled to the benefit of the filing date of a
prior international design application designating the United
States. If any claim for the benefit of an earlier filing date is
based on a prior international application as defined in section
351(c) which designated but did not originate in the United
States or a prior international design application which
designated but did not originatein the United States, the Director
may require thefiling in the Patent and Trademark Office of a
certified copy of such application together with atrandation
thereof into the English language, if it was filed in another
language.

37 CFR 1.78 Claiming benefit of earlier filing date and
cross-references to other applications.

(8 Claimsunder 35U.S.C. 119(e) for the benefit of a
prior-filed provisional application. An applicant in a
nonprovisional application, other than for adesign patent, or an
international application designating the United States may
claim the benefit of one or more prior-filed provisional
applications under the conditions set forth in 35 U.S.C. 119(e)
and this section.

*kkkk

(d) Claimsunder 35 U.SC. 120, 121, 365(c), or 386(c)
for the benefit of a prior-filed nonprovisional application,
international application, or international design application.
An applicant in anonprovisional application (including a
nonprovisional application resulting from an international
application or international design application), an international
application designating the United States, or an international
design application designating the United States may claim the
benefit of one or more prior-filed copending nonprovisional
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applications, international applications designating the United
States, or international design applications designating the
United States under the conditions set forth in 35 U.S.C. 120,
121, 365(c), or 386(c) and this section.

(1) Each prior-filed application must nametheinventor
or ajoint inventor named in the later-filed application as the
inventor or ajoint inventor. In addition, each prior-filed
application must either be:

(i) Aninternational application entitled to afiling
date in accordance with PCT Article 11 and designating the
United States;

(ii) Aninternational design application entitled to
afiling date in accordance with § 1.1023 and designating the
United States; or

(iii) A nonprovisional application under 35 U.S.C.
111(a) that isentitled to afiling date as set forth in § 1.53(b) or
(d) for which the basic filing fee set forth in 8 1.16 has been
paid within the pendency of the application.

(2) Except for acontinued prosecution application filed
under § 1.53(d), any nonprovisional application, international
application designating the United States, or international design
application designating the United Statesthat claimsthe benefit
of one or more prior-filed nonprovisional applications,
international applications designating the United States, or
international design applications designating the United States
must contain or be amended to contain areference to each such
prior-filed application, identifying it by application number
(consisting of the series code and serial number), international
application number and international filing date, or international
registration number and filing date under § 1.1023. If the
later-filed application is a nonprovisional application, the
reference required by this paragraph must be included in an
application data sheet (8 1.76(b)(5) ). The reference also must
identify the relationship of the applications, namely, whether
the later-filed application is a continuation, divisional, or
continuation-in-part of the prior-filed nonprovisional application,
international application, or international design application.

©)
(i) Thereferencerequired by 35 U.S.C. 120 and

paragraph (d)(2) of this section must be submitted during the
pendency of the later-filed application.

(ii) If the later-filed application is an application
filed under 35 U.S.C. 111(a), this reference must also be
submitted within the later of four months from the actual filing
date of the later-filed application or sixteen months from the
filing date of the prior-filed application. If the later-filed
application isanonprovisional application entering the national
stage from an international application under 35 U.S.C. 371,
this reference must aso be submitted within the later of four
months from the date on which the national stage commenced
under 35 U.S.C. 371(b) or (f) (§ 1.491(a) ), four months from
the date of the initial submission under 35 U.S.C. 371 to enter
the national stage, or sixteen months from the filing date of the
prior-filed application. The time periods in this paragraph do
not apply if the later-filed application is:

(A) Anapplication for adesign patent;

(B) An application filed under 35 U.S.C.
111(a) before November 29, 2000; or
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(C) Aninternational application filed under
35 U.S.C. 363 before November 29, 2000.

(iii) Except as provided in paragraph (e) of this
section, failure to timely submit the reference required by 35
U.S.C. 120 and paragraph (d)(2) of this section is considered a
waiver of any benefit under 35 U.S.C. 120, 121, 365(c), or
386(c) to the prior-filed application.

(4) Therequest for acontinued prosecution application
under 8§ 1.53(d) is the specific reference required by 35 U.S.C.
120 to the prior-filed application. The identification of an
application by application number under this section isthe
identification of every application assigned that application
number necessary for a specific reference required by 35 U.S.C.
120 to every such application assigned that application number.

(5) Cross-referencesto other related applications may
be made when appropriate (see § 1.14), but cross-references to
applications for which a benefit is not claimed under title 35,
United States Code, must not be included in an application data

sheet (§ 1.76(b)(5) ).

(6) If anonprovisional application filed on or after
March 16, 2013, other than anonprovisional internationa design
application, claims the benefit of the filing date of a
nonprovisional application or an international application
designating the United Statesfiled prior to March 16, 2013, and
also contains, or contained at any time, a claim to aclaimed
invention that has an effective filing date as defined in § 1.109
that is on or after March 16, 2013, the applicant must provide
a statement to that effect within the later of four months from
the actual filing date of the later-filed application, four months
from the date of entry into the national stage as set forthin §
1.491 in an international application, sixteen months from the
filing date of the prior-filed application, or the date that afirst
claim to a claimed invention that has an effective filing date on
or after March 16, 2013, is presented in the later-filed
application. An applicant is not required to provide such a
statement if either:

(i) Theapplication claims the benefit of a
nonprovisional application in which astatement under § 1.55(k)
, paragraph (a)(6) of this section, or this paragraph that the
application contains, or contained at any time, aclamto a
claimed invention that has an effective filing date on or after
March 16, 2013 has been filed; or

(ii) The applicant reasonably believes on the basis
of information already known to the individuals designated in
§ 1.56(c) that the later filed application does not, and did not at
any time, contain a claim to aclaimed invention that has an
effective filing date on or after March 16, 2013.

(7) Where benefitisclaimed under 35 U.S.C. 120, 121,
365(c), or 386(c) to an international application or an
international design application which designates but did not
originatein the United States, the Office may require acertified
copy of such application together with an English trandation
thereof if filed in another language.

(e) Delayed claimsunder 35 U.S.C. 120, 121, 365(c), or
386(c) for the benefit of a prior-filed nonprovisional application,
international application, or international design application.
If thereference required by 35 U.S.C. 120 and paragraph (d)(2)
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of this section is presented after the time period provided by
paragraph (d)(3) of this section, the claim under 35 U.S.C. 120,
121, 365(c), or 386(c) for the benefit of a prior-filed copending
nonprovisional application, internationa application designating
the United States, or international design application designating
the United States may be accepted if the reference required by
paragraph (d)(2) of this section was unintentionally delayed. A
petition to accept an unintentionally delayed claim under 35
U.S.C. 120, 121, 365(c), or 386(c) for the benefit of aprior-filed
application must be accompanied by:

(1) Thereferencerequired by 35 U.S.C. 120 and
paragraph (d)(2) of this section to the prior-filed application,
unless previously submitted;

(2) The petition fee as set forth in § 1.17(m); and

(3) A statement that the entire delay between the date
the benefit claim was due under paragraph (d)(3) of this section
and the date the benefit claim was filed was unintentional. The
Director may require additional information wherethereisa
question whether the delay was unintentional.

*kkk*k

(j) Benefit under 35 U.S.C. 386(c). Benefit under 35 U.S.C.
386(c) with respect to an international design applicationis
applicable only to nonprovisional applications, international
applications, and international design applicationsfiled on or
after May 13, 2015, and patents issuing thereon.

(k) Time periodsin thissection. Thetime periods set forth
in this section are not extendable, but are subject to 35 U.S.C.
21(b) (and 8§ 1.7(a)), PCT Rule 80.5, and Hague Agreement
Rule 4(4).

Pursuant to 35 U.S.C. 386(c), in accordance with
the conditions and requirements of 35 U.S.C. 120,
an international design application designating the
United States is entitled to claim the benefit of the
filing date of a prior nonprovisional application,
international application (PCT) designating the
United States, or international design application
designating the United States, and a nonprovisional
application is entitled to the benefit of a prior
international design application designating the
United States. See MPEP 88 211 and 1504.20. An
international design application designating the
United States may not claim benefit to aprovisional
application. See 37 CFR 1.78(a).

An application claiming benefit under 35 U.S.C.
386(c) to an international design application
designating the United States may identify the
international design application by the U.S.
application number or by the international
registration number and U.S. filing date under 37
CFR 1.1023. See 37 CFR 1.78(d)(2). To obtain
benefit of the filing date of a prior international
design application designating the United States, the
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international design application must be entitled to
afiling datein accordancewith 37 CFR 1.1023. See
37 CFR 1.78(d)(1)(ii).

When a later-filed international design application
designating the United Statesis claiming the benefit
of aprior-filed application under 35 U.S.C. 120, 121,
365(c), or 386(c), the later-filed application must be
copending with the prior application or with an
intermediate application similarly entitled to the
benefit of the filing date of the prior application. In
determining whether an international design
application designating the United States is
copending with a prior-filed application, it is the
U.S. filing date of the international design
application that is relevant, which may or may not
be the same as the international filing date assigned
by the International Bureau. See MPEP_ 8§
2906-2908. Thus, if the international design
application designating the United States has an
international filing date before, but aU.S. filing date
after, the date of abandonment of the prior-filed
application, the benefit claim should be refused
because the international design application
designating the United States does not comply with
the copendency requirement of 35 U.S.C. 120.

For purposes of determining the effectivefiling date
under AIA 35 U.S.C. 100(i)(1)(B) with regard to a
benefit claim under 35 U.S.C. 386(c) to aprior-filed

international design application designating the
United States, the U.S. filing date of theinternational

design application rather than theinternational filing
date, if different, should be used.

2920.05(f) Information Disclosure Statement
in an International Design Application
Designating the United States [R-07.2022]

An extensive discussion of Information Disclosure
Statement (IDS) practiceisset forthin MPEP § 609.
Although not specifically stated therein, the duty to
disclose information material to patentability as
defined in 37 CFR 1.56 is placed on individuals
associated with the filing and prosecution of an
international design application designating the
United States in the same manner as for adomestic
national application. An international design
application designating the United States has the
effect of aU.S. patent application and thusis subject
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to 37 CFR 156. See 35 U.SC. 385 (“An
international design application designating the
United States shall have the effect, for all purposes,
from its filing date determined in accordance with
section 384, of an application for patent filed in the
Patent and Trademark Office pursuant to chapter
16."). See also 35 U.S.C. 389(b) (“All questions of
substance and, unless otherwise required by the
treaty and Regulations, procedures regarding an
international design application designating the
United States shall be determined as in the case of
applications filed under chapter 16.”).

Pursuant to 37 CFR 1.56(c), individuals associated
with thefiling or prosecution of apatent application
for purposes of 37 CFR 1.56 are: “(1) Each inventor
named in the application; (2) Each attorney or agent
who prepares or prosecutes the application; and (3)
Every other person who is substantively involved in
the preparation or prosecution of the application and
who is associated with the inventor, the applicant,
an assignee, or anyone to whom there is an
obligation to assign the application.” For example,
individuals who are neither inventors nor
practitioners but who are substantively involved in
the preparation or prosecution of an international
design application designating the United States and
who are associated with the inventor, the applicant,
an assignee, or anyone to whom there is an
obligation to assign the application, have a duty of
disclosure under 37 CFR 1.56. In addition, the
requirement under 37 CFR 1.63(c) and 1.64(c) that
a person may not execute the inventor’'s oath or
declaration for an application unless that person is
aware of the duty to disclose to the Office all
information known to the person to be materia to
patentability asdefined in 37 CFR 1.56 isapplicable
to the inventor's oath or declaration filed in an
international design application designating the
United States. See 37 CFR 1.1021(d).

Applicant must adhere to the requirements set forth
in 37 CFR 1.97, 37 CFR 1.98, and 37 CFR 1.33(b)
to ensure consideration of an IDS by the examiner.
When filing an international design application, an
applicant may submit an IDSusing Annex |1 to the
official application form (DM/1 form). See MPEP
8§ 2909.03. The International Bureau will send the
annex to the USPTO when the published
international registration is sent to the Office
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pursuant to Hague Agreement Article 10(3).
However, the Office would prefer to receivethe DS
from the applicant after publication of the
international registration. Pursuant to 37 CFR
1.97(b)(5), the IDSwill be considered by the Office
if filed by the applicant within three months of the
date of publication of the international registration
under Hague Agreement Article 10(3). The Office
may a so consider an IDSfiled after thisthree month
period asprovidedin 37 CFR 1.97. See MPEP § 609
for further information.

2920.06 Allowance[R-07.2022]

A Notice of Allowability For a Design Application
(form PTOL-37D) is wused whenever a
nonprovisional international design application has
been placed in condition for alowance. See MPEP
§ 1302.03 for further information concerning the
Notice of Allowability. In addition, a Notice of
Allowance (form PTOL-85 (Hague)) is sent to the
applicant requiring payment of the issue fee (i.e.,
second part of the U.S. designation fee). See 37 CFR
1.311 and 1.18(b). The Notice of Allowance and the
Notice of Allowability are communicated to the
applicant at the correspondence address of record in
the application. The International Bureau is also
notified of the communication of the Notice of
Allowance to the applicant.

Since the Notice of Allowability is used whenever
an application has been placed in a condition for
allowance, the Notice of Allowability does not
constitute arefusal of the effects of the international
registration. However, a Notification of Partial
Refusal (form PTO-2321) may be sent to the
International Bureau concurrent with the sending of
the Notice of Allowance to the applicant where all
the designs contained in the international registration
have not been allowed and were not previously the
subject of anatification of refusal (e.g., al designs
but the allowed design were removed by preliminary
amendment prior to examination). See MPEP §

2920.05(a) .

The issue fee specified in the Notice of Allowance
form PTOL-85 (Hague) may be paid directly to the
Office or through the International Bureau. Anissue
fee paid through the International Bureau shall be
in the amount established in Swiss currency pursuant
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to Rule 28 as of the date of mailing of the notice of
alowance. See 37 CFR 1.18(b)(3). The International
Bureau accepts payment only in Swiss currency (see
Hague Agreement Rule 28(1)) and all fee amounts
specified on the WIPO website are in Swiss
currency). Further, any changein entity status from
that shown in the Notice of Allowance must be
communicated directly to the Office in accordance
with U.S. rules, as instructed in the Notice of
Allowance.

2921-2929 [Reserved]

2930 Correctionsand Other Changesin the
International Register [R-07.2022]

Hague Rule 22
Correctionsin the International Register

(1) [ Correction]Wherethe International Bureau, acting ex
officio or at the request of the holder, considers that thereis an
error concerning an international registration in the International
Register, it shall modify the Register and inform the holder
accordingly.

(2) [ Refusal of Effects of Correction] The Office of any
designated Contracting Party shall have the right to declare in
anoatification to the International Bureau that it refusesto
recognize the effects of the correction. Rules 18to 19 shall apply
mutatis mutandis.

HagueArticle 16

Recording of Changes and Other Matters Concerning
International Registrations

(1) [Recording of Changes and Other Matters] The
International Bureau shall, as prescribed, record in the
International Register

(i) any change in ownership of the international
registration, in respect of any or al of the designated Contracting
Parties and in respect of any or al of theindustrial designs that
are the subject of the international registration, provided that
the new owner is entitled to file an international application
under Article 3,

(if) any change in the name or address of the holder,

(iii) the appointment of arepresentative of the applicant
or holder and any other relevant fact concerning such
representative,

(iv) any renunciation, by the holder, of theinternational
registration, in respect of any or al of the designated Contracting
Parties,

(v) any limitation, by the holder, of the international
registration, in respect of any or al of the designated Contracting
Parties, to one or some of theindustrial designsthat are the
subject of the international registration,
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(vi) any invalidation, by the competent authorities of
adesignated Contracting Party, of the effects, in the territory of
that Contracting Party, of theinternational registration in respect
of any or al of the industrial designs that are the subject of the
international registration,

(vii) any other relevant fact, identified in the
Regulations, concerning therightsin any or all of theindustrial
designs that are the subject of the international registration.

(2) [ Effect of Recording in International Register] Any
recording referred to in items (i), (ii), (iv), (v), (vi) and (vii) of
paragraph (1) shall have the same effect asiif it had been made
in the Register of the Office of each of the Contracting Parties
concerned, except that a Contracting Party may, in adeclaration,
notify the Director General that arecording referred to initem
(i) of paragraph (1) shall not have that effect in that Contracting
Party until the Office of that Contracting Party hasreceived the
statements or documents specified in that declaration.

37 CFR 1.1065 Corrections and other changesin the
International Register.

(a) The effects of any correction in the International
Register by the International Bureau pursuant to Rule 22 in a
pending nonprovisional international design application shall
be decided by the Office in accordance with the merits of each
situation, subject to such other requirements as may beimposed.
A patent issuing from an international design application may
only be corrected in accordance with the provisions of title 35,
United States Code, for correcting patents. Any correction under
Rule 22 recorded by the International Bureau with respect to an
abandoned nonprovisional international design application will
generally not be acted upon by the Office and shall not be given
effect unless otherwise indicated by the Office.

(b) A recording of apartial change in ownership in the
International Register pursuant to Rule 21(7) concerning a
transfer of lessthan al designsshall not have effect in the United
States.

I. CORRECTIONSUNDER HAGUE RULE 22

Hague Agreement Rule 22 provides for correction
of errors in the International Register by the
International Bureau, acting ex officio, or at the
request of the holder. Under Rule 22(2), adesignated
Contracting Party may refuse the effects of
correction.

Upon receipt of a correction under Rule 22 in a
pending application, the Office will make a
determination whether to give effect to the correction
or to refuse the effects of the correction in
accordance with the merits of each situation, subject
to such other requirements as may beimposed. Upon
making such adetermination, the Rule 22 correction
will be annotated to reflect entry or non-entry of the
correction. Where the Rule 22 correction is entered
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and corrects data contained in the official filing
receipt, a corrected filing receipt will be issued.

Corrections under Rule 22 received in abandoned
applicationswill generally not be acted upon by the
Office and will not be given effect unless otherwise
indicated by the Office. U.S. patents, including U.S.
patents issuing from international design
applications, may only be corrected in accordance
with the provisions of title 35, United States Code,
for correcting patents. Such provisionsare contained,
for example, in 35 U.S.C. chapter 25. See, eg.,
MPEP 8§ 1401, 1480 et seq. and 1481 et seq.

Il. RECORDING OF CHANGESUNDER HAGUE
ARTICLE 16

Hague Agreement Article 16(1) provides for the
recording of certain changes in the International
Register by the International Bureau, including: (1)
a change in ownership of the internationa
registration; (2) a change in the name or address of
the holder; (3) an appointment of a representative
of the applicant or holder; (4) arenunciation of the
international registration with respect to any or al
of the designated Contracting Parties; (5) alimitation
of the international registration with respect to any
or al of the designated Contracting Parties, to one
or some of theindustrial designsthat are the subject
of the international registration; and (6) any
invalidation by the competent authority of a
designated Contracting Party of the effects of the
international registration in the territory of that
Contracting Party.

Regarding the recording of a change in ownership
of the international registration pursuant to Article
16(1)(i), Article 16(2) provides that a Contracting
Party may, in a declaration, notify the International
Bureau that arecording of achangein ownership of
theinternational registration shall not havethat effect
in that Contracting Party until the office of that
Contracting Party has received the statements or
documents specified in that declaration. The United
States has made a declaration under Article 16(2).
See MPEP § 2903. In addition, the recording of a
partial change in ownership by the International
Bureau in the International Register concerning a
transfer of lessthan all designs shall not have effect
in the United States. See 37 CFR 1.1065(b). Section
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1.1065(b) does not limit the right of the owner to
assign or otherwise transfer a portion of his or her
interest in the application, or to record such transfer
in the Office, but rather simply provides that the
recording of such a transfer in the International
Register will not have effect in the United States.

A changein the name or address of the holder under
Article 16(1)(ii) will be entered in a pending
nonprovisional international design application
where the holder is the applicant and the changeis
timely made. See MPEP 8§ 2920.02 regarding a
change in the name of the applicant. Where the
recording of a purported change in the name of the
holder under Article 16(2)(ii) is a de facto change
in the applicant, the Office will treat the recording
as arecording under Article 16(1)(i).

Therecording of the appointment of arepresentative
of the applicant or holder pursuant to Article
16(1)(iii) concerns representation before the
International Bureau pursuant to Rule 3. The
recording under Article 16(2)(iii) does not effect a
change in representation before the USPTO.

A renunciation of the international registration with
respect to the designation of the United States
pursuant to Article 16(1)(iv) will result in
termination of apending nonprovisiona international
design application. In such case, the Office will send
anotification of abandonment to the applicant, or to
the International Bureau in the form of a refusal
where a refusal has not previously been
communicated. See MPEP § 2920.05(a) .

The recording of a limitation with respect to the
designation of the United States pursuant to Article
16(1)(v) will be treated as an amendment canceling
the designs that are the subject of the limitation
contained in the nonprovisional international design
application.
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2931-2939 [Reserved]

2940 Statement of Grant of Protection
[R-07.2015]

Hague Rule 18 bis
Statement of Grant of Protection

(1) [ Statement of Grant of Protection Where No
Notification of Refusal Has Been Communicated]

(8 An Office which has hot communicated a
notification of refusal may, within the period applicable under
Rule 18(1)(a) or (b), send to the International Bureau a statement
to the effect that protection is granted to the industrial designs,
or some of the industrial designs, as the case may be, that are
the subject of the international registration in the Contracting
Party concerned, it being understood that, where Rule 12(3)
applies, the grant of protection will be subject to the payment
of the second part of the individual designation fee.

(b) The statement shall indicate
(i) the Office making the statement,
(ii) the number of the international registration,

(iii) where the statement does not relate to all the
industrial designs that are the subject of the international
registration, those to which it relates,

(iv) thedate onwhichtheinternational registration
produced or shall produce the effect as a grant of protection
under the applicable law, and

(v) the date of the statement.

() Wheretheinternational registration was amended
in aprocedure before the Office, the statement shall also contain
or indicate all amendments.

(d) Notwithstanding subparagraph (a), where Rule
18(1)(c)(i) or (ii) applies, asthe case may be, or where protection
is granted to the industrial designs following amendmentsin a
procedure before the Office, the said Office must send to the
International Bureau the statement referred to in subparagraph
@).

(e) The applicable period referred to in subparagraph
(a) shall be the period allowed pursuant to Rule 18(1)(c)(i) or
(i), as the case may be, to produce the effect as a grant of
protection under the applicable law, with respect to adesignation
of a Contracting Party having made a declaration under either
of the aforementioned Rules.

(2) [Statement of Grant of Protection Following aRefusal]

(a8 An Office which has communicated a notification
of refusal and which has decided to either partially or totally
withdraw such refusal, may, instead of notifying a withdrawal
of refusal in accordance with Rule 18(4)(a), send to the
International Bureau a statement to the effect that protectionis
granted to the industrial designs, or some of the industrial
designs, as the case may be, that are the subject of the
international registration in the Contracting Party concerned, it
being understood that, where Rule 12(3) applies, the grant of
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protection will be subject to the payment of the second part of
theindividual designation fee.

(b) The statement shall indicate
(i) the Office making the natification,
(i) the number of theinternational registration,

(iii) where the statement does not relate to all the
industrial designs that are the subject of the international
registration, those to which it relates or does not relate,

(iv) the date on whichtheinternational registration
produced the effect as agrant of protection under the applicable
law, and

(v) thedate of the statement.

(c) Wheretheinternational registration was amended
in aprocedure before the Office, the statement shall also contain
or indicate all amendments.

(3) [Recording, Information to the Holder and Transmittal
of Copies] The International Bureau shall record any statement
received under this Rule in the International Register, inform
the holder accordingly and, where the statement was
communicated, or can be reproduced, in the form of a specific
document, transmit a copy of that document to the holder.

37 CFR 1.1068 Statement of grant of protection.

Upon issuance of apatent on aninternational design application
designating the United States, the Office may send to the
International Bureau a statement to the effect that protectionis
granted in the United Statesto thoseindustrial design or designs
that are the subject of theinternational registration and covered
by the patent.

Upon issuance of a patent on a nonprovisional
international design application, the Officewill send
to the International Bureau a statement that
protection is granted in the United States to the
industrial design or designs that are the subject of
the international registration and covered by the
patent. See 37 CFR 1.1068. The sending of such a
statement is provided for under Hague Agreement
Rule 18 bis and serves the purpose of providing
notice to the public and third parties through
publication of the statement by the International
Bureau in the International Designs Bulletin that
protection for an industrial design has been granted
in the United States.
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2941-2949 [Reserved]

2950 Grant of Protection Only Upon
I ssuance of Patent; Term of Design Patent
[R-07.2022]

35 U.S.C. 389 Examination of international design
application.

(@) IN GENERAL.—The Director shall cause an
examination to be made pursuant to thistitle of an international
design application designating the United States.

(b) APPLICABILITY OF CHAPTER 16.—All questions
of substance and, unless otherwise required by the treaty and
Regulations, procedures regarding an international design
application designating the United States shall be determined
asin the case of applications filed under chapter 16.

(c) FEES.—The Director may prescribe fees for filing
international design applications, for designating the United
States, and for any other processing, services, or materias
relating to international design applications, and may provide
for later payment of such fees, including surcharges for later
submission of fees.

(d) ISSUANCE OF PATENT.—The Director may issue a
patent based on an international design application designating
the United States, in accordance with the provisions of thistitle.
Such patent shall have the force and effect of apatent issued on
an application filed under chapter 16.

35U.S.C. 173 Term of design patent.

Patents for designs shall be granted for the term of 15 years
from the date of grant.

37 CFR 1.1071 Grant of protection for an industrial design
only upon issuance of a patent.

A grant of protection for an industrial design that is the subject
of an international registration shall only arise in the United
States through the issuance of a patent pursuant to 35 U.S.C.
389(d) or 171, and in accordance with 35 U.S.C. 153.

37 CFR 1.1031 I nternational design application fees.

*kkkk

(e) Payment of thefeesreferred toinArticle 17 and Rule 24 for
renewing an international registration (“renewal fees') is not
required to maintain a U.S. patent issuing on an international
design application in force. Renewal fees, if required, must be
submitted directly to the International Bureau. Any renewal fee
submitted to the Office will not be transmitted to the
International Bureav.

*kkk*k

A grant of protection for an industrial design that is
the subject of an international registration shall only
arise in the United States through the issuance of a
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patent pursuant to 35 U.S.C. 389(d) or 171, and in
accordancewith 35 U.S.C. 153. See 37 CFR 1.1071.
The Office does not regard the failure to send a
notification of refusal within the period referenced
in 37 CFR 1.1062(b) to confer patent rights or other
effect under Article 14(2). The Hague Agreement is
not self-executing, and title | of the Patent Law
Treaties Implementation Act of 2012 (PLTIA)
provides for patent rights only upon issuance of a
patent. See 35 U.S.C. 389(d) added by the PLTIA,
126 Stat. at 1531; seealso S. Exec. Rep. No. 110-7,
a 5 (“The proposed Act makes no substantive
changesin U.S. design patent law with the exception
of the following: the provision of limited rights to
patent applicants between the date that their
international design application is published by the
IB and the date on which they are granted a U.S.
patent based on that application; the extension of a
patent term for designsfrom fourteen to fifteen years
from grant; and allowing the USPTO to use a
published international design registration asabasis
for rglecting a subsequently filed national patent
application that is directed at the same or a similar
subject matter.”).

U.S. patents issued from international design
applications shall be effective for a term of fifteen
years from the date of grant. Payment of the fees
referred to in Article 17 and Rule 24 for renewing
an international registration (“renewal fees’) is not
required to maintain in force a U.S. patent issuing
on an international design application. See 37 CFR

1.1031(e).
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