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Declarations or Affidavits under
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Seasonable (or Timely)
Presentation
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724 Trade Secret, Proprietary, and
Protective Order Materials
Completeness of the Patent File
Wrapper
Method of Submitting Trade Secret,
Proprietary, and/or Protective Order
Materials
Types of Trade Secret, Proprietary,
and/or Protective Order Materials
Submitted Under MPEP § 724.02
Office Treatment and Handling of
Materials Submitted Under MPEP §
724.02
Materials Submitted in an
Application Covered by 35
U.S.C. 122
Materials Submitted in Reissue
Applications Open to the Public
Under 37 CFR 1.11(b)
Materials Submitted in
Reexamination File Open to the
Public Under 37 CFR 1.11(d)
Petition To Expunge Information or
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Application File

724.01

724.02

724.03

724.04

724.04(a)

724.04(b)

724.04(c)

724.05

724.06

701 Statutory Authority for Examination
[R-07.2015]

35U.S.C. 131 Examination of application.

The Director shall cause an examination to be made of the
application and the alleged new invention; and if on such
examination it appears that the applicant is entitled to a patent
under the law, the Director shall issue a patent therefor.

The main conditions precedent to the grant of a
patent to an applicant are set forthin 35 U.S.C. 101,
102, 103, and 112.

35U.S.C. 101 Inventions patentable.

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new
and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of thistitle.

Form paragraph 7.04.01 copies 35 U.S.C. 101. See
MPEP § 706.03(a).

Rev. 08.2017, January 2018 700-6

35U.S.C. 100 Definitions.

[Editor Note: 35 U.S.C. 100(e)-(j) as set forth below are only
applicableto patent applications and patents subject to thefirst
inventor to file provisions of the AIA (35 U.S.C. 100 (note)). See
pre-AlA 35 U.SC. 100(e) for paragraph (e) as applicable to
patent applications and patents not subject to the first inventor
to file provisions of the AIA]

When used in this title unless the context otherwise indicates -

(@) Theterm “invention” meansinvention or discovery.

(b) Theterm “process’ means process, art, or method, and
includes a new use of aknown process, machine, manufacture,
composition of matter, or material.

(c) Theterms*“United States’” and “this country” mean the
United States of America, its territories and possessions.

(d) Theword “patentee” includes not only the patentee to
whom the patent was issued but also the successorsin title to
the patentee.

(e) Theterm “third-party requester” means a person
requesting ex parte reexamination under section 302 who is not
the patent owner.

(f) Theterm "inventor" meansthe individual or, if ajoint
invention, the individuals collectively who invented or
discovered the subject matter of the invention.

(g) Theterms"joint inventor" and "coinventor" mean any
1 of the individuals who invented or discovered the subject
matter of ajoint invention.

(h) Theterm "joint research agreement” means a written
contract, grant, or cooperative agreement entered into by 2 or
more persons or entities for the performance of experimental,
developmental, or research work in the field of the claimed
invention.

0]
(1) Theterm "effectivefiling date" for aclaimed
invention in a patent or application for patent means—

(A) if subparagraph (B) does not apply, the actual
filing date of the patent or the application for the patent
containing a claim to the invention; or

(B) thefiling date of the earliest application for
which the patent or application is entitled, asto such invention,
to aright of priority under section 119, 365(a), or 365(b) or to
the benefit of an earlier filing date under section 120, 121,

365(c), or 386(c).

(2) The effectivefiling date for aclaimed invention in
an application for reissue or reissued patent shall be determined
by deeming the claim to the invention to have been contained
in the patent for which reissue was sought.

(i) Theterm"claimed invention" means the subject matter
defined by aclaim in a patent or an application for a patent.

Pre-AlA 35 U.S.C. 100 Definitions.

[Editor Note: Pre-AlA 35 U.S.C. 100(e) as set forth below is
not applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)).
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For an application or patent subject to the first inventor to file
provisions of the AIA, see 35 U.SC. 100.]

When used in this title unless the context otherwise indicates -

*kkk*k

(e) Theterm “third-party requester” means a person
reguesting ex parte reexamination under section 302 or inter
partes reexamination under section 311 who is not the patent
owner.

702 Requisitesof theApplication [R-07.2015]

The Office of Patent A pplication Processing (OPAP)
reviews application papers to determine whether a
new application isentitled to afiling date. Note that
asaresult of the Patent Law Treaties | mplementation
Act of 2012 (PLTIA), Public Law 112-211,
December 18, 2012, and specificaly, the
amendments to the patent laws to implement the
provisions of the Patent Law Treaty (PLT) in title
Il of the PLTIA, the filing date requirements for
applicationsfiled on or after December 18, 2013 are
different from the filing date requirements for
applications filed prior to December 18, 2013.
Except for design applications, the filing date for
nonprovisional applications filed on or after
December 18, 2013 is the date on which a
specification, with or without claims, is received in
the Office. See MPEP § 601.01(a) for additional
information. Similarly, provisional applicationsfiled
on or after December 18, 2013 may receive afiling
date evenif the application isfiled without drawings.
See MPEP § 601.01(b) for additiona information.
The filing date for a design application, except for
acontinued prosecution application (CPA) under 37
CFR 1.53(d), is the date on which the specification
asrequired by 35 U.S.C. 112, including at |east one
claim, and any required drawings are received inthe
Office. See MPEP § 601.01(a). Also, for applications
filed on or after December 18, 2013, an application
(other than an application for adesign patent) is not
required to include any drawingsto be entitled to a
filing date. It should be noted, however, 35 U.S.C.
111(a)(2) continues to require the application to
include a drawing as prescribed by 35 U.S.C. 113,
which requires a drawing where necessary for the
understanding of the subject matter sought to be
patented. Therefore, any drawings necessary for the
understanding of the invention should be submitted
with the application on filing.
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If the subject matter of the application admits of
illustration by adrawing to facilitate understanding
of the invention, including where a drawing is
necessary for the understanding of theinvention, the
Office will continue the practice of requiring a
drawing. See MPEP § 608.02, subsection IV. As
discussed in MPEP § 608.02, this requirement prior
to examination should continue to be extremely rare
and limited to the situation in which no examination
can be performed due to the lack of an illustration
of the invention.

In addition, as provided in 35 U.S.C. 111(c), a
nonprovisiona application filed under 35 U.S.C.
111(a) on or after December 18, 2013 may be filed
by a reference to a previoudly filed application
(foreign, international, provisional, or
nonprovisional) indicating that the specification and
any drawings of the application are replaced by the
reference to the previoudy filed application. See
MPEP § 601.01(a), subsection I11.

Theminimal formal requirementsresulting from the
implementation of the PLTIA and PLT should not
be viewed as prescribing a best practice for the
preparation and filing of a patent application. The
preparation of claims to any claimed invention for
which patent protection is desired and the inclusion
of such claims with the application on filing will
help ensure that the application satisfies the
disclosure requirements of 35 U.S.C. 112(a) for any
such claimed invention. Similarly, while the absence
of any drawing on the filing of an application no
longer raisesaquestion asto whether the application
is entitled to a filing date, the preparation of
drawings for a provisional or nonprovisiona
application is prudent where adrawing is necessary
for the understanding of the subject matter sought
to be patented, and inclusion of such drawing(s) with
the application on filing will help ensure that the
requirements of 35 U.S.C. 113 are satisfied for any
such claimed invention.

If an application (other than an application for a
design patent) isfiled on or after December 18, 2013,
without any claims, OPAP will issue anotice giving
the applicant a time period within which to submit
at least one claim in order to avoid abandonment.
An application will not be placed on an examiner’s

Rev. 08.2017, January 2018
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docket unless and until the application includes a
specification including at least one claim.

For applications filed under pre-PLT (AIA) 35
U.S.C. 111 prior to December 18, 2013, afiling date
isassigned to anonprovisional application as of the
date a specification containing a description and
claim and any necessary drawings are filed in the
U.S. Patent and Trademark Office (Office). See
pre-PLT (AIA) 37 CFR 1.53(b).

Once OPAP determines that the application is
entitled to a filing date, OPAP then determines
whether the application as filed is complete, e.g.,
includes the required fees, the inventor’'s oath or
declaration, and all pages of the specification and
drawings. If the papers filed are not entitled to a
filing date, OPAP will send a*“Notice of Incomplete
Application” informing applicant of the deficiencies;
if the application is entitled to afiling date but it is
not complete, an OPAP notice (e.g., a “Notice of
Omitted Item(s)”) will be sent indicating that the
application papers so deposited have been accorded
afiling date and indicating what papers must befiled
to compl ete the application.

The examiner should be careful to see that the
application is complete when taken up for
examination. If, for example, pages of the
specification or drawings are missing, the examiner
should determine whether the application isentitled
to the filing date assigned, and what action should
be taken. See M PEP 8§ 601.01(d) and 601.01(q) for
guidance.

702.01 Obvioudy Informal Cases[R-07.2015]

When an application istaken up for examination and
it is then discovered to be impractical to give a
complete action on the merits because of aninformal
or insufficient disclosure, the following procedure
may be followed:

(A) A reasonable search should be made of the
invention so far asit can be understood from the
disclosure, objects of invention and claims and any
apparently pertinent art cited. Intherare casein
which the disclosure is so incomprehensible as to
preclude a reasonable search, the Office action
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should clearly inform applicant that no search was
made;

(B) Any form that listsinformalities and any
additional formal requirements to be made should
be included in the first Office action (see MPEP §

707.07(a));

(C) A requirement should be made that the
specification be revised to conform to idiomatic
English and United States patent practice;

(D) The claims should be rejected asfailing to
define the invention in the manner required by
35 U.S.C. 112 if they areinformal. A blanket
rejection is usually sufficient.

The examiner should attempt to point out the points
of informality in the specification and claims. The
burden is on the applicant to revise the application
to render it in proper form for a complete
examination.

If a number of obviously informal claims are filed
in an application, such claims should be treated as
being a single clam for fee and examination
purposes.

It isto applicant’s advantage to file the application
with an adequate disclosure and with claims which
conform to the U.S. Patent and Trademark Office
usages and requirements. This should be done
whenever possible. If, however, due to the pressure
of a Convention deadline or other reasons, this is
not possible, applicants are urged to submit
promptly, preferably within 3 months after filing, a
preliminary amendment which corrects the obvious
informalities. The informalities should be corrected
to the extent that the disclosureis readily understood
and the claimsto beinitially examined arein proper
form, particularly as to dependency, and otherwise
clearly define the invention. “New matter” must be
excluded from these amendments since preliminary
amendments filed after the filing date of the
application do not enjoy origina disclosure status.
See MPEP § 608.04(b).

Whenever, upon examination, it is found that the
terms or phrases or modes of characterization used
to describe the invention are not sufficiently
consonant with the art to which the invention
pertains, or with which it is most nearly connected,
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to enable the examiner to make the examination
specified in 37 CFR 1.104, the examiner should
make a reasonable search of the invention so far as
it can be understood from the disclosure. The action
of the examiner may be limited to acitation of what
appears to be the most pertinent prior art found and
arequest that applicant correlate the terminology of
the specification with art-accepted terminology
before further action is made.

Use form paragraph 7.01 where the terminology is
such that a proper search cannot be made.

1 7.01 Use of Unconventional Terminology, Cannot Be
Examined

A preliminary examination of this application reveals that it
includes terminology which is so different from that which is
generally accepted in the art to which this invention pertains
that aproper search of the prior art cannot be made. For example:

(1]

Applicant isrequired to provide a clarification of these matters
or correlation with art-accepted terminology so that a proper
comparison with the prior art can be made. Applicant should be
careful not to introduce any new matter into the disclosure (i.e.,
matter which is not supported by the disclosure as originally
filed).

A shortened statutory period for reply to this action is set to
expire TWO MONTHS from the mailing date of this letter.

Examiner Note:

1. Usethisor form paragraph 7.02 when a proper search
cannot be made. However, see MPEP § 702.01 which requires
areasonable search.

2. Inbracket 1, fill in an appropriate indication of the
terminology, properties, units of data, etc. that are the problem
aswell as the pages of the specification involved.

3. For the procedure to be followed when the drawing is not
acceptable, see MPEP 88 608.02(a) and 608.02(b).

Use form paragraph 7.02 where the application is
so incomprehensible that areasonabl e search cannot
be made.

1 7.02 Disclosure IsIncomprehensible

The disclosure is objected to under 37 CFR 1.71, as being so
incomprehensible asto preclude areasonabl e search of the prior
art by the examiner. For example, the following items are not
understood: [1]

Applicant is required to submit an amendment which clarifies
the disclosure so that the examiner may make a proper
comparison of the invention with the prior art.
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Applicant should be careful not to introduce any new matter
into the disclosure (i.e.,, matter which is not supported by the
disclosure as originaly filed).

A shortened statutory period for reply to this action is set to
expire TWO MONTHS from the mailing date of this |etter.
Examiner Note:

1. Usethisform paragraph when a search cannot be made.

2. Inbracket 1, indicate the page numbers and featureswhich
are not understood.

3. Seeform paragraphs 6.28 and 6.30 for improper idiomatic
English.

4. Useform paragraphs 7.31.01 — 7.31.04, as appropriate, for
arejection of claims (when necessary) based on the deficiencies
set forth in this form paragraph.

For the procedure to be followed when the drawing
is not acceptable, see MPEP 88 608.02(a) and

608.02(b).

703 [Reserved]

704 Search and Requirementsfor
I nfor mation [R-08.2012]

704.01 Search [R-08.2012]

After reading the specification and claims, the
examiner searches the prior art. The subject of
searching is more fully treated in MPEP Chapter
900. See especially MPEP 88 904 through 904.03.
The invention should be thoroughly understood
before a search is undertaken. However, informal
cases, or those which can only be imperfectly
understood when they come up for action in their
regular turn are also given asearch, in order to avoid
piecemeal prosecution.

PREVIOUSEXAMINER’S SEARCH

When an examiner is assigned to act on an
application which has received one or more actions
by some other examiner, full faith and credit should
be given to the search and action of the previous
examiner unlessthereisaclear error inthe previous
action or knowledge of other prior art. In general the
second examiner should not take an entirely new
approach to the application or attempt to reorient the
point of view of the previous examiner, or make a
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new search in the mere hope of finding something.
See MPEP § 719.05.

704.02-704.09 [Reserved]

704.10 Requirementsfor Information
[R-07.2015]

37 CFR 1.105 Requirementsfor information.
@

(1) Inthe course of examining or treating a matter in
apending or abandoned application, in a patent, or in a
reexamination proceeding, including areexamination proceeding
ordered as aresult of a supplemental examination proceeding,
the examiner or other Office employee may require the
submission, from individuals identified under § 1.56(c), or any
assignee, of such information as may be reasonably necessary
to properly examine