Appendix R Patent Rules

Title 37 - Code of Federal Regulations
Patents, Trademarks, and Copyrights

[Editor Note: Therulesreproduced in Appendix R of the MPEP are current as of October 31, 2019. The USPTO
periodically updates this document between publications of the MPEP and makes it available as " Consolidated
Rules* available from the USPTO's website at www.uspto.gov/web/offices/pac/mpep/consolidated_rules.pdf.

The following rule revisions became effective subsequent to the August 2017 cutoff for the last publication of the
MPEP (Revision 08.2017, published in January 2018):
(1) Ruleon Attorney-Client Privilegefor Trials Before the Patent Trial and Appeal Board, 82 FR 51570 (November

7, 2017);

(2) Setting and Adjusting Patent Fees During Fiscal Year 2017, 82 FR 52780 (November 14, 2017);

(3) Changes to the Claim Construction Sandard for Interpreting Claimsin Trial Proceedings Before the Patent
Trial and Appeal Board, 83 FR 51340 (October 11, 2018);

(4) Requirement of U.S. Licensed Attorney for Foreign Trademark Applicants and Registrants, 84 FR 31498 (July

2, 2019);

(5) Increase of the Annual Limit on Accepted Requestsfor Track | Prioritized Examination, 84 FR 45907 (September

3,2019); and

(6) Eliminating Unnecessary Regulations, 84 FR 51977 (October 1, 2019).

The Federal Register should be consulted if a need arises to verify the authenticity of the language of the rules

reproduced below.]

CHAPTER I—UNITED STATES PATENT
AND TRADEMARK OFFICE, DEPARTMENT
OF COMMERCE

SUBCHAPTER A — GENERAL

PATENTS

PART 1 RULES OF PRACTICE IN PATENT CASES

PART 2 RULES OF PRACTICE IN TRADEMARK CASES
[See the Trademark Federal Statutes and Rules (TFSR)]

PART 3ASSIGNMENT, RECORDING AND RIGHTS OF
ASSIGNEE

PART 4 COMPLAINTS REGARDING INVENTION
PROMOTERS

PART 5 SECRECY OF CERTAIN INVENTIONSAND
LICENSES TO EXPORT AND FILE APPLICATIONSIN
FOREIGN COUNTRIES

INDEX | RULES RELATING TO PATENTS

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

PART 10 [Reserved]
PART 11 REPRESENTATION OF OTHERS BEFORE THE

UNITED STATES PATENT AND TRADEMARK OFFICE

INDEX Il RULES RELATING TO REPRESENTATION OF
OTHERS BEFORE THE UNITED STATES PATENT AND
TRADEMARK OFFICE

PART 41 PRACTICE BEFORE THE PATENT TRIAL AND
APPEAL BOARD

PART 42 TRIAL PRACTICE BEFORE THE PATENT TRIAL
AND APPEAL BOARD

PART 90 JUDICIAL REVIEW OF PATENT TRIAL AND
APPEAL BOARD DECISIONS

SUBCHAPTER B —ADMINISTRATION
PART 102 DISCLOSURE OF GOVERNMENT

INFORMATION
PART 104 LEGAL PROCESSES

SUBCHAPTER C - PROTECTION OF
FOREIGN MASK WORKS

PART 150 REQUESTS FOR PRESIDENTIAL
PROCLAMATIONS PURSUANT TO 17 U.S.C. 902(a)(2)
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MANUAL OF PATENT EXAMINING PROCEDURE

CHAPTER | — UNITED STATES
PATENT AND TRADEMARK OFFICE,
DEPARTMENT OF COMMERCE

SUBCHAPTER A — GENERAL

PATENTS

PART 1 — RULES OF PRACTICE IN PATENT
CASES

General Provisions

GENERAL INFORMATION AND

CORRESPONDENCE

Sec.

11 Addresses for non-trademark
correspondence with the United States
Patent and Trademark Office.

12 Businessto be transacted in writing.

13 Business to be conducted with decorum
and courtesy.

14 Nature of correspondence and signature
requirements.

15 I dentification of patent, patent application,
or patent-related proceeding.

16 Receipt of correspondence.

17 Times for taking action; Expiration on
Saturday, Sunday or Federal holiday.

18 Certificate of mailing or transmission.

19 Definitions.

1.10 Filing of correspondence by Priority Mail
Express®.

RECORDSAND FILES OF THE PATENT AND
TRADEMARK OFFICE

111 Files open to the public.

1.12  Assignment records open to public
inspection.

112  (pre-AlA) Assignment records open to
public inspection.

1.13  Copiesand certified copies.

114 Patent applications preserved in
confidence.

114  (pre-AlA) Patent applications preservedin
confidence.

1.15 [Reserved]

FEESAND PAYMENT OF MONEY
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1.16 National application filing, search, and
examination fees.

1.17  Patent application and reexamination
processing fees.

1.18 Patent post alowance (including issue)
fees.

1.19 Document supply fees.

120  Post issuance fees.

121 Miscellaneous fees and charges.

122 Fees payable in advance.

123 Methods of payment.

124  [Reserved]

125 Deposit accounts.

1.26 Refunds.

127 Definition of small entitiesand establishing
status as a small entity to permit payment
of small entity fees, when adetermination
of entitlement to small entity status and
notification of loss of entitlement to small
entity status are required; fraud on the
Office.

127 (pre-AlA) Definition of small entities and
establishing status as a small entity to
permit payment of small entity fees;, when
a determination of entitlement to small
entity status and notification of loss of
entitlement to small entity status are
required; fraud on the Office.

1.28 Refunds when small entity statusis later
established; how errorsin small entity
status are excused.

1.29 Micro entity status.

National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY ORAGENT

Sec.

131  Applicant may be represented by one or
more patent practitionersor joint inventors.

1.32 Power of attorney.

1.32 (pre-AlA) Power of attorney.

1.33  Correspondence respecting patent
applications, reexamination proceedings,
and other proceedings.

133 (pre-AlA) Correspondence respecting
patent applications, reexamination
proceedings, and other proceedings.

1.34  Acting in arepresentative capacity.

1.36  Revocation of power of attorney;

withdrawal of patent attorney or agent.



1.36

141
141
142
142
143
143
144
145

145
1.46

1.46
147
147

1.48

151
1.52

1.53
1.53
1.53
1.54

1.55
1.56

1.56

1.57
1.57

PATENT RULES

(pre-AlA) Revocation of power of
attorney; withdrawal of patent attorney or

agent.
WHO MAY APPLY FORA PATENT

Inventorship.

(pre-AlA) Applicant for patent.
Applicant for patent.

(pre-AlA) When the inventor is dead.
Application for patent by alegal
representative of a deceased or legally
incapacitated inventor.

(pre-AlA) When the inventor is insane or
legally incapacitated.

[Reserved]

Application for patent by joint inventors.
(pre-AlA) Joint inventors.

Application for patent by an assignee,
obligated assignee, or a person who
otherwise shows sufficient proprietary
interest in the matter.

(pre-AlA) Assigned inventions and patents.
[Reserved]

(pre-AlA) Filing when an inventor refuses
to sign or cannot be reached.

Correction of inventorship pursuant to 35
U.S.C. 116 or correction of the name or
order of names in a patent application,
other than areissue application.

THE APPLICATION

General requisites of an application.
Language, paper, writing, margins,
compact disc specifications.

Application number, filing date, and
completion of application.

(pre-PLT (AlA)) Application number,
filing date, and compl etion of application.
(pre-AlA) Application number, filing date,
and completion of application.

Parts of application to be filed together;
filing receipt.

Claim for foreign priority.

Duty to disclose information material to
patentability.

(pre-AlA) Duty to disclose information
material to patentability.

Incorporation by reference.

(pre-PLT) Incorporation by reference.
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1.58

1.59

1.60
161
1.62

1.63
1.63
1.64

1.64

1.66
1.66

1.67
1.67

1.68
1.69
1.70

171

1.72
1.73
1.74
1.75
1.76
1.76

1.76
177
1.78

1.79

181
181

181

1.83
1.84

Chemical and mathematical formulae and
tables.

Expungement of information or copy of
papers in application file.

[Reserved]

[Reserved]

[Reserved]

OATH OR DECLARATION

Inventor’s oath or declaration.

(pre-AlA) Oath or declaration.
Substitute statement in lieu of an oath or
declaration.

(pre-AlA) Person making oath or
declaration.

Statements under oath.

(pre-AlA) Officers authorized to
administer oaths.

Supplemental oath or declaration.
(pre-AlA) Supplementa oath or
declaration.

Declarationin lieu of oath.

Foreign language oaths and declarations.
[Reserved]

SPECIFICATION

Detailed description and specification of
the invention.

Title and abstract.

Summary of the invention.

Reference to drawings.

Claim(s).

Application data shest.

(2012-09-16 thru 2013-12-17) Application
data sheet.

(pre-AlA) Application data shest.
Arrangement of application elements.
Claiming benefit of earlier filing date and
cross-references to other applications.
[Reserved]

THE DRAWINGS

Drawings required in patent application.
(2012-09-16 thru 2013-12-17) Drawings
required in patent application.

(pre-AlA) Drawings required in patent
application.

Content of drawing.

Standards for drawings.
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MANUAL OF PATENT EXAMINING PROCEDURE

1.85  Correctionsto drawings.
188  [Reserved]
MODELS, EXHIBITS, SPECIMENS
191 Models or exhibits not generally admitted
as part of application or patent.
1.92 [Reserved]
193  Specimens.
194 Return of models, exhibits or specimens.
195  Copies of exhihits.
196  Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT

197 Filing of information disclosure statement.

198  Content of information disclosure
statement.

1.99 [Reserved]

EXAMINATION OF APPLICATIONS

1101 [Reserved]

1.102 Advancement of examination.

1.103  Suspension of action by the Office.

1.104 Nature of examination.

1.105 Requirements for information.

1.105 (pre-AlA) Requirements for information.

1106 [Reserved]

1107 [Reserved]

1.108 [Reserved]

1.109 Effectivefiling date of aclaimed invention
under the Leahy-Smith America Invents
Act.

1.110 Inventorship and ownership of the subject

matter of individual claims.

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

1.111  Reply by applicant or patent owner to a
non-final Office action.

1.112 Reconsideration before final action.

1.113 Final rgjection or action.

1.114 Request for continued examination.

AMENDMENTS

1.115 Préiminary amendments.

1.116 Amendments and affidavits or other
evidence after final action and prior to
appeal.

1117 [Reserved]

1118 [Reserved]
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1119 [Reserved]
1121  Manner of making amendmentsin
applications.
1122 [Reserved]
1123 [Reserved]
1124 [Reserved]
1.125 Substitute specification.
1.126  Numbering of claims.
1127 [Reserved]
TRANSITIONAL PROVISIONS
1.129 Transitional proceduresfor limited

examination after final rejection and
restriction practice.

AFFIDAVITS OVERCOMING REJECTIONS

1.130 Affidavit or declaration of attribution or
prior public disclosure under the

L eahy-Smith America lnventsAct.
Affidavit or declaration of prior invention
or to disqualify commonly owned patent
or published application as prior art.
Affidavits or declarations traversing

rejections or objections.

1131

1.132

INTERVIEWS
1.133 Interviews.

TIME FOR REPLY BY APPLICANT;
ABANDONMENT OF APPLICATION

1.134 Time period for reply to an Office action.

1.135 Abandonment for failure to reply within
time period.

1.136 Extensionsof time.

1.137 Reviva of abandoned application, or
terminated or limited reexamination
prosecution.

1.138 Express abandonment.

1139 [Reserved]

JOINDER OF INVENTIONSIN ONEAPPLICATION;

RESTRICTION

1.141 Different inventionsin one national
application.

1.142  Requirement for restriction.

1.143 Reconsideration of requirement.

1.144  Petition from requirement for restriction.

1.145 Subsequent presentation of claimsfor

different invention.



1.146

1151
1.152
1.153

1.153

1.154

1.155

1.161
1.162
1.162
1.163

1.164
1.165
1.166
1.167

1171
1172
1172
1173

1.174
1175

1175
1.176
1177
1178

1.179

PATENT RULES

Election of species.
DESIGN PATENTS

Rules applicable.

Design drawings.

Title, description and claim, oath or
declaration.

(pre-AlA) Title, description and claim, oath
or declaration.

Arrangement of application elementsin a
design application.

Expedited examination of design
applications.

PLANT PATENTS

Rules applicable.

Applicant, oath or declaration.

(pre-AlA) Applicant, oath or declaration.
Specification and arrangement of
application elementsin aplant application.
Claim.

Plant Drawings.

Specimens.

Examination.

REISSUES

Application for reissue.

Reissue applicant.

(pre-AlA) Applicants, assignees.

Rei ssue specification, drawings, and
amendments.

[Reserved]

Inventor’s oath or declaration for areissue
application.

(pre-AlA) Reissue oath or declaration.
Examination of reissue.

Issuance of multiple reissue patents.
Original patent; continuing duty of
applicant.

[Reserved]

PETITIONSAND ACTION BY THE DIRECTOR

1.181
1.182
1.183
1.184

Petition to the Director.

Questions not specifically provided for.
Suspension of rules.

[Reserved]

APPEAL TO THE PATENT TRIAL AND APPEAL

BOARD
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1191
1.192
1.193
1.194
1.195
1.196
1.197
1.198

1211
1211
1.213
1.215
1.215
1.217

1.219
1221

1.248

1251

Appeal to Patent Trial and Appeal Board.
[Reserved]

[Reserved]

[Reserved]

[Reserved]

[Reserved]

Termination of proceedings.

Reopening after afinal decision of the
Patent Trial and Appeal Board.

PUBLICATION OF APPLICATIONS

Publication of applications.

(pre-AlA) Publication of applications.
Nonpublication request.

Patent application publication.

(pre-AlA) Patent application publication.
Publication of aredacted copy of an
application.

Early publication.

Voluntary publication or republication of
patent application publication.

MISCELLANEOUS PROVISIONS

Service of papers; manner of service; proof
of servicein cases other than interferences
and trials.

Unlocatable file.

PREISSUANCE SUBMISSIONSAND PROTESTSBY

1.290
1.291
1.292
1.293
1.293

1.294
1.294

1.295
1.295

1.296

THIRD PARTIES

Submissions by third partiesin
applications.

Protests by the public against pending
applications.

[Reserved]

[Reserved]

(pre-2013-03-16) Statutory invention
registration.

[Reserved]

(pre-2013-03-16) Examination of request
for publication of a statutory invention
registration and patent application to which
the request is directed.

[Reserved]

(pre-2013-03-16) Review of decision
finally refusing to publish a statutory
invention registration.

[Reserved]
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1.296

1.297
1.297

MANUAL OF PATENT EXAMINING PROCEDURE

(pre-2013-03-16) Withdrawal of request
for publication of statutory invention
registration.

[Reserved]

(pre-2013-03-16) Publication of statutory
invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE

1.301
1.302
1.303
1.304

1311
1.312
1.313
1.314
1.315
1.316

1.317
1.318

1.321

1.321

1.322
1.323

1.324

1.325

1331
1.332
1.333
1.334
1.335

1.351
1.352

DECISIONS BY COURT

[Reserved]
[Reserved]
[Reserved]
[Reserved]

ALLOWANCE AND ISSUE OF PATENT

Notice of Allowance.

Amendments after allowance.
Withdrawal from issue.

Issuance of patent.

Delivery of patent.

Application abandoned for failure to pay
issue fee.

[Reserved]

[Reserved]

DISCLAIMER

Statutory disclaimers, including terminal
disclaimers.

(pre-AlA) Statutory disclaimers, including
terminal disclaimers.

CORRECTION OF ERRORS IN PATENT

Certificate of correction of Office mistake.
Certificate of correction of applicant’s
mistake.

Correction of inventorship in patent,
pursuant to 35 U.S.C. 256.

Other mistakes not corrected.

ARBITRATION AWARDS

[Reserved]
[Reserved]
[Reserved]
[Reserved]
Filing of notice of arbitration awards.

[Reserved]
[Reserved]
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MAINTENANCE FEES

1.362 Time for payment of maintenance fees.
1.363 Feeaddressfor maintenance fee purposes.
1.366  Submission of maintenance fees.

1.377 Review of decision refusing to accept and
record payment of amaintenance feefiled
prior to expiration of patent.

1.378 Acceptance of delayed payment of
maintenance fee in expired patent to
reinstate patent.

International Processing Provisions

GENERAL INFORMATION

1401 Definitions of terms under the Patent
Cooperation Treaty.

1412 The United States Receiving Office.

1413 The United States International Searching
Authority.

1414 The United States Patent and Trademark
Office as a Designated Office or Elected
Office.

1415 TheInternational Bureau.

1416 TheUnited StatesInternational Preliminary
Examining Authority.

1.417  Submission of trandation of international
publication.

1419 Display of currently valid control number
under the Paperwork Reduction Act.

WHO MAY FILEAN INTERNATIONAL
APPLICATION

1421  Applicant for international application.

1421  (pre-AlA) Applicant for international
application.

1422  Legal representative as applicant in an
international application.

1.422  (pre-AlA) When the inventor is dead.

1423 [Reserved]

1423  (pre-AlA) When the inventor isinsane or
legally incapacitated.

1424  Assignee, obligated assignee, or person
having sufficient proprietary interest as
applicant in an international application.

1425 [Reserved]

THE INTERNATIONAL APPLICATION

1431 International application requirements.



1431
1432
1.433
1434
1.435
1.436

1.437
1.438

1.445

1.446

1451

1.452
1.453

1.455

1.461

1.465

1.468

1471

1472

1475

PATENT RULES

(pre-AlA) International application
requirements.

Designation of States by filing an
international application.

Physical requirements of international
application.

The request.

The description.

The claims.

The drawings.

The abstract.

FEES

International application filing, processing
and search fees.

Refund of international application filing
and processing fees.

PRIORITY

The priority claim and priority document
in an international application.
Restoration of right of priority.
Transmittal of documentsrelating to earlier
search or classification.

REPRESENTATION

Representation in international
applications.

TRANSMITTAL OF RECORD COPY

Procedures for transmittal of record copy
to the International Bureau.

TIMING

Timing of application processing based on
the priority date.
Delays in meeting time limits.

AMENDMENTS

Corrections and amendments during
international processing.

Changesin person, name, or address of
applicants and inventors.

UNITY OF INVENTION

Unity of invention before the International
Searching Authority, the International
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1.476

1477

Preliminary Examining Authority and
during the national stage.

Determination of unity of invention before
the International Searching Authority.
Protest to lack of unity of invention before
the International Searching Authority.

INTERNATIONAL PRELIMINARY EXAMINATION

1.480

1481

1.482

1.484

1.485

1.488

1.489

1491
1491
1.492
1.494
1.495
1.495
1.496
1.497

1.497

1.499

Demand for international preliminary
examination.

Payment of international preliminary
examination fees.

International preliminary examination and
processing fees.

Conduct of international preliminary
examination.

Amendments by applicant during
international preliminary examination.
Determination of unity of invention before
the International Preliminary Examining
Authority.

Protest to lack of unity of invention before
the International Preliminary Examining
Authority.

NATIONAL STAGE

National stage commencement, entry, and
fulfillment.

(pre-AlA) National stage commencement
and entry.

National stage fees.

[Reserved]

Entering the national stage in the United
States of America.

(pre-AlA) Entering the national stagein
the United States of America
Examination of international applications
in the national stage.

Inventor’s oath or declaration under 35
U.S.C. 371(c)(4).

(pre-AlA) Oath or declaration under 35
U.S.C. 371(c)(4).

Unity of invention during the national
stage.

Ex Parte Reexamination of Patents

CITATION OF PRIORART AND WRITTEN

STATEMENTS
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1.502

MANUAL OF PATENT EXAMINING PROCEDURE

Citation of prior art and written statements
in patent files.

Processing of prior art citations during an
ex parte reexamination proceeding.

REQUEST FOR EX PARTE REEXAMINATION

1.510
1.515

1.520

1.525
1.530

1.535

1.540

1.550

1.552

1.555

1.560

1.565

1.570

1.601

1.605
1.610

1.615

Request for ex parte reexamination.
Determination of the request for ex parte
reexamination.

Ex parte reexamination at the initiative of
the Director.

EX PARTE REEXAMINATION

Order for ex parte reexamination.
Statement by patent owner in ex parte
reexamination; amendment by patent
owner in ex parte or inter partes
reexamination; inventorship changein ex
parte or inter partes reexamination.
Reply by third party requester in ex parte
reexamination.

Consideration of responsesin ex parte
reexamination.

Conduct of ex parte reexamination
proceedings.

Scope of reexamination in ex parte
reexamination proceedings.

Information material to patentability in ex
parte reexamination and inter partes
reexamination proceedings.
Interviewsin ex parte reexamination
proceedings.

Concurrent office proceedings which
include an ex parte reexamination
proceeding.

CERTIFICATE

Issuance and publication of ex parte
reexamination certificate concludes ex
parte reexamination proceeding.

Supplemental Examination of Patents

Filing of papers in supplemental
examination.

Items of information.

Content of request for supplemental
examination.

Format of papersfiled in a supplemental
examination proceeding.
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1.620

1.625

Conduct of supplemental examination
proceeding.

Conclusion of supplemental examination;
publication of supplemental examination
certificate; procedure after conclusion.

Adjustment and Extension of Patent Term

ADJUSTMENT OF PATENT TERM DUE TO

Sec.
1.701

1.702

1.702

1.703

1.703

1.703
1.704
1.704
1.704
1.704
1.704

1.705
1.705

EXAMINATION DELAY

Extension of patent term due to
examination delay under the Uruguay
Round Agreements Act (original
applications, other than designs, filed on
or after June 8, 1995, and before May 29,
2000).

Groundsfor adjustment of patent term due
to examination delay under the Patent
Term Guarantee Act of 1999 (original
applications, other than designs, filed on
or after May 29, 2000).

(pre-2013-04-01) Grounds for adjustment
of patent term due to examination delay
under the Patent Term Guarantee Act of
1999 (original applications, other than
designs, filed on or after May 29, 2000).
Period of adjustment of patent term dueto
examination delay.

(2012-09-17 thru 2013-03-31) Period of
adjustment of patent term due to
examination delay.

(pre-2012-09-17) Period of adjustment of
patent term due to examination delay.
Reduction of period of adjustment of patent
term.

(2013-12-18 thru 2015-03-09) Reduction
of period of adjustment of patent term.
(2012-09-17 thru 2013-12-17) Reduction
of period of adjustment of patent term.
(pre-2013-03-31) Reduction of period of
adjustment of patent term.
(pre-2012-09-17) Reduction of period of
adjustment of patent term.

Patent term adjustment determination.
(pre-2013-04-01) Patent term adjustment
determination.

EXTENSION OF PATENT TERM DUE TO

R-8
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1.710

1.720
1.730

1.740

1.741
1.750
1.760
1.765
1.770

1775

1.776
1777
1.778
1.779
1.780

1.785

1.790

1791

1.801
1.802
1.803
1.804
1.805

PATENT RULES

Patents subject to extension of the patent
term.

Conditions for extension of patent term.
Applicant for extension of patent term,
signature requirements.

Formal requirements for application for
extension of patent term; correction of
informalities.

Complete application given afiling date;
petition procedure.

Determination of eligibility for extension
of patent term.

Interim extension of patent term under 35
U.S.C. 156(e)(2).

Duty of disclosurein patent term extension
proceedings.

Express withdrawal of application for
extension of patent term.

Calculation of patent term extension for a
human drug, antibiotic drug, or human
biological product.

Calculation of patent term extension for a
food additive or color additive.
Calculation of patent term extension for a
medical device.

Calculation of patent term extension for
an animal drug product.

Calculation of patent term extension for a
veterinary biological product.

Certificate or order of extension of patent
term.

Multiple applicationsfor extension of term
of the same patent or of different patents
for the same regulatory review period for
aproduct.

Interim extension of patent term under 35
U.S.C. 156(d)(5).

Termination of interim extension granted
prior to regulatory approval of a product
for commercial marketing or use.

Biotechnology Invention Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

Biological material.

Need or opportunity to make a deposit.
Acceptable depository.

Time of making an original deposit.
Replacement or supplement of deposit.

R-9

1.806 Term of deposit.

1.807 Viability of deposit.
1.808 Furnishing of samples.
1.809 Examination procedures.

APPLICATION DISCLOSURES CONTAINING
NUCLEOTIDEAND/ORAMINOACID SEQUENCES

1.821 Nucleotide and/or amino acid sequence
disclosuresin patent applications.

1.822 Symbols and format to be used for
nucleotide and/or amino acid sequence
data.

1.823 Requirementsfor nucleotide and/or amino
acid sequences as part of the application.

1.824 Form and format for nucleotide and/or
amino acid sequence submissionsin
computer readable form.

1.825 Amendmentsto or replacement of

sequence listing and computer readable
copy thereof.

Inter Partes Reexamination of Patents That |ssued From
an Origina Application Filed in the United States on or
After November 29, 1999

PRIORART CITATIONS

Sec.

1.902 Processing of prior art citations during an
inter partes reexamination proceeding.

REQUIREMENTS FOR INTER PARTES
REEXAMINATION PROCEEDINGS

1903 Service of paperson partiesin inter partes
reexamination.

1904 Notice of inter partes reexamination in
Official Gazette.

1905 Submission of papersby thepublicininter
partes reexamination.

1906 Scope of reexamination in inter partes
reexamination proceeding.

1907 Inter partes reexamination prohibited.

1913 Personsdligibletofile, and timefor filing,
arequest for inter partes reexamination.

1915 Content of request for inter partes
reexamination.

1919 Filing date of request for inter partes
reexamination.

1923 Examiner's determination on the request

for inter partes reexamination.

Rev. 10.2019, June 2020



MANUAL OF PATENT EXAMINING PROCEDURE

1.925 Partia refund if request for inter partes
reexamination is not ordered.
1.927 Petition to review refusal to order inter

partes reexamination.
INTER PARTES REEXAMINATION OF PATENTS

1931  Order for inter partes reexamination.

INFORMATION DISCLOSURE IN INTER PARTES
REEXAMINATION

1933  Patent owner duty of disclosureininter

partes reexamination proceedings.

OFFICEACTIONSAND RESPONSES (BEFORE THE
EXAMINER) IN INTER PARTES REEXAMINATION

1.935 Initial Office action usually accompanies
order for inter partes reexamination.

1.937 Conduct of inter partes reexamination.

1.939 Unauthorized papersin inter partes
reexamination

1941 Amendments by patent owner in inter
partes reexamination.

1.943 Requirements of responses, written
comments, and briefsin inter partes
reexamination.

1945 Responseto Officeaction by patent owner
ininter partes reexamination.

1.947 Comments by third party requester to
patent owner’s response in inter partes
reexamination.

1948  Limitationson submission of prior art by
third party requester following the order
for inter partes reexamination.

1949  Examiner’s Office action closing
prosecution in inter partes reexamination.

1951 Options after Office action closing
prosecution in inter partes reexamination.

1.953 Examiner’sRight of Appea Noticeininter

partes reexamination.

INTERVIEWS PROHIBITED IN INTER PARTES
REEXAMINATION

1.955 Interviews prohibited in inter partes

reexamination proceedings.

EXTENSIONS OF TIME, TERMINATING OF
REEXAMINATION PROSECUTION, AND
PETITIONSTO REVIVE IN INTER PARTES
REEXAMINATION
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1956  Patent owner extensions of timein inter
partes reexamination.

1.957 Failureto file atimely, appropriate or
complete response or comment in inter
partes reexamination.

1958  Petition to revive inter partes

reexamination prosecution terminated for
lack of patent owner response.

APPEAL TO THE PATENT TRIAL AND APPEAL
BOARD IN INTER PARTES REEXAMINATION

1959 Apped ininter partes reexamination.

1.961 -1.977 [Reserved]

1.979  Return of Jurisdiction from the Patent
Trial and Appeal Board; termination of
appeal proceedings.

1981 Reopening after afina decision of the

Patent Trial and Appeal Board.

APPEAL TO THE UNITED STATES COURT OF
APPEALS FOR THE FEDERAL CIRCUIT IN INTER
PARTES REEXAMINATION

1983  Appeal to the United States Court of
Appeals for the Federal Circuit in inter

partes reexamination.

CONCURRENT PROCEEDINGSINVOLVING SAME
PATENT IN INTER PARTES REEXAMINATION

1.985 Notification of prior or concurrent
proceedingsin inter partes reexamination.

1.987  Suspension of inter partes reexamination
proceeding due to litigation.

1989  Merger of concurrent reexamination
proceedings.

1991 Merger of concurrent reissue application
and inter partes reexamination proceeding.

1993  Suspension of concurrent interference and
inter partes reexamination proceeding.

1.995 Third party requester’s participation rights

preserved in merged proceeding.

REEXAMINATION CERTIFICATE IN INTER
PARTES REEXAMINATION

1.997 Issuance and publication of inter partes

reexamination certificate concludes inter
partes reexamination proceeding.

International Design Application

General Information
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Sec.

1.1001 Definitions related to international design
applications.

1.1002 The United States Patent and Trademark
Office as an office of indirect filing.

1.1003 The United States Patent and Trademark
Office as a designated office.

1.1004 The International Bureau.

1.1005 Display of currently valid control number
under the Paperwork Reduction Act.

WHO MAY FILEAN INTERNATIONAL DESIGN
APPLICATION

1.1011 Applicant for international design
application.
1.1012 Applicant’s Contracting Party.

THE INTERNATIONAL DESIGN APPLICATION

1.1021 Contents of the international design
application.

1.1022 Form and signature.

1.1023 Filing date of an international design
application in the United States.

1.1024 The description.

1.1025 Theclaim.

1.1026 Reproductions.

1.1027 Specimens.

1.1028 Deferment of publication.

FEES
1.1031 International design application fees.
REPRESENTATION

1.1041 Representation in an international design
application.

1.1042 Correspondence respecting international
design applications filed with the Office
as an office of indirect filing.

TRANSMITTAL OF INTERNATIONAL DESIGN
APPLICATION TOTHEINTERNATIONAL BUREAU

1.1045 Proceduresfor transmittal of international
design application to the International
Bureau.

RELIEF FROM PRESCRIBED TIME LIMITS;
CONVERSION TOA DESIGN APPLICATION UNDER
35U.S.C. CHAPTER 16

1.1051 Relief from prescribed time limits.
1.1052 Conversion to adesign application under
35 U.S.C. chapter 16.

NATIONAL PROCESSING OF INTERNATIONAL
DESIGN APPLICATIONS

1.1061 Rulesapplicable.

1.1062 Examination.

1.1063 Notification of Refusal.

1.1064 One independent and distinct design.

1.1065 Corrections and other changesin the
International Register.

1.1066 Correspondence addressfor a
nonprovisional international design
application.

1.1067 Title, description, and inventor’s oath or
declaration.

1.1068 Statement of grant of protection.

1.1070 Notification of Invalidation.

1.1071 Grant of protectionfor anindustrial design
only upon issuance of a patent.

Subpart A — General Provisions

GENERAL INFORMATION AND
CORRESPONDENCE

8 1.1 Addressesfor non-trademark
correspondencewith the United States Patent
and Trademark Office.

(@) Ingeneral. Except asprovided in paragraphs
@(3)(), (A(3)(ii), and (d)(1) of this section, al
correspondenceintended for the United States Patent
and Trademark Office must be addressed to either
“Director of the United States Patent and Trademark
Office, PO. Box 1450, Alexandria, Virginia
22313-1450" or to specific areas within the Office
asset out in paragraphs (a)(1), and (a)(3)(iii) of this
section. When appropriate, correspondence should
also be marked for the attention of aparticular office
or individual.

(1) Patent correspondence.

(i) Ingeneral. All correspondence
concerning patent matters processed by
organi zations reporting to the Commissioner for
Patents should be addressed to: Commissioner for
Patents, PO Box 1450, Alexandria, Virginia
22313-1450.
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(if) Patent Trial and Appeal Board. See
§41.10 or 8 42.6 of thistitle. Notices of appeal,
appeal briefs, reply briefs, requestsfor oral hearing,
aswell asall other correspondencein an application
or a patent involved in an appeal to the Board for
which an addressis not otherwise specified, should
be addressed as set out in paragraph (a)(1)(i) of this
section.

(2) [Reserved]

(3) Office of General Counsel
correspondence.—

(i) Litigation and service.
Correspondence relating to pending litigation or
otherwise within the scope of part 104 of thistitle
shall be addressed as provided in § 104.2.

(i) Disciplinary proceedings.
Correspondence to counsel for the Director of the
Office of Enrollment and Discipline relating to
disciplinary proceedings pending before a Hearing
Officer or the Director shall be mailed to: Mail Stop
8, Office of the Solicitor, United States Patent and
Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450.

(iii) Solicitor, in general.
Correspondence to the Office of the Solicitor not
otherwise provided for shall be addressed to: Mail
Stop 8, Office of the Solicitor, United States Patent
and Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450.

(iv) General Counsel. Correspondence
to the Office of the General Counsel not otherwise
provided for, including correspondence to the
General Counsdl relating to disciplinary
proceedings, shall be addressed to: General Counsdl,
United States Patent and Trademark Office, PO Box
1450, Alexandria, Virginia 22313-1450.

(v) Improper correspondence.
Correspondence improperly addressed to a Post
Office Box specified in paragraphs (a)(3)(i) and
(@) (3)(ii) of this section will not be filed elsewhere
in the United States Patent and Trademark Office,
and may be returned.

(4) Office of Public Records
correspondence.

(i) Assignments. All patent-related
documents submitted by mail to be recorded by
Assignment Services Division, except for documents
filed together with a new application, should be
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addressed to: Mail Stop Assignment Recordation
Services, Director of the United States Patent and
Trademark Office, P.O. Box 1450, Alexandria,
Virginia 22313-1450. See § 3.27.

(i) Documents. All requests for
certified or uncertified copies of patent documents
should be addressed to: Mail Stop Document
Services, Director of the United States Patent and
Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450.

(5) Office of Enrollment and Discipline
correspondence. All correspondence directed to the
Office of Enrollment and Discipline concerning
enrollment, registration, and investigation matters
should be addressed to Mail Stop OED, Director of
the United States Patent and Trademark Office, PO.
Box 1450, Alexandria, Virginia 22313-1450.

(b) Patent Cooperation Treaty. Lettersand
other communications relating to international
applicationsduring theinternational stage and prior
to the assignment of anational serial number should
be additionally marked “Mail Stop PCT.”

(c) For reexamination or supplemental
examination proceedings.

(2) All correspondence concerning ex parte
reexamination, other than correspondence to the
Office of the General Counsel pursuant to § 1.1(a)(3)
and 8§ 102.4 of this chapter, should be additionally
marked “Mail Stop Ex Parte Reexam.”

(2) All correspondence concerning inter
partes reexamination, other than correspondence
to the Office of the General Counsel pursuant to §
1.1(a)(3) and § 102.4 of this chapter, should be
additionally marked "Mail Stop Inter Partes
Reexam."

(3) Requests for supplemental examination
(original and corrected request papers) and any other
paper filed in a supplemental examination
proceeding, should be additionally marked "Mail
Stop Supplemental Examination.”

(4) All correspondence concerning a
reexamination proceeding ordered as aresult of a
supplemental reexamination proceeding, other than
correspondence to the Office of the General Counsel
pursuant to § 1.1(a)(3) and § 102.4 of this chapter
should be additionally marked “Mail Stop Ex Parte
Reexam.”
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(d) Paymentsof maintenancefeesin patentsnot
submitted electronically over the Internet, and
correspondence related to maintenance fees may be
addressed to: Director of the United States Patent
and Trademark Office, Attn: Maintenance Fee, 2051
Jamieson Avenue, Suite 300, Alexandria, Virginia
22314.

(e) Patent term extension. All applications for
extension of patent term under 35 U.S.C. 156 and
any communications relating thereto intended for
the United States Patent and Trademark Office
should be additionally marked "Mail Stop
Hatch-Waxman PTE." When appropriate, the
communication should also be marked to the
attention of a particular individual, aswhere a
decision has been rendered.

(f) [Reserved]

[46 FR 29181, May 29, 1981, para. (d) added, 49
FR 34724, Aug. 31, 1984, effective Nov. 1, 1984; para.
(e), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
para. (f) added, 52 FR 9394, Mar. 24, 1987; para. (g)
added, 53 FR 16413, May 9,1988; para. (h) added, 54
FR 37588, Sept. 11, 1989, effective Nov. 16, 1989; para.
(i) added, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; para. (a) revised and para. (g) removed and
reserved, 61 FR 56439, Nov. 1, 1996, effective Dec. 2,
1996; para. (b) revised, 64 FR 48900, Sept. 8, 1999,
effective Oct. 30, 1999; paras. (a) and (d) revised, 66 FR
39447, July 31, 2001, effective Oct. 1, 2001, revised, 68
FR 14332, Mar. 25, 2003, effective May 1, 2003; para
(8)(2) corrected, 68 FR 19371, Apr. 21, 2003, effective
May 1, 2003; section heading, para. (a) introductory text
and para. (8)(4) revised, para. (a)(2) removed and
reserved, and note following para. (f) removed, 68 FR
48286, Aug. 13, 2003, effective Sept. 12, 2003; para. (C)
revised, 68 FR 70996, Dec. 22, 2003, effective Jan. 21,
2004; para. (a)(4)(i) revised and para. (f) removed and
reserved, 69 FR 29865, May 26, 2004, effective June 25,
2004; para. (a) introductory text revised and para. (a)(5)
added, 69 FR 35427, June 24, 2004, effective July 26,
2004, para. (a)(2)(ii) revised and para. (8)(1)(iii) removed,
69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004;
para. (c)(1) revised, 72 FR 18892, Apr. 16, 2007, effective
May 16, 2007; para. (d) revised, 73 FR 47534, Aug. 14,
2008, effective Oct. 2, 2008; paras. (a)(3)(ii) and
(a)(3)(iii) revised, 75 FR 36294, June 25, 2010, effective
June 25, 2010; para. (a)(1)(ii) revised, 77 FR 46615, Aug.
6, 2012, effective Sept. 16, 2012; para. (€) revised, 77
FR 48776, Aug. 14, 2012, effective Sept. 16, 2012; para.
(c) revised, 78 FR 62368, Oct. 21, 2013, effective Dec.
18, 2013]
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§ 1.2 Businessto betransacted in writing.

All business with the Patent and Trademark Office
should be transacted in writing. The personal
attendance of applicants or their attorneys or agents
at the Patent and Trademark Office is unnecessary.
The action of the Patent and Trademark Office will
be based exclusively on the written record in the
Office. No attention will be paid to any alleged oral
promise, stipulation, or understanding in relation to
which there is disagreement or doubt.

81.3 Businessto beconducted with decorum
and courtesy.

Applicantsand their attorneys or agentsare required
to conduct their business with the United States
Patent and Trademark Office with decorum and
courtesy. Papers presented in violation of this
requirement will be submitted to the Director and
will not be entered. A notice of the non-entry of the
paper will be provided. Complaints against
examiners and other employees must be made in
correspondence separate from other papers.

[Amended, 61 FR 56439, Nov. 1, 1996, effective
Dec. 2, 1996; revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; revised, 68 FR 38611, June 30,
2003, effective July 30, 2003]

8 1.4 Nature of correspondence and
signature requirements.

(@) Correspondence with the Patent and
Trademark Office comprises:

(1) Correspondence relating to services and
facilities of the Office, such as general inquiries,
reguests for publications supplied by the Office,
ordersfor printed copies of patents, ordersfor copies
of records, transmission of assignments for
recording, and the like, and

(2) Correspondence in and relating to a
particular application or other proceeding in the
Office. See particularly the rulesrelating to the
filing, processing, or other proceedings of national
applicationsin subpart B of thispart; of international
applicationsin subpart C of this part; of ex parte
reexaminations of patentsin subpart D of this part;
of supplemental examination of patents in subpart

Rev. 10.2019, June 2020



§14

E of this part; of extension of patent term in subpart
F of this part; of inter partes reexaminations of
patents in subpart H of this part; of international
design applications in subpart | of this part; and of
the Patent Trial and Appeal Board in parts 41 and
42 of this chapter.

(b) Since each file must be completeinitself, a
separate copy of every paper to befiled in a patent
application, patent file, or other proceeding must be
furnished for each file to which the paper pertains,
even though the contents of the papersfiled in two
or more files may be identical. Thefiling of
duplicate copies of correspondence in the file of an
application, patent, or other proceeding should be
avoided, except in situations in which the Office
requires the filing of duplicate copies. The Office
may dispose of duplicate copies of correspondence
in the file of an application, patent, or other
proceeding.

(c) Since different matters may be considered
by different branches or sections of the Office, each
distinct subject, inquiry or order must be contained
in a separate paper to avoid confusion and delay in
answering papers dealing with different subjects.
Subjects provided for on a single Office or World
Intellectual Property Organization form may be
contained in a single paper.

(d)(1) Handwritten signature. Each piece
of correspondence, except as provided in paragraphs
(d)(2), (d)(3), (d)(4), (e), and (f) of thissection, filed
in an application, patent file, or other proceeding in
the Office which requires aperson’ssignature, must:

(i) Beanoriginal, that is, havean origina
handwritten signature personally signed, in
permanent dark ink or itsequivalent, by that person;
or

(i) Beadirect or indirect copy, such as
aphotocopy or facsimile transmission (8 1.6(d)), of
an original. In the event that a copy of the original
isfiled, the original should be retained as evidence
of authenticity. If aquestion of authenticity arises,
the Office may require submission of the original.

(2) Ssignature. An S-signatureisa
signatureinserted between forward slash marks, but
not ahandwritten signature as defined by paragraph
(d)(2) of this section. An S-signature includes any
signature made by electronic or mechanical means,
and any other mode of making or applying a
signature other than a handwritten signature as
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provided for in paragraph (d)(1) of this section.
Correspondence being filed in the Office in paper,
by facsimile transmission as provided in § 1.6(d),
or viathe Office electronic filing system as an
attachment as provided in 8 1.6(a)(4), for a patent
application, patent, or a reexamination or
supplemental examination proceeding may be
S-signature signed instead of being personally
signed (i.e., with a handwritten signature) as
provided for in paragraph (d)(1) of thissection. The
requirementsfor an S-signature under thisparagraph
(d)(2) of this section are as follows.

(i) The S-signature must consist only of
letters, or Arabic numerals, or both, with appropriate
spaces and commas, periods, apostrophes, or
hyphensfor punctuation, and the person signing the
correspondence must insert his or her own
S-signature with afirst single forward slash mark
before, and asecond single forward slash mark after,
the S-signature (e.g., /Dr. James T. Jones, J./); and

(ii) A patent practitioner (8 1.32(a)(1)),
signing pursuant to 88 1.33(b)(1) or 1.33(b)(2), must
supply his/her registration number either as part of
the S-signature, or immediately below or adjacent
to the S-signature. The number (#) character may
be used only as part of the S-signature when
appearing before a practitioner’s registration
number; otherwise the number character may not
be used in an S-signature.

(iii) The signer’s name must be:

(A) Presented in printed or typed
form preferably immediately below or adjacent the
S-signature, and

(B) Reasonably specific enough so
that the identity of the signer can be readily
recognized.

(3) Electronically submitted
correspondence. Correspondence permitted viathe
Office electronic filing system may be signed by a
graphic representation of a handwritten signature
as provided for in paragraph (d)(1) of this section
or agraphic representation of an S-signature as
provided for in paragraph (d)(2) of this section when
itissubmitted viathe Office electronic filing system.

(4) Certifications—

(i) Certification asto the paper
presented. The presentation to the Office (whether
by signing, filing, submitting, or later advocating)
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of any paper by a party, whether a practitioner or
non-practitioner, constitutes a certification under §
11.18(b) of this subchapter. Violations of §
11.18(b)(2) of this subchapter by a party, whether
apractitioner or non-practitioner, may result in the
imposition of sanctions under 8 11.18(c) of this
subchapter. Any practitioner violating 8 11.18(b)
of this subchapter may also be subject to disciplinary
action. See § 11.18(d) of this subchapter.

(ii) Certification astothesignature. The
person inserting a signature under paragraph (d)(2)
or (d)(3) of this section in adocument submitted to
the Office certifies that the inserted signature
appearing in the document is his or her own
signature. A person submitting a document signed
by another under paragraph (d)(2) or (d)(3) of this
section is obligated to have a reasonable basis to
believe that the person whose signature is present
on the document was actually inserted by that
person, and should retain evidence of authenticity
of the signature. Violations of the certification asto
the signature of another or aperson’s own signature
as set forth in this paragraph may result in the
imposition of sanctions under 8 11.18(c) and (d) of
this chapter.

(5) Forms. The Office provides forms for
the public to usein certain situationsto assist in the
filing of correspondence for a certain purpose and
to meet certain requirementsfor patent applications
and proceedings. Use of the forms for purposes for
which they were not designed is prohibited. No
changes to certification statements on the Office
forms (e.g., oath or declaration forms, terminal
disclaimer forms, petition forms, and nonpublication
regquest forms) may be made. The existing text of a
form, other than a certification statement, may be
modified, deleted, or added to, if all text identifying
the form as an Office form is removed. The
presentation to the Office (whether by signing,
filing, submitting, or later advocating) of any Office
form with text identifying the form as an Office
form by a party, whether a practitioner or
non-practitioner, constitutes a certification under §
11.18(b) of this chapter that the existing text and
any certification statements on the form have not
been altered other than permitted by EFS-Web
customi zation.

(e) Thefollowing correspondence must be
submitted with an original handwritten signature
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personally signed in permanent dark ink or its
equivalent:

(1) Correspondence requiring a person’s
signature and relating to registration to practice
before the Patent and Trademark Office in patent
cases, enrollment and disciplinary investigations,
or disciplinary proceedings; and

(2) Payments by credit cards where the
payment is not being made viathe Office's
electronic filing systems.

(f) When adocument that is required by statute
to be certified must be filed, a copy, including a
photocopy or facsimile transmission, of the
certification is not acceptable.

(g9) An applicant who has not made of record a
registered attorney or agent may berequired to state
whether assistance was received in the preparation
or prosecution of the patent application, for which
any compensation or consideration was given or
charged, and if so, to disclose the name or names
of the person or persons providing such assistance.
Assistanceincludesthe preparation for the applicant
of the specification and amendments or other papers
to befiled in the Patent and Trademark Office, as
well as other assistance in such matters, but does
not include merely making drawings by draftsmen
or stenographic servicesin typing papers.

(h) Ratification/confir mation/evidence of
authenticity: The Office may require ratification,
confirmation (which includes submission of a
duplicate document but with a proper signature), or
evidence of authenticity of asignature, such aswhen
the Office has reasonable doubt asto the authenticity
(veracity) of the signature, e.g., wherethere are
variations of asignature, or where the signature and
the typed or printed name, do not clearly identify
the person signing.

[24 FR 10332, Dec. 22, 1959; 43 FR 20461, May
11, 1978; para. (d), 48 FR 2696, Jan. 20, 1983, effective
Feb. 27, 1983; para. (), 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; para. (a)(2), 53 FR 47807, Nov.
28, 1988, effective Jan. 1, 1989; paras. (d)-(f) added, 58
FR 54494, Oct. 22, 1993, effective Nov. 22, 1993; para.
(d) revised & para. (g) added, 62 FR 53132, Oct. 10,
1997, effective Dec. 1, 1997; paras. (a)(2) and (d)(1)
revised, 64 FR 48900, Sept. 8, 1999, effective Oct. 30,
1999; paras. (b) and (c) revised, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000; para. (a)(2) revised, 65 FR
76756, Dec. 7, 2000, effective Feb. 5, 2001; para.
(d)(1)(iii)(A) amended, 67 FR 79520, Dec. 30, 2002,
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effective Dec. 30, 2002; para. (d)(1)(iii)(B) revised, 68
FR 14332, Mar. 25, 2003, effective May 1, 2003; para.
(d)(2)(iii) removed and reserved, paras. (3)(1), (8)(2), (b),
(d)(2), introductory text, and (d)(2)(ii) revised, 68 FR
48286, Aug. 13, 2003, effective Sept. 12, 2003; para.
(a)(2) revised, 69 FR 49959, Aug. 12, 2004, effective
Sept. 13, 2004; paras. (d) and (e) revised and para. (h)
added, 69 FR 56481, Sept. 21, 2004, effective Sept. 21,
2004; para. (d)(2) introductory text and paragraph
(d)(2)(ii) revised, 70 FR 56119, Sept. 26, 2005, effective
Nov. 25, 2005; paras. (d)(2) introductory text, (d)(3), and
(d)(4)(ii) revised, 72 FR 2770, Jan. 23, 2007, effective
Jan. 23, 2007; paras. (d)(3) and (d)(4)(i) revised, para.
(d)(4)(ii)(C) added, 73 FR 47650, Aug. 14, 2008,
effective Sept. 15, 2008; para. (a)(2) revised, 77 FR
46615, Aug. 6, 2012, effective Sept. 16, 2012; para. (€)
revised, 77 FR 48776, Aug. 14, 2012, effective Sept. 16,
2012; para. (d)(4)(i) revised, 78 FR 20180, Apr. 3, 2013,
effective May 3, 2013; paras. (8)(2), (c) and (d) revised,
78 FR 62368, Oct. 21, 2013, effective Dec. 18, 2013;
para. (a)(2) revised, 80 FR 17918, Apr. 2, 2015, effective
May 13, 2015]

8 1.5 Ildentification of patent, patent
application, or patent-related proceeding.

() No correspondencerelating to an application
should befiled prior to receipt of the assigned
application number (i.e. , U.S. application number,
international application number, or international
registration number as appropriate). When
correspondence directed to the Patent and
Trademark Office concerns a previoudly filed
application for a patent, it must identify on the top
page in a conspicuous location, the application
number (consisting of the series code and the serial
number; e.g. , 07/123,456), or the serial number and
filing date assigned to that application by the Patent
and Trademark Office, or the international
application number of the international application,
or the international registration number of an
international design application. Any
correspondence not containing such identification
will bereturned to the sender where areturn address
isavailable. The returned correspondence will be
accompanied with acover letter, which will indicate
to the sender that if the returned correspondenceis
resubmitted to the Patent and Trademark Office
within two weeks of themail date on the cover |etter,
the original date of receipt of the correspondence
will be considered by the Patent and Trademark
Office as the date of receipt of the correspondence.
Applicants may use either the Certificate of Mailing
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or Transmission procedure under § 1.8 or the

Priority Mail Expr%s® procedure under § 1.10 for
resubmissions of returned correspondence if they
desire to have the benefit of the date of deposit in
the United States Postal Service. If the returned
correspondence is not resubmitted within the
two-week period, the date of receipt of the
resubmission will be considered to be the date of
receipt of the correspondence. Thetwo-week period
to resubmit the returned correspondence will not be
extended. In addition to the application number, all
correspondence directed to the Patent and
Trademark Office concerning applicationsfor patent
should also state the name of thefirst listed inventor,
thetitle of theinvention, the date of filing the same,
and if known, the group art unit or other unit within
the Patent and Trademark Office responsible for
considering the correspondence and the name of the
examiner or other person to which it has been
assigned.

(b) When theletter concerns a patent other than
for purposes of paying amaintenance feg, it should
state the number and date of issue of the patent, the
name of the patentee, and thetitle of the invention.
For letters concerning payment of a maintenance
feein apatent, see the provisions of § 1.366(c).

(c) Correspondencerelatingto atria proceeding
before the Patent Trial and Appeal Board (part 42
of thistitle) are governed by § 42.6 of thistitle.

(d) A letter relating to a reexamination or
supplemental examination proceeding should
identify it as such by the number of the patent
undergoing reexamination or supplemental
examination, the request control number assigned
to such proceeding, and, if known, the group art unit
and name of the examiner to which it been assigned.

(e) [Reserved]

(f) When a paper concerns a provisiona
application, it should identify the application as such
and include the application number.

[24 FR 10332, Dec. 22, 1959; 46 FR 29181, May
29, 1981; para. (a), 49 FR 552, Jan. 4, 1984, effective
Apr. 1, 1984; para. (), 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; paras. () & (b), 53 FR 47807,
Nov. 28, 1988, effective Jan. 1, 1989; para. (a) revised,
58 FR 54494, Oct. 22, 1993, effective Nov. 22, 1993;
para. (f) added, 61 FR 42790, Aug. 19, 1996, effective
Sept. 23, 1996; para. (a) amended, 61 FR 56439, Nov. 1,
1996, effective Dec. 2, 1996; para. (c) revised, 64 FR
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48900, Sept. 8, 1999, effective Oct. 30, 1999; section
heading revised, para. (c) removed and reserved, 68 FR
48286, Aug. 13, 2003, effective Sept. 12, 2003; para. (€)
removed and reserved, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004; para. (c) revised, 77 FR 46615,
Aug. 6, 2012, effective Sept. 16, 2012; para. (a) revised,
77 FR 48776, Aug. 14, 2012, effective Sept. 16, 2012;
para. (d) revised, 78 FR 62368, Oct. 21, 2013, effective
Dec. 18, 2013; para. (a) revised, 79 FR 63036, Oct. 22,
2014, effective Oct. 22, 2014; para. (a) revised, 80 FR
17918, Apr. 2, 2015, effective May 13, 2015]

§ 1.6 Receipt of correspondence.

(@) Dateof receipt and Priority Mail Expr&s®

date of deposit. Correspondence received in the
Patent and Trademark Office is stamped with the
date of receipt except as follows:

(1) The Patent and Trademark Office is not
open for the filing of correspondence on any day
that isaSaturday, Sunday, or Federal holiday within
the District of Columbia. Except for correspondence
transmitted by facsimile under paragraph (a)(3) of
this section, or filed electronically under paragraph
(a)(4) of thissection, no correspondenceisreceived
in the Office on Saturdays, Sundays, or Federal
holidays within the District of Columbia.

(2) Correspondencefiled in accordance with
8 1.10 will be stamped with the date of deposit as

Priority Mail Express® with the United States Postal
Service.

(3) Correspondencetransmitted by facsimile
to the Patent and Trademark Office will be stamped
with the date on which the compl ete transmission
isreceived in the Patent and Trademark Office
unless that date is a Saturday, Sunday, or Federa
holiday within the District of Columbia, in which
case the date stamped will be the next succeeding
day which is not a Saturday, Sunday, or Federal
holiday within the District of Columbia.

(4) Correspondence may be submitted using
the Office electronic filing system only in
accordance with the Office electronic filing system
requirements. Correspondence submitted to the
Office by way of the Office electronicfiling system
will be accorded areceipt date, which isthe date
the correspondenceisreceived at the correspondence
address for the Office set forthin 8 1.1 when it was
officially submitted.

§16

(b) [Reserved]

(c) Correspondence delivered by hand. In
addition to being mailed, correspondence may be
delivered by hand during hours the Office is open
to receive correspondence.

(d) Facsimiletransmission. Except in the cases
enumerated below, correspondence, including
authorizations to charge a deposit account, may be
transmitted by facsimile. The receipt date accorded
to the correspondence will be the date on which the
complete transmission is received in the United
States Patent and Trademark Office, unlessthat date
isa Saturday, Sunday, or Federal holiday withinthe
Disgtrict of Columbia. See paragraph (a)(3) of this
section. To facilitate proper processing, each
transmission session should be limited to
correspondence to be filed in asingle application
or other proceeding before the United States Patent
and Trademark Office. The application number of
a patent application, the control number of a
reexamination or supplemental examination
proceeding, the interference number of an
interference proceeding, the trial number of atrial
proceeding before the Board, or the patent number
of apatent should be entered asapart of the sender’s
identification on a facsimile cover sheet. Facsimile
transmissions are not permitted and, if submitted,
will not be accorded a date of receipt in the
following situations:

(1) Correspondence as specified in § 1.4(g),
requiring an original signature;

(2) Certified documents as specifiedin 8§
1.4(f);

(3) Correspondence that cannot receive the
benefit of the certificate of mailing or transmission
as specified in § 1.8(a)(2)(i)(A) through (D), (F),
(), and (K) and 8§ 1.8(a)(2)(iii)(A), except that a
continued prosecution application under § 1.53(d)
may be transmitted to the Office by facsimile;

(4) Color drawings submitted under 8§ 1.81,
1.83 through 1.85, 1.152, 1.165, 1.173, 1.437, or
1.1026;

(5) A request for reexamination under §
1.510 or 8 1.913, or arequest for supplemental
examination under § 1.610;

(6) Correspondenceto befiledinan
application subject to a secrecy order under 8§ 5.1
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through 5.5 of this chapter and directly related to
the secrecy order content of the application;

(7) In contested cases and trials before the
Patent Trial and Appeal Board, except asthe Board
may expressly authorize.

(e) [Reserved]

(f) Facsimile transmission of a patent
application under § 1.53(d). In the event that the
Office has no evidence of receipt of an application
under § 1.53(d) (a continued prosecution
application) transmitted to the Office by facsimile
transmission, the party who transmitted the
application under § 1.53(d) may petition the Director
to accord the application under § 1.53(d) afiling
date as of the date the application under § 1.53(d)
is shown to have been transmitted to and received
in the Office,

(1) Provided that the party who transmitted
such application under § 1.53(d):

(i) Informs the Office of the previous
transmission of the application under § 1.53(d)
promptly after becoming aware that the Office has
no evidence of receipt of the application under §

1.53(d);

(if) Supplies an additional copy of the
previously transmitted application under § 1.53(d);
and

(iii) Includes a statement which attests
on apersonal knowledge basis or to the satisfaction
of the Director to the previous transmission of the
application under § 1.53(d) and is accompanied by
acopy of the sending unit’s report confirming
transmission of the application under § 1.53(d) or
evidence that came into being after the complete
transmission and within one business day of the
compl ete transmission of the application under 8

1.53(d).

(2) The Office may require additional
evidence to determine if the application under §
1.53(d) wastransmitted to and received in the Office
on the date in question.

(g) Submission of the national stage
correspondence required by § 1.495 via the Office
electronic filing system. Inthe event that the Office
has no evidence of receipt of the national stage
correspondence required by § 1.495, which was
submitted to the Office by the Office electronic
filing system, the party who submitted the

Rev. 10.2019, June 2020

correspondence may petition the Director to accord
the national stage correspondence a receipt date as
of the date the correspondence is shown to have
been officialy submitted to the Office.

(1) The petition of thisparagraph (g) requires
that the party who submitted such national stage
correspondence:

(i) Informs the Office of the previous
submission of the correspondence promptly after
becoming aware that the Office has no evidence of
receipt of the correspondence under § 1.495;

(ii) Supplies an additional copy of the
previously submitted correspondence;

(iii) Includes a statement that attests on
apersona knowledge basis, or to the satisfaction of
the Director, that the correspondence was previously
officially submitted; and

(iv) Suppliesacopy of an
acknowledgment receipt generated by the Office
electronic filing system, or equivalent evidence,
confirming the submission to support the statement
of paragraph (g)(2)(iii) of this section.

(2) The Office may require additional
evidenceto determineif the national stage
correspondence was submitted to the Office on the
date in question.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; 48 FR 4285, Jan. 31, 1983; para. (a), 49 FR 552,
Jan. 4, 1984, effective Apr. 1, 1984; revised, 58 FR
54494, Oct. 22, 1993, effective Nov. 22, 1993; para. (a)
amended, 61 FR 56439, Nov. 1, 1996, effective Dec. 2,
1996; paras. (d)(3), (d)(6) & (€) amended, para. (f) added,
62 FR 53132, Oct. 10, 1997, effective Dec. 1, 1997; para
(a)(1) revised and para. (a)(4) added, 64 FR 48900, Sept.
8, 1999, effective Oct. 30, 1999; para.(d)(9) revised, 65
FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para.
(d)(5) revised, 65 FR 76756, Dec. 7, 2000, effective Feb.
5, 2001, para. (b) removed and reserved and paras. (€),
(f) & (F)(2)(iii) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; paras. (8)(4), (d)(7) and (d)(8)
removed and reserved, and paras. (d), introductory text,
(d)(3), and (d)(4) revised, 68 FR 48286, Aug. 13, 2003,
effective Sept. 12, 2003; para. (d)(9) revised, 69 FR
49959, Aug. 12, 2004, effective Sept. 13, 2004; para.
(d)(4) revised and para. (€) removed and reserved, 69 FR
56481, Sept. 21, 2004, effective Sept. 21, 2004; paras.
(a)(4) & (g) added, 72 FR 2770, Jan. 23, 2007, effective
Jan. 23, 2007; para. (d)(3) revised, 77 FR 42150, July 17,
2012, effective Sept. 16, 2012; ; paras. (d) introductory
text and (d)(9) revised, 77 FR 46615, Aug. 6, 2012,
effective Sept. 16, 2012; para. (d) revised, 78 FR 62368,
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Oct. 21, 2013, effective Dec. 18, 2013; paras. (a) and
(a)(2) revised, 79 FR 63036, Oct. 22, 2014, effective Oct.
22,2014, paras. (d)(3)-(4) and (6) revised, 80 FR 17918,
Apr. 2, 2015, effective May 13, 2015]

§1.7 Timesfor taking action; Expiration on
Saturday, Sunday or Federal holiday.

(d) Whenever periods of time are specified in
this part in days, calendar days are intended. When
the day, or the last day fixed by statute or by or
under this part for taking any action or paying any
feeinthe United States Patent and Trademark Office
falls on Saturday, Sunday, or on a Federal holiday
within the Digtrict of Columbia, the action may be
taken, or the fee paid, on the next succeeding
business day which is not a Saturday, Sunday, or a
Federal holiday. See § 90.3 of this chapter for time
for appeal or for commencing civil action.

(b) If the day that is twelve months after the
filing date of a provisional application under 35
U.S.C. 111(b) and § 1.53(c) falls on Saturday,
Sunday, or on a Federal holiday within the District
of Columbia, the period of pendency shall be
extended to the next succeeding secular or business
day which is not a Saturday, Sunday, or a Federal
holiday.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; corrected 48 FR 4285, Jan. 31, 1983; revised, 65
FR 14865, Mar. 20, 2000, effective May 29, 2000
(adopted asfinal, 65 FR 50092, Aug. 16, 2000); para. (a)
revised, 78 FR 62368, Oct. 21, 2013, effective Dec. 18,
2013]

§1.8 Certificate of mailing or transmission.

(a) Except in the situations enumerated in
paragraph (a)(2) of this section or as otherwise
expressly excluded in this chapter, correspondence
required to befiled in the U.S. Patent and Trademark
Officewithin aset period of timewill be considered
as being timely filed if the procedure described in
this section is followed. The actual date of receipt
will be used for al other purposes.

(1) Correspondence will be considered as
being timely filed if:

(i) The correspondence is mailed or
transmitted prior to expiration of the set period of
time by being:

(A) Addressed asset outin § 1.1(a)
and deposited with the U.S. Postal Service with
sufficient postage as first class mail;

(B) Transmitted by facsimile to the
Patent and Trademark Office in accordance with 8

1.6(d); or

(C) Transmitted viathe Office
electronic filing system in accordance with §

1.6(a)(4); and

(ii) The correspondence includes a
certificate for each piece of correspondence stating
the date of deposit or transmission. The person
signing the certificate should have reasonable basis
to expect that the correspondence would be mailed
or transmitted on or before the date indicated.

(2) The procedure described in paragraph
(a)(2) of this section does not apply to, and no
benefit will be given to a Certificate of Mailing or
Transmission on, the following:

(i) Relative to Patents and Patent
Applications—

(A) Thefiling of anational patent
application specification and drawing or other
correspondence for the purpose of obtaining an
application filing date, including arequest for a
continued prosecution application under § 1.53(d);

(B) Papersfiledin trials before the
Patent Trial and Appeal Board, which are governed
by § 42.6(b) of thistitle;

(C) Papersfiled in contested cases
before the Patent Trial and Appeal Board, which
are governed by § 41.106(f) of thistitle;

(D) Thefiling of an international
application for patent;

(E) Thefiling of correspondencein
an international application before the U.S.
Receiving Office, the U.S. International Searching
Authority, or the U.S. International Preliminary
Examining Authority;

(F) Thefiling of acopy of the
international application and the basic nationa fee
necessary to enter the national stage, as specifiedin

§ 1.495(b).

(G) Thefiling of awritten declaration
of abandonment under § 1.138;
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(H) Thefiling of a submission under
§ 1.217 for publication of aredacted copy of an
application;

() Thefiling of athird-party
submission under § 1.290;

(J) Thecalculation of any period of
adjustment, as specified in § 1.703(f); and

(K) Thefiling of an international
design application.

(i) [Reserved]

(iii) Relativeto Disciplinary
Proceedings—

(A) Correspondence filed in
connection with adisciplinary proceeding under
part 11 of this chapter.

(B) [Reserved]

(b) Inthe event that correspondenceis
considered timely filed by being mailed or
transmitted in accordance with paragraph (a) of this
section, but not received in the U.S. Patent and
Trademark Office after areasonable amount of time
has el apsed from the time of mailing or transmitting
of the correspondence, or after the application is
held to be abandoned, or after the proceeding is
dismissed or decided with prejudice, or the
prosecution of areexamination proceeding is
terminated pursuant to § 1.550(d) or § 1.957(b) or
limited pursuant to § 1.957(c), or arequester paper
is refused consideration pursuant to § 1.957(a), the
correspondencewill be considered timely if the party
who forwarded such correspondence:

(1) Informsthe Office of the previous
mailing or transmission of the correspondence
promptly after becoming aware that the Office has
no evidence of receipt of the correspondence;

(2) Suppliesan additional copy of the
previously mailed or transmitted correspondence
and certificate; and

(3) Includes a statement that attests on a
persona knowledge basis or to the satisfaction of
the Director to the previous timely mailing,
transmission or submission. If the correspondence
was sent by facsimile transmission, a copy of the
sending unit’s report confirming transmission may
be used to support this statement. If the
correspondence was transmitted via the Office
electronic filing system, a copy of an
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acknowledgment receipt generated by the Office
electronic filing system confirming submission may
be used to support this statement.

(c) The Office may require additional evidence
to determineif the correspondence wastimely filed.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May
11, 1978; para. (8). 47 FR 47381, Oct. 26, 1982, effective
Oct. 26, 1982; para. (a),48 FR 2696, Jan. 20, 1983; para.
(a) 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
para. (a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8,
1985; 52 FR 20046, May 28, 1987; subparas.
(@ (2)(xiv)-(xvi), 54 FR 37588, Sept. 11, 1989, effective
Nov. 16, 1989; revised, 58 FR 54494, Oct. 22, 1993,
effective Nov. 22, 1993; para. (a) revised, 61 FR 56439,
Nov. 1, 1996, effective Dec. 2, 1996; paras. (8)(2)(i)(A)
& (b) revised; 62 FR 53132, Oct. 10, 1997, effective Dec.
1, 1997; para. (8)(2)(i)(F) revised, 67 FR 520, Jan. 4,
2002, effective Apr. 1, 2002; para. (b)(3) revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; para.
(a)(2)(ii) removed and reserved, 68 FR 48286, Aug. 13,
2003, effective Sept. 12, 2003; para. (8)(2)(i)(B) removed
and reserved and para. (8)(2)(i)(C) revised, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004; paras. (a) and
(b) revised, 69 FR 56481, Sept. 21, 2004, effective Oct.
21, 2004; paras. (8)(1)(i) & (b)(3) revised, 72 FR 2770,
Jan. 23, 2007, effective Jan. 23, 2007; para. (b)
introductory text revised, 72 FR 18892, Apr. 16, 2007,
effective May 16, 2007; para. (a)(2)(iii)(A) revised, 73
FR 47650, Aug. 14, 2008, effective Sept. 15, 2008; paras.
@(2)(i)(C) revised and paras. (8)(2)(i)(B) and
@) (1)(G)-(J) added, 77 FR 42150, July 17, 2012,
effective Sept. 16, 2012; paras. (a)(2)(i)(1)-(J) revised
and para. (a)(2)(i)(K) added, 80 FR 17918, Apr. 2, 2015,
effective May 13, 2015]

8§ 1.9 Definitions.

(a(1) A nationa application as used in this
chapter means either aU.S. application for patent
which wasfiled in the Office under 35 U.S.C. 111,
an international application filed under the Patent
Cooperation Treaty in which the basic national fee
under 35 U.S.C. 41(a)(1)(F) has been paid, or an
international design application filed under the
Hague Agreement in which the Office has received
acopy of the international registration pursuant to
Hague Agreement Article 10.

(2) A provisional application asused in this
chapter meansaU.S. national application for patent
filed in the Office under 35 U.S.C. 111(b).

(3) A nonprovisional application asused in
this chapter meanseither aU.S. national application
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for patent which was filed in the Office under 35
U.S.C. 111(a), an international application filed
under the Patent Cooperation Treaty in which the
basic national fee under 35 U.S.C. 41(a)(1)(F) has
been paid, or an international design application
filed under the Hague Agreement in which the
Office has received a copy of the international
registration pursuant to Hague Agreement Article
10.

(b) Aninternational application as used in this
chapter meansan international application for patent
filed under the Patent Cooperation Treaty prior to
entering national processing at the Designated Office
stage.

(c) A published application as used in this
chapter means an application for patent which has
been published under 35 U.S.C. 122(b).

(d)(1) Theterm inventor or inventorship as
used in this chapter meansthe individual or, if a
joint invention, the individuals collectively who
invented or discovered the subject matter of the
invention.

(2) Theterm joint inventor or coinventor as
used in this chapter meansany one of theindividuals
who invented or discovered the subject matter of a
joint invention.

(e) Theterm joint research agreement as used
in this chapter means a written contract, grant, or
cooperative agreement entered into by two or more
persons or entities for the performance of
experimental, developmental, or research work in
thefield of the claimed invention.

(f) Theterm claimed invention as used in this
chapter meansthe subject matter defined by aclaim
in apatent or an application for a patent.

(g) For definitionsin Patent Trial and Appeal
Board proceedings, see parts 41 and 42 of thistitle.

(h) A Federal holiday within the District of
Columbia as used in this chapter means any day,
except Saturdays and Sundays, when the Patent and
Trademark Officeis officialy closed for business
for the entire day.

(i) National security classified as used in this
chapter means specifically authorized under criteria
established by an Act of Congress or Executive
Order to be kept secret in the interest of national
defense or foreign policy and, in fact, properly
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classified pursuant to such Act of Congress or
Executive Order.

(1) Director as used in this chapter, except for
part 11 of this chapter, means the Under Secretary
of Commercefor Intellectual Property and Director
of the United States Patent and Trademark Office.

(K) Paper as used in this chapter means a
document that may exist in electronic form, or in
physical form, and therefore does not necessarily
imply physical sheets of paper.

() Hague Agreement as used in this chapter
means the Geneva Act of the Hague Agreement
Concerning the International Registration of
Industrial Designs adopted at Geneva, Switzerland,
on July 2, 1999, and Hague Agreement Article as
used in this chapter means an Article under the
Hague Agreement.

(m) Hague Agreement Regulations as used in
this chapter meansthe Common Regul ations Under
the 1999 Act and the 1960 Act of the Hague
Agreement, and Hague Agreement Rule as used in
this chapter means one of the Hague Agreement
Regulations.

(n) Aninternational design application as used
in this chapter meansan application for international
registration of a design filed under the Hague
Agreement. Unless otherwise clear from the
wording, reference to "design application™ or
"application for adesign patent” in this chapter
includes an international design application that
designates the United States.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept.
10, 1982, effective Oct. 1, 1982; 47 FR 43275, Sept. 30,
1982, effective Oct. 1, 1982; para. (d), 49 FR 34724, Aug.
31, 1984, effective Nov. 1, 1984; para. (g), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; para. (d) revised,
58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994; para.
(a) amended, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995; para. (h) added, 61 FR 56439, Nov. 1, 1996,
effective Dec. 2, 1996; paras. (d) & (f) revised, 62 FR
53132, Oct. 10, 1997, effective Dec. 1, 1997; paras. (¢)-(f)
removed and reserved and para. (i) added, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; para. () revised,
65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000;
para. (j) added, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; para. (k) added, 68 FR 38611, June 30,
2003, effective July 30, 2003; para. (g) revised, 69 FR
49959, Aug. 12, 2004, effective Sept. 13, 2004; para. (j)
revised, 73 FR 47650, Aug. 14, 2008, effective Sept. 15,
2008; para. (g) revised, 77 FR 46615, Aug. 6, 2012,
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effective Sept. 16, 2012; paras. (a) and (b) revised, 77
FR 48776, Aug. 14, 2012, effective Sept. 16, 2012; paras.
(d)-(f) added, 78 FR 11024, Feb. 14, 2013, effective Mar.
16, 2013; paras. (a)(1) and (3) revised and paras. (I)-(n)
added, 80 FR 17918, Apr. 2, 2015, effective May 13,
2015]

8§ 1.10 Filing of correspondence by Priority

Mail Express®.

(a)(1) Any correspondence received by the
U.S. Patent and Trademark Office (USPTO) that

was delivered by the Priority Mail Express® Post

Office to Addressee service of the United States
Postal Service (USPS) will be considered filed with
the USPTO on the date of deposit with the USPS.

(2) The date of deposit with USPSis shown
by the “date accepted” on the Priority Mail

Express® label or other official USPS notation. If
the USPS deposit date cannot be determined, the
correspondencewill be accorded the USPTO receipt
date as thefiling date. See § 1.6(a).

(b) Correspondence should be deposited directly
with an employee of the USPS to ensure that the
person depasiting the correspondence receives a

legible copy of the Priority Mail Expre&® mailing

label with the “date accepted” clearly marked.
Persons dealing indirectly with the employees of
the USPS (such as by deposit in a Priority Mail

Expreﬁ® drop box) do so at therisk of not receiving

acopy of the Priority Mail Express® mailing label

with the desired “date accepted” clearly marked.
The paper(s) or feg(s) that constitute the
correspondence should also include the Priority Mail

Exprws® mailing label number thereon. See

paragraphs (c), (d) and (e) of this section.

(c) Any person filing correspondence under this
section that was received by the Office and delivered

by the Priority Mail Express® Post Officeto
Addressee service of the USPS, who can show that
thereis adiscrepancy between the filing date
accorded by the Office to the correspondence and
the date of deposit as shown by the “ date accepted”

onthePriority Mail Express® mailing label or other

official USPS notation, may petition the Director to
accord the correspondence afiling date as of the
“date accepted” on the Priority Mail Express®
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mailing label or other official USPS notation,
provided that:

(1) The petition isfiled promptly after the
person becomes aware that the Office has accorded,
or will accord, afiling date other than the USPS
deposit date;

(2) The number of the Priority Mail

Expre£s® mailing label was placed on the paper(s)
or fee(s) that constitute the correspondence prior to
theoriginal mailing by Priority Mail Express®; and

(3) The petition includes atrue copy of the

Priority Mail Express® mailing label showing the

“date accepted,” and of any other official notation
by the USPSrelied upon to show the date of deposit.

(d) Any person filing correspondence under this
section that was received by the Office and delivered

by the Priority Mail Expr%s® Post Officeto

Addressee service of the USPS, who can show that

the “date accepted” on the Priority Mail Express®

mailing label or other official notation entered by
the USPS was incorrectly entered or omitted by the
USPS, may petition the Director to accord the
correspondence a filing date as of the date the
correspondence is shown to have been deposited
with the USPS, provided that:

(1) The petition isfiled promptly after the
person becomes aware that the Office has accorded,
or will accord, afiling date based upon an incorrect
entry by the USPS;

(2) The number of the Priority Mail

Express® mailing label was placed on the paper(s)

or fee(s) that constitute the correspondence prior to
theoriginal mailing by Priority Mail Expre£s®; and
(3) The petition includes a showing which
establishes, to the satisfaction of the Director, that
the requested filing date was the date the
correspondence was deposited in the Priority Mail

Express® Post Office to Addressee service prior to

thelast scheduled pickup for that day. Any showing
pursuant to this paragraph must be corroborated by
evidence from the USPS or that came into being
after deposit and within one business day of the
deposit of the correspondence in the Priority Mail

Express® Post Office to Addressee service of the

USPS.
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(e) Any person mailing correspondence
addressed as set out in § 1.1(a) to the Office with
sufficient postage utilizing the Priority Mail

Expr%s® Post Office to Addressee service of the

USPS hut not received by the Office, may petition
the Director to consider such correspondence filed
in the Office on the USPS deposit date, provided
that:

(1) The petitionisfiled promptly after the
person becomes aware that the Office has no
evidence of receipt of the correspondence;

(2) The number of the Priority Mail

Expr%s® mailing label was placed on the paper(s)

or fee(s) that constitute the correspondence prior to
the original mailing by Priority Mail Express®;

(3) The petition includes a copy of the
originaly deposited paper(s) or feg(s) that constitute
the correspondence showing the number of the

Priority Mail Expreﬁs® mailing label thereon, acopy
of any returned postcard receipt, a copy of the

Priority Mail Expre$s® mailing label showing the
“date accepted,” acopy of any other official notation
by the USPSrelied upon to show the date of deposit,
and, if the requested filing date is a date other than

the “date accepted” on the Priority Mail Expreﬁs®

mailing label or other official notation entered by
the USPS, a showing pursuant to paragraph (d)(3)
of this section that the requested filing date was the
date the correspondence was deposited in the

Priority Mail Express® Post Office to Addressee

service prior to the last scheduled pickup for that
day; and

(4) The petition includes a statement which
establishes, to the satisfaction of the Director, the
original deposit of the correspondence and that the
copies of the correspondence, the copy of the

Priority Mail Express® mailing label, the copy of

any returned postcard receipt, and any official
notation entered by the USPS are true copies of the
originally mailed correspondence, original Priority

Mail Expr%s® mailing label, returned postcard

receipt, and official notation entered by the USPS.

(f) The Office may require additional evidence
to determine if the correspondence was deposited
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as Priority Mail Expreﬂs® with the USPS on the
date in question.

(g) Any person who mails correspondence
addressed as set out in § 1.1(a) to the Office with
sufficient postage utilizing the Priority Mail

Expre$® Post Office to Addressee service of the

USPS, but has the correspondence returned by the
USPS due to an interruption or emergency in

Priority Mail Expr%s® service, may petition the

Director to consider such correspondence as filed
on aparticular date in the Office, provided that:

(1) The petitionisfiled promptly after the
person becomes aware of the return of the
correspondence;

(2) The number of the Priority Mail

Exprws® mailing label was placed on the paper(s)
or fee(s) that constitute the correspondence prior to
the original mailing by Priority Mail Express®;
(3) The petition includes the original
correspondence or a copy of the original
correspondence showing the number of the Priority

Mail Expregs® mailing label thereon and a copy of

the Priority Mail Express® mailing label showing
the “date accepted”; and

(4) The petition includes a statement which
establishes, to the satisfaction of the Director, the
original deposit of the correspondence and that the
correspondence or copy of the correspondenceis
the original correspondence or atrue copy of the
correspondence originally deposited with the USPS
on therequested filing date. The Office may require
additional evidence to determineif the
correspondence was returned by the USPS due to
an interruption or emergency in Priority Mail

Expre:s® service.

(h) Any person who attempts to mail
correspondence addressed as set out in § 1.1(a) to
the Office with sufficient postage utilizing the

Priority Mail Expre$s® Post Office to Addressee
service of the USPS, but has the correspondence
refused by an employee of the USPS due to an

interruption or emergency in Priority Mail Express®

service, may petition the Director to consider such
correspondence as filed on a particular date in the
Office, provided that:
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(1) The petition isfiled promptly after the
person becomes aware of the refusal of the
correspondence;

(2) The number of the Priority Malil

Express® mailing label was placed on the paper(s)
or fee(s) that constitute the correspondence prior to
the attempted mailing by Priority Mail Expreﬁ®;
(3) The petition includes the original
correspondence or a copy of the original
correspondence showing the number of the Priority

Mail Express® mailing label thereon; and

(4) The petition includes a statement by the
person who originally attempted to deposit the
correspondence with the USPS which establishes,
to the satisfaction of the Director, the original
attempt to deposit the correspondence and that the
correspondence or copy of the correspondenceis
the original correspondence or atrue copy of the
correspondence originally attempted to be deposited
with the USPS on the requested filing date. The
Office may require additional evidenceto determine
if the correspondence was refused by an employee
of the USPS due to an interruption or emergency in
Priority Mail Express® service.

(i) Any person attempting to file correspondence
under this section that was unable to be deposited
with the USPS due to an interruption or emergency

in Priority Mail Expr&ss® service which has been

so designated by the Director, may petition the
Director to consider such correspondence as filed
on aparticular date in the Office, provided that:

(1) The petition isfiled in amanner
designated by the Director promptly after the person
becomes aware of the designated interruption or

emergency in Priority Mail Express® Service;

(2) The petition includes the original
correspondence or a copy of the original
correspondence; and

(3) The petition includes a statement which
establishes, to the satisfaction of the Director, that
the correspondence would have been deposited with
the USPS but for the designated interruption or

emergency in Priority Mail Expr%s® service, and

that the correspondence or copy of the
correspondence isthe original correspondence or a
true copy of the correspondence originally attempted
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to be deposited with the USPS on the requested
filing date.

[48 FR 2696, Jan. 20, 1983, added effective Feb.
27,1983; 48 FR 4285, Jan. 31, 1983, paras. (a) & (c), 49
FR 552, Jan. 4, 1984, effective Apr. 1, 1984; paras. (a)-(c)
revised and paras. (d) - (f) added, 61 FR 56439, Nov. 1,
1996, effective Dec. 2, 1996; paras. (d) & (e) revised, 62
FR 53132, Oct. 10, 1997, effective Dec. 1, 1997; para.
(a) revised, 67 FR 36099, May 23, 2002, effective June
24, 2002; paras. (c), (d), (d)(3), (e) & (e)(4) revised, 68
FR 14332, Mar. 25, 2003, effective May 1, 2003; para.
(a)(1) revised, 68 FR 48286, Aug. 13, 2003, effective
Sept. 12, 2003; paras. (g) through (i) added, 69 FR 56481,
Sept. 21, 2004, effective Sept. 21, 2004; revised, 79 FR
63036, Oct. 22, 2014, effective Oct. 22, 2014;]

RECORDSAND FILESOF THE PATENT
AND TRADEMARK OFFICE

81.11 Filesopen tothe public.

() The specification, drawings, and all papers
relating to thefile of: A published application; a
patent; or astatutory invention registration are open
to inspection by the public, and copies may be
obtained upon the payment of the fee set forthin §
1.19(b)(2). If an application was published in
redacted form pursuant to § 1.217, the completefile
wrapper and contents of the patent application will
not be available if: The requirements of paragraphs
(d)(2), (d)(2), and (d)(3) of § 1.217 have been met
in the application; and the application is still
pending. See § 2.27 of thistitle for trademark files.

(b) All reissue applications, all applicationsin
which the Office has accepted arequest to open the
compl ete application to inspection by the public,
and related papersin the application file, are open
to inspection by the public, and copies may be
furnished upon paying the fee therefor. The filing
of reissue applications, other than continued
prosecution applications under § 1.53(d) of reissue
applications, will be announced in the Official
Gazette. The announcement shall include at least
thefiling date, reissue application and original patent
numbers, title, class and subclass, name of the
inventor, name of the owner of record, name of the
attorney or agent of record, and examining group
to which the reissue application is assigned.

(c) All requestsfor reexamination for which all
the requirements of § 1.510 or § 1.915 have been
satisfied will be announced in the Official Gazette.
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Any reexaminations at theinitiative of the Director
pursuant to § 1.520 will also be announced in the
Official Gazette. The announcement shall include
at least the date of the request, if any, the
reexamination request control number or the
Director initiated order control number, patent
number, title, class and subclass, name of the
inventor, name of the patent owner of record, and
the examining group to which the reexamination is
assigned.

(d) All papersor copies thereof relating to a
reexamination proceeding which have been entered
of record in the patent or reexamination file are open
to inspection by the general public, and copies may
be furnished upon paying the fee therefor.

() Except as prohibitedin § 41.6(b), § 42.14
or § 42.410(b), the file of any interference or trial
before the Patent Trial and Appeal Board is open to
public inspection and copies of the file may be
obtained upon payment of the fee therefor.

[42 FR 5593, Jan. 28, 1977; 43 FR 28477, June
30, 1978; 46 FR 29181, May 29, 1981, para. (c), 47 FR
41272, Sept. 17, 1982, effective Oct. 1, 1982; para. (),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
paras. (a), (b) and (€), 50 FR 9278, Mar. 7, 1985, effective
May 8, 1985; para. (€) revised, 60 FR 14488, Mar. 17,
1995, effective Mar. 17, 1995; para. (b) revised, 62 FR
53132, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29,
2000; para. (c) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para. (€) revised, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004; para. (a) revised,
70 FR 56119, Sept. 26, 2005, effective Nov. 25, 2005;
para. (c) revised, 71 FR 44219, Aug. 4, 2006, effective
Aug. 4, 2006; para. () revised, 77 FR 46615, Aug. 6,
2012, effective Sept. 16, 2012]

§1.12 Assignment records open to public
inspection.

[Editor Note: Paras. (b) and (c)(2) below include
changes applicable only to patent applicationsfiled under
35U.S.C. 111(a) or 363 on or after September 16, 2012*]

(8(1) Separate assignment records are
maintained in the United States Patent and
Trademark Office for patents and trademarks. The
assignment records, relating to original or reissue
patents, including digests and indexes (for
assignmentsrecorded on or after May 1, 1957), and
published patent applications are open to public
inspection at the United States Patent and Trademark
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Office, and copies of patent assignment records may
be obtained upon request and payment of the fee set
forth in 8 1.19 of this chapter. See 8 2.200 of this
chapter regarding trademark assignment records.

(2) All records of assignments of patents
recorded before May 1, 1957, are maintained by the
National Archives and Records Administration
(NARA). Therecordsare opento publicinspection.
Certified and uncertified copies of those assignment
records are provided by NARA upon request and
payment of the fees required by NARA.

(b) Assignment records, digests, and indexes
relating to any pending or abandoned patent
application, which is open to the public pursuant to
§1.11 or for which copies or access may be supplied
pursuant to § 1.14, are available to the public.
Copies of any assignment records, digests, and
indexes that are not available to the public shall be
obtainable only upon written authority of an
inventor, the applicant, the assignee or an assignee
of an undivided part interest, or apatent practitioner
of record, or upon ashowing that the person seeking
such information is abonafide prospective or actual
purchaser, mortgagee, or licensee of such
application, unlessit shall be necessary to the proper
conduct of business before the Office or as provided
in this part.

(c) Any request by a member of the public
seeking copies of any assignment records of any
pending or abandoned patent application preserved
in confidence under § 1.14, or any information with
respect thereto, must:

(1) Beintheform of apetitionincluding the
fee set forthin 8 1.17(g); or

(2) Includewritten authority granting access
to the member of the public to the particular
assignment records from an inventor, the applicant,
the assignee or an assignee of an undivided part
interest, or a patent practitioner of record.

(d) An order for acopy of an assignment or
other document should identify the reel and frame
number where the assignment or document is
recorded. If adocument isidentified without
specifying its correct reel and frame, an extracharge
as set forth in 8 1.21(j) will be made for the time
consumed in making a search for such assignment.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1,
1982; paras. (a) and (c), 54 FR 6893, Feb. 15, 1989,
effective Apr. 17, 1989; paras. (a) and (d), 56 FR 65142,
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Dec. 13, 1991, effective Dec. 16, 1991; paras. (a)(1) and
(d), 57 FR 29641, July 6, 1992, effective Sept. 4, 1992;
para. (a)(2) added, 57 FR 29641, July 6, 1992, effective
Sept. 4, 1992; para. (c) amended, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995; para. (¢) amended, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996; para.
(c)(1) amended, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000; paras. (a)(1) and (b) revised, 65 FR 57024,
Sept. 20, 2000, effective Nov. 29, 2000; paras. (a)(1) and
(a)(2) revised, 68 FR 48286, Aug. 13, 2003, effective
Sept. 12, 2003; para. (b) revised, 69 FR 29865, May 26,
2004, effective June 25, 2004; para. (c)(1) revised, 69
FR 56481, Sept. 21, 2004, effective Nov. 22, 2004; paras.
(b) and (¢)(2) revised, 77 FR 48776, Aug. 14, 2012,
effective Sept. 16, 2012]

[* The changes to paras. (b) and (c)(2) effective
Sept. 16, 2012 are applicable only to patent applications
filed under 35 U.S.C. 111(a) or 363 on or after Sept. 16,

2012. See § 1.12 (pre-AlA) for paras. (b) and (c)(2)
otherwise in effect.]

§1.12 (pre-AlA) Assignment records open
to public inspection.

[Editor Note: Applicable to patent applications
filed before September 16, 2012*]

(a)(1) Separate assignment records are
maintained in the United States Patent and
Trademark Office for patents and trademarks. The
assignment records, relating to original or reissue
patents, including digests and indexes (for
assignmentsrecorded on or after May 1, 1957), and
published patent applications are open to public
inspection at the United States Patent and Trademark
Office, and copies of patent assignment records may
be obtained upon request and payment of the fee set
forthin 8 1.19 of this chapter. See § 2.200 of this
chapter regarding trademark assignment records.

(2) All records of assignments of patents
recorded before May 1, 1957, are maintained by the
National Archives and Records Administration
(NARA). Therecordsare open to publicinspection.
Certified and uncertified copies of those assignment
records are provided by NARA upon request and
payment of the fees required by NARA.

(b) Assignment records, digests, and indexes
relating to any pending or abandoned patent
application, which is open to the public pursuant to
§1.11 or for which copies or access may be supplied
pursuant to § 1.14, are available to the public.
Copies of any assignment records, digests, and
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indexes that are not available to the public shall be
obtainable only upon written authority of the
applicant or applicant’s assignee or patent attorney
or patent agent or upon a showing that the person
seeking such information is a bonafide prospective
or actual purchaser, mortgagee, or licensee of such
application, unlessit shall be necessary to the proper
conduct of business before the Office or as provided
in this part.

(c) Any request by a member of the public
seeking copies of any assignment records of any
pending or abandoned patent application preserved
in confidence under § 1.14, or any information with
respect thereto, must:

(1) Beintheform of apetitionincluding the
fee set forthin 8 1.17(q); or

(2) Includewritten authority granting access
to the member of the public to the particular
assignment records from the applicant or applicant’s
assignee or attorney or agent of record.

(d) An order for acopy of an assignment or
other document should identify the reel and frame
number where the assignment or document is
recorded. If adocument isidentified without
specifying its correct reel and frame, an extracharge
as set forth in § 1.21(j) will be made for the time
consumed in making a search for such assignment.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1,
1982; paras. (a) and (c), 54 FR 6893, Feb. 15, 1989,
effective Apr. 17, 1989; paras. (a) and (d), 56 FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; paras. (3)(1) and
(d), 57 FR 29641, July 6, 1992, effective Sept. 4, 1992;
para. (a)(2) added, 57 FR 29641, July 6, 1992, effective
Sept. 4, 1992; para. (c) amended, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995; para. (¢) amended, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996; para.
(c)(1) amended, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000; paras. (3)(1) and (b) revised, 65 FR 57024,
Sept. 20, 2000, effective Nov. 29, 2000; paras. (a)(1) and
(8)(2) revised, 68 FR 48286, Aug. 13, 2003, effective
Sept. 12, 2003; para. (b) revised, 69 FR 29865, May 26,
2004, effective June 25, 2004; para. (c)(1) revised, 69
FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

[*See § 1.12 for more information and the current
rule, including paras. (b) and (c)(2) applicableto
applicationsfiled on or after Sept. 16, 2012]
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§1.13 Copiesand certified copies.

(a) Non-certified copies of patents, and patent
application publications and of any records, books,
papers, or drawings within the jurisdiction of the
United States Patent and Trademark Office and open
to the public, will be furnished by the United States
Patent and Trademark Office to any person, and
copies of other records or papers will be furnished
to persons entitled thereto, upon payment of the
appropriatefee. See § 2.201 of thischapter regarding
copies of trademark records.

(b) Certified copiesof patents, patent application
publications, and trademark registrations and of any
records, books, papers, or drawings within the
jurisdiction of the United States Patent and
Trademark Office and open to the public or persons
entitled thereto will be authenticated by the seal of
the United States Patent and Trademark Office and
certified by the Director, or in hisor her name, upon
payment of the fee for the certified copy.

[Revised, 58 FR 54504, Oct. 22, 1993, effective
Jan. 3, 1994; revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; para. (b) revised, 68 FR 14332,
Mar. 25, 2003, effective May 1, 2003; revised, 68 FR
48286, Aug. 13, 2003, effective Sept. 12, 2003; para. (b)
revised, 68 FR 70996, Dec. 22, 2003, effective Jan. 21,
2004]

8§ 1.14 Patent applications preserved in
confidence.

[Editor Note: Applicable to patent applications
filed on or after September 16, 2012*]

(a) Confidentiality of patent application
information. Patent applications that have not been
published under 35 U.S.C. 122(b) are generally
preserved in confidence pursuant to 35 U.S.C.
122(a). Information concerning thefiling, pendency,
or subject matter of an application for patent,
including status information, and access to the
application, will only be given to the public as set
forthin § 1.11 or in this section.

(1) Records associated with patent
applications (see paragraph (g) of this section for
international applications and paragraph (j) of this
section for international design applications) may
be available in the following situations:
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(i) Patented applications and statutory
invention registrations. The file of an application
that hasissued as apatent or published as astatutory
invention registration is available to the public as
set forthin § 1.11(a) . A copy of the patent
application-as-filed, the file contents of the
application, or a specific document in the file of
such an application may be provided upon request
and payment of the appropriate fee set forthin §

1.19(b).

(ii) Published abandoned applications.
Thefile of an abandoned published application is
available to the public as set forthin § 1.11(a) . A
copy of the application-as-filed, the file contents of
the published application, or a specific document in
thefile of the published application may be provided
to any person upon request and payment of the
appropriate fee set forth in 8 1.19(b) .

(iii) Published pending applications. A
copy of the application-as-filed, the file contents of
the application, or aspecific document in the file of
a pending published application may be provided
to any person upon request and payment of the
appropriate fee set forth in 8§ 1.19(b) . If aredacted
copy of the application was used for the patent
application publication, the copy of the specification,
drawings, and papers may be limited to aredacted
copy. The Officewill not provide accessto the paper
file of apending application that has been published,
except as provided in paragraph (c) or (i) of this
section.

(iv) Unpublished abandoned applications
(including provisional applications) that are
identified or relied upon. The file contents of an
unpublished, abandoned application may be made
availabletothe publicif the applicationisidentified
inaU.S. patent, a statutory invention registration,
aU.S. patent application publication, an
international publication of an international
application under PCT Article 21(2), or apublication
of aninternational registration under Hague
Agreement Article 10(3) of an international design
application designating the United States. An
application is considered to have been identified in
a document, such as a patent, when the application
number or serial number and filing date, first named
inventor, title, and filing date or other application
specific information are provided in the text of the
patent, but not when the sameidentification ismade
in a paper in the file contents of the patent and is
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not included in the printed patent. Also, the file
contents may be made available to the public, upon
awritten request, if benefit of the abandoned
applicationisclaimed under 35 U.S.C. 119(e), 120,
121, 365(c), or 386(c) in an application that has
issued as a U.S. patent, or has published asa
statutory invention registration, a U.S. patent
application publication, an international publication
of an international application under PCT Article
21(2), or apublication of an international
registration under Hague Agreement Article 10(3).
A copy of the application-as-filed, the file contents
of the application, or aspecific document inthefile
of the application may be provided to any person
upon written request and payment of the appropriate
fee (8 1.19(b)).

(v) Unpublished pending applications
(including provisional applications) whose benefit
isclaimed. A copy of the file contents of an
unpublished pending application may be provided
to any person, upon written request and payment of
the appropriate fee (8 1.19(b) ), if the benefit of the
applicationisclaimed under 35 U.S.C. 119(e), 120,
121, 365(c), or 386(c) in an application that has
issued asaU.S. patent, or in an application that has
published as a statutory invention registration, a
U.S. patent application publication, an international
publication of an international application under
PCT Article 21(2), or apublication of an
international registration under Hague Agreement
Article 10(3). A copy of the application-as-filed or
a specific document in the file of the pending
application may aso be provided to any person upon
written request and payment of the appropriate fee
(8 1.19(b)). The Office will not provide accessto
the paper file of a pending application, except as
provided in paragraph (c) or (i) of this section.

(vi) Unpublished pending applications
(including provisional applications) that are
incorporated by reference or otherwise identified.
A copy of the application as originally filed of an
unpublished pending application may be provided
to any person, upon written request and payment of
the appropriate fee (8 1.19(b) ), if the applicationis
incorporated by reference or otherwiseidentifiedin
aU.S. patent, a statutory invention registration, a
U.S. patent application publication, an international
publication of an international application under
PCT Article 21(2), or apublication of an
international registration under Hague Agreement
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Article 10(3) of an international design application
designating the United States. The Office will not
provide access to the paper file of a pending
application, except as provided in paragraph (c) or
(i) of this section.

(vii) When a petition for accessor a
power to inspect isrequired. Applicationsthat were
not published or patented, that are not the subject
of abenefit claim under 35 U.S.C. 119(e), 120, 121,
365(c), or 386(c) in an application that has issued
asaU.S. patent, an application that has published
as a statutory invention registration, a U.S. patent
application publication, aninternational publication
of an international application under PCT Article
21(2), or apublication of an international
registration under Hague Agreement Article 10(3),
or are not identified in aU.S. patent, a statutory
invention registration, a U.S. patent application
publication, an international publication of an
international application under PCT Article 21(2),
or apublication of an international registration under
Hague Agreement Article 10(3) of an international
design application designating the United States,
are not available to the public. If an application is
identified in thefile contents of another application,
but not the published patent application or patent
itself, agranted petition for access (see paragraph
(i)) or a power to inspect (see paragraph (c) of this
section) is necessary to obtain the application, or a
copy of the application.

(2) Information concerning a patent
application may be communicated to the public if
the patent application isidentified in a published
patent document or in an application as set forth in
paragraphs (a)(1)(i) through (a)(1)(vi) of this section.
The information that may be communicated to the
public (i.e., status information) includes:

(i) Whether the application is pending,
abandoned, or patented;

(if) Whether the application has been
published under 35 U.S.C. 122(b);

(iii) The application “numerical
identifier” which may be:

(A) Theeight-digit application
number (the two-digit series code plus the six-digit
seria number); or

(B) Thesix-digit serial number plus
any one of thefiling date of the national application,
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theinternational filing date, or date of entry into the
national stage; and

(iv) Whether another application claims
the benefit of the application (i.e., whether thereare
any applications that claim the benefit of the filing
date under 35 U.S.C. 119(e), 120, 121, 365, or 386
of the application), and if there are any such
applications, the numerical identifier of the
application, the specified relationship between the
applications (e.g., continuation), whether the
application is pending, abandoned or patented, and
whether the application has been published under
35 U.S.C. 122(b).

(b) Electronic accessto an application. Where
acopy of the application file or access to the
application may be made available pursuant to this
section, the Office may at its discretion provide
access to only an electronic copy of the
specification, drawings, and file contents of the
application.

(c) Power to inspect a pending or abandoned
application. Access to an application may be
provided to any person if the application fileis
available, and the application contains written
authority (e.g., a power to inspect) granting access
to such person. Thewritten authority must be signed
by:

(1) The applicant;
(2) A patent practitioner of record;

(3) The assignee or an assignee of an
undivided part interest;

(4) Theinventor or ajoint inventor; or

(5) A registered attorney or agent named in
the papers accompanying the application papers
filed under § 1.53 or the national stage documents
filed under 8§ 1.495, if a power of attorney has not
been appointed under § 1.32.

(d) Applications reported to Department of
Energy. Applications for patents which appear to
disclose, purport to disclose or do disclose
inventions or discoveries relating to atomic energy
are reported to the Department of Energy, which
Department will be given accessto the applications.
Such reporting does not constitute a determination
that the subject matter of each application so
reported isin fact useful or isan invention or
discovery, or that such application in fact discloses
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subject matter in categories specified by 42 U.S.C.
2181(c) and (d).

(e) Decisions by the Director. Any decision by
the Director that would not otherwise be open to
public inspection may be published or made
available for public inspection if:

(1) The Director believes the decision
involves an interpretation of patent laws or
regulationsthat would be of precedential value; and

(2) The applicant is given notice and an
opportunity to object in writing within two months
on the ground that the decision discloses atrade
secret or other confidential information. Any
objection must identify the deletions in the text of
the decision considered necessary to protect the
information, or explain why the entire decision must
be withheld from the public to protect such
information. An applicant or party will be given
time, not less than twenty days, to request
reconsideration and seek court review before any
portions of a decision are made public under this
paragraph over his or her objection.

(f) Noticeto inventor of thefiling of an
application. The Office may publish noticein the
Official Gazette as to the filing of an application
on behalf of an inventor by a person who otherwise
shows sufficient proprietary interest in the matter.

(g) International applications.

(1) Copies of international application files
for international applications which designate the
U.S. and which have been published in accordance
with PCT Article 21(2), or copies of adocument in
such application files, will be furnished in
accordance with PCT Articles 30 and 38 and PCT
Rules 94.2 and 94.3, upon written request including
ashowing that the publication of the application has
occurred and that the U.S. was designated, and upon
payment of the appropriate fee (see § 1.19(b)), if:

(i) With respect to the Home Copy (the
copy of the international application kept by the
Office in its capacity as the Receiving Office, see
PCT Article 12(1)), the international application
was filed with the U.S. Receiving Office;

(ii) With respect to the Search Copy (the
copy of an international application kept by the
Officeinits capacity asthe International Searching
Authority, see PCT Article 12(1)), the U.S. acted
asthe International Searching Authority, except for
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the written opinion of the International Searching
Authority which shall not be available until the
expiration of thirty months from the priority date;
or

(iii) With respect to the Examination
Copy (the copy of an international application kept
by the Office in its capacity asthe International
Preliminary Examining Authority), the United States
acted as the International Preliminary Examining
Authority, an International Preliminary Examination
Report hasissued, and the United States was el ected.

(2) A copy of an English language
tranglation of a publication of an international
application which hasbeen filed in the United States
Patent and Trademark Office pursuant to 35 U.S.C.
154(d)(4) will be furnished upon written request
including a showing that the publication of the
application in accordance with PCT Article 21(2)
has occurred and that the U.S. was designated, and
upon payment of the appropriate fee (8 1.19(b)(4)).

(3) Accesstointernational application files
for international applications which designate the
U.S. and which have been published in accordance
with PCT Article 21(2), or copies of adocument in
such application files, will be permitted in
accordance with PCT Articles 30 and 38 and PCT
Rules 44 ter.1, 94.2 and 94.3, upon written request
including a showing that the publication of the
application has occurred and that the U.S. was
designated.

(4) Inaccordance with PCT Article 30,
copiesof aninternational application-as-filed under
paragraph (a) of this section will not be provided
prior to the international publication of the
application pursuant to PCT Article 21(2).

(5) Accessto international application files
under paragraphs (a)(1)(i) through (a)(1)(vi) and
(9)(3) of this section will not be permitted with
respect to the Examination Copy in accordance with
PCT Article 38.

(h) Access by a Foreign Intellectual Property
Office.

(1) Accessto an application-as-filed may be
provided to any foreign intellectual property office
participating with the Office in a bilateral or
multilateral priority document exchange agreement
(participating foreign intellectual property office),
if the application containswritten authority granting
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such access. Written authority provided under this
paragraph (h)(1) will be treated as authorizing the
Office to provide the following to al participating
foreign intellectual property offices in accordance
with their respective agreements with the Office:

(i) A copy of the application-as-filed and
its related bibliographic data;

(ii) A copy of the application-as-filed of
any application the filing date of which is claimed
by the application in which written authority under
this paragraph (h)(1) isfiled and its related
bibliographic data; and

(iii) The date of filing of the written
authorization under this paragraph (h)(2).

(2) Accessto thefile contents of an
application may be provided to aforeign intellectual
property office that has imposed a requirement for
information on a counterpart application filed with
the foreign intellectual property office where the
foreign intellectual property officeisaparty to a
bilateral or multilateral agreement with the Office
to provide the required information from the
application filed with the Office and the application
contains written authority granting such access.
Written authority provided under this paragraph
(h)(2) will be treated as authorizing the Office to
provide the following to all foreign intellectual
property officesin accordance with their respective
agreements with the Office:

(i) Bibliographic datarelated to the
application; and

(it) Any content of the application file
necessary to satisfy theforeign intellectual property
office requirement for information imposed on the
counterpart application asindicated in the respective
agreement.

(3) Written authority provided under
paragraphs (h)(1) and (h)(2) of this section must
includethetitleof theinvention (8 1.72(a)), comply
with the requirements of paragraph (c) of this
section, and be submitted on an application data
sheet (8 1.76) or on aseparate document (8 1.4(c)).
The written authority provided under these
paragraphs should be submitted before filing any
subsequent foreign application in which priority is
claimed to the application.

(i) Accessor copiesin other circumstances.
The Office, either sua sponte or on petition, may
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also provide access or copies of al or part of an
application if necessary to carry out an Act of
Congress or if warranted by other special
circumstances. Any petition by a member of the
public seeking access to, or copies of, all or part of
any pending or abandoned application preserved in
confidence pursuant to paragraph (a) of this section,
or any related papers, must include:

() Thefeesetforthing 1.17(g); and

(2) A showing that accessto the application
is necessary to carry out an Act of Congress or that
special circumstances exist which warrant petitioner
being granted accessto all or part of the application.

(i) International design applications.

(1) With respect to an international design
application maintained by the Officein its capacity
as adesignated office (§ 1.1003) for national
processing, the records associated with the
international design application may be made
available as provided under paragraphs (a) through
(i) of this section.

(2) With respect to an international design
application maintained by the Officein its capacity
asan officeof indirect filing (8 1.1002 ), the records
of theinternational design application may be made
available under paragraph (j)(1) of this section where
contained in the file of the international design
application maintained by the Office for national
processing. Also, if benefit of the international
design application isclaimed under 35 U.S.C. 386(c)
inaU.S. patent or published application, thefile
contents of the application may be made available
to the public, or the file contents of the application,
acopy of the application-as-filed, or a specific
document in the file of the application may be
provided to any person upon written request and
payment of the appropriate fee (8 1.19(b)).

[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May
11, 1978; para. (€) added, 47 FR 41272, Sept. 17, 1982,
effective Oct. 1, 1982; para. (b), 49 FR 552, Jan. 4, 1984,
effective Apr. 1, 1984; para. (d), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; para. (b), 50 FR 9378,
Mar. 7, 1985, effective May 8, 1985; 53 FR 23733, June
23, 1988; para. (€), 54 FR 6893, Feb. 15, 1989, effective
Apr. 17, 1989; para. (b) revised, 58 FR 54504, Oct. 22,
1993, effective Jan. 3, 1994; para. (€) amended, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995; paras. (a),
(b) and (e) amended, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; para. (a) revised & para. (f)
added, 62 FR 53132, Oct. 10, 1997, effective Dec. 1,
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1997; para. (g) added, 63 FR 29614, June 1, 1998,
effective July 1, 1998, (adopted asfinal, 63 FR 66040,
Dec. 1, 1998); revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; paras. (a), (b), (c), (e), (i) and (j)
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29,
2000; para (h) corrected, 65 FR 78958, Dec. 18, 2000;
para.(i)(2) revised, 66 FR 67087, Dec. 28, 2001, effective
Dec. 28, 2001; para. (d)(4) revised, 67 FR 520, Jan. 4,
2002, effective Apr. 1, 2002; paras. (g) & (g)(1) revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
revised, 68 FR 38611, June 30, 2003, effective July 30,
2003; paras. (g)(1)(ii) & (g)(3) revised, 68 FR 59881,
Oct. 20, 2003, effective Jan. 1, 2004; para. (9)(1)(ii)
corrected, 68 FR 67805, Dec., 4, 2003; para. (g)(5)
revised, 68 FR 67805, Dec. 4, 2003, effective Jan. 1,
2004; para. (g)(2) revised, 68 FR 70996, Dec. 22, 2003,
effective Jan. 21, 2004, para. (€) revised, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004; para. (h)(1)
revised, 69 FR 56481, Sept. 21, 2004, effective Nov. 22,
2004; paras. (a)(1)(iii), (a)(1)(v), (B(D)(vi), (E)(1)(vii),
(a)(2) introductory text, & (b) revised, para. (h)
redesignated as para. (i) and para. (h) added, 72 FR 1664,
Jan. 16, 2007, effective Jan. 16, 2007; paras. (¢) and (f)
revised, 77 FR 48776, Aug. 14, 2012, effective Sept. 16,
2012; para.(f) revised, 78 FR 11024, Feb. 14, 2013,
effective Mar. 16, 2013; paras. (a)(1)(ii)-(vii) and
(a(2)(iv) revised and para. (j) added, 80 FR 17918, Apr.
2, 2015, effective May 13, 2015; para (h) revised, 80 FR
65649, Oct. 27, 2015, effective Nov. 30, 2015]

[* The changes to paras. (c) and (f) effective Sept.
16, 2012 are applicable only to patent applications filed
under 35 U.S.C. 111(a) or 363 on or after Sept. 16, 2012.
See 8§ 1.14 (pre-AlA) for paras. (c) and (f) otherwisein
effect.]

§1.14 (pre-AlA) Patent applications
preserved in confidence.

[Editor Note: Applicable to patent applications
filed before September 16, 2012*]

* * % % %

(c) Power to inspect a pending or abandoned
application. Access to an application may be
provided to any person if the application fileis
available, and the application contains written
authority (e.g., apower to inspect) granting access
to such person. Thewritten authority must be signed
by:

(1) An applicant;

(2) Anattorney or agent of record,;
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(3) An authorized official of an assignee of
record (made of record pursuant to § 3.71 of this
chapter); or

(4) A registered attorney or agent named in
the papers accompanying the application papers
filed under 8 1.53 or the national stage documents
filed under § 1.495, if an executed oath or
declaration pursuant to § 1.63 or § 1.497 has not
been filed.

* % % % %

(f) Publication pursuant to 8 1.47. Information
asto thefiling of an application will be published
inthe Official Gazette in accordance with § 1.47(c).

* k % % %

[*See § 1.14 for the current rule, including the
portions of the rule not reproduced above and applicable
irrespective of the filing date of the application]

§ 1.15 [Reserved]

(Editor’s note: substance supplanted by Part 102)

[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov.
26, 1969; amended 53 FR 47685, Nov. 25, 1988, effective
Dec. 30, 1988; removed and reserved, 68 FR 14332, Mar.
25, 2003, effective May 1, 2003]

FEESAND PAYMENT OF MONEY

§1.16 National application filing, search,
and examination fees.

() Basicfeefor filing each application under
35U.S.C. 111 for an original patent, except design,
plant, or provisional applications:

By amicro entity (8 1.29) ............... $75.00
By asmall entity (8 1.27(a)) ........... 150.00

By asmall entity (8 1.27(a)) if theapplication
issubmittedincompliancewiththeOfficeel ectronic

filing system (§ 1.27(b)(2)) 75.00

By other than asmall or micro entity ....
300.00

(b) Basic feefor filing each application under
35 U.S.C. 111 for an original design patent:

By amicro entity (8§ 1.29) ............... $50.00
By asmall entity (8 1.27(Q)) ........... 100.00
Rev. 10.2019, June 2020
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By other than asmall or micro entity ....
200.00

(c) Basic feefor filing each application for an
original plant patent:

By amicro entity (8§ 1.29) ............... $50.00
By asmall entity (8 1.27(a)) ........... 100.00
By other than asmall or micro entity ....
200.00
(d) Basicfeefor filing each provisional
application:
By amicro entity (8 1.29) ............... $70.00
By asmall entity (§ 1.27(a)) ........... 140.00

By other than a small or micro entity ....
280.00

(e) Basicfeefor filing each application for the
reissue of a patent:

By amicro entity (8 1.29) ............... $75.00
By asmall entity (8 1.27(a)) ........... 150.00

By other than asmall or micro entity ....
300.00

(f) Surchargefor filing the basic filing fee,
search fee, examination fee, or the inventor’s oath
or declaration on a date later than the filing date of
the application, an application that does not contain
at least one claim on the filing date of the
application, or an application filed by reference to
aprevioudly filed application under 8 1.57(a), except
provisional applications:

By amicro entity (8§ 1.29) ............... $40.00
By asmall entity (8 1.27(a)) ............. 80.00

By other than asmall or micro entity ....
160.00

(g) Surchargefor filing the basic filing fee or
cover sheet (8 1.51(c)(1)) on adate later than the
filing date of the provisional application:

By amicro entity (8 1.29) ............... $15.00
By asmall entity (8§ 1.27(a)) ............. 30.00

By other than a small or micro entity ....
60.00

(h) In addition to the basic filing feein an
application, other than aprovisiona application, for
filing or later presentation at any other time of each
claim in independent form in excess of 3:
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By amicro entity (8§ 1.29) ............. $115.00
By asmall entity (8 1.27(a)) ........... 230.00

By other than a small or micro entity ....
460.00

(i) Inaddition to the basic filing feein an
application, other than aprovisiona application, for
filing or later presentation at any other time of each
claim (whether dependent or independent) in excess
of 20 (note that § 1.75(c) indicates how multiple
dependent claims are considered for fee calculation
purposes):

By amicro entity (8 1.29) ............... $25.00
By asmall entity (8 1.27(Q)) ............. 50.00

By other than asmall or micro entity ....
100.00

(J) Inaddition to the basic filing feein an
application, other than a provisional application,
that contains, or is amended to contain, amultiple
dependent claim, per application:

By amicro entity (§ 1.29) ............. $205.00
By asmall entity (8 1.27(a)) ........... 410.00

By other than asmall or micro entity ....
820.00

(k) Search feefor each application filed under
35U.S.C. 111 for an original patent, except design,
plant, or provisional applications:

By amicro entity (8 1.29) ............. $165.00
By asmall entity (8 1.27(a)) ........... 330.00

By other than a small or micro entity ....
660.00

(I) Search fee for each application under 35
U.S.C. 111 for an original design patent:

By amicro entity (8 1.29) ............... $40.00
By asmall entity (8 1.27(Q)) ............. 80.00

By other than asmall or micro entity ....
160.00

(m) Search fee for each application for an
original plant patent:

By amicro entity (§ 1.29) ............. $105.00
By asmall entity (8 1.27(a)) ........... 210.00

By other than asmall or micro entity ....
420.00
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(n) Search fee for each application for the
reissue of a patent:

By amicro entity (§ 1.29) ............. $165.00
By asmall entity (8 1.27(a)) ........... 330.00

By other than a small or micro entity ....
660.00

(o) Examination fee for each application filed
under 35 U.S.C. 111 for an original patent, except
design, plant, or provisional applications:

By amicro entity (8 1.29) ............. $190.00
By asmall entity (8 1.27(a)) ........... 380.00
By other than a small entity ............ 760.00

(p) Examination fee for each application under
35 U.S.C. 111 for an original design patent:

By amicro entity (§ 1.29) ............. $150.00
By asmall entity (8§ 1.27(a)) ........... 300.00

By other than amicro or small entity ....
600.00

(q) Examination fee for each application for an
origina plant patent:

By amicro entity (8 1.29) ............. $155.00
By asmall entity (8 1.27(a)) ........... 310.00

By other than a small or micro entity ....
620.00

(r) Examination feefor each application for the
reissue of a patent:

By amicro entity (8§ 1.29) ............. $550.00
By a small entity (§ 1.27(a)) ........ 1,100.00

By other than asmall or micro entity ....
2,200.00

(s) Application sizefeefor any applicationfiled
under 35 U.S.C.111 for the specification and
drawingswhich exceed 100 sheets of paper, for each
additional 50 sheets or fraction thereof:

By amicro entity (§ 1.29) ............. $100.00
By asmall entity (8 1.27(a)) ........... 200.00

By other than a small or micro entity ....
400.00

(t) Non-electronic filing fee for any application
under 35 U.S.C. 111(a) that isfiled on or after
November 15, 2011, other than by the Office
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electronic filing system, except for areissue, design,
or plant application:

By asmall entity (8 1.27(a)) ......... $200.00
By other than a small entity .......... $400.00

[Added, 47 FR 41272, Sept. 17, 1982, effective
date Oct. 1, 1982; 50 FR 31824, Aug. 6, 1985, effective
date Oct. 5, 1985; paras. (), (b), (d)-(i), 54 FR 6893, Feb.
15, 1989, effective Apr. 17, 1989; paras. (a)-(j), 56 FR
65142, Dec. 13, 1991, effective Dec. 16, 1991; paras.
(&-(d) and (f)-(j), 57 FR 38190, Aug. 21, 1992, effective
Oct. 1, 1992; paras. (a), (b), (d) and (f)-(i), 59 FR 43736,
Aug. 25, 1994, effective Oct. 1, 1994; paras. (a)-(Q)
amended and paras. (k) and (1) added, 60 FR 20195, Apr.
25, 1995, effective June 8, 1995; paras. (8), (b), (d), &
(f)-(i) amended, 60 FR 41018, Aug. 11, 1995, effective
Oct. 1, 1995; paras. (a), (b), (d), and (f)-(i) amended and
para. (m) added, 61 FR 39585, July 30, 1996, effective
Oct. 1, 1996; paras. (a), (b), (d), and (f)-(i) amended, 62
FR 40450, July 29, 1997, effective Oct. 1, 1997; paras.
(d) & (I) amended, 62 FR 53132, Oct. 10, 1997, effective
Dec. 1, 1997; paras. (a)-(d) and (f)-(j) revised, 63 FR
6758, Dec. 8, 1998, effective Nov. 10, 1998; paras. (a)
and (b) revised, 64 FR 67774, Dec. 3, 1999, effective
Dec. 29, 1999; paras. (a), (b), (d), and (f)-(i) revised, 65
FR 49193, Aug. 11, 2000, effective Oct. 1, 2000; paras.
(&-(I) revised, 65 FR 78958, Dec. 18, 2000; paras. (a),
(b), (d), (f)-(i) and (k) revised, 66 FR 39447, July 31,
2001, effective Oct. 1, 2001; paras. (8), (g), and (h)
revised, 67 FR 70847, Nov. 27, 2002, effective Jan. 1,
2003; paras. (a), (b), (d), and (f)-(i) revised, 68 FR 41532,
July 14, 2003, effective Oct. 1, 2003; paras. (a), (b), (d),
and (f)-(i) revised, 69 FR 52604, Aug. 27, 2004, effective
Oct. 1, 2004; revised, 70 FR 3880, Jan. 27, 2005, effective
Dec. 8, 2004, paras. (f) and (s) revised, 70 FR 30360,
May 26, 2005, effective July 1, 2005; paras. (a)-(e) and
(h)-(s) revised, 72 FR 46899, Aug. 22, 2007, effective
Sept. 30, 2007; paras. (8)-(€), (h)-(k), and (m)-(s) revised,
73 FR 47534, Aug. 14, 2008, effective Oct. 2, 2008; para.
(t) added, 76 FR 70651, Nov. 15, 2011, effective Nov.
15, 2011; para. (f) revised, 77 FR 48776, Aug. 14, 2012,
effective Sept. 16, 2012; paras. (8)-(e), (h)-(j), and (0)-(s)
revised, 77 FR 54360, Sept. 5, 2012, effective Oct. 5,
2012; paras. (8)-(s) revised, 78 FR 4212, Jan. 18, 2013,
effective Mar. 19, 2013; para. (f) revised, 78 FR 62368,
Oct. 21, 2013, effective Dec. 18, 2013; introductory text
of paras. (b), (1), and (p) revised, 80 FR 17918, Apr. 2,
2015, effective May 13, 2015; paras. (8)-(f) and (h)-(r)
revised, 82 FR 52780, Nov. 14, 2017, effective Jan. 16,
2018]

§1.17 Patent application and reexamination
processing fees.

(a) Extension fees pursuant to § 1.136(a):
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(1) For reply within first month:
By amicro entity (8 1.29) .......... $50.00
By asmall entity (§ 1.27(a)) .... $100.00

By other than asmall or micro entity ....
$200.00

(2) For reply within second month:
By amicro entity (8 1.29) ........ $150.00
By a small entity (8 1.27(a)) .... $300.00

By other than asmall or micro entity ....
$600.00

(3) For reply within third month:
By amicro entity (§ 1.29) ........ $350.00
By asmall entity (§ 1.27(a)) .... $700.00

By other than a small or micro entity ....
$1,400.00

(4) For reply within fourth month:
By amicro entity (8 1.29) ........ $550.00
By asmall entity (8§ 1.27(a)) .. $1,100.00

By other than asmall or micro entity ....
$2,200.00

(5) For reply within fifth month:
By amicro entity (8 1.29) ........ $750.00
By asmall entity (8 1.27(a)) .. $1,500.00

By other than asmall or micro entity ....
$3,000.00

(b) For feesin proceedings before the Patent
Trial and Appeal Board, see §41.20 and § 42.15
of thistitle.

(c) For filing arequest for prioritized
examination under 8 1.102(e):

By amicro entity (8 1.29) .......... $1,000.00
By asmall entity (8§ 1.27(a)) ...... $2,000.00

By other than asmall or micro entity ....
$4,000.00

(d) For correction of inventorshipin an
application after the first action on the merits:

By amicro entity (§ 1.29) ............. $150.00
By asmall entity (8 1.27(a)) ......... $300.00

By other than asmall or micro entity ....
$600.00
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(e) To request continued examination pursuant
to§1.114:

(1) For filing afirst request for continued
examination pursuant to 8 1.114 in an application:

By amicro entity (8 1.29) ........ $325.00
By asmall entity (8§ 1.27(a)) ..... 650.00

By other than a small or micro entity ....
1,300.00

(2) For filing asecond or subsequent request
for continued examination pursuant to 8§ 1.114inan
application:

By amicro entity (8 1.29) ........ $475.00
By asmall entity (8 1.27(Q)) ...... 950.00

By other than asmall or micro entity ....
1,900.00

(f) For filing a petition under one of the
following sections which refers to this paragraph:

By amicro entity (8 1.29) ............. $100.00
By asmall entity (8 1.27(a)) ........... 200.00

By other than a small or micro entity ....
400.00

§ 1.36(a)—for revocation of apower of attorney
by fewer than all of the applicants.

§ 1.53(e)—to accord afiling date.

§ 1.182—for decision on a question not
specifically provided for in an application for patent.

§ 1.183—to suspend the rules in an application
for patent.

§ 1.741(b)—to accord afiling date to an
application under § 1.740 for extension of a patent
term.

§1.1023 —to review thefiling date of an
international design application.

(g) For filing a petition under one of the
following sections which refers to this paragraph:

By amicro entity (8§ 1.29) ............... $50.00
By asmall entity (8 1.27(a)) ........... 100.00

By other than asmall or micro entity ....
200.00
§ 1.12—for access to an assignment record.
§ 1.14—for access to an application.
§ 1.46—for filing an application on behalf of an
inventor by aperson who otherwise shows sufficient
proprietary interest in the matter.
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§ 1.55(f)—for filing a belated certified copy of
aforeign application.

§ 1.55(g)—for filing a belated certified copy of
aforeign application.

§ 1.57(a)—for filing a belated certified copy of
aforeign application.

§ 1.59—for expungement of information.

§1.103(a)—to suspend action in an application.

§1.136(b)—for review of arequest for extension
of time when the provisions of § 1.136(a) are not
available.

§ 1.377—for review of decision refusing to
accept and record payment of a maintenance fee
filed prior to expiration of a patent.

§ 1.550(c)—for patent owner requests for
extension of timein ex parte reexamination
proceedings.

§1.956—for patent owner requestsfor extension
of timein inter partes reexamination proceedings.
§ 5.12—for expedited handling of aforeign

filing license.

§ 5.15—for changing the scope of alicense.

§ 5.25—for retroactive license.

(h) For filing a petition under one of the
following sections which refers to this paragraph

(h):

By amicro entity (§ 1.29) ............... $35.00
By asmall entity (§ 1.27(a)) ............. 70.00

By other than a small or micro entity ....

140.00

§ 1.84—for accepting color drawings or
photographs.

§ 1.91—for entry of amodel or exhibit.

§ 1.102(d)—to make an application special.

§1.138(c)—to expressy abandon an application
to avoid publication.

§1.313—to withdraw an application fromissue.

§ 1.314—to defer issuance of a patent.

(i) Processing fees.

(1) For taking action under one of the
following sections which refersto this paragraph:

By amicro entity (8 1.29) .......... $35.00
By asmall entity (8 1.27(a)) ........ 70.00

By other than asmall or micro entity ....
140.00
§1.28(c)(3)—for processing anon-itemized fee
deficiency based on an error in small entity status.
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§1.29(k)(3)—for processing anon-itemized fee
deficiency based on an error in micro entity status.

§ 1.41(b)—for supplying the name or names of
the inventor or joint inventorsin an application
without either an application data sheet or the
inventor’s oath or declaration, except in provisional
applications.

§ 1.48—for correcting inventorship, except in
provisional applications.

§ 1.52(d)—for processing a nonprovisional
application filed with a specification in alanguage
other than English.

§ 1.53(c)(3)—t[sic] convert aprovisiona
application filed under § 1.53(c) into a
nonprovisional application under § 1.53(b).

§1.71(g)(2)—for processing a belated
amendment under § 1.71(q).

§ 1.102(e)—for requesting prioritized
examination of an application.

§ 1.103(b)—for requesting limited suspension
of action, continued prosecution application for a
design patent (§ 1.53(d)).

§ 1.103(c)—for requesting limited suspension
of action, request for continued examination (8
1.114).

§1.103(d)—for requesting deferred examination
of an application.

§ 1.291(c)(5)—for processing a second or
subsequent protest by the samerea party ininterest.

§ 3.81—for a patent to issue to assignee,
assignment submitted after payment of theissuefee.

(2) For taking action under one of the
following sections which refersto this paragraph:
$130.00

§1.217—for processing aredacted copy
of a paper submitted in thefile of an application in
which aredacted copy was submitted for the patent
application publication.

§ 1.221—for requesting voluntary
publication or republication of an application.

(i) [Reserved]

(k) For filing arequest for expedited
examination under §.1.155(a):

By amicro entity (8 1.29) ............. $225.00
By asmall entity (§ 1.27(a)) ......... $450.00

By other than asmall or micro entity ....
$900.00

(1) [Reserved]
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(m) For filing a petition for the revival of an
abandoned application for a patent, for the delayed
payment of the fee for issuing each patent, for the
delayed response by the patent owner in any
reexamination proceeding, for the delayed payment
of the fee for maintaining a patent in force, for the
delayed submission of a priority or benefit claim,
for the extension of the twelve-month (six-month
for designs) period for filing a subsequent
application (88 1.55(c) and (e), 1.78(b), (c), and (e),
1.137, 1.378, and 1.452), or for filing a petition to
excuse applicant’s failure to act within prescribed
timelimitsin an international design application (8
1.1051):

By amicro entity (8 1.29) ............. $500.00
By asmall entity (8 1.27(a)) ......... 1000.00

By other than a small or micro entity ....
2,000.00

(n) [Reserved]
(o) For every tenitemsor fraction thereof in a
third-party submission under § 1.290:

By asmall entity (8 1.27(a)) or micro entity
(8 1.29) $90.00

By other than a small entity $180.00
(p) For aninformation disclosure statement

under § 1.97(c) or (d):

By amicro entity (8 1.29) ............... $60.00
By asmall entity (8 1.27(a)) ........... 120.00

By other than a small or micro entity ....
240.00

(9) Processing fee for taking action under one
of the following sections which refersto this
paragraph $50.00
§ 1.41—to supply the name or names of the inventor
or inventors after the filing date without a cover
sheet as prescribed by § 1.51(c)(1) in a provisional
application.

§ 1.48—for correction of inventorshipin a
provisional application.

§ 1.53(c)(2) —to convert a nonprovisiona
application filed under § 1.53(b) to a provisional
application under § 1.53(c).

(r) For entry of asubmission after final rejection
under § 1.129(a):

By amicro entity (§ 1.29)

$210.00
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By asmall entity (§ 1.27(a)) $420.00

By other than asmall or micro entity ....
$840.00

(s) For each additional invention requested to
be examined under 8 1.129(b):

By amicro entity (§ 1.29) ............. $210.00
By asmal entity (8 1.27(a)) ......... $420.00

By other than a small or micro entity ....
$840.00

(t) For filing a petition to convert an
international design application to adesign
application under 35 U.S.C. chapter 16 (8 1.1052):

By amicro entity (8§ 1.29) ............... $45.00
By asmall entity (§ 1.27(a)) ............. 90.00

By other than a small or micro entity ....
180.00

[Added 47 FR 41272, Sept. 17, 1982, effective
Oct. 1, 1982; para. (h), 48 FR 2696, Jan. 20, 1983,
effective Feb. 27, 1983; para. (h), 49 FR 13461, Apr. 4,
1984, effective June 4, 1984; para. (h), 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; paras. (€), (g), (h)
and (i), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; paras. (h), (n) and (c), 50 FR 9379, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31824, Aug. 6, 1985,
effective Oct. 5, 1985; paras. (a)-(m), 54 FR 6893, Feb.
15, 1989, 54 FR 9431, March 7, 1989, effective Apr. 17,
1989; para. (i)(1), 54 FR 47518, Nov. 15, 1989, effective
Jan. 16, 1990; paras. (a)-(0), 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991; para. (i)(1), 57 FR 2021, Jan.
17, 1992, effective March 16, 1992; para. (p) added, 57
FR 2021, Jan. 17, 1992, effective March 16, 1992; para.
(1)(1), 57 FR 29642, July 6, 1992, effective Sept. 4, 1992;
corrected 57 FR 32439, July 22, 1992; paras. (b)-(9), (),
and (m)-(0), 57 FR 38190, Aug. 21, 1992, effective Oct.
1, 1992; para. (h), 58 FR 38719, July 20, 1993, effective
Oct. 1, 1993; paras. (b)-(g), (j) and (m)-(p), 59 FR 43736,
Aug. 25, 1994, effective Oct. 1, 1994; paras. (h) & (i)
amended and paras. (9)-(s) added, 67 FR 20195, Apr. 25,
1995, effective June 8, 1995; paras. (b)-(g), (i), (M)-(p),
(r) & (s) amended, 60 FR 41018, Aug. 11, 1995, effective
Oct. 1, 1995; paras. (b)-(9). (), (M)-(p), (r) and (s)
amended, 61 FR 39585, July 30, 1996, effective Oct. 1,
1996; paras. (0)-(9). (1), (M)-(p), (r) & (s) amended, 62
FR 40450, July 29, 1997, effective Oct. 1, 1997; paras.
(&) - (d), (h), (i) & (q) revised, paras. (€)-(g) reserved, 62
FR 53132, Oct. 10, 1997, effective Dec. 1, 1997; para.
(q) corrected, 62 FR 61235, Nov. 17, 1997, effective Dec.
1, 1997; paras. (a)-(d), (1) and (m) revised, 63 FR 67578,
Dec. 8, 1998, effective Nov. 10, 1998; paras. (r) and (s)
revised, 63 FR 67578, Dec. 8, 1998, effective Dec. 8,
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1998; paras. (r) and (s) revised, 64 FR 67774, Dec. 3,
1999, effective Jan. 10, 2000; para. (€) added and para.
(i) revised, 65 FR 14865, Mar. 20, 2000, effective May
29, 2000 (adopted asfinal, 65 FR 50092, Aug. 16, 2000);
paras. (a)-(e), (M), (r) and (s) revised, 65 FR 49193,
August 11, 2000, effective October 1, 2000; paras. (h),
(@), (k), (1), (m), (p), and (q) revised, 65 FR 54604, Sept.
8, 2000, effective Nov. 7, 2000; heading and paras. (h),
(@), (), (m) and (p) revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; para. (t) added, 65 FR 57024,
Sept. 20, 2000, effective Nov. 29, 2000; paras. (a)-(€),
(r) and (s) revised, 65 FR 78958, Dec. 18, 2000; heading
and para. (h) revised, 66 FR 47387, Sept. 12, 2001,
effective Sept. 12, 2001; paras. (a)(2)-(a)(5), (b)-(e), (M)
and (r)-(t) revised, 66 FR 39447, July 31, 2001, effective
Oct. 1, 2001, paras. (8)(2)-(a)(5), (€), (m), and (r) through
(t) revised, 67 FR 70847, Nov. 27, 2002, effective Jan.
1, 2003; para. (h) revised, 68 FR 38611, June 30, 2003,
effective July 30, 2003; paras. (8)(2)-(a)(5), (b)-(e), (m),
and (r)-(t) revised, 68 FR 41532, July 14, 2003, effective
Oct. 1, 2003; paras. (c) and (d) removed and reserved
and paras. (b) and (h) revised, 69 FR 49959, Aug. 12,
2004, effective Sept. 13, 2004; paras. (8)(2)-(a)(5), (e),
(m), and (r)-(t) revised, 69 FR 52604, Aug. 27, 2004,
effective Oct. 1, 2004; paras. (f) and (g) added and paras.
(h) and (i) revised, 69 FR 56481, Sept. 21, 2004, effective
Nov. 22, 2004; paras. (), (1) and (m) revised, 70 FR 3880,
Jan. 27, 2005, effective Dec. 8, 2004; para. (i) revised,
70 FR 54259, Sept. 14, 2005, effective Sept. 14, 2005;
para. (f) revised, 70 FR 56119, Sept. 26, 2005, effective
Nov. 25, 2005; paras. (I) & (m) revised, 72 FR 18892,
Apr. 16, 2007, effective May 16, 2007; paras.
@(2)-(@)(5), (&), (), (m), and (r)-(t) revised, 72 FR
46899, Aug. 22, 2007, effective Sept. 30, 2007; paras.
(a)(4) and (a)(5) corrected, 72 FR 55055, Sept. 28, 2007,
effective Sept. 30, 2007; para. (f) revised, 72 FR 46716,
Aug. 21, 2007 (implementation enjoined and never
became effective); para. (t) revised, 72 FR 51559, Sept.
10, 2007, and corrected 72 FR 57864, Oct. 11, 2007,
effective Nov. 9, 2007; paras. (a), (1), and (m) revised,
73 FR 47534, Aug. 14, 2008, effective Oct. 2, 2008; para.
() revised, 74 FR 52686, Oct. 14, 2009, effective Oct.
14, 2009 (to remove changes made by the final rulesin
72 FR 46716 from the CFR); para. (c) added and para.
(i) revised, 76 FR 18399, Apr. 4, 2011, effective date
delayed until further notice, 76 FR 23876, Apr. 29, 2011
and withdrawn effective Sept. 23, 2011, 76 FR 59050,
Sept. 23, 2011; para. (¢) added and para. (i) revised, 76
FR 59050, Sept. 23, 2011, effective Sept. 26, 2011; para.
() removed and reserved and para. (p) revised, 77 FR
42150, July 17, 2012, effective Sept. 16, 2012; para. (b)
revised, 77 FR 46615, Aug. 6, 2012, effective Sept. 16,
2012; paras. (g) and (i) revised, 77 FR 48776, Aug. 14,
2012, effective Sept. 16, 2012; paras. (a), (1), and (m)
revised, 77 FR 54360, Sept. 5, 2012, effective Oct. 5,
2012; paras.(g) and (i) revised and paras. (n) and (0)
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removed and reserved, 78 FR 11024, Feb. 14, 2013,
effective Mar. 16, 2013; paras. (a)-(i), (k)-(m), and (p)-(t)
revised, 78 FR 4212, Jan. 18, 2013, effective Mar. 19,
2013; revised, 78 FR 17102, Mar. 20, 2013, effective
Mar. 20, 2013; paras. (f), (g), (m), and (p) revised, para.
(o) added and paras. (1) and (t) removed and reserved, 78
FR 62368, Oct. 21, 2013, corrected 78 FR 75251, Dec.
11, 2013, effective Dec. 18, 2013; paras. (f), (9), (i))(1)
and (m) revised and para. (t) added, 80 FR 17918, Apr.
2, 2015, effective May 13, 2015; paras. (€), (h), (m), (p)
and (t) revised, 82 FR 52780, Nov. 14, 2017, effective
Jan. 16, 2018]

§1.18 Patent post allowance (including issue)
fees.

(@)(1) Issuefeeforissuing each origina
patent, except adesign or plant patent, or for issuing
each reissue patent:

By amicro entity (§ 1.29) ........ $250.00
By asmal entity (8 1.27(a)) ...... 500.00

By other than a small or micro entity ....
1,000.00

(2) [Reserved|
(b)(1) Issuefeeforissuing anorigina design

patent:
By amicro entity (8 1.29) ........ $175.00
By asmall entity (§ 1.27(a)) ..... 350.00
By other than a small or micro entity ....
700.00

(2) [Reserved|

(3) Issuefeefor issuing an international
design application designating the United States,
wheretheissuefeeis paid through the International
Bureau (Hague Agreement Rule 12(3)(c)) as an
alternative to paying the issue fee under paragraph
(b)(2) of this section: The amount established in
Swiss currency pursuant to Hague Agreement Rule
28 as of the date of mailing of the notice of
alowance (§ 1.311).

(c)(1) Issuefeefor issuing an original plant

patent:
By amicro entity (8 1.29) ........ $200.00
By asmall entity (8§ 1.27(Q)) ...... 400.00

By other than a small or micro entity ....
800.00
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(2) [Reserved]

(d)
(2) Publication fee on or after January 1,
$0.00

(2) Publication fee before January 1, 2014
..................................................................... 300.00

(3) Republication fee (8 1.221(a)) .... 300.00

(e) For filing an application for patent term
adjustment under 8 1.705: .........cccceveeee $200.00.

(f) For filing arequest for reinstatement of all
or part of the term reduced pursuant to § 1.704(b)
in an application for patent term adjustment under
8 1705 i $400.00.

[Added, 47 FR 41272, Sept. 17, 1982, effective
Oct. 1, 1982; 50 FR 31824, Aug. 6, 1985, effective Oct.
5, 1985; revised, 54 FR 6893, Feb. 15, 1989, effective
Apr. 17, 1989; revised, 56 FR 65142, Dec. 13. 1991,
effective Dec. 16, 1991, paras. (a)-(c), 57 FR 38190, Aug.
21, 1992, effective Oct. 1, 1992; revised, 59 FR 43736,
Aug. 25, 1994, effective Oct. 1, 1994; amended, 60 FR
41018, Aug. 11, 1995, effective Oct. 1, 1995; amended,
61 FR 39585, July 30, 1996, effective Oct. 1, 1996;
amended, 62 FR 40450, July 29, 1997, effective Oct. 1,
1997; amended, 63 FR 67578, Dec. 8, 1998, effective
Nov. 10, 1998; revised, 65 FR 49193, Aug. 11, 2000,
effective Oct. 1, 2000; heading revised and paras. (d)-(f)
added, 65 FR 56366, Sept. 18, 2000, effective Nov. 17,
2000; para. (d) revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; paras. (a)-(c) revised, 65 FR
78958, Dec. 18, 2000; paras. (a)-(c) revised, 66 FR 39447,
July 31, 2001, effective Oct. 1, 2001; paras. (a)-(c)
revised, 67 FR 70847, Nov. 27, 2002, effective Jan. 1,
2003; paras. (a)-(c) revised, 68 FR 41532, July 14, 2003,
effective Oct. 1, 2003; paras. (a)-(c) revised, 69 FR
52604, Aug. 27, 2004, effective Oct. 1, 2004; paras.
(a)-(c) revised, 70 FR 3880, Jan. 27, 2005, effective Dec.
8, 2004, paras. (a)-(c) revised, 72 FR 46899, Aug. 22,
2007, effective Sept. 30, 2007; paras. (a)-(c) revised, 73
FR 47534, Aug. 14, 2008, effective Oct. 2, 2008; paras.
(a)-(c) revised, 77 FR 54360, Sept. 5, 2012, effective Oct.
5, 2012; revised, 78 FR 4212, Jan. 18, 2013, effective
Mar. 19, 2013; para. (b)(3) added, 80 FR 17918, Apr. 2,
2015, effective May 13, 2015; paras. (a)-(c) revised, 82
FR 52780, Nov. 14, 2017, effective Jan. 16, 2018]

§1.19 Document supply fees.

The United States Patent and Trademark Office will
supply copies of the following patent-related
documents upon payment of the fees indicated.
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Paper copies will be in black and white unless the
original document is in color, a color copy is
requested and the fee for a color copy is paid.

(8 Uncertified copies of patent application
publications and patents:

(1) Printed copy of the paper portion of a
patent application publication or patent, including
adesign patent, statutory invention registration, or
defensive publication document. Service includes
preparation of copies by the Office within two to
three business days and delivery by United States
Postal Service; and preparation of copies by the
Office within one business day of receipt and
delivery to an Office Box or by electronic means
(e.g., facsimile, electronic mail): ................. $3.00.

(2) Printed copy of aplant patent in color:
.................................................................... $15.00.

(3) Color copy of apatent (other than aplant
patent) or statutory i nvention registration containing
acolor drawing: ......ccoeeeeveeeeeeeesieseeeene $25.00.

(b) Copies of Office documents to be provided
in paper, or in electronic form, as determined by the
Director (for other patent-related materials see §
1.21(k) ):

(1) Copy of apatent application asfiled, or
apatent-related file wrapper and contents, stored in
paper in a paper filewrapper, in animage format in
animagefilewrapper, or if color documents, stored
in paper in an Artifact Folder:

(i) If provided on paper:
(A) Application asfiled: ..... $35.00.

(B) File wrapper and contents: ...
$280.00.

(C) [Reserved]

(D) Individual applicationdocuments,
other than application asfiled, per document: ....
$25.00.

(it) If provided on compact disc or other
physical electronic medium in single order or if
provided electronically (e.g., by electronic
transmission) other than on a physical electronic
medium:

(A) Application asfiled: ...... $35.00.

(B) File wrapper and contents: ....
$55.00.

(C) [Reserved]
(i) [Reserved]

(iv) If provided to aforeign intellectual
property office pursuant to abilateral or multilateral
agreement (see 8§ 1.14(h)): .coevvvevveveieie. $0.00.

(2) [Reserved]

(3) Copy of Office records, except copies
available under paragraph (b)(1) or (2) of this

SECHION: ..veeveecieecee e e $25.00.
(4) For assignment records, abstract of title
and certification, per patent: ...........cccceeneee $35.00.

(c) Library service(35U.S.C. 13): For providing
to libraries copies of all patentsissued annually, per

BNNUM: e $50.00.
(d) [Reserved]
(e) [Reserved]
(f) Uncertified copy of anon-United States
patent document, per document: ............... $25.00.
(9) [Reserved]
(h) Copy of Patent Grant Single-Page TIFF
Images (52 week subscription): ......... $10,400.00.

(i) Copy of Patent Grant Full-Text W/ Embedded
Images, Patent Application Publication Single-Page
TIFF Images, or Patent Application Publication
Full-Text W/Embedded I mages (52 week
SUDSCITPLION): e $5,200.00.

() Copy of Patent Technology Monitoring Team
(PTMT) Patent Bibliographic Extract and Other
DVD (Optical Disc) Products. .................. $50.00.

(K) Copy of U.S. Patent Custom Data Extracts:
.................................................................. $100.00.

(I) Copy of Selected Technology Reports,
Miscellaneous Technology Areas. ............. $30.00.

[Added 47 FR 41272, Sept. 17, 1982, effective
date Oct. 1, 1982; para. (b), 49 FR 552, Jan. 4, 1984,
effective date Apr. 1, 1984; paras. (f) and (g) added, 49
FR 34724, Aug. 31, 1984, effective date Nov. 1, 1984,
paras. () and (c), 50 FR 9379, Mar. 7, 1985, effective
date May 8,1985; 50 FR 31825, Aug. 6, 1985, effective
date Oct. 5, 1985; revised, 54 FR 6893, Feb. 15, 1989;
54 FR 9432, March 7, 1989, effective Apr. 17, 1989,
revised 56 FR 65142, Dec. 13, 1991, effective Dec. 16,
1991, paras. (b)(4), (f) and (h), 57 FR 38190, Aug. 21,
1992, effective Oct.1, 1992; para. (8)(3), 58 FR 38719,
July 20, 1993, effective Oct. 1, 1993; paras. (a)(1)(ii),
@@(ii), (b)), & (b)(1)(ii) amended, 60 FR 41018,
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Aug. 11, 1995, effective Oct. 1, 1995; paras. (a)(2) and
(a)(3) amended, 62 FR 40450, July 29, 1997, effective
Oct. 1, 1997; paras. (a)(2)(i) through (&)(1)(iii) revised,
64 FR 67486, Dec. 2, 1999, effective Dec. 2, 1999;
introductory text and paras. (a) and (b) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; paras. (g)
and (h) removed and reserved, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000; para. (a) revised, 65 FR
57024, Sept. 20, 2000, effective Nov. 29, 2000; paras.
(a)(1) and (b)(1) revised, 67 FR 70847, Nov. 27, 2002,
effective Jan. 1, 2003; introductory text and para. (b)
revised and para. (g) added, 69 FR 56481, Sept. 21, 2004,
effective Nov. 22, 2004; para. (b)(1)(iv) added, 72 FR
1664, Jan. 16, 2007, effective Jan. 16, 2007; revised, 78
FR 4212, Jan. 18, 2013, effective Mar. 19, 2013; para.
(b)(1)(iv) revised, 80 FR 65649, Oct. 27, 2015, effective
Nov. 30, 2015; para. (b) revised, paras. (d), (€) and (g)
removed and reserved, and paras. (h)-(I) added, 82 FR
52780, Nov. 14, 2017, effective Jan. 16, 2018]

8§ 1.20 Post issuance fees.

() For providing a certificate of correction for

applicant’s mistake (8 1.323) ........c.cce..... $150.00
(b) Processing feefor correcting inventorshipin
apatent (8 1.324) ....cccceeveveeeeeeeeeeeiee 150.00

(c) Inreexamination proceedings:

()(i) For filing arequest for ex parte
reexamination (8 1.510(a)) having:
(A) Forty (40) or fewer pages;
(B) Linesthat are double-spaced or
one-and-a-half spaced;

(C) Text written in a non-script type
font such asArial, Times New Roman, or Courier;

(D) A font size no smaller than 12
point;

(E) Marginswhich conform to the
requirements of 8 1.52(a)(1)(ii); and

(F) Sufficient clarity and contrast to
permit direct reproduction and electronic capture
by use of digital imaging and optical character
recognition.

By amicro entity (8 1.29) ....
$1,500.00

By asmall entity (8§ 1.27(Q)) ....
3,000.00
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By other than a small or micro entity
.................................................................. 6,000.00

(ii) Thefollowing partsof an ex parte
reexamination request are excluded from paragraphs
©)(D(@H)(A) through (F) of this section:

(A) Thecopiesof every patent or printed
publication relied upon in the request pursuant to §

1.510(b)(3);

(B) The copy of the entire patent for
which reexamination is requested pursuant to §

1.510(b)(4); and
(C) The certifications required pursuant
to § 1.510(b)(5) and (6).

(2) For filing arequest for ex parte
reexamination (8 1.510(b)) which has sufficient
clarity and contrast to permit direct reproduction
and electronic capture by use of digital imaging and
optical character recognition, and which otherwise
does not comply with the provisions of paragraph
(©)(2) of this section:

By amicro entity (§ 1.29) ..... $3,000.00
By asmall entity (8§ 1.27(a)) ... 6,000.00

By other than asmall or micro entity ....
12,000.00

(3) For filing with arequest for
reexamination or later presentation at any other time
of each claiminindependent form in excess of three
and also in excess of the number of claimsin
independent form in the patent under reexamination:

By amicro entity (8 1.29) ........ $115.00
By asmall entity (8 1.27(a)) .... $230.00

By other than asmall or micro entity ....
$460.00

(4) For filing with arequest for
reexamination or later presentation at any other time
of each claim (whether dependent or independent)
in excess of 20 and also in excess of the number of
claimsin the patent under reexamination (note that
8 1.75(c) indicates how multiple dependent claims
are considered for fee calculation purposes):

By amicro entity (8 1.29) .......... $25.00
By asmall entity (8§ 1.27(Q)) ........ 50.00

By other than a small or micro entity ....
100.00
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(5) If the excess claims fees required by
paragraphs (c)(3) and (4) of thissection arenot paid
with the request for reexamination or on later
presentation of the claims for which the excess
claimsfeesare due, thefeesrequired by paragraphs
(©)(3) and (4) must be paid or the claims canceled
by amendment prior to the expiration of the time
period set for reply by the Office in any notice of
fee deficiency in order to avoid abandonment.

(6) For filing a petition in areexamination
proceeding, except for those specifically enumerated
in 88 1.550(i) and 1.937(d):

By amicro entity (§ 1.29) $485.00
By asmall entity (§ 1.27(Q)) .... $970.00

By other than a small or micro entity ....
$1,940.00

(7) For arefused request for ex parte
reexamination under § 1.510 (included in the request
for ex parte reexamination fee at 8 1.20(c)(1))

By amicro entity (§ 1.29) $900.00
By asmall entity (8§ 1.27(a)) .. $1,800.00

By other than asmall or micro entity ....
$3,600.00

(d) For filing each statutory disclaimer (8§ 1.321):
$160.00

(e) For maintaining an original or any reissue
patent, except adesign or plant patent, based on an
application filed on or after December 12, 1980, in
force beyond four years, the fee being due by three
years and six months after the original grant:

By amicro entity (8§ 1.29) ............. $400.00
By asmall entity (8 1.27(a)) ........... 800.00

By other than asmall or micro entity ....
1,600.00

(f) For maintaining an original or any reissue
patent, except adesign or plant patent, based on an
application filed on or after December 12, 1980, in
force beyond eight years, the fee being due by seven
years and six months after the original grant:

By amicro entity (§ 1.29) ............. $900.00
By asmall entity (8§ 1.27(a)) ........ 1,800.00

By other than asmall or micro entity ....
3,600.00
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(g) For maintaining an original or any reissue
patent, except adesign or plant patent, based on an
application filed on or after December 12, 1980, in
force beyond twelve years, the fee being due by
eleven yearsand six months after the original grant:

By amicro entity (8§ 1.29) .......... $1,850.00
By asmall entity (8 1.27(a)) ........ 3,700.00

By other than a small or micro entity ....
7,400.00

(h) Surcharge for paying a maintenance fee
during the six-month grace period following the
expiration of threeyearsand six months, seven years
and six months, and eleven years and six months
after the date of the original grant of a patent based
on an application filed on or after December 12,
1980:

By amicro entity (§ 1.29) ............... $40.00
By asmall entity (§ 1.27(a)) ........... $80.00

By other than asmall or micro entity ....
$160.00

(i) [Reserved]

(j) For filing an application for extension of the
term of a patent.

Application for extension under § 1.740 ...
$1,120.00.

Initial applicationforinterimextensionunder

81790 .o $420.00.
Subseguent application for interim extension
under 8 1.790 ....ooevrieeereeneee e $220.00

(k) In supplemental examination proceedings.

(1) For processing and treating a request for
supplemental examination:

By amicro entity (§ 1.29) ..... $1,100.00
By asmall entity (8 1.27(a)) .. $2,200.00

By other than a small or micro entity ....
$4,400.00

(2) For ex parte reexamination ordered as
aresult of a supplemental examination proceeding:

By amicro entity (§ 1.29) ..... $3,025.00
By asmall entity (8 1.27(a)) .. $6,050.00

By other than asmall or micro entity ....
$12,100.00
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(3) For processing and treating, in a
supplemental examination proceeding, a non-patent
document over 20 sheets in length, per document:

(i) Between 21 and 50 sheets:
By amicro entity (8 1.29) .... $45.00
By asmall entity (8§ 1.27(Q)) ....

By other than a small or micro entity
$180.00

(if) For each additional 50 sheetsor a
fraction thereof:

By amicro entity (8§ 1.29) .... $70.00
By asmall entity (8 1.27(Q)) ....

$140.00

By other than a small or micro entity
$280.00

[Added 47 FR 41272, Sept. 17, 1982, effective
date Oct. 1, 1982; paras. (k), (I) and (m) added, 49 FR
34724, Aug. 31, 1984, effective date Nov. 1, 1984; paras.
(©), (f), (9) and (m), 50 FR 9379, Mar. 7, 1985, effective
date May 8, 1985; 50 FR 31825, Aug. 6, 1985, effective
date Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986; 52 FR
9394, Mar. 24, 1987; paras. (8)-(n), 54 FR 6893, Feb. 15,
1989, 54 FR 8053, Feb. 24, 1989, effectiveApr. 17, 1989;
revised 56 FR 65142, Dec. 13, 1991, effective Dec. 16,
1991; paras. (a), (¢), (e)-(g) and (i), 57 FR 38190, Aug.
21, 1992, effective Oct. 1, 1992; para. (i), 58 FR 44277,
Aug. 20, 1993, effective Sept. 20, 1993; paras. (c), (€)-(g),
()(1) and (j), 59 FR 43736, Aug. 25, 1994, effective Oct.
1, 1994; para. (j) revised, 60 FR 25615, May 12, 1995,
effective July 11, 1995; paras. (c), (€)-(g), (1)(2), & (j)(1)
amended, 60 FR 41018, Aug. 11, 1995, effective Oct. 1,
1995; paras. (a), (€) -(9), (1)(1), (1)(2), and (j)(1)-()(3)
amended, 61 FR 39585, July 30, 1996, effective Oct. 1,
1996; paras. (), (€) - (9), (1)(1), (1)(2), and (j)(1)-(1)(3)
amended, 62 FR 40450, July 29, 1997, effective Oct. 1,
1997; paras. (d)-(g) revised, 63 FR 67578, Dec. 8, 1998,
effective Nov. 10, 1998; para. (€) revised, 64 FR 67774,
Dec. 3, 1999, effective Dec. 29, 1999; paras. (€)-(g)
revised, 65 FR 49193, Aug. 11, 2000, effective Oct. 1,
2000; paras. (b) and (d)-(h) revised, 65 FR 78958, Dec.
18, 2000; para. (b) corrected, 65 FR 80755, Dec. 22,
2000; para. (c) revised, 65 FR 76756, Dec. 7, 2000,
effective Feb. 5, 2001; paras. (€)-(g) revised, 66 FR
39447, July 31, 2001, effective Oct. 1, 2001, paras. (€)-(g)
revised, 67 FR 70847, Nov. 27, 2002, effective Jan. 1,
2003; para. (i) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; paras. (€)-(g) revised, 68 FR
41532, July 14, 2003, effective Oct. 1, 2003; paras. (€)-(Q)
revised, 69 FR 52604, Aug. 27, 2004, effective Oct. 1,
2004; paras. (c)-(g) revised, 70 FR 3880, Jan. 27, 2005,
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effective Dec. 8, 2004; paras. (¢)(3), (c)(4), and (e)-(q)
revised, 72 FR 46899, Aug. 22, 2007, effective Sept. 30,
2007; paras. (¢)(3),(c)(4), and (d)-(g) revised, 73 FR
47534, Aug. 14, 2008, effective Oct. 2, 2008; para. (c)(1)
revised and paras. (¢)(6), (c)(7), and (k) added, 77 FR
48828, Aug. 14, 2012, effective Sept. 16, 2012; paras.
(©)(3), (c)(4), and (d)-(g) revised, 77 FR 54360, Sept. 5,
2012, effective Oct. 5, 2012; revised, 78 FR 4212, Jan.
18, 2013, effective Mar. 19, 2013; revised 78 FR 17102,
Mar. 20, 2013, effective Mar. 20, 2013; para. (i) removed
and reserved, 78 FR 62368, Oct. 21, 2013, effective Dec.
18, 2013; paras. (a)-(c) and (e)-(g) revised, 82 FR 52780,
Nov. 14, 2017, effective Jan. 16, 2018]

§1.21 Miscellaneousfeesand charges.

The Patent and Trademark Office has established
the following fees for the services indicated:

(d) Registration of attorneys and agents:

(I) For admission to examination for
registration to practice:

(i) Application Fee (non-refundable): ....
$100.00.

(if) Registration examination fee.

(A) For test administration by
commercial entity: ......cccoveerevereienneenn $200.00.

(B) For test administration by the
USPTO: i $450.00.

(iii) For USPTO-administered review of
registration examination: ..............cccocv..... $450.00.

(2) On registration to practice or grant of
limited recognition:

() Onregistrationto practiceunder §11.6
of thischapter: ... $200.00.

(i) On grant of limited recognition under
§ 11.9(b) of thischapter: .........ccccoveennee $200.00.

(iif) On change of registration from agent
tO @OrNEY: ..eoeeeeeeeere e $100.00.

(3) [Reserved]

(4) For certificate of good standing as an
attorney or agent:

(i) Standard: ........ccoeoverevieienens $40.00.
(it) Suitable for framing: ........... $50.00.
(5) For review of decision:
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(i) By the Director of Enrollment and
Discipline under 8 11.2(c) of this chapter: ....
$400.00.

(ii) Of the Director of Enrollment and
Discipline under § 11.2(d) of this chapter: ....
$400.00.

(6) Recovery/Retrieval of OED Information
System Customer Interface account by USPTO:

(i) For USPTO-assisted recovery of 1D

or reset of password: ........cccccevevveveeeeiennne $70.00.
(i) For USPTO-assisted change of
AAArESS: ... $70.00.
(7) [Reserved|
(8) [Reserved]
©)
(i) Delinquency fee: ................. $50.00.

(ii) Administrative reinstatement fee: ....
$200.00.

(20) On application by a person for
recognition or registration after disbarment or
suspension on ethical grounds, or resignation
pending disciplinary proceedingsin any other
jurisdiction; on application by a person for
recognition or registration who is asserting
rehabilitation from prior conduct that resulted in an
adversedecisionintheOfficeregardingtheperson’s
moral character; and on application by a person for
recognition or registration after being convicted of
afelony or crimeinvolving moral turpitude or
breach of fiduciary duty; on petition for
reinstatement by a person excluded or suspended
on ethical grounds, or excluded on consent from
practice before the Office: ........ccevu... $1,600.00.

(b) Deposit accounts:
(1) [Reserved|

(2) Service charge for each month when the
balance at the end of the month is below $1,000: ...
$25.00.

(3) Service charge for each month when the
balance at the end of the month is below $300 for
restricted subscription deposit accounts used
exclusively for subscription order of patent copies
BS ISSUEH: v $25.00.

(c) [Reserved]
(d) [Reserved]
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(e) International type search reports: For
preparing an international type search report of an
international type search made at the time of the
first action on the meritsin anational patent
APPlICALION: ... $40.00.

(f) [Reserved]

(9) [Reserved]

(h) For recording each assignment, agreement,
or other paper relating to the property in a patent or
application, per property:

(2) If submitted electronically, on or after
January 1, 2014 ......cccovvieeeeece e $0.00.
(2) If not submitted electronically: .. $50.00.

(i) Publication in Official Gazette: For
publication in the Official Gazette of anotice of the
availability of an application or apatent for licensing
or sale:

Each application or patent: ............. $25.00.
(i) [Reserved]
(k) [Reserved]
() [Reserved]

(m) For processing each payment refused
(including a check returned “unpaid”) or charged
back by afinancial institution: $50.00.

(n) For handling an application in which
proceedings are terminated pursuant to § 1.53(e):
$130.00.

(o) The submission of very lengthy sequence
listings (mega-sequence listings) are subject to the
following fees:

(1) Submission of sequencelistingsin
electronic form ranging in sizefrom 300 MB to 800
MB:

By amicro entity (§ 1.29) ........ $250.00
By asmal entity (8 1.27(Q)) ...... 500.00

By other than a small or micro entity ....
1,000.00

(2) Submission of sequence listingsin
electronic form exceeding 800 MB in size:

By amicro entity (8§ 1.29) ..... $2,500.00
By asmall entity (8§ 1.27(a)) .... 5,000.00

By other than asmall or micro entity ....
10,000.00
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(p) Additional Feefor Overnight Delivery:
$40.00.

(g) Additional Feefor Expedited Service:
$160.00.

[Added 47 FR 41272, Sept. 17, 1982, effective
date Oct. 1, 1982; paras. (b) and (1), 49 FR 553, Jan. 4,
1984, effective date Apr. 1, 1984; paras. (a)(5) and (6)
added, 50 FR 5171, Feb. 6, 1985, effective date Apr. 8,
1985; 50 FR 31825, Aug. 6, 1985, effective date Oct. 5,
1985; paras. (a), (b)(1), (d)-(j), (1)-(m), 54 FR 6893, Feb.
15, 1989; 54 FR 8053, Feb. 24, 1989; 54 FR 9432, March
7, 1989, effective Apr. 17, 1989; para. (n) added 54 FR
47518, Nov. 15, 1989, effective Jan. 16, 1990; paras.
(0)-(q) added 54 FR 50942, Dec.11, 1989, effective Feb.
12, 1990; paras. (a)-(c), (e)-(h), (j)-(I) & (n) amended,
56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
paras. (p) and () deleted, 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991; paras. (8)(1), (8(5), (8)(6), (b)(2),
(b)(3), (e) and (i), 57 FR 38190, Aug. 21, 1992, effective
Oct. 1, 1992; para. (p) added, 57 FR 38190, Aug. 21,
1992, effective Oct. 1, 1992; para. (p) deleted, 59 FR
43736, Aug.25, 1994, effective Oct. 1, 1994, para. (I)
amended, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; para. (8)(1) amended, 60 FR 41018, Aug. 11, 1995,
effective Oct. 1, 1995; paras. (a)(1), (8)(3) and (8)(6)
revised, 61 FR 39585, July 30, 1996, effective Oct. 1,
1996; paras. (a)(1)(ii), (a)(6), and (j) amended, 62 FR
40450, July 29, 1997, effective Oct. 1, 1997; paras. (I)
& (n) revised, 62 FR 53132, Oct. 10, 1997, effective Dec.
1, 1997; para. (a)(6)(ii) revised, 63 FR 67578, Dec. 8,
1998, effective Dec. 8, 1998; para (m) revised, 65 FR
33452, May 24, 2000, effective July 24, 2000; para. (a)(6)
revised, 65 FR 49193, Aug. 11, 2000, effective Oct. 1,
2000; para. (0) removed and reserved, 66 FR 39447, July
31, 2001, effective Oct. 1, 2001; para. (k) revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; para. (a)
revised, 69 FR 35427, June 24, 2004, effective July 26,
2004; para. (1) removed and reserved, 70 FR 30360, May
26, 2005, effective July 1, 2005; para. (c) removed and
reserved, 71 FR 64636, Nov. 3, 2006, effective Feb. 1,
2007; para. (a)(3) removed and reserved and paras. (8)(7),
(8(8) and (8)(9) added, 73 FR 67750, Nov. 17, 2008,
effective Dec. 17, 2008; paras. (a), (e), (9)-(k) and (n)
revised and para. (d) removed and reserved, 78 FR 4212,
Jan. 18, 2013, effective Mar. 19, 2013; paras. (8)(7) and
(a)(8) removed and reserved, 78 FR 20180, Apr. 3, 2013,
effective May 3, 2013; revised, 82 FR 52780, Nov. 14,
2017, effective Jan. 16, 2018]

§ 1.22 Feespayablein advance.
(a) Patent feesand charges payableto the United

States Patent and Trademark Office are required to
be paid in advance; that is, at the time of requesting
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any action by the Office for which afee or charge
is payable with the exception that under § 1.53
applicationsfor patent may be assigned afiling date
without payment of the basic filing fee.

(b) All fees paid to the United States Patent and
Trademark Office must be itemized in each
individual application, patent, or other proceeding
in such amanner that it is clear for which purpose
the fees are paid. The Office may return fees that
are not itemized as required by this paragraph. The
provisions of §_1.5(a) do not apply to the
resubmission of fees returned pursuant to this
paragraph.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; para. (b) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; revised, 68 FR 48286, Aug. 13,
2003, effective Sept. 12, 2003]

8§ 1.23 Methods of payment.

(&) All payments of money required for United
States Patent and Trademark Office fees, including
feesfor the processing of international applications
(8 1.445), shal be madein U.S. dollars and in the
form of acashier’sor certified check, Treasury note,
national bank notes, or United States Postal Service
money order. If sent in any other form, the Office
may delay or cancel the credit until collectionis
made. Checks and money orders must be made
payable to the Director of the United States Patent
and Trademark Office. (Checks made payable to
the Commissioner of Patents and Trademarks will
continue to be accepted.) Payments from foreign
countries must be payable and immediately
negotiable in the United States for the full amount
of thefeerequired. Money sent to the Office by mail
will be at the risk of the sender, and letters
containing money should be registered with the
United States Postal Service.

(b) Payments of money required for United
States Patent and Trademark Office fees may aso
be made by credit card, except for replenishing a
deposit account. Payment of afee by credit card
must specify the amount to be charged to the credit
card and such other information as is necessary to
process the charge, and is subject to collection of
the fee. The Office will not accept a general
authorization to chargefeesto acredit card. If credit
card information isprovided on aform or document
other than aform provided by the Office for the
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payment of fees by credit card, the Office will not
beliableif the credit card number becomes public
knowledge.

(c) A feetransmittal letter may be signed by a
juristic applicant or patent owner.

[43 FR 20462, May 11, 1978; revised, 64 FR
48900, Sept. 8, 1999, effective Oct. 30, 1999; revised,
65 FR 33452, May 24, 2000, effective June 5, 2000; para.
(b) revised, 69 FR 43751, July 22, 2004, effective Aug.
23, 2004; para. (c) added, 78 FR 62368, Oct. 21, 2013,
effective Dec. 18, 2013 ]

§1.24 [Reserved]

[47 FR 41272, Sept. 17, 1982, effective Oct. 1,
1982; 48 FR 2696, Jan. 20, 1983, effective date Feb. 27,
1983; 50 FR 31825, Aug. 6, 1985, effective Oct. 5, 1985;
51 FR 28057, Aug. 4, 1986; 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991, para. (b) revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; removed and
reserved, 65 FR 57024, Sept. 20, 2000, effective Nov.
29, 2000]

§1.25 Deposit accounts.

(a) For the convenience of attorneys, and the
general public in paying any fees due, in ordering
services offered by the Office, copies of records,
etc., deposit accounts may be established in the
Patent and Trademark Office upon payment of the
feefor establishing adeposit account (8 1.21(b)(1)).
A minimum deposit of $1,000 isrequired for paying
any fee due or in ordering any services offered by
the Office. However, a minimum deposit of $300
may be paid to establish arestricted subscription
deposit account used exclusively for subscription
order of patent copies asissued. At the end of each
month, adeposit account statement will be rendered.
A remittance must be made promptly upon receipt
of the statement to cover the value of items or
services charged to the account and thus restore the
account to its established normal deposit. An amount
sufficient to cover all fees, services, copies, etc.,
requested must always be on deposit. Charges to
accounts with insufficient funds will not be
accepted. A service charge (8 1.21(b)(2)) will be
assessed for each month that the balance at the end
of the month is below $1,000. For restricted
subscription deposit accounts, a service charge (8
1.21(b)(3)) will be assessed for each month that the
balance at the end of the month is below $300.
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(b) Filing, issue, appeal, international -type
search report, international application processing,
international design application fees, petition, and
post-issuance fees may be charged against these
accountsif sufficient funds are on deposit to cover
such fees. A general authorization to charge all fees,
or only certain fees, set forthin 88 1.16 through 1.18
to adeposit account containing sufficient funds may
befiled in an individual application, either for the
entire pendency of the application or with a
particular paper filed. A general authorization to
charge feesin an international design application
set forth in 8 1.1031 will only be effective for the
transmittal fee (8 1.1031(a) ). An authorization to
charge fees under § 1.16 in an international
application entering the national stage under 35
U.S.C. 371 will be treated as an authorization to
charge fees under § 1.492. An authorization to
charge fees set forth in § 1.18 to a deposit account
is subject to the provisions of § 1.311(b). An
authorization to charge to a deposit account the fee
for arequest for reexamination pursuant to § 1.510
or 1.913 and any other feesrequiredin a
reexamination proceeding in a patent may also be
filed with the request for reexamination, and an
authorization to charge to a deposit account the fee
for areguest for supplemental examination pursuant
to § 1.610 and any other feesrequired in a
supplemental examination proceeding in a patent
may also be filed with the request for supplemental
examination. An authorization to charge afeeto a
deposit account will not be considered payment of
the fee on the date the authorization to charge the
fee is effective unless sufficient funds are present
in the account to cover the fee.

(c) A deposit account holder may replenish the
deposit account by submitting a payment to the
United States Patent and Trademark Office. A
payment to replenish a deposit account must be
submitted by one of the methods set forth in
paragraphs (¢)(1), (c)(2), (c)(3), or (c)(4) of this
section.

(1) A payment to replenish adeposit account
may be submitted by electronic funds transfer
through the Federal Reserve Fedwire System, which
requiresthat the following information be provided
to the deposit account holder’s bank or financial
institution:

(i) Name of the Bank, which is Treas
NY C (Treasury New York City);
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(i) Bank Routing Code, whichis
021030004;

(iii) United States Patent and Trademark
Office account number with the Department of the
Treasury, which is 13100001; and

(iv) Thedeposit account holder’s
company name and deposit account number.

(2) A payment to replenish adeposit account
may be submitted by electronic funds transfer over
the Office's Internet Web site (www.uspto.gov).

(3) A payment to replenish adeposit account
may be addressed to: Director of the United States
Patent and Trademark Office, Attn: Deposit
Accounts, 2051 Jamieson Avenue, Suite 300,
Alexandria, Virginia 22314.

[49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984;
47 FR 41272, Sept. 17, 1982, effective Oct. 1,1982; 50
FR 31826, Aug. 6, 1985, effective Oct. 5, 1985; para. (b)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; para (b) revised, 65 FR 76756, Dec. 7, 2000,
effective Feb. 5, 2001; para. (b) revised, 67 FR 520, Jan.
4, 2002, effective Apr. 1, 2002; para. (¢) added, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; para. ()(2)
revised, 69 FR 43751, July 22, 2004, effective Aug. 23,
2004; para. (c)(4) revised, 70 FR 56119, Sept. 26, 2005,
effective Nov. 25, 2005; para. (c)(3) revised, para. (c)(4)
removed, 73 FR 47534, Aug. 14, 2008, effective Oct. 2,
2008; para. (b) revised, 78 FR 62368, Oct. 21, 2013,
effective Dec. 18, 2013; para. (b) revised, 80 FR 17918,
Apr. 2, 2015, effective May 13, 2015]

§1.26 Refunds.

(@) The Director may refund any fee paid by
mistake or in excess of that required. A change of
purpose after the payment of afee, such aswhen a
party desires to withdraw a patent filing for which
the fee was paid, including an application, an appeal,
or arequest for an oral hearing, will not entitle a
party to arefund of such fee. The Office will not
refund amounts of twenty-fivedollarsor lessunless
arefund is specifically requested, and will not notify
the payor of such amounts. If a party paying afee
or requesting arefund does not provide the banking
information necessary for making refunds by
electronic funds transfer (31 U.S.C. 3332 and 31
CFR part 208), or instruct the Office that refunds
are to be credited to a deposit account, the Director
may require such information, or use the banking
information on the payment instrument to make a
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refund. Any refund of afee paid by credit card will
be by a credit to the credit card account to which
the fee was charged.

(b) Any request for refund must be filed within
two years from the date the fee was paid, except as
otherwise provided in this paragraph or in § 1.28(a).
If the Office charges adeposit account by an amount
other than an amount specifically indicated in an
authorization (8 1.25(b)), any request for refund
based upon such charge must be filed within two
yearsfrom the date of the deposit account statement
indicating such charge, and include a copy of that
deposit account statement. Thetime periods set forth
in this paragraph are not extendable.

(c) If the Director decides not to institute a
reexamination proceeding in response to a request
for reexamination or supplemental examination,
fees paid with the request for reexamination or
supplemental examination will be refunded or
returned in accordance with paragraphs (c)(1)
through (c)(3) of this section. The reexamination
requester or the patent owner who requested a
supplemental examination proceeding, as
appropriate, should indicate the form in which any
refund should be made (e.g., by check, electronic
funds transfer, credit to a deposit account).
Generally, refunds will beissued in the form that
the original payment was provided.

(1) For anex parte reexamination request,
the ex parte reexamination filing fee paid by the
reexamination requester, less the fee set forthin 8
1.20(c)(7), will be refunded to the requester if the
Director decides not to institute an ex parte
reexamination proceeding.

(2) For an inter partes reexamination
request, arefund of $7,970 will be made to the
reexamination requester if the Director decides not
toinstitute an inter partes reexamination
proceeding.

(3) For asupplemental examination request,
the fee for reexamination ordered as a result of
supplemental examination, as set forthin §
1.20(k)(2), will bereturned to the patent owner who
reguested the supplemental examination proceeding
if the Director decides not to institute a
reexamination proceeding.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1,

1982; 50 FR 31826 Aug. 6, 1985, effective Oct. 5, 1985;
para. (c), 54 FR 6893, Feb. 15, 1989, effective Apr. 17,
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1989; para. (c), 56 FR 65142, Dec. 13, 1991, effective
Dec. 16, 1991; paras. (a) and (c), 57 FR 38190, Aug. 21,
1992, effective Oct. 1,1992; para. (a) revised, 62 FR
53132, Oct. 10, 1997, effective Dec. 1, 1997; para. ()
revised and para. (b) added, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; para. (c) revised, 65 FR 76756,
Dec. 7, 2000, effective Feb. 5, 2001; paras. (@) & (c)
revised, 68 FR 14332, Mar. 25, 2003, effective May 1,
2003; para. (a) revised, 68 FR 48286, Aug. 13, 2003,
effective Sept. 12, 2003; paras. (a) and (b) revised, 72
FR 46716, Aug. 21, 2007 (implementation enjoined and
never became effective); paras. (a) and (b) revised, 74
FR 52686, Oct. 14, 2009, effective Oct. 14, 2009 (to
remove changes made by the final rulesin 72 FR 46716
from the CFR); para. (c) revised, 77 FR 48828, Aug. 14,
2012, effective Sept. 16, 2012]

8 1.27 Definition of small entitiesand
establishing statusasa small entity to per mit
payment of small entity fees; when a
determination of entitlement to small entity
status and notification of loss of entitlement
to small entity statusarerequired; fraud on
the Office.

[Editor Note: Para. (¢)(2) below include(s) changes
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after September 16, 2012*]

(@) Definition of small entities. A small entity
as used in this chapter means any party (person,
small business concern, or honprofit organization)
under paragraphs (a)(1) through (a)(3) of this
section.

(1) Person. A person, as used in paragraph
(c) of this section, means any inventor or other
individua (e.g., an individual to whom an inventor
has transferred some rightsin the invention) who
has not assigned, granted, conveyed, or licensed,
and is under no obligation under contract or law to
assign, grant, convey, or license, any rightsin the
invention. An inventor or other individual who has
transferred some rightsin the invention to one or
more parties, or is under an obligation to transfer
some rightsin the invention to one or more parties,
can also qualify for small entity statusif al the
parties who have had rightsin the invention
transferred to them also qualify for small entity
status either as a person, small business concern, or
nonprofit organization under this section.
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(2) Small business concern. A small
business concern, as used in paragraph (c) of this
section, means any business concern that:

(i) Has not assigned, granted, conveyed,
or licensed, and isunder no obligation under contract
or law to assign, grant, convey, or license, any rights
in the invention to any person, concern, or
organization which would not qualify for small
entity status as aperson, small business concern, or
nonprofit organization; and

(ii) Meetsthe size standards set forth in
13 CFR 121.801 through 121.805 to be digible for
reduced patent fees. Questions related to standards
for asmall business concern may be directed to:
Small Business Administration, Size Standards
Staff, 409 Third Street, SW., Washington, DC
20416.

(3) Nonprofit Organization. A nonprofit
organization, as used in paragraph (c) of this section,
means any nonprofit organization that:

(i) Hasnot assigned, granted, conveyed,
or licensed, and is under no obligation under contract
or law to assign, grant, convey, or license, any rights
in the invention to any person, concern, or
organi zation which would not qualify as a person,
small business concern, or anonprofit organization;
and

(ii) Iséeither:

(A) A university or other institution
of higher education located in any country;

(B) An organization of the type
described in section 501(c)(3) of the Interna
Revenue Code of 1986 (26 U.S.C. 501(c)(3)) and
exempt from taxation under section 501(a) of the
Internal Revenue Code (26 U.S.C. 501(a));

(C) Any nonprofit scientific or
educational organization qualified under anonprofit
organization statute of a state of this country (35
U.S.C. 201(i)); or

(D) Any nonprofit organization
located in aforeign country which would qualify as
anonprofit organization under paragraphs
(@(3)(ii)(B) of this section or (a)(3)(ii)(C) of this
section if it were located in this country.

(4) Licenseto a Federal agency.

(i) For personsunder paragraph (a)(1) of
this section, alicense to the Government resulting
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from arights determination under Executive Order
10096 does not constitute alicense so asto prohibit
claiming small entity status.

(ii) For small business concerns and
nonprofit organizations under paragraphs (a)(2) and
(a)(3) of this section, alicenseto a Federal agency
resulting from afunding agreement with that agency
pursuant to 35 U.S.C. 202(c)(4) does not constitute
alicense for the purposes of paragraphs (a)(2)(i)
and (a)(3)(i) of this section.

(5) Security Interest. A security interest
does not involve an obligation to transfer rightsin
the invention for the purposes of paragraphs (a)(1)
through (a)(3) of this section unless the security
interest is defaulted upon.

(b) Establishment of small entity status permits
payment of reduced fees.

(1) A small entity, as defined in paragraph
(@) of this section, who has properly asserted
entitlement to small entity status pursuant to
paragraph (c) of this section will be accorded small
entity status by the Officein the particular
application or patent in which entitlement to small
entity status was asserted. Establishment of small
entity status allows the payment of certain reduced
patent fees pursuant to 35 U.S.C. 41(h)(1).

(2) Submission of an original utility
application in compliance with the Office electronic
filing system by an applicant who has properly
asserted entitlement to small entity status pursuant
to paragraph (c) of this section in that application
allows the payment of areduced filing fee pursuant
to 35 U.S.C. 41(h)(3).

(c) Assertion of small entity status. Any party
(person, small business concern or nonprofit
organization) should make adetermination, pursuant
to paragraph (f) of this section, of entitlement to be
accorded small entity status based on the definitions
set forth in paragraph (a) of this section, and must,
in order to establish small entity status for the
purpose of paying small entity fees, actually make
an assertion of entitlement to small entity status, in
the manner set forth in paragraphs (c)(1) or (c)(3)
of this section, in the application or patent in which
such small entity fees are to be paid.

(1) Assertion by writing. Small entity status
may be established by a written assertion of
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entitlement to small entity status. A written assertion
must:

(i) Beclearly identifiable;

(ii) Besigned (see paragraph (c)(2) of
this section); and

(iii) Convey the concept of entitlement
to small entity status, such as by stating that
applicant isasmall entity, or that small entity status
isentitled to be asserted for the application or patent.
While no specific words or wording are required to
assert small entity status, the intent to assert small
entity status must be clearly indicated in order to
comply with the assertion regquirement.

(2) Partieswho can sign the written
assertion. The written assertion can be signed by:

(i) Theapplicant (§ 1.42 or § 1.421);

(if) A patent practitioner of record or a
practitioner acting in arepresentative capacity under
§1.34

(iii) Theinventor or ajoint inventor, if
the inventor is the applicant; or

(iv) The assignee.

(3) Assertion by payment of the small entity
basic filing, basic transmittal, basic national fee,
international search fee, or individual designation
feein an international design application. The
payment, by any party, of the exact amount of one
of the small entity basic filing fees set forthin §
1.16(a), (b), (c), (d), or (e), the small entity
transmittal fee set forth in § 1.445(a)(1), the small
entity international search fee set forthin §
1.445(a)(2) to a Receiving Office other than the
United States Receiving Office in the exact amount
established for that Receiving Office pursuant to
PCT Rule 16, or the small entity basic national fee
set forthin § 1.492(a), will be treated as awritten
assertion of entitlement to small entity status even
if the type of basic filing, basic transmittal, or basic
national feeisinadvertently selected in error. The
payment, by any party, of the small entity first part
of theindividual designation fee for the United
States to the International Bureau (§ 1.1031) will
be treated as a written assertion of entitlement to
small entity status.

(i) If the Office accords small entity
status based on payment of asmall entity basicfiling
or basic national fee under paragraph (c)(3) of this
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section that is not applicableto that application, any
balance of the small entity fee that is applicable to
that application will be due along with the
appropriate surcharge set forth in § 1.16(f), or §

1.16(q).

(ii) The payment of any small entity fee
other than those set forth in paragraph (c)(3) of this
section (whether in the exact fee amount or not) will
not be treated as a written assertion of entitlement
to small entity status and will not be sufficient to
establish small entity statusin an application or a
patent.

(4) Assertionrequiredinrelated, continuing,
and reissue applications. Status as a small entity
must be specifically established by an assertion in
each related, continuing and reissue application in
which status is appropriate and desired. Status as a
small entity in one application or patent does not
affect the status of any other application or patent,
regardless of the relationship of the applications or
patents. The refiling of an application under § 1.53
asacontinuation, divisional, or continuati on-in-part
application (including a continued prosecution
application under § 1.53(d)), or thefiling of areissue
application, requires anew assertion asto continued
entitlement to small entity status for the continuing
or reissue application.

(d) When small entity fees can be paid. Any
fee, other than the small entity basic filing fees and
the small entity national fees of paragraph (c)(3) of
this section, can be paid in the small entity amount
only if it is submitted with, or subseguent to, the
submission of awritten assertion of entitlement to
small entity status, except when refunds are

permitted by § 1.28(a).
(e) Only one assertion required.

(1) An assertion of small entity status need
only befiled oncein an application or patent. Small
entity status, once established, remainsin effect until
changed pursuant to paragraph (g)(1) of this section.
Where an assignment of rights or an obligation to
assign rights to other parties who are small entities
occurs subsequent to an assertion of small entity
status, a second assertion is not required.

(2) Once small entity status is withdrawn
pursuant to paragraph (g)(2) of this section, a new
written assertion is required to again obtain small
entity status.
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(f) Assertion requires a determination of
entitlement to pay small entity fees. Prior to
submitting an assertion of entitlement to small entity
status in an application, including arelated,
continuing, or reissue application, a determination
of such entitlement should be made pursuant to the
requirements of paragraph (&) of this section. It
should be determined that al parties holding rights
in the invention qualify for small entity status. The
Office will generally not question any assertion of
small entity status that is made in accordance with
the requirements of this section, but note paragraph
(h) of this section.

(9)(1) New determination of entitlement to
small entity status is needed when issue and
mai ntenance fees are due. Once status as a small
entity has been established in an application or
patent, fees asa small entity may thereafter be paid
in that application or patent without regard to a
change in status until the issue fee is due or any
maintenance fee is due.

(2) Notification of loss of entitlement to
small entity statusis required when issue and
maintenance fees are due. Notification of aloss of
entitlement to small entity status must befiled in
the application or patent prior to paying, or at the
time of paying, the earliest of the issue fee or any
maintenance fee due after the date on which status
asasmall entity as defined in paragraph (a) of this
section is no longer appropriate. The notification
that small entity statusisno longer appropriate must
be signed by aparty identifiedin § 1.33(b). Payment
of afeein other than the small entity amount is not
sufficient notification that small entity statusis no
longer appropriate.

(h) Fraud attempted or practiced on the Office.

(1) Any attempt to fraudulently establish
statusasasmall entity, or pay feesasasmall entity,
shall be considered asafraud practiced or attempted
on the Office.

(2) Improperly, and with intent to deceive,
establishing status as a small entity, or paying fees
asasmall entity, shall be considered as a fraud
practiced or attempted on the Office.

[47 FR 40139, Sept. 10, 1982, added effective Oct.
1, 1982; para. (C) added, 47 FR 43276, Sept. 30, 1982;
paras. (b), (c), and (d), 49 FR 553, Jan. 4, 1984, effective
Apr. 1, 1984; revised, 62 FR 53132, Oct. 10, 1997,
effective Dec.1, 1997; revised, 65 FR 54604, Sept. 8,
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2000, effective Sept. 8, 2000; para. (a) revised, 69 FR
56481, Sept. 21, 2004, effective Sept. 21, 2004; paras.
(b) and (¢)(3) revised, 70 FR 3880, Jan. 27, 2005,
effective Dec. 8, 2004; para. (c)(2) revised, 77 FR 48776,
Aug. 14, 2012, effective Sept. 16, 2012; para. (¢)(3)
introductory text revised, 78 FR 4212, Jan. 18, 2013,
effective Mar. 19, 2013; para. (c)(3) revised, 80 FR
17918, Apr. 2, 2015, effective May 13, 2015]

[* The changesto para. (c)(2) effective Sept. 16,
2012 areapplicable only to patent applicationsfiled under
35 U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See
8§ 1.27 (pre-AlA) for para. (c)(2) otherwisein effect.]

§1.27 (pre-AlA) Definition of small entities
and establishing status as a small entity to
permit payment of small entity fees; when a
deter mination of entitlement to small entity
status and notification of loss of entitlement
to small entity statusarerequired; fraud on
the Office.

[Editor Note: Para. (c)(2) below isnot applicable
to patent applicationsfiled under 35 U.S.C. 111(a) or 363
on or after Sept. 16, 2012*]

(@) Definition of small entities. A small entity
as used in this chapter means any party (person,
small business concern, or nonprofit organization)
under paragraphs (a)(1) through (a)(3) of this
section.

(1) Person. A person, as used in paragraph
(c) of this section, means any inventor or other
individua (e.g., an individual to whom an inventor
has transferred some rights in the invention) who
has not assigned, granted, conveyed, or licensed,
and is under no obligation under contract or law to
assign, grant, convey, or license, any rightsin the
invention. An inventor or other individual who has
transferred some rightsin the invention to one or
more parties, or is under an obligation to transfer
some rightsin the invention to one or more parties,
can aso qualify for small entity statusif al the
parties who have had rightsin the invention
transferred to them also qualify for small entity
status either as a person, small business concern, or
nonprofit organization under this section.

(2) Small business concern. A small
business concern, as used in paragraph (c) of this
section, means any business concern that:

(i) Has not assigned, granted, conveyed,
or licensed, and isunder no obligation under contract
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or law to assign, grant, convey, or license, any rights
in the invention to any person, concern, or
organization which would not qualify for small
entity status as a person, small business concern, or
nonprofit organization; and

(ii) Meetsthe size standards set forth in
13 CFR 121.801 through 121.805 to be eligible for
reduced patent fees. Questions related to standards
for asmall business concern may be directed to:
Small Business Administration, Size Standards
Staff, 409 Third Street, SW., Washington, DC
20416.

(3) Nonprofit Organization. A nonprofit
organization, as used in paragraph (c) of this section,
means any nonprofit organization that:

(i) Hasnot assigned, granted, conveyed,
or licensed, and is under no obligation under contract
or law to assign, grant, convey, or license, any rights
in the invention to any person, concern, or
organi zation which would not qualify as a person,
small business concern, or anonprofit organization;
and

(i) Iseither:

(A) A university or other institution
of higher education located in any country;

(B) An organization of the type
described in section 501(c)(3) of the Internal
Revenue Code of 1986 (26 U.S.C. 501(c)(3)) and
exempt from taxation under section 501(a) of the
Internal Revenue Code (26 U.S.C. 501(a));

(C) Any nonprofit scientific or
educational organization qualified under anonprofit
organization statute of a state of this country (35
U.S.C. 201(i)); or

(D) Any nonprofit organization
located in aforeign country which would qualify as
anonprofit organization under paragraphs
(@(3)(ii)(B) of this section or (a)(3)(ii)(C) of this
section if it were located in this country.

(4) Licenseto a Federal agency.

(i) For personsunder paragraph (a)(1) of
this section, alicense to the Government resulting
from arights determination under Executive Order
10096 does not constitute alicense so asto prohibit
claiming small entity status.

(if) For small business concerns and
nonprofit organi zations under paragraphs (a)(2) and
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(a)(3) of this section, alicense to a Federal agency
resulting from afunding agreement with that agency
pursuant to 35 U.S.C. 202(c)(4) does not constitute
alicense for the purposes of paragraphs (a)(2)(i)
and (a)(3)(i) of this section.

(5 Security Interest. A security interest
does not involve an obligation to transfer rightsin
the invention for the purposes of paragraphs (a)(1)
through (a)(3) of this section unless the security
interest is defaulted upon.

(b) Establishment of small entity status permits
payment of reduced fees.

(1) A smal entity, as defined in paragraph
(a) of this section, who has properly asserted
entitlement to small entity status pursuant to
paragraph (c) of this section will be accorded small
entity status by the Office in the particular
application or patent in which entitlement to small
entity status was asserted. Establishment of small
entity status allows the payment of certain reduced
patent fees pursuant to 35 U.S.C. 41(h)(1).

(2) Submission of an original utility
application in compliance with the Office electronic
filing system by an applicant who has properly
asserted entitlement to small entity status pursuant
to paragraph (c) of this section in that application
allows the payment of areduced filing fee pursuant
to 35 U.S.C. 41(h)(3).

(c) Assertion of small entity status. Any party
(person, small business concern or nonprofit
organization) should make adetermination, pursuant
to paragraph (f) of this section, of entitlement to be
accorded small entity status based on the definitions
set forth in paragraph (a) of this section, and must,
in order to establish small entity status for the
purpose of paying small entity fees, actually make
an assertion of entitlement to small entity status, in
the manner set forth in paragraphs (c)(1) or (c)(3)
of this section, in the application or patent in which
such small entity fees areto be paid.

(1) Assertion by writing. Small entity status
may be established by a written assertion of
entitlement to small entity status. A written assertion
must:

(i) Beclearly identifiable;

(ii) Besigned (see paragraph (c)(2) of
this section); and
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(iif) Convey the concept of entitlement
to small entity status, such as by stating that
applicant isasmall entity, or that small entity status
isentitled to be asserted for the application or patent.
While no specific words or wording are required to
assert small entity status, the intent to assert small
entity status must be clearly indicated in order to
comply with the assertion requirement.

(2) Partieswho can sign and filethewritten
assertion. The written assertion can be signed by:

(i) One of the partiesidentifiedin §
1.33(b) (e.g., an attorney or agent registered with
the Office), 8.3.73(b) of this chapter
notwithstanding, who can also file the written
assertion;

(ii) At least one of theindividuals
identified as an inventor (even though a § 1.63
executed oath or declaration has not been
submitted), notwithstanding 8 1.33(b)(4), who can
also file the written assertion pursuant to the
exception under § 1.33(b) of this part; or

(iif) An assignee of an undivided part
interest, notwithstanding 88 1.33(b)(3) and 3.73(b)
of this chapter, but the partial assignee cannot file
the assertion without resort to a party identified
under § 1.33(b) of this part.

(3) Assertion by payment of the small entity
basic filing or basic national fee. The payment, by
any party, of the exact amount of one of the small
entity basic filing fees set forth in 88 1.16(a),
1.16(b), 1.16(c), 1.16(d), 1.16(€), or the small entity
basic national fee set forth in § 1.492(a), will be
treated as awritten assertion of entitlement to small
entity status even if the type of basic filing or basic
national feeisinadvertently selected in error.

(i) If the Office accords small entity
status based on payment of asmall entity basicfiling
or basic national fee under paragraph (c)(3) of this
section that is not applicableto that application, any
balance of the small entity fee that is applicable to
that application will be due along with the
appropriate surcharge set forth in 8§ 1.16(f), or 8

1.16(q).

(ii) The payment of any small entity fee
other than those set forth in paragraph (c)(3) of this
section (whether in the exact fee amount or not) will
not be treated as a written assertion of entitlement
to small entity status and will not be sufficient to
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establish small entity statusin an application or a
patent.

(4) Assertionrequiredin related, continuing,
and reissue applications. Status as a small entity
must be specifically established by an assertion in
each related, continuing and reissue application in
which statusis appropriate and desired. Status as a
small entity in one application or patent does not
affect the status of any other application or patent,
regardless of the relationship of the applications or
patents. The refiling of an application under § 1.53
asacontinuation, divisional, or continuation-in-part
application (including a continued prosecution
application under 8§ 1.53(d)), or thefiling of areissue
application, requires anew assertion asto continued
entitlement to small entity status for the continuing
or reissue application.

(d) When small entity fees can be paid. Any
fee, other than the small entity basic filing fees and
the small entity national fees of paragraph (c)(3) of
this section, can be paid in the small entity amount
only if it is submitted with, or subsequent to, the
submission of awritten assertion of entitlement to
small entity status, except when refunds are

permitted by § 1.28(a).
(e) Only one assertion required.

(1) An assertion of small entity status need
only befiled oncein an application or patent. Small
entity status, once established, remainsin effect until
changed pursuant to paragraph (g)(1) of this section.
Where an assignment of rights or an obligation to
assign rights to other parties who are small entities
occurs subsequent to an assertion of small entity
status, a second assertion is not required.

(2) Once small entity status is withdrawn
pursuant to paragraph (g)(2) of this section, a new
written assertion is required to again obtain small
entity status.

(f) Assertion requires a determination of
entitlement to pay small entity fees. Prior to
submitting an assertion of entitlement to small entity
status in an application, including arelated,
continuing, or reissue application, a determination
of such entitlement should be made pursuant to the
requirements of paragraph (&) of this section. It
should be determined that al parties holding rights
in the invention qualify for small entity status. The
Office will generally not question any assertion of
small entity status that is made in accordance with
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the requirements of this section, but note paragraph
(h) of this section.

(9)(1) New determination of entitlement to
small entity status is needed when issue and
mai ntenance fees are due. Once status as a small
entity has been established in an application or
patent, fees asa small entity may thereafter be paid
in that application or patent without regard to a
change in status until the issue fee is due or any
maintenance fee is due.

(2) Notification of loss of entitlement to
small entity statusis required when issue and
maintenance fees are due. Notification of aloss of
entitlement to small entity status must befiled in
the application or patent prior to paying, or at the
time of paying, the earliest of the issue fee or any
maintenance fee due after the date on which status
asasmall entity as defined in paragraph (a) of this
section is no longer appropriate. The notification
that small entity statusisno longer appropriate must
be signed by aparty identifiedin § 1.33(b). Payment
of afeein other than the small entity amount is not
sufficient notification that small entity statusis no
longer appropriate.

(h) Fraud attempted or practiced on the Office.

(1) Any attempt to fraudulently establish
statusasasmall entity, or pay feesasasmall entity,
shall be considered asafraud practiced or attempted
on the Office.

(2) Improperly, and with intent to deceive,
establishing status as a small entity, or paying fees
asasmall entity, shall be considered as a fraud
practiced or attempted on the Office.

[47 FR 40139, Sept. 10, 1982, added effective Oct.
1, 1982; para. (€) added, 47 FR 43276, Sept. 30, 1982;
paras. (b), (c), and (d), 49 FR 553, Jan. 4, 1984, effective
Apr. 1, 1984; revised, 62 FR 53132, Oct. 10, 1997,
effective Dec.1, 1997; revised, 65 FR 54604, Sept. 8,
2000, effective Sept. 8, 2000; para. (a) revised, 69 FR
56481, Sept. 21, 2004, effective Sept. 21, 2004; paras.
(b) and (¢)(3) revised, 70 FR 3880, Jan. 27, 2005,
effective Dec. 8, 2004]

[*See § 1.27 for more information and for para.
(c)(2) applicable to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012]



PATENT RULES §1.28

§ 1.28 Refundswhen small entity statusis
later established; how errorsin small entity
status are excused.

(d) Refunds based on later establishment of
small entity status. A refund pursuant to 8 1.26,
based on establishment of small entity status, of a
portion of feestimely paid in full prior to
establishing status as a small entity may only be
obtained if an assertion under § 1.27(c) and arequest
for arefund of the excess amount are filed within
three months of the date of the timely payment of
the full fee. The three-month time period is not
extendable under § 1.136. Status as a small entity
iswaived for any fee by the failure to establish the
status prior to paying, at the time of paying, or
within three months of the date of payment of, the
full fee.

(b) Date of payment.

(1) Thethree-month period for requesting a
refund, pursuant to paragraph (a) of this section,
starts on the date that afull fee has been paid;

(2) The date when a deficiency payment is
paid infull determinesthe amount of deficiency that
is due, pursuant to paragraph (c) of this section.

(c) How errorsin small entity status are
excused. If statusasasmall entity isestablished in
good faith, and fees as a small entity are paid in
good faith, in any application or patent, and it is
later discovered that such status as a small entity
was established in error, or that through error the
Office was not notified of aloss of entitlement to
small entity status as required by 8§ 1.27(g)(2), the
error will be excused upon: compliance with the
Separate submission and itemization requirements
of paragraphs (c)(1) and (c)(2) of this section, and
the deficiency payment regquirement of paragraph
(©)(2) of this section:

(1) Separate submission required for each
application or patent. Any paper submitted under
this paragraph must be limited to the deficiency
payment (all fees paid in error), required by
paragraph (c)(2) of this section, for one application
or one patent. Where more than one application or
patent is involved, separate submissions of
deficiency payments (e.g., checks) and itemizations
are required for each application or patent. See §

1.4(b).

(2) Payment of deficiency owed. The
deficiency owed, resulting from the previous
erroneous payment of small entity fees, must be
paid.

(i) Calculation of the deficiency owed.
The deficiency owed for each previous fee
erroneously paid as asmall entity is the difference
between the current fee amount (for other than a
small entity) on the date the deficiency is paid in
full and the amount of the previous erroneous (small
entity) fee payment. Thetotal deficiency payment
owed isthe sum of the individual deficiency owed
amountsfor each fee amount previoudy erroneoudy
paid as asmall entity. Where afee paid in error as
asmall entity was subject to afee decrease between
the time the fee was paid in error and the time the
deficiency ispaid in full, the deficiency owed is
egual to the amount (previously) paid in error;

(ii) Itemization of the deficiency
payment. An itemization of the total deficiency
payment is required. The itemization must include
the following information:

(A) Each particular type of fee that
was erroneously paid as a small entity, (e.g., basic
statutory filing fee, two-month extension of time
fee) along with the current fee amount for a
non-small entity;

(B) Thesmall entity feeactually paid,
and when. Thiswill permit the Office to
differentiate, for example, between two one-month
extension of time fees erroneously paid as a small
entity but on different dates;

(C) Thedeficiency owed amount (for
each fee erroneoudy paid); and

(D) Thetota deficiency payment
owed, which is the sum or total of the individua
deficiency owed amounts set forth in paragraph
(©)(2)(i1)(C) of this section.

(3) Failureto comply with requirements. If
the requirements of paragraphs (c)(1) and (c)(2) of
this section are not complied with, such failure will
either: be treated as an authorization for the Office
to process the deficiency payment and charge the
processing fee set forthin 8 1.17(i), or resultina
requirement for compliance within a one-month
non-extendabl e time period under § 1.136(a) to
avoid the return of the fee deficiency paper, at the
option of the Office.
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(d) Payment of deficiency operates as
notification of loss of status. Any deficiency
payment (based on a previous erroneous payment
of asmall entity fee) submitted under paragraph (c)
of this section will be treated under § 1.27(g)(2) as
anotification of aloss of entitlement to small entity
status.

[47 FR 40140, Sept. 10, 1982, added effective Oct.
1, 1982; para. (a), 49 FR 553, Jan. 4, 1984, effectiveApr.
1, 1984; para. (d)(2), 57 FR 2021, Jan. 17, 1992, effective
Mar. 16, 1992; para. (c) revised, 58 FR 54504, Oct. 22,
1993, effective Jan. 3, 1994; para. (a) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995; paras. (a)
& (c) revised, 62 FR 53132, Oct. 10 1997, effective Dec.
1, 1997; revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000]

§1.29 Micro entity status.

() To establish micro entity status under this
paragraph, the applicant must certify that:

(1) Theapplicant qualifies asasmall entity
asdefinedin § 1.27;

(2) Neither the applicant nor the inventor
nor ajoint inventor has been named as the inventor
or ajoint inventor on more than four previously filed
patent applications, other than applicationsfiled in
another country, provisional applications under 35
U.S.C. 111(b), or international applications for
which the basic national fee under 35 U.S.C. 41(a)
was not paid;

(3) Neither the applicant nor the inventor
nor ajoint inventor, in the calendar year preceding
the calendar year in which the applicablefeeisbeing
paid, had agrossincome, as defined in section 61(a)
of the Internal Revenue Code of 1986 (26 U.S.C.
61(a)), exceeding three timesthe median household
income for that preceding calendar year, as most
recently reported by the Bureau of the Census; and

(4) Neither the applicant nor the inventor
nor ajoint inventor has assigned, granted, or
conveyed, nor is under an obligation by contract or
law to assign, grant, or convey, alicense or other
ownership interest in the application concerned to
an entity that, in the calendar year preceding the
calendar year in which the applicable fee is being
paid, had agrossincome, as defined in section 61(a)
of the Internal Revenue Code of 1986, exceeding
three times the median household income for that
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preceding calendar year, as most recently reported
by the Bureau of the Census.

(b) An applicant, inventor, or joint inventor is
not considered to be named on a previoudly filed
application for purposes of paragraph (a)(2) of this
section if the applicant, inventor, or joint inventor
has assigned, or is under an obligation by contract
or law to assign, all ownership rightsin the
application as the result of the applicant’s,
inventor’s, or joint inventor’s previous employment.

(c) If anapplicant’s, inventor’s, joint inventor’s,
or entity’s gross income in the preceding calendar
year isnot in United States dollars, the average
currency exchange rate, as reported by the Internal
Revenue Service, during that calendar year shall be
used to determine whether the applicant’s,
inventor’s, joint inventor’s, or entity’s grossincome
exceeds the threshold specified in paragraph (a)(3)
or (4) of this section.

(d) To establish micro entity status under this
paragraph, the applicant must certify that:

(1) The applicant qualifies asasmall entity
asdefined in § 1.27; and

(2)(1) The applicant’s employer, from
which the applicant obtains the majority of the
applicant’sincome, is an institution of higher
education as defined in section 101(a) of the Higher
Education Act of 1965 (20 U.S.C. 1001(a)); or

(if) The applicant has assigned, granted,
conveyed, or is under an obligation by contract or
law, to assign, grant, or convey, alicense or other
ownership interest in the particul ar application to
such an institution of higher education.

(e) Micro entity statusis established in an
application by filing amicro entity certification in
writing complying with the requirements of either
paragraph (@) or (d) of thissection and signed either
in compliance with § 1.33(b), in an international
application filed in a Receiving Office other than
the United States Receiving Office by a person
authorized to represent the applicant under 8 1.455
, orinaninternational design application by aperson
authorized to represent the applicant under § 1.1041
before the International Bureau where the micro
entity certification is filed with the International
Bureau. Status asamicro entity must be specifically
established in each related, continuing and reissue
application in which status is appropriate and
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desired. Status as a micro entity in one application
or patent does not affect the status of any other
application or patent, regardless of the relationship
of the applications or patents. The refiling of an
application under § 1.53 as a continuation,
divisional, or continuation-in-part application
(including acontinued prosecution application under
§ 1.53(d)), or thefiling of areissue application,
requires a new certification of entitlement to micro
entity statusfor the continuing or reissue application.

(f) A feemay be paidinthe micro entity amount
only if it is submitted with, or subsequent to, the
submission of acertification of entitlement to micro
entity status.

(g) A certification of entitlement to micro entity
status need only be filed once in an application or
patent. Micro entity status, once established, remains
in effect until changed pursuant to paragraph (i) of
this section. However, afee may be paid in the
micro entity amount only if status as amicro entity
as defined in paragraph (a) or (d) of thissectionis
appropriate on the date the fee isbeing paid. Where
an assignment of rights or an obligation to assign
rightsto other parties who are micro entities occurs
subsequent to the filing of a certification of
entitlement to micro entity status, a second
certification of entitlement to micro entity statusis
not required.

(h) Prior to submitting a certification of
entitlement to micro entity statusin an application,
including arelated, continuing, or reissue
application, a determination of such entitlement
should be made pursuant to the requirements of this
section. It should be determined that each applicant
gualifiesfor micro entity status under paragraph (a)
or (d) of this section, and that any other party
holding rightsin the invention qualifies for small
entity statusunder 8§ 1.27. The Officewill generally
not question certification of entitlement to micro
entity status that is made in accordance with the
reguirements of this section.

(i) Notification of aloss of entitlement to micro
entity status must befiled in the application or patent
prior to paying, or at the time of paying, any fee
after the date on which status as a micro entity as
defined in paragraph (a) or (d) of this sectionisno
longer appropriate. The notification that micro entity
statusis no longer appropriate must be signed by a
party identified in § 1.33(b). Payment of afeein
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other than the micro entity amount is not sufficient
notification that micro entity statusis no longer
appropriate. A notification that micro entity status
is no longer appropriate will not be treated as a
notification that small entity statusisalso no longer
appropriate unlessiit also contains a notification of
loss of entitlement to small entity status under 8§
1.27(f)(2)[1.27(g)(2)]. Once anotification of aloss
of entitlement to micro entity statusisfiled in the
application or patent, a new certification of
entitlement to micro entity statusisrequired to again
obtain micro entity status.

(1) Any attempt to fraudulently establish status
asamicro entity, or pay feesasamicro entity, shall
be considered as a fraud practiced or attempted on
the Office. Improperly, and with intent to deceive,
establishing status as a micro entity, or paying fees
as amicro entity, shall be considered as a fraud
practiced or attempted on the Office.

(K) If status asamicro entity is established in
good faith in an application or patent, and feesas a
micro entity are paid in good faith in the application
or patent, and it is later discovered that such micro
entity status either was established in error, or that
the Office was not notified of aloss of entitlement
to micro entity status as required by paragraph (i)
of this section through error, the error will be
excused upon compliance with the separate
submission and itemization requirements of
paragraph (k)(1) of this section and the deficiency
payment requirement of paragraph (k)(2) of this
section.

(1) Any paper submitted under this
paragraph must be limited to the deficiency payment
(all feespaid in error) required for asingle
application or patent. Where more than one
application or patent isinvolved, separate
submissions of deficiency payments are required
for each application or patent (see § 1.4(b)). The
paper must contain an itemization of the total
deficiency payment for the single application or
patent and include the following information:

(i) Each particular type of fee that was
erroneously paid as a micro entity, (e.g., basic
statutory filing fee, two-month extension of time
fee) along with the current fee amount for a small
or non-small entity, as applicable;

(ii) The micro entity fee actually paid,
and the date on which it was paid;
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(itf) The deficiency owed amount (for
each fee erroneously paid); and

(iv) Thetotal deficiency payment owed,
whichisthesum or total of theindividual deficiency
owed amounts as set forth in paragraph (k)(2) of
this section.

(2) The deficiency owed, resulting from the
previous erroneous payment of micro entity fees,
must be paid. The deficiency owed for each previous
fee erroneously paid as a micro entity isthe
difference between the current fee amount for a
small entity or non-small entity, as applicable, on
the datethe deficiency ispaid in full and the amount
of the previous erroneous micro entity fee payment.
Thetotal deficiency payment owed is the sum of
the individual deficiency owed amounts for each
fee amount previously and erroneously paid as a
micro entity.

(3) If the requirements of paragraphs (k)(1)
and (2) of this section are not complied with, such
failure will either be treated at the option of the
Office as an authorization for the Office to process
the deficiency payment and charge the processing
fee set forthin 8 1.17(i), or result in a requirement
for compliance within aone-month time period that
isnot extendable under § 1.136(a) to avoid thereturn
of the fee deficiency payment.

(4) Any deficiency payment (based on a
previous erroneous payment of amicro entity fee)
submitted under this paragraph will be treated as a
notification of aloss of entitlement to micro entity
status under paragraph (i) of this section.

[Added, 77 FR 75019, Dec. 19, 2012, effective
Mar. 19, 2013; paras. (€) and (k)(4) revised, 78 FR 62368,
Oct. 21, 2013, effective Dec. 18, 2013; para. (€) revised,
80 FR 17918, Apr. 2, 2015, effective May 13, 2015]

Rev. 10.2019, June 2020

R-56

MANUAL OF PATENT EXAMINING PROCEDURE

Subpart B — National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR
AGENT

§1.31 Applicant may berepresented by one
or more patent practitionersor joint
inventors.

An applicant for patent may file and prosecute the
applicant’s own case, or the applicant may give
power of attorney so as to be represented by one or
more patent practitioners or joint inventors, except
that ajuristic entity (e.g., organizational assignee)
must be represented by a patent practitioner even if
thejuristic entity isthe applicant. The Office cannot
aid in the selection of a patent practitioner.

[50 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985;
revised, 69 FR 29865, May 26, 2004, effective June 25,
2004; revised 69 FR 35427, June 24, 2004, effective July
26, 2004; revised, 70 FR 56119, Sept. 26, 2005, effective
Nov. 25, 2005; revised, 77 FR 48776, Aug. 14, 2012,
effective Sept. 16, 2012]

§1.32 Power of attorney.

[Editor Note: Certain* paragraphs below include
changes applicable only to patent applicationsfiled under
35 U.S.C. 111, 363, or 385 on or after September 16,
2012]

(@) Definitions.

(1) Patent practitioner means aregistered
patent attorney or registered patent agent under §
11.6.

(2) Power of attorney means awritten
document by which a principal authorizes one or
more patent practitioners or joint inventors to act
on the principal’s behalf.

(3) Principal meansthe applicant (8§ 1.42)
for an application for patent and the patent owner
for a patent, including a patent in a supplemental
examination or reexamination proceeding. The
principal executes a power of attorney designating
one or more patent practitioners or joint inventors
to act on the principal’s behalf.

(4) Revocation means the cancellation by
the principal of the authority previously givento a



PATENT RULES

patent practitioner or joint inventor to act on the
principal’s behalf.

(5) Customer Number means a number that
may be used to:

(i) Designatethe correspondence address
of a patent application or patent such that the
correspondence address for the patent application,
patent or other patent proceeding would be the
address associated with the Customer Number;

(ii) Designate the fee address (8§ 1.363)
of a patent such that the fee address for the patent
would be the address associated with the Customer
Number; and

(iif) Submit alist of patent practitioners
such that those patent practitioners associated with
the Customer Number would have power of
attorney.

(6) Patent practitioner of record means
a patent practitioner who has been granted a power
of attorney in an application, patent, or other
proceeding in compliance with paragraph (b) of this
section. The phrases practitioner of record and
attorney or agent of record also mean a patent
practitioner who has been granted a power of
attorney in an application, patent, or other
proceeding in compliance with paragraph (b) of this
section.

(b) A power of attorney must:
(1) Beinwriting;
(2) Name one or more representativesin
compliance with paragraph (c) of this section;
(3) Give the representative power to act on
behalf of the principal; and

(4) Besigned by the applicant for patent (8
1.42) or the patent owner. A patent owner who was
not the applicant under § 1.46 must appoint any
power of attorney in compliance with 88 3.71 and
3.73 of this chapter.

(c) A power of attorney may only name as
representative:

(1) Oneor more joint inventors (8 1.45);

(2) Thoseregistered patent practitioners
associated with a Customer Number;

(3) Tenor fewer patent practitioners, stating
the name and registration number of each patent
practitioner. Except as provided in paragraph (c)(1)
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or (c)(2) of thissection, the Officewill not recognize
more than ten patent practitioners as being of record
in an application or patent. If a power of attorney
names more than ten patent practitioners, such
power of attorney must be accompanied by a
separate paper indicating which ten patent
practitioners named in the power of attorney are to
be recognized by the Office as being of record in
the application or patent to which the power of
attorney is directed.

(d) A power of attorney from a prior national
application for which benefit is claimed under 35
U.S.C. 120, 121, 365(c), or 386(c) in acontinuing
application may have effect in the continuing
application if a copy of the power of attorney from
the prior application isfiled in the continuing
application unless:

(1) The power of attorney was granted by
the inventor; and

(2) The continuing application names an
inventor who was not named as an inventor in the
prior application.

(e) If the power of attorney was granted by the
originally named inventive entity, and an added
inventor pursuant to § 1.48 does not provide a power
of attorney consistent with the power of attorney
granted by the originally named inventive entity,
the addition of theinventor resultsin the loss of that
power of attorney upon grant of the § 1.48 request.
This provision does not preclude apractitioner from
acting pursuant to 8 1.34, if applicable.

[Added, 69 FR 29865, May 26, 2004, effective
June 25, 2004; paras. (a) and (c)(3) revised, 70 FR 56119,
Sept. 26, 2005, effective Nov. 25, 2005; para. (d)
introductory text revised, 80 FR 17918, Apr. 2, 2015,
effective May 13, 2015]

[* Paras. (8)(2), (8)(3), (8)(4), (8)(6), (b), (d) and
(e) above include provisions applicable only to patent
applicationsfiled on or after Sept. 16, 2012. See § 1.32
(pre-AlA) for the rule applicable to applications filed
prior to Sept. 16, 2012.]

§1.32 (pre-AlA) Power of attorney.
[Editor Note: Certain* paragraphs below are not

applicable to patent applications filed under 35 U.S.C.
111, 363, or 385 on or after Sept. 16, 2012]

(@) Déefinitions.
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(1) Patent practitioner means aregistered
patent attorney or registered patent agent under §
116.

(2) Power of attorney means awritten
document by which a principal authorizes one or
more patent practitioners or joint inventorsto act
on hisor her behalf.

(3) Principal means either an applicant for
patent (§ 1.41(b)) or an assignee of entire interest
of the applicant for patent or in areexamination
proceeding, the assignee of the entirety of ownership
of apatent. The principal executes a power of
attorney designating one or more patent practitioners
or joint inventorsto act on his or her behalf.

(4) Revocation means the cancellation by
the principal of the authority previously givento a
patent practitioner or joint inventor to act on his or
her behalf.

(5) Customer Number means anumber that
may be used to:

(i) Designatethe correspondence address
of a patent application or patent such that the
correspondence address for the patent application,
patent or other patent proceeding would be the
address associated with the Customer Number;

(i) Designate the fee address (§ 1.363)
of apatent such that the fee address for the patent
would be the address associated with the Customer
Number; and

(iii) Submit alist of patent practitioners
such that those patent practitioners associated with
the Customer Number would have power of
attorney.

(b) A power of attorney must:
(1) Beinwriting;
(2) Name one or more representativesin
compliance with paragraph (c) of this section;
(3) Give the representative power to act on
behalf of the principal; and

(4) Besigned by the applicant for patent (8
1.41(b)) or the assignee of the entire interest of the
applicant.

(c) A power of attorney may only name as
representative:

(1) Oneor morejoint inventors (§ 1.45);
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(2) Those registered patent practitioners
associated with a Customer Number;

(3) Ten or fewer patent practitioners, stating
the name and registration number of each patent
practitioner. Except as provided in paragraph (c)(1)
or (c)(2) of thissection, the Officewill not recognize
more than ten patent practitioners as being of record
in an application or patent. If a power of attorney
names more than ten patent practitioners, such
power of attorney must be accompanied by a
separate paper indicating which ten patent
practitioners named in the power of attorney areto
be recognized by the Office as being of record in
the application or patent to which the power of
attorney is directed.

[Added, 69 FR 29865, May 26, 2004, effective
June 25, 2004, paras. (a) and (c)(3) revised, 70 FR 56119,
Sept. 26, 2005, effective Nov. 25, 2005]

[*See § 1.32 for more information and for the rule
applicable to patent applications filed on or after Sept.
16, 2012]

8§ 1.33 Correspondence respecting patent
applications, reexamination proceedings, and
other proceedings.

[Editor Note: Certain* paragraphs below are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after September 16, 2012)

() Correspondence address and daytime
telephone number. When filing an application, a
correspondence address must be set forth in either
an application data sheet (8 1.76), or elsewhere, in
aclearly identifiable manner, in any paper submitted
with an application filing. If no correspondence
addressis specified, the Office may treat the mailing
address of thefirst named inventor (if provided, see
88 1.76(b)(1) and 1.63(b)(2)) asthe correspondence
address. The Office will direct, or otherwise make
available, all notices, official letters, and other
communications relating to the application to the
person associ ated with the correspondence address.
For correspondence submitted via the Office’s
electronic filing system, however, an electronic
acknowledgment receipt will be sent to the
submitter. The Office will generally not engage in
double correspondence with an applicant and a
patent practitioner, or with more than one patent
practitioner except as deemed necessary by the
Director. If more than one correspondence address
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is specified, the Office will select one of the
specified addresses for use as the correspondence
address and, if given, may select the address
associated with a Customer Number over atyped
correspondence address. For the party to whom
correspondence is to be addressed, a daytime
telephone number should be supplied in aclearly
identifiable manner and may be changed by any
party who may change the correspondence address.
The correspondence address may be changed by the
parties set forth in paragraph (b)(1) or (b)(3) of this
section. Prior to the appointment of any power of
attorney under § 1.32(b), the correspondence address
may also be changed by any patent practitioner
named in the application transmittal paperswho acts
in arepresentative capacity under the provisions of
§1.34.

(b) Amendments and other papers.
Amendments and other papers, except for written
assertions pursuant to § 1.27(c)(2)(iii) or (c)(2)(iv),
filed in the application must be signed by:

(1) A patent practitioner of record;

(2) A patent practitioner not of record who
actsin arepresentative capacity under the provisions
of § 1.34; or

(3) Theapplicant (8 1.42). Unless otherwise
specified, al papers submitted on behalf of ajuristic
entity must be signed by a patent practitioner.

(c) All notices, official letters, and other
communications for the patent owner or ownersin
areexamination or supplemental examination
proceeding will be directed to the correspondence
address in the patent file. Amendmentsfiled in a
reexamination proceeding, and other papersfiledin
areexamination or supplemental examination
proceeding, on behalf of the patent owner must be
signed by the patent owner, or if there is more than
one owner by al the owners, or by an attorney or
agent of record in the patent file, or by aregistered
attorney or agent not of record who actsin a
representative capacity under the provisions of 8§
1.34. Double correspondence with the patent owner
or owners and the patent owner’s attorney or agent,
or with more than one attorney or agent, will not be
undertaken.

(d) A “correspondence address’ or change
thereto may be filed with the Patent and Trademark
Office during the enforceablelife of the patent. The
“correspondence address’ will be used in any
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correspondence relating to maintenance fees unless
aseparate “fee address’ has been specified. See §
1.363for “feeaddress’ used solely for maintenance
fee purposes.

(e) A change of addressfiled in a patent
application or patent does not change the address
for a patent practitioner in the roster of patent
attorneys and agents. See § 11.11 of thistitle.

(f) Where application papers from a prior
application are used in a continuing application and
the correspondence addresswas changed during the
prosecution of the prior application, an application
data sheet or separate paper identifying the
correspondence addressto be used for the continuing
application must be submitted. Otherwise, the Office
may not recognize the change of correspondence
address effected during the prosecution of the prior
application.

(g) A patent practitioner acting in a
representative capacity whose correspondence
address is the correspondence address of record in
an application may change the correspondence
address after the patent hasissued, provided that the
change of correspondence address is accompanied
by a statement that notice has been given to the
patentee or owner.

[36 FR 12617, July 2, 1971; 46 FR 29181, May
29, 1981; para. (d) added, 49 FR 34724, Aug. 31, 1984,
effective Nov. 1, 1984, para. (c), 50 FR 5171, Feb. 6,
1985, effective Mar. 8, 1985; paras. (a) & (b) revised, 62
FR 53132, Oct. 10 1997, effective Dec. 1, 1997; paras.
(a) and (b) revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000; para. (a) revised, 68 FR 14332, Mar. 25,
2003, effective May 1, 2003; (a) introductory text, (b)
introductory text, and paras. (b)(1), (b)(2) and (c) revised,
69 FR 29865, May 26, 2004, effective June 25, 2004,
para. (c) revised, 69 FR 35427, June 24, 2004, effective
July 26, 2004; para. (c) revised, 70 FR 3880, Jan. 27,
2005, effective Dec. 8, 2004; para. (a) introductory text
revised, paras. (8)(1), (b)(1), and (b)(2) revised, and para.
(€) added, 70 FR 56119, Sept. 26, 2005, effective Nov.
25, 2005; para. (a) introductory text revised, 72 FR 2770,
Jan. 23, 2007, effective Jan. 23, 2007; para. (c) revised,
72 FR 18892, Apr. 16, 2007, effective May 16, 2007;
paras. (a) and (b) revised and paras. (f) and (g) added, 77
FR 48776, Aug. 14, 2012, effective Sept. 16, 2012; para.
(c) revised, 78 FR 62368, Oct. 21, 2013, effective Dec.
18, 2013]

[*Therevisionsto paras. (a) and (b) and new
paragraphs (f) and (g) effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
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U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.33 (pre-AlA) for the rule otherwise in effect.]

81.33(pre-AlA) Correspondencerespecting
patent applications, reexamination
proceedings, and other proceedings.

[Editor Note: The paragraphsbelow are applicable
only to patent applications filed under 35 U.S.C. 111
(pre-AlA) or 363 (pre-AlA) before Sept. 16, 2012]

(@) Correspondence address and daytime
telephone number. When filing an application, a
correspondence address must be set forth in either
an application data sheet (8§ 1.76 ), or elsewhere, in
aclearly identifiable manner, in any paper submitted
with an application filing. If no correspondence
addressis specified, the Office may treat the mailing
address of thefirst named inventor (if provided, see
88 1.76(b)(1) and 1.63(c)(2)) asthe correspondence
address. The Office will direct, or otherwise make
available, all notices, official letters, and other
communications relating to the application to the
person associated with the correspondence address.
For correspondence submitted via the Office’s
electronic filing system, however, an electronic
acknowledgment receipt will be sent to the
submitter. The Office will generally not engagein
double correspondence with an applicant and a
patent practitioner, or with more than one patent
practitioner except as deemed necessary by the
Director. If more than one correspondence address
is specified in a single document, the Office will
select one of the specified addresses for use as the
correspondence addressand, if given, will select the
address associated with a Customer Number over a
typed correspondence address. For the party to
whom correspondenceisto be addressed, adaytime
telephone number should be supplied in aclearly
identifiable manner and may be changed by any
party who may change the correspondence address.
The correspondence address may be changed as
follows:

(2) Prior tofiling of § 1.63 oath or
declaration by any of theinventors. If a8 1.63 oath
or declaration has not been filed by any of the
inventors, the correspondence address may be
changed by the party who filed the application. If
the application was filed by a patent practitioner,
any other patent practitioner named in the transmittal
papers may al so change the correspondence address.
Thus, theinventor(s), any patent practitioner named
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inthetransmittal papers accompanying the original
application, or aparty that will be the assignee who
filed the application, may change the correspondence
address in that application under this paragraph.

(2) Wherea 8§ 1.63 oath or declaration has
been filed by any of the inventors. If a8 1.63 oath
or declaration has been filed, or isfiled concurrent
with the filing of an application, by any of the
inventors, the correspondence address may be
changed by the parties set forth in paragraph (b) of
this section, except for paragraph (b)(2).

(b) Amendments and other papers.
Amendments and other papers, except for written
assertions pursuant to 8 1.27(c)(2)(ii) of this part,
filed in the application must be signed by:

(1) A patent practitioner of record appointed
in compliance with § 1.32(b);

(2) A patent practitioner not of record who
actsin arepresentative capacity under the provisions
of § 1.34;

(3) An assignee as provided for under §
3.71(b) of this chapter; or

(4) All of the applicants (8§ 1.41(b)) for
patent, unless there is an assignee of the entire
interest and such assignee has taken action in the
application in accordance with § 3.71 of thischapter.

*kkk*k

[*See § 1.33 for moreinformation and for therule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

§1.34 Actingin arepresentative capacity.

When a patent practitioner acting in arepresentative
capacity appears in person or signs a paper in
practice before the United States Patent and
Trademark Office in a patent case, his or her
personal appearance or signature shall constitute a
representation to the United States Patent and
Trademark Office that under the provisions of this
subchapter and the law, he or she is authorized to
represent the particular party on whose behalf he or
she acts. In filing such a paper, the patent
practitioner must set forth his or her registration
number, hisor her name and signature. Further proof
of authority to act in a representative capacity may
be required.
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[46 FR 29181, May 29, 1981, para. (d), 50 FR
5171, Feb. 6, 1985, effective Mar. 6, 1985; revised, 65
FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; revised,
69 FR 29865, May 26, 2004, effective June 25, 2004;
revised, 70 FR 56119, Sept. 26, 2005, effective Nov. 25,
2005]

8 1.36 Revocation of power of attorney;
withdrawal of patent attorney or agent.

[Editor Note: Para. (a) below includes changes
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after September 16, 2012*]

(&) A power of attorney, pursuant to § 1.32(b),
may be revoked at any stage in the proceedings of
acase by the applicant or patent owner. A power of
attorney to the patent practitioners associated with
a Customer Number will be treated as a request to
revoke any powers of attorney previously given.
Fewer than all of the applicants (or fewer than all
patent ownersin a supplemental examination or
reexamination proceeding) may revoke the power
of attorney only upon ashowing of sufficient cause,
and payment of the petition fee set forthin § 1.17(f).
A patent practitioner will be notified of the
revocation of the power of attorney. Where power
of attorney is given to the patent practitioners
associated with a Customer Number (8 1.32(c)(2)),
the practitioners so appointed will also be notified
of the revocation of the power of attorney when the
power of attorney to all of the practitioners
associated with the Customer Number is revoked.
The notice of revocation will be mailed to the
correspondence address for the application (§ 1.33
) in effect before the revocation. An assignment will
not of itself operate as a revocation of a power
previously given, but the assignee may become the
applicant under § 1.46(c) and revoke any previous
power of attorney and grant a power of attorney as
provided in 8 1.32(b).

(b) A registered patent attorney or patent agent
who has been given a power of attorney pursuant
to 8§ 1.32(b) may withdraw as attorney or agent of
record upon application to and approval by the
Director. The applicant or patent owner will be
notified of the withdrawal of the registered patent
attorney or patent agent. Where power of attorney
is given to the patent practitioners associated with
a Customer Number, arequest to delete all of the
patent practitioners associated with the Customer
Number may not be granted if an applicant has given

(pre-AlA)

power of attorney to the patent practitioners
associated with the Customer Number in an
application that has an Office action to which areply
isdue, but insufficient time remainsfor the applicant
tofileareply. See § 41.5 of thistitle for withdrawal
during proceedings before the Patent Trial and
Appeal Board.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7, 2000; revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; revised, 69 FR 29865, May 26, 2004,
effective June 25, 2004; revised, 69 FR 49959, Aug. 12,
2004, effective Sept. 13, 2004; para. (a) revised, 70 FR
56119, Sept. 26, 2005, effective Nov. 25, 2005; para. (b)
revised, 77 FR 46615, Aug. 6, 2012, effective Sept. 16,
2012]

[* The changesto para. (a) effective Sept. 16, 2012
are applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.36 (pre-AlA) for the rule otherwise in effect.]

8§ 1.36 (pre-AlA) Revocation of power of
attorney; withdrawal of patent attorney or
agent.

[Editor Note: Para. (a) below isnot applicable to
patent applications filed under 35 U.S.C. 111(a) or 363
on or after September 16, 2012*]

(8 A power of attorney, pursuant to § 1.32(b),
may be revoked at any stage in the proceedings of
a case by an applicant for patent (8 1.41(b)) or an
assignee of the entire interest of the applicant, or
the owner of the entire interest of a patent. A power
of attorney to the patent practitioners associated
with aCustomer Number will betreated asarequest
to revoke any powers of attorney previously given.
Fewer than al of the applicants (or fewer than all
of the assignees of the entireinterest of the applicant
or, in areexamination proceeding, fewer than all
the owners of the entire interest of a patent) may
revoke the power of attorney only upon a showing
of sufficient cause, and payment of the petition fee
set forthin 8 1.17(f). A patent practitioner will be
notified of the revocation of the power of attorney.
Where power of attorney is given to the patent
practitioners associated with a Customer Number
(8 1.32(c)(2)), the practitioners so appointed will
also be notified of the revocation of the power of
attorney when the power of attorney to all of the
practitioners associated with the Customer Number
is revoked. The notice of revocation will be mailed
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to the correspondence address for the application (8
1.33) in effect before the revocation. An assignment
will not of itself operate as a revocation of a power
previously given, but the assignee of the entire
interest of the applicant may revoke previous powers
of attorney and give another power of attorney of
the assignee’s own selection as provided in 8
1.32(b).

(b) A registered patent attorney or patent agent
who has been given a power of attorney pursuant
to § 1.32(b) may withdraw as attorney or agent of
record upon application to and approval by the
Director. The applicant or patent owner will be
notified of the withdrawal of the registered patent
attorney or patent agent. Where power of attorney
is given to the patent practitioners associated with
a Customer Number, arequest to delete all of the
patent practitioners associated with the Customer
Number may not be granted if an applicant hasgiven
power of attorney to the patent practitioners
associated with the Customer Number in an
application that has an Office action to which areply
isdue, but insufficient time remainsfor the applicant
tofileareply. See 8 41.5 of thistitle for withdrawal
during proceedings before the Patent Trial and
Appeal Board.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7, 2000; revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; revised, 69 FR 29865, May 26, 2004,
effective June 25, 2004; revised, 69 FR 49959, Aug. 12,
2004, effective Sept. 13, 2004; para. (a) revised, 70 FR
56119, Sept. 26, 2005, effective Nov. 25, 2005; para. (b)
revised, 77 FR 46615, Aug. 6, 2012, effective Sept. 16,
2012]

[*See § 1.36 for more information and for para.
(&) applicableto patent applicationsfiled under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

WHO MAY APPLY FOR A PATENT

§ 1.41 Inventorship.

[Editor Note: Applicable only to patent applications
filed under 35 U.S.C. 111(a) or 363 on or after September
16, 2012*]

(a8 Anapplication must include, or be amended
to include, the name of the inventor for any
invention claimed in the application.
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(b) Theinventorship of anonprovisional
application under 35 U.S.C. 111(a) isthe inventor
or joint inventors set forth in the application data
sheet in accordance with 8§ 1.76 filed before or
concurrently with the inventor’s oath or declaration.
If an application data sheet is not filed before or
concurrently with the inventor’s oath or declaration,
the inventorship is the inventor or joint inventors
set forth in theinventor’s oath or declaration, except
as provided for in 88 1.53(d)(4) and 1.63(d). Once
an application data sheet or the inventor’s oath or
declaration isfiled in anonprovisional application,
any correction of inventorship must be pursuant to
§ 1.48. If neither an application data sheet nor the
inventor’s oath or declaration isfiled during the
pendency of a nonprovisional application, the
inventorship is the inventor or joint inventors set
forth in the application papers filed pursuant to 8
1.53(b), unlessthe applicant filesapaper, including
the processing fee set forth in 8§ 1.17(i), supplying
the name or names of theinventor or joint inventors.

(c) Theinventorship of aprovisional application
isthe inventor or joint inventors set forth in the
cover sheet as prescribed by § 1.51(c)(1). Once a
cover sheet as prescribed by 8§ 1.51(c)(1) isfiled in
aprovisional application, any correction of
inventorship must be pursuant to § 1.48. If acover
sheet asprescribed by 8 1.51(c)(1) isnot filed during
the pendency of a provisional application, the
inventorship is the inventor or joint inventors set
forth in the application papers filed pursuant to 8
1.53(c), unless applicant files a paper including the
processing fee set forth in 8 1.17(q), supplying the
name or names of the inventor or joint inventors..

(d) Inanonprovisional application under 35
U.S.C. 111(a) filed without an application data sheet
or the inventor’s oath or declaration, or in a
provisional application filed without a cover sheet
as prescribed by § 1.51(¢)(1), the name and
residence of each person believed to be an actual
inventor should be provided when the application
papers pursuant to § 1.53(b) or § 1.53(c) arefiled.

(e) Theinventorship of an international
application entering the national stage under 35
U.S.C. 371 istheinventor or joint inventors set forth
in the application data sheet in accordance with §
1.76 filed with the initial submission under 35
U.S.C. 371. Unless the initial submission under 35
U.S.C. 371 is accompanied by an application data
sheet in accordance with § 1.76 setting forth the
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inventor or joint inventors, the inventorship isthe
inventor or joint inventors set forth in the
international application, whichincludesany change
effected under PCT Rule 92 bis .

(f) Theinventorship of an international design
application designating the United Statesis the
creator or creators set forth in the publication of the
international registration under Hague Agreement
Article 10(3). Any correction of inventorship must
be pursuant to § 1.48.

[48 FR 2696, Jan. 20, 1983; 48 FR 4285, Jan. 31,
1983; para. (a) revised, 62 FR 53132, Oct. 10, 1997,
effective Dec. 1, 1997; paras. () and (c) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)(4)
revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002;
revised, 77 FR 48776, Aug. 14, 2012, effective Sept. 16,
2012; para. (f) added, 80 FR 17918, Apr. 2, 2015,
effective May 13, 2015]

[* The changes effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.41 (pre-AlA) for the rule otherwise in effect.]

§ 1.41 (pre-AlA) Applicant for patent.

[Editor Note: Not applicable to patent
applicationsfiled under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012*]

(a) A patentisapplied for in the name or names
of the actual inventor or inventors.

(1) Theinventorship of a nonprovisional
application isthat inventorship set forth in the oath
or declaration as prescribed by § 1.63, except as
provided for in §8 1.53(d)(4) and 1.63(d). If an oath
or declaration as prescribed by § 1.63 is not filed
during the pendency of anonprovisional application,
the inventorship is that inventorship set forth in the
application papersfiled pursuant to § 1.53(b), unless
applicant files apaper, including the processing fee
set forth in 8 1.17(i), supplying or changing the
name or names of the inventor or inventors.

(2) Theinventorship of aprovisiona
application isthat inventorship set forth inthe cover
sheet as prescribed by 8§ 1.51(c)(1). If acover sheset
as prescribed by § 1.51(c)(1) is not filed during the
pendency of aprovisional application, the
inventorship is that inventorship set forth in the
application papersfiled pursuant to § 1.53(c), unless
applicant files a paper including the processing fee
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set forth in 8 1.17(q), supplying or changing the
name or names of the inventor or inventors.

(3) Inanonprovisiona application filed
without an oath or declaration as prescribed by 8§
1.63 or aprovisional application filed without a
cover sheet as prescribed by § 1.51(c)(1), the name,
residence, and citizenship of each person believed
to be an actual inventor should be provided when
the application papers pursuant to 8 1.53(b) or §
1.53(c) arefiled.

(4) Theinventorship of an international
application entering the national stage under 35
U.S.C. 371 isthat inventorship set forth in the
international application, which includesany change
effected under PCT Rule 92 bis. See §1.497(d) and
(f) for filing an oath or declaration naming an
inventive entity different from the inventive entity
named in theinternational application, or if achange
to the inventive entity has been effected under PCT
Rule 92 bis subsequent to the execution of any
declaration filed under PCT Rule 4.17(iv) (8
1.48(f)(1) does not apply to an international
application entering the national stage under 35
U.S.C. 371).

(b) Unlessthe contrary isindicated the word
“applicant” when used in these sectionsrefersto the
inventor or joint inventors who are applying for a
patent, or to the person mentioned in 88 1.42, 1.43
or 1.47 who is applying for a patent in place of the
inventor.

(c) Any person authorized by the applicant may
physically or electronically deliver an application
for patent to the Office on behalf of the inventor or
inventors, but an oath or declaration for the
application (§ 1.63) can only be madein accordance
with § 1.64.

(d) A showing may berequired from the person
filing the application that the filing was authorized
where such authorization comes into question.

[48 FR 2696, Jan. 20, 1983; 48 FR 4285, Jan. 31,
1983; para. (a) revised, 62 FR 53132, Oct. 10, 1997,
effective Dec. 1, 1997; paras. () and (c) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)(4)
revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002]

[*See & 1.41 for moreinformation and for therule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]
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§1.42 Applicant for patent.

[Editor Note: Applicableonly to patent applications
filed under 35 U.S.C. 111(a) or 363 on or after September
16, 2012*]

(@) Theword "applicant" when used in thistitle
refersto theinventor or all of the joint inventors, or
to the person applying for a patent as provided in
§8 1.43, 1.45, or 1.46.

(b) If apersonisapplying for apatent as
provided in § 1.46, the word "applicant” refersto
the assignee, the person to whom the inventor is
under an obligation to assign the invention, or the
person who otherwise shows sufficient proprietary
interest in the matter, who is applying for a patent
under § 1.46 and not the inventor.

(c) If fewer than all joint inventors are applying
for a patent as provided in 8§ 1.45, the phrase "the
applicant” means the joint inventors who are
applying for the patent without the omitted
inventor(s).

(d) Any person having authority may deliver an
application and fees to the Office on behalf of the
applicant. However, an oath or declaration, or
substitute statement in lieu of an oath or declaration,
may be executed only in accordance with § 1.63 or
1.64, a correspondence address may be provided
only in accordance with 8§ 1.33(a), and amendments
and other papers must be signed in accordance with

§ 1.33(b).

(e) The Office may require additional
information where there is a question concerning
ownership or interest in an application, and a
showing may be required from the person filing the
application that the filing was authorized where such
authorization comes into question.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; revised, 77 FR 48776, Aug. 14, 2012, effective
Sept. 16, 2012]

[* The changes effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.42 (pre-AlA) for the rule otherwise in effect.]

§1.42 (pre-AlA) When theinventor isdead.

[Editor Note: Not applicable to patent
applications filed under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012*]
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In case of the death of the inventor, the legal
representative (executor, administrator, etc.) of the
deceased inventor may make the necessary oath or
declaration, and apply for and abtain the patent.
Wheretheinventor dies during the timeintervening
between thefiling of the application and the granting
of apatent thereon, the letters patent may be issued
tothelegal representative upon proper intervention.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983]

[* See 81.42 for more information and for the rule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

§ 1.43 Application for patent by a legal
representative of a deceased or legally
incapacitated inventor.

[Editor Note: Applicable only to patent applications
filed under 35 U.S.C. 111(a) or 363 on or after September
16, 2012*]

If an inventor is deceased or under legal incapacity,
the legal representative of the inventor may make
an application for patent on behalf of the inventor.
If an inventor dies during the time intervening
between thefiling of the application and the granting
of apatent thereon, the |etters patent may be issued
tothelegal representative upon proper intervention.
See § 1.64 concerning the execution of a substitute
statement by alegal representativein lieu of an oath
or declaration.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; revised, 77 FR 48776, Aug. 14, 2012, effective
Sept. 16, 2012

[* The changes effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.43 (pre-AlA) for the rule otherwise in effect.]

§1.43(pre-AlA) When theinventor isinsane
or legally incapacitated.

[Editor Note: Not applicable to patent
applications filed under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012*]

In case an inventor is insane or otherwise legally
incapacitated, the legal representative (guardian,
conservator, etc.) of such inventor may make the
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necessary oath or declaration, and apply for and
obtain the patent.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983]

[* See & 1.43 for moreinformation and for therule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

§1.44 [Reserved]

[Removed and reserved, 65 FR 54604, Sept. 8,
2000, effective Sept. 8, 2000]

8§ 1.45 Application for patent by joint
inventors.

[Editor Note: Applicable only to patent applications
filed under 35 U.S.C. 111(a) or 363 on or after September
16, 2012*]

(a) Joint inventors must apply for a patent
jointly, and each must make an inventor’s oath or
declaration asrequired by § 1.63, except as provided
forin 8 1.64. If ajoint inventor refusestojoininan
application for patent or cannot be found or reached
after diligent effort, the other joint inventor or
inventors may make the application for patent on
behalf of themselves and the omitted inventor. See
§ 1.64 concerning the execution of a substitute
statement by the other joint inventor or inventorsin
lieu of an oath or declaration.

(b) Inventorsmay apply for apatent jointly even
though:

(1) They did not physically work together
or at the sametime;

(2) Each inventor did not make the same
type or amount of contribution; or

(3) Each inventor did not make a
contribution to the subject matter of every claim of
the application.

(c) If multiple inventors are named in a
nonprovisional application, each named inventor
must have made a contribution, individually or
jointly, to the subject matter of at least one claim of
the application and the application will be
considered to be ajoint application under 35 U.S.C.
116. If multipleinventorsare namedin aprovisional
application, each named inventor must have made
acontribution, individually or jointly, to the subject
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matter disclosed in the provisional application and
the provisional application will be considered to be
ajoint application under 35 U.S.C. 116.

[paras. (b) and (c), 47 FR 41272, Sept. 17, 1982,
effective Oct. 1, 1982; 48 FR 2696, Jan. 20, 1983,
effective Feb. 27, 1983; 50 FR 9379, Mar. 7, 1985,
effective May 8, 1985; para. (c) revised, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995; revised, 77 FR
48776, Aug. 14, 2012, effective Sept. 16, 2012]

[* The changes effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.45 (pre-AlA) for the rule otherwise in effect.]

§ 1.45 (pre-AlA) Joint inventors.

[Editor Note: Not applicable to patent
applications filed under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012*]

(a) Jointinventors must apply for apatent jointly
and each must make the required oath or declaration:
neither of them alone, nor less than the entire
number, can apply for a patent for an invention
invented by them jointly, except as provided in §
1.47.

(b) Inventorsmay apply for apatent jointly even
though

(1) They did not physically work together
or at the same time,

(2) Each inventor did not make the same
type or amount of contribution, or

(3) Each inventor did not make a
contribution to the subject matter of every claim of
the application.

(c) If multiple inventors are named in a
nonprovisional application, each named inventor
must have made a contribution, individually or
jointly, to the subject matter of at least one claim of
the application and the application will be
considered to be ajoint application under 35 U.S.C.
116. If multipleinventorsare namedin aprovisiona
application, each named inventor must have made
acontribution, individually or jointly, to the subject
matter disclosed in the provisional application and
the provisional application will be considered to be
ajoint application under 35 U.S.C. 116.

[paras. (b) and (c), 47 FR 41272, Sept. 17, 1982,
effective Oct. 1, 1982; 48 FR 2696, Jan. 20, 1983,
effective Feb. 27, 1983; 50 FR 9379, Mar. 7, 1985,
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effective May 8, 1985; para. (c) revised, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995]

[* See & 1.45 for moreinformation and for therule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

81.46 Application for patent by an assignee,
obligated assignee, or a per son who otherwise
shows sufficient proprietary interest in the
matter.

[Editor Note: Applicable only to patent applications
filed under 35 U.S.C. 111(a), 363, or 385 on or after
September 16, 2012*]

(a) A person to whom theinventor has assigned
or isunder an obligation to assign theinvention may
make an application for patent. A person who
otherwise shows sufficient proprietary interest in
the matter may make an application for patent on
behalf of and as agent for the inventor on proof of
the pertinent facts and a showing that such action
is appropriate to preserve the rights of the parties.

(b) If an application under 35 U.S.C. 111 is
made by a person other than the inventor under
paragraph (a) of this section, the application must
contain an application data sheet under § 1.76
specifying in the applicant information section (8
1.76(b)(7)) the assignee, person to whom the
inventor is under an obligation to assign the
invention, or person who otherwise shows sufficient
proprietary interest in the matter. If an application
entering the national stage under 35 U.S.C. 371, or
anonprovisiona international design application,
is applied for by a person other than the inventor
under paragraph (@) of this section, the assignee,
person to whom the inventor is under an obligation
to assign the invention, or person who otherwise
shows sufficient proprietary interest in the matter
must have been identified as the applicant for the
United States in the international stage of the
international application or as the applicant in the
publication of the international registration under
Hague Agreement Article 10(3).

(1) If theapplicant isthe assignee or aperson
to whom theinventor isunder an obligation to assign
the invention, documentary evidence of ownership
(e.g., assignment for an assignee, employment
agreement for a person to whom the inventor is
under an obligation to assign the invention) should
be recorded as provided for in part 3 of this chapter
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no later than the date the issue fee is paid in the
application.

(2) If theapplicant isaperson who otherwise
shows sufficient proprietary interest in the matter,
such applicant must submit a petition including:

(i) Thefeesetforthin§ 1.17(q);

(ii) A showing that such person has
sufficient proprietary interest in the matter; and

(iii) A statement that making the
application for patent by a person who otherwise
shows sufficient proprietary interest in the matter
on behalf of and as agent for the inventor is
appropriate to preserve the rights of the parties.

(c)(1) Correction or update in the name of
the applicant. Any request to correct or update the
name of the applicant under this section must
include an application data sheet under § 1.76
specifying the correct or updated name of the
applicant in the applicant information section (8
1.76(b)(7)) in accordance with 8 1.76(c)(2). A
change in the name of the applicant recorded
pursuant to Hague Agreement Article 16(1)(ii) will
be effective to change the name of the applicant in
anonprovisional international design application.

(2) Changeintheapplicant. Any request to
change the applicant under this section after an
original applicant has been specified must include
an application data sheet under 8 1.76 specifying
the applicant in the applicant information section (8
1.76(b)(7)) in accordance with § 1.76(c)(2) and
comply with 88 3.71 and 3.73 of thistitle.

(d) Evenif thewhole or apart interest in the
invention or in the patent to be issued is assigned
or obligated to be assigned, an oath or declaration
must be executed by the actual inventor or each
actual joint inventor, except as provided for in §
1.64. See 8 1.64 concerning the execution of a
substitute statement by an assignee, person to whom
the inventor is under an obligation to assign the
invention, or a person who otherwise shows
sufficient proprietary interest in the matter.

(e) If apatent isgranted on an application filed
under this section by a person other than the
inventor, the patent shall be granted to thereal party
in interest. Otherwise, the patent may be issued to
the assignee or jointly to the inventor and the
assignee as provided in § 3.81. Where areal party
ininterest hasfiled an application under § 1.46, the
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applicant shall notify the Office of any changein
thereal party ininterest no later than payment of
the issue fee. The Office will treat the absence of
such anotice as an indication that there has been no
changein the real party in interest.

(f) The Office may publish notice of thefiling
of the application by a person who otherwise shows
sufficient proprietary interest inthe Official Gazette.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; 57 FR 29642, July 6, 1992, effective Sept. 4, 1992;
revised, 77 FR 48776, Aug. 14, 2012, effective Sept. 16,
2012; para. (b) introductory text and para. (c) revised, 80
FR 17918, Apr. 2, 2015, effective May 13, 2015]

[* The changes effective Sept. 16, 2012 and May
13, 2015 are applicable only to patent applications filed
on or after Sept. 16, 2012. See § 1.46 (pre-AlA) for the
rule otherwise in effect.]

8 1.46 (pre-AlA) Assigned inventions and
patents.

[Editor Note: Not applicable to patent
applicationsfiled under 35 U.S.C. 111(a), 363, or 385
on or after September 16, 2012*]

In case the whole or a part interest in the invention
or in the patent to be issued is assigned, the
application must still be made or authorized to be
made, and an oath or declaration signed, by the
inventor or one of the persons mentionedin 88 1.42,
1.43, or 1.47. However, the patent may beissued to
the assignee or jointly to the inventor and the
assignee as provided in § 3.81.

[48 FR 2696, Jan. 20, 1983, effective Feh. 27,
1983; 57 FR 29642, July 6, 1992, effective Sept. 4, 1992]

[* See & 1.46 for moreinformation and for therule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

8§ 1.47 [Reserved]

[Removed and reserved with respect to patent
applications filed under 35 U.S.C. 111(a) or 363 on or
after Sept. 16, 2012, 77 FR 48776, Aug. 14, 2012,
effective Sept. 16, 2012. For § 1.47 otherwisein effect,

see § 1.47 (pre-AlA)]
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§ 1.47 (pre-AlA) Filing when an inventor
refusesto sign or cannot be reached.

[Editor Note: Not applicable to patent
applications filed under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012*]

(@) If ajointinventor refusestojoininan
application for patent or cannot be found or reached
after diligent effort, the application may be made
by the other inventor on behalf of himself or herself
and the nonsigning inventor. The oath or declaration
in such an application must be accompanied by a
petition including proof of the pertinent facts, the
feesetforthin § 1.17(g), and thelast known address
of the nonsigning inventor. The nonsigning inventor
may subsequently join in the application by filing
an oath or declaration complying with § 1.63.

(b) Whenever al of the inventors refuse to
execute an application for patent, or cannot befound
or reached after diligent effort, a person to whom
an inventor has assigned or agreed in writing to
assign the invention, or who otherwise shows
sufficient proprietary interest in the matter justifying
such action, may make application for patent on
behalf of and asagent for all theinventors. The oath
or declaration in such an application must be
accompanied by a petition including proof of the
pertinent facts, a showing that such action is
necessary to preserve the rights of the parties or to
prevent irreparable damage, the fee set forthin §
1.17(qg), and the last known address of al of the
inventors. An inventor may subsequently joininthe
application by filing an oath or declaration
complying with § 1.63.

(c) The Office will send notice of the filing of
the application to al inventors who have not joined
in the application at the address(es) provided in the
petition under this section, and publish notice of the
filing of the applicationin the Official Gazette. The
Office may dispense with this notice provisionin a
continuation or divisional application, if notice
regarding the filing of the prior application was
given to the nonsigning inventor(s).

[47 FR 41272, Sept. 17, 1982, effective Oct. 1,
1982; 48 FR 2696, Jan. 20, 1983, effective Feb. 27, 1983;
revised, 62 FR 53132, Oct. 10, 1997, effective Dec. 1,
1997; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7, 2000; paras. (a) and (b) revised, 69 FR 56481, Sept.
21, 2004, effective Nov. 22, 2004]
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[* Removed and reserved with respect to patent
applicationsfiled under 35 U.S.C. 111(a) or 363 on or
after Sept. 16, 2012, 77 FR 48776, Aug. 14, 2012,
effective Sept. 16, 2012.]

§1.48 Correction of inventor ship pursuant
to 35 U.S.C. 116 or correction of the name
or order of namesin a patent application,
other than areissue application.

(@) Nonprovisional application: Any request
to correct or change the inventorship once the
inventorship has been established under § 1.41 must
include:

(1) An application data sheet in accordance
with 8§ 1.76 that identifies each inventor by his or
her legal name; and

(2) The processing fee set forthin 8 1.17(i)

(b) Inventor’s oath or declaration for added
inventor: An oath or declaration asrequired by §
1.63, or a substitute statement in compliance with
§1.64, will berequired for any actual inventor who
has not yet executed such an oath or declaration.

(c) Any request to correct or change the
inventorship under paragraph (a) of this section filed
after the Office action on the merits has been given
or mailed in the application must also be
accompanied by thefee set forthin § 1.17(d), unless
the request is accompanied by a statement that the
request to correct or change the inventorship is due
solely to the cancel ation of claimsin the application.

(d) Provisional application. Onceacover sheet
asprescribed by 8 1.51(c)(1) isfiled inaprovisiond
application, any request to correct or change the
inventorship must include:

(1) A request, signed by a party set forth in
§ 1.33(b), to correct the inventorship that identifies
each inventor by his or her legal name; and

(2) The processing fee set forthin § 1.17(q)

(e) Additional information may be required.
The Office may require such other information as
may be deemed appropriate under the particular
circumstances surrounding the correction of
inventorship.

(f) Correcting or updating the name of an
inventor: Any request to correct or update the name
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of the inventor or ajoint inventor, or the order of
the names of joint inventors, in a nonprovisional
application must include:

(1) Anapplication data sheet in accordance
with 8§ 1.76 that identifies each inventor by hisor
her legal name in the desired order; and

(2) Theprocessing fee set forthin § 1.17(i).

(9) Reissue applications not covered. The
provisions of this section do not apply to reissue
applications. See 88 1.171 and 1.175 for correction
of inventorship in apatent via a reissue application.

(h) Correction of inventorship in patent. See §
1.324 for correction of inventorship in a patent.

(i) Correction of inventorship in aninterference
or contested case before the Patent Trial and Appeal
Board. Inaninterference under part 41, subpart
D, of thistitle, arequest for correction of
inventorship in an application must be in the form
of amotion under § 41.121(a)(2) of thistitle. Ina
contested case under part 42, subpart D, of thistitle,
arequest for correction of inventorship in an
application must be in the form of a motion under
§42.22 of thistitle. Themotion under § 41.121(a)(2)
or 42.22 of thistitle must comply with the
reguirements of paragraph (a) of this section.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; 50 FR 9379, Mar. 7, 1985, effective May 8, 1985;
para. (a), 57 FR 56446, Nov. 30, 1992, effective Jan. 4,
1993; revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995; revised, 62 FR 53132, Oct. 10, 1997,
effective Dec. 1, 1997; revised, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000; para. (f)(1) revised, 67 FR
520, Jan. 4, 2002, effective Apr. 1, 2002; paras. (a)-(c)
and (i) revised and para. (j) added, 69 FR 49959, Aug.
12, 2004, effective Sept. 13, 2004; revised, 77 FR 48776,
Aug. 14, 2012, effective Sept. 16, 2012; para. (C) revised,
78 FR 4212, Jan. 18, 2013, effective Mar. 19, 2013]

THE APPLICATION

8151 General requisitesof an application.

() Applicationsfor patents must be madeto the
Director of the United States Patent and Trademark
Office. An application transmittal letter limited to
thetranamittal of the documents and fees comprising
apatent application under this section may be signed
by ajuristic applicant or patent owner.
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(b) A complete application filed under § 1.53(b)
or 8 1.53(d) comprises:

(1) A specification as prescribed by 35
U.S.C.112,includingaclaimor clams, see88 1.71
to 1.77;

(2) Theinventor's oath or declaration, see
88 1.63 and 1.64;

(3) Drawings, when necessary, see 8§ 1.81
to 1.85; and

(4) The prescribed filing fee, search fee,
examination fee, and application sizefee, see § 1.16.

(c) A complete provisional application filed
under 8 1.53(c) comprises:

(1) A cover sheet identifying:

(i) The application as a provisional
application,

(ii) The name or names of the inventor
or inventors, (see § 1.41(a)(2)),

(iii) The residence of each named
inventor,

(iv) Thetitle of the invention,

(V) Thename and registration number of
the attorney or agent (if applicable),

(vi) The docket number used by the
person filing the application to identify the
application (if applicable),

(vii) The correspondence address, and

(viii) The name of the U.S. Government
agency and Government contract number (if the
invention was made by an agency of the U.S.
Government or under a contract with an agency of
the U.S. Government);

(2) A specification as prescribed by 35
U.S.C.112(a), sce 81.71;

(3) Drawings, when necessary, see §§ 1.81
to 1.85; and

(4) The prescribed filing fee and application
sizefee, see § 1.16.

(d) Applicants are encouraged to file an
information disclosure statement in nonprovisional
applications. See § 1.97 and § 1.98. No information
disclosure statement may be filed in a provisional
application.
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[42 FR 5593, Jan. 28, 1977; paras. (a) and (c), 47
FR 41272, Sept. 17, 1982, effective Oct. 1, 1982; paras.
(a) and (b), 48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; para. (b), 57 FR 2021, Jan. 17, 1992, effective Mar.
16, 1992; paras. (a) & (b) revised, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995; revised, 62 FR 53132, Oct.
10, 1997, effective Dec. 1, 1997; para. (b) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)
revised, 68 FR 14332, Mar. 25, 2003, effective May 1,
2003; paras. (b)(4) and (c)(4) revised, 70 FR 3880, Jan.
27, 2005, effective Dec. 8, 2004; para. (c)(2) revised, 77
FR 46615, Aug. 6, 2012, effective Sept. 16, 2012; para.
(b)(2) revised, 77 FR 48776, Aug. 14, 2012, effective
Sept. 16, 2012; para. (a) revised, 78 FR 62368, Oct. 21,
2013, effective Dec. 18, 2013]

§ 1.52 Language, paper, writing, margins,
compact disc specifications.

(@) Papersthat are to become a part of the
permanent United States Patent and Trademark
Office records in the file of a patent application, or
a reexamination or supplemental examination
proceeding.

(1) All papers, other than drawings, that are
submitted on paper or by facsimile transmission,
and are to become a part of the permanent United
States Patent and Trademark Office records in the
file of a patent application or reexamination or
supplemental examination proceeding, must be on
sheets of paper that are the same size, not
permanently bound together, and:

(i) Flexible, strong, smooth, non-shiny,
durable, and white;

(if) Either 21.0cmby 29.7cm (DIN size
A4) or 21.6 cm by 27.9 cm (8 /2 by 11 inches),
with each sheet including atop margin of at least
2.0 cm (3/4 inch), aleft side margin of at least 2.5
cm (1 inch), aright side margin of at least 2.0 cm
(3/4 inch), and a bottom margin of at least 2.0 cm
(3/4 inch);

(iif) Written on only one side in portrait
orientation;

(iv) Plainly and legibly written either by
atypewriter or machine printer in permanent dark
ink or its equivalent; and

(v) Presented in aform having sufficient
clarity and contrast between the paper and the
writing thereon to permit the direct reproduction of
readily legible copiesin any number by use of
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photographic, electrostatic, photo-offset, and
microfilming processes and el ectronic capture by
use of digital imaging and optical character
recognition.

(2) All papersthat are submitted on paper
or by facsimile transmission and are to become a
part of the permanent records of the United States
Patent and Trademark Office should have no holes
in the sheets as submitted.

(3) The provisions of this paragraph and
paragraph (b) of this section do not apply to the
pre-printed information on paper forms provided by
the Office, or to the copy of the patent submitted on
paper in double column format as the specification
in areissue application or request for reexamination.

(4) See§ 1.58 for chemical and
mathematical formulae and tables, and § 1.84 for
drawings.

(5) Papersthat are submitted electronically
to the Office must be formatted and transmitted in
compliancewith the Office'selectronic filing system
reguirements.

(b) The application (specification, including
the claims, drawings, and the inventor’s oath or
declaration) or reexamination or supplemental
examination proceeding, any amendments to the
application or reexamination proceeding, or any
corrections to the application, or reexamination or
supplemental examination proceeding.

(1) The application or proceeding and any
amendments or corrections to the application
(including any translation submitted pursuant to
paragraph (d) of this section) or proceeding, except
as provided for in 8 1.69 and paragraph (d) of this
section, must:

(i) Comply with the requirements of
paragraph (a) of this section; and

(ii) Beinthe English language or be
accompanied by atranslation of the application and
atrandation of any corrections or amendmentsinto
the English language together with a statement that
the tranglation is accurate.

(2) The specification (including the abstract
and claims) for other than reissue applications and
reexamination or supplemental examination
proceedings, and any amendments for applications
(including reissue applications) and reexamination

Rev. 10.2019, June 2020

R-70

MANUAL OF PATENT EXAMINING PROCEDURE

proceedingsto the specification, except as provided
for in 88 1.821 through 1.825, must have:

(i) Linesthat are 1 1/2 or double spaced;

(ii) Text written in a nonscript type font
(e.g., Arial, Times Roman, or Courier, preferably a
font size of 12) lettering style having capital |etters
which should be at least 0.3175 cm. (0.125 inch)
high, but may be no smaller than 0.21 cm. (0.08
inch) high (e.g., afont size of 6); and

(iii) Only asingle column of text.

(3) Theclaim or claims must commence on
aseparate physical sheet or electronic page (8

1.75(h)).

(4) The abstract must commence on a
separate physical sheet or electronic page or be
submitted asthefirst page of the patent in areissue
application or reexamination or supplemental
examination proceeding (8 1.72(b)).

(5) Other than in areissue application or a
reexamination or supplemental examination
proceeding, the pages of the specification including
claimsand abstract must be numbered consecutively,
starting with 1, the numbers being centrally located
above or preferably, below, the text.

(6) Other than in areissue application or
reexamination or supplemental examination
proceeding, the paragraphs of the specification, other
than in the claims or abstract, may be numbered at
the time the application is filed, and should be
individually and consecutively numbered using
Arabic numerals, so asto unambiguously identify
each paragraph. The number should consist of at
least four numerals enclosed in square brackets,
including leading zeros (e.g., [0001]). The numbers
and enclosing brackets should appear to theright of
the left margin as the first item in each paragraph,
before the first word of the paragraph, and should
be highlighted in bold. A gap, equivalent to
approximately four spaces, should follow the
number. Nontext elements (e.g., tables,
mathematical or chemical formulae, chemical
structures, and sequence data) are considered part
of the numbered paragraph around or above the
elements, and should not be independently
numbered. If a nontext element extends to the | eft
margin, it should not be numbered as a separate and
independent paragraph. A list is also treated as part
of the paragraph around or abovethelist, and should
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not be independently numbered. Paragraph or
section headers (titles), whether abutting the left
margin or centered on the page, are not considered
paragraphs and should not be numbered.

(c) Interlineation, erasure, cancellation, or other
ateration of the application papers may be made
before or after the signing of the inventor’s oath or
declaration referring to those application papers,
provided that the statements in the inventor’s oath
or declaration pursuant to § 1.63 remain applicable
to those application papers. A substitute
specification (8 1.125) may be required if the
application papers do not comply with paragraphs
(a) and (b) of this section.

(d) A nonprovisional or provisional application
under 35 U.S.C. 111 may bein alanguage other
than English.

(1) Nonprovisional application. If a
nonprovisional application under 35 U.S.C. 111(a)
isfiled in alanguage other than English, an English
language tranglation of the non-English language
application, a statement that the trandation is
accurate, and the processing fee set forthin 8 1.17(i)
arerequired. If these items are not filed with the
application, the applicant will be notified and given
aperiod of time within which they must befiled in
order to avoid abandonment.

(2) Provisional application. If aprovisional
application under 35 U.S.C. 111(b) isfiledina
language other than English, an English language
translation of the non-English language provisional
application will not be required in the provisional
application. See 8§ 1.78(a) for the requirements for
claiming the benefit of such provisional application
in anonprovisional application.

(e) Electronic documents that are to become
part of the permanent United Sates Patent and
Trademark Office records in the file of a patent
application, or reexamination or supplemental
examination proceeding.

(1) Thefollowing documents may be
submitted to the Office on a compact disc in
compliance with this paragraph:

(i) A computer program listing (see §
1.96);

(ii) A “Sequence Listing” (submitted
under § 1.821(c)); or
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(iti) Any individual table (see § 1.58) if
the table is more than 50 pagesin length, or if the
total number of pages of all the tablesin an
application exceeds 100 pages in length, where a
table pageisapage printed on paper in conformance
with paragraph (b) of this section and § 1.58(c).

(2) A compact disc asused inthispart means
a Compact Disc-Read Only Memory (CD-ROM)
or a Compact Disc-Recordable (CD-R) in
compliance with this paragraph. A CD-ROM isa
“read-only” medium on which the datais pressed
into the disc so that it cannot be changed or erased.
A CD-Risa“write once” medium on which once
the datais recorded, it is permanent and cannot be
changed or erased.

(3)(i) Each compact disc must conform
to the International Organization for Standardization
(1S0) 9660 standard, and the contents of each
compact disc must be in compliance with the
American Standard Code for Information
Interchange (ASCII).

(ii) Each compact disc must be enclosed
in a hard compact disc case within an unsealed
padded and protective mailing envel ope and
accompanied by atransmittal letter on paper in
accordance with paragraph (a) of this section. The
transmittal letter must list for each compact disc the
machine format (e.g., IBM-PC, Macintosh), the
operating system compatibility (e.g., MS-DOS,
MS-Windows, Macintosh, Unix), alist of files
contained on the compact disc including their names,
sizesin bytes, and dates of creation, plus any other
special information that is necessary to identify,
maintain, and interpret (e.g., tablesin landscape
orientation should be identified as |andscape
orientation or be identified when inquired about)
theinformation on the compact disc. Compact discs
submitted to the Office will not be returned to the

applicant.

(4) Any compact disc must be submitted in
duplicate unlessit contains only the “ Sequence
Listing” in computer readable form required by §
1.821(€). The compact disc and duplicate copy must
be labeled “ Copy 1" and “Copy 2,” respectively.
The transmittal letter which accompanies the
compact disc must include a statement that the two
compact discsareidentical. In the event that the two
compact discs are not identical, the Office will use
the compact disc labeled “Copy 1" for further
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processing. Any amendment to the information on
acompact disc must be by way of areplacement
compact disc in compliance with this paragraph
containing the substitute information, and must be
accompanied by a statement that the replacement
compact disc contains no new matter. The compact
disc and copy must be labeled “ COPY 1
REPLACEMENT MM/DD/YYYY” (with the
month, day and year of creation indicated), and
“COPY 2 REPLACEMENT MM/DD/YYYY,
respectively.

(5) The specification must contain an
incorporation-by-reference of the material on the
compact discinaseparate paragraph (8 1.77(b)(5)),
identifying each compact disc by the names of the
files contained on each of the compact discs, their
date of creation and their sizesin bytes. The Office
may require applicant to amend the specification to
include in the paper portion any part of the
specification previously submitted on compact disc.

(6) A compact disc must also belabeled with
the following information:

(i) Thename of each inventor (if known);
(i) Title of the invention;

(iif) The docket number, or application
number if known, used by the person filing the
application to identify the application;

(iv) A cresation date of the compact disc;

(v) If multiple compact discs are
submitted, the label shall indicate their order (e.g.,
“1of X"); and

(vi) Anindication that the disc is“ Copy
1" or “Copy 2" of the submission. See paragraph
(b)(4) of this section.

(7) If afileisunreadable on both copies of
the disc, the unreadabl e file will be treated as not
having been submitted. A file is unreadable if, for
example, itisof aformat that does not comply with
the requirements of paragraph (e)(3) of thissection,
it is corrupted by a computer virus, or it iswritten
onto a defective compact disc.

()(1) Any sequencelisting in an electronic
medium in compliance with 88 1.52(e) and 1.821(c)
or (), and any computer program listing filed in an
electronic medium in compliance with 8§ 1.52(g)
and _1.96, will be excluded when determining the
application size fee required by 8§ 1.16(s) or §
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1.492(j). For purposes of determining the application
sizefeerequired by § 1.16(s) or § 1.492(j), for an
application the specification and drawings of which,
excluding any sequence listing in compliance with
§1.821(c) or (e), and any computer program listing
filed in an electronic medium in compliance with
88 1.52(e) and _1.96, are submitted in whole or in
part on an electronic medium other than the Office
electronic filing system, each three kil obytes of
content submitted on an el ectronic medium shall be
counted as a sheet of paper.

(2) Except as otherwise provided in this
paragraph, the paper size equivalent of the
specification and drawings of an application
submitted via the Office electronic filing system
will be considered to be seventy-five percent of the
number of sheets of paper present in the
specification and drawings of the application when
entered into the Office file wrapper after being
rendered by the Office electronic filing system for
purposes of determining the application size fee
required by 8 1.16(s). Any sequence listing in
compliancewith § 1.821(c) or (€), and any computer
program listing in compliance with § 1.96, submitted
viathe Office electronic filing system will be
excluded when determining the application size fee
required by 8 1.16(s) if thelisting is submitted in
ASCI|I text as part of an associated file.

[43 FR 20462, May 11, 1978; paras. (a) and (d),
47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982; para.
(c), 48 FR 2696, Jan. 20, 1983, effective Feb. 27, 1983;
para. (d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984;
para. (c), 57 FR 2021, Jan. 17, 1992, effective Mar. 16,
1992; paras. (a) and (b) amended, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; paras. (a), (¢) & (d)
revised, 62 FR 53132, Oct. 10, 1997, effective Dec. 1,
1997; para. (e) added, 65 FR 54604, Sept. 8, 2000,
effective Sept. 8, 2000 (effective date corrected, 65 FR
78958, Dec. 18, 2000); paras. (a), (b), and (c) revised, 65
FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para.
(d) revised, 65 FR 57024, Sept. 20, 2000, effective Nov.
29, 2000; paras. (a) and (b) revised, 68 FR 38611, June
30, 2003, effective July 30, 2003; section heading and
paras. (b)(2)(ii), (€)(1)(iii) and (e)(3)(i)-(ii) revised, 69
FR 56481, Sept. 21, 2004, effective Oct. 21, 2004; section
heading revised and para. (f) added; 70 FR 3880, Jan. 27,
2005, effective Dec. 8, 2004; para. (f) revised, 70 FR
30360, May 26, 2005, effective July 1, 2005; para. (€)(5)
revised, 70 FR 54259, Sept. 14, 2005, effective Sept. 14,
2005; paras. (8)(5), (a)(7), and (b)(7) removed and para.
(a)(6) redesignated as (a)(5), 70 FR 56119, Sept. 26,
2005, effective Nov. 25, 2005; para. (d)(2) revised, 72
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FR 46716, Aug. 21, 2007 (implementation enjoined and
never became effective); para. (d)(2) revised, 74 FR
52686, Oct. 14, 2009, effective Oct. 14, 2009 (to remove
changes made by the final rulesin 72 FR 46716 from the
CFR); para. (b) heading and paras. (c) and (d) revised,
77 FR 48776, Aug. 14, 2012, effective Sept. 16, 2012;
paras. (a), (b), and (e) revised, 78 FR 62368, Oct. 21,
2013, effective Dec. 18, 2013]

§ 1.53 Application number, filing date, and
completion of application.

[Editor Note: Applicable to patent applications
filed under 35 U.S.C. 111 onor after December 18, 2013.]

() Application number. Any papers received
in the Patent and Trademark Office which purport
to be an application for apatent will be assigned an
application number for identification purposes.

(b) Application filing requirements—
Nonprovisional application. Thefiling date of an
application for patent filed under this section, other
than an application for a design patent or a
provisional application under paragraph (c) of this
section, is the date on which a specification, with
or without claims, is received in the Office. The
filing date of an application for adesign patent filed
under this section, except for a continued
prosecution application under paragraph (d) of this
section, is the date on which the specification as
prescribed by 35 U.S.C. 112, including at least one
claim, and any required drawings are received in
the Office. No new matter may be introduced into
an application after itsfiling date. A continuing
application, which may be acontinuation, divisional,
or continuation-in-part application, may be filed
under the conditions specified in 35 U.S.C. 120,
121, 365(c), or 386(c) and § 1.78.

(1) A continuation or divisional application
that names as inventors the same or fewer than all
of theinventors named in the prior application may
be filed under this paragraph or paragraph (d) of
this section.

(2) A continuation-in-part application (which
may disclose and claim subject matter not disclosed
in the prior application) or a continuation or
divisional application naming an inventor not named
in the prior application must be filed under this

paragraph.
(c) Application filing requirements —
Provisional application. Thefiling date of a
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provisional application isthe date on which a
specification, with or without claims, isreceived in
the Office. No amendment, other than to make the
provisional application comply with the patent
statute and all applicable regulations, may be made
to the provisional application after the filing date of
the provisional application.

(1) A provisiona application must also
include the cover sheet required by 8 1.51(c)(1),
which may be an application data sheet (8 1.76), or
acover |etter identifying the application asa
provisional application. Otherwise, the application
will be treated as an application filed under
paragraph (b) of this section.

(2) An application for patent filed under
paragraph (b) of this section may be converted to a
provisional application and be accorded the original
filing date of the application filed under paragraph
(b) of this section. The grant of such arequest for
conversion will not entitle applicant to arefund of
the fees that were properly paid in the application
filed under paragraph (b) of this section. Such a
reguest for conversion must be accompanied by the
processing fee set forth in § 1.17(q) and befiled
prior to the earliest of:

(i) Abandonment of the application filed
under paragraph (b) of this section;

(if) Payment of the issue fee on the
application filed under paragraph (b) of thissection;
or

(iii) Expiration of twelve months after
the filing date of the application filed under
paragraph (b) of this section.

(3) A provisional application filed under
paragraph (c) of this section may be converted to a
nonprovisional application filed under paragraph
(b) of this section and accorded the original filing
date of the provisional application. The conversion
of aprovisional application to a nonprovisional
application will not result in either the refund of any
fee properly paid in the provisional application or
the application of any such fee to thefiling fee, or
any other fee, for the nonprovisional application.
Conversion of a provisional application to a
nonprovisional application under this paragraph will
result in the term of any patent to issue from the
application being measured from at least the filing
date of the provisional application for which
conversion is requested. Thus, applicants should
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consider avoiding this adverse patent term impact
by filing a nonprovisional application claiming the
benefit of the provisional application under 35
U.S.C. 119(e), rather than converting the provisional
application into a nonprovisional application
pursuant to this paragraph. A request to convert a
provisional application to a nonprovisional
application must be accompanied by thefee set forth
in 8 1.17(i) and an amendment including at least
oneclaimasprescribed by 35 U.S.C. 112(b), unless
the provisional application under paragraph (c) of
this section otherwise contains at least one claim as
prescribed by 35 U.S.C. 112(b). The nonprovisional
application resulting from conversion of a
provisional application must also include thefiling
fee, search fee, and examination fee for a
nonprovisional application, and the surcharge
required by 8 1.16(f) if either the basic filing fee for
anonprovisional application or the inventor’s oath
or declaration was not present on the filing date
accorded the resulting nonprovisional application
(i.e., thefiling date of the original provisional
application). A request to convert a provisional
application to a nonprovisional application must
also befiled prior to the earliest of:

(i) Abandonment of the provisional
application filed under paragraph (c) of thissection;
or

(ii) Expiration of twelve months after the
filing date of the provisional application filed under
paragraph (c) of this section.

(4) A provisiona application is not entitled
to theright of priority under 35 U.S.C. 119, 365(a),
or 386(a) or § 1.55, or to the benefit of an earlier
filing date under 35 U.S.C. 120, 121, 365(c), or
386(c) or § 1.78 of any other application. No claim
for priority under 35 U.S.C. 119(e) or § 1.78(a) may
be made in a design application based on a
provisional application. The requirements of 88§
1.821 through 1.825 regarding application
disclosures contai ning nucl eotide and/or amino acid
seguences are hot mandatory for provisional
applications.

(d) Application filing requirements —
Continued prosecution (nonprovisional) application.
(1) A continuation or divisional application

(but not a continuation-in-part) of a prior
nonprovisional application may befiled asa
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continued prosecution application under this
paragraph, provided that:

(i) Theapplicationisfor adesign patent;

(ii) The prior nonprovisional application
isadesign application, but not an international
design application, that is complete as defined by §
1.51(b), except for the inventor’'s oath or declaration
if the application isfiled on or after September 16,
2012, and the prior nonprovisional application
contains an application data sheet meeting the
conditions specified in § 1.53(f)(3)(i); and

(i) Theapplication under this paragraph
isfiled before the earliest of:

(A) Payment of the issue fee on the
prior application, unless a petition under § 1.313(c)
is granted in the prior application;

(B) Abandonment of the prior
application; or

(C) Termination of proceedings on
the prior application.

(2) Thefiling date of acontinued prosecution
application is the date on which arequest on a
separate paper for an application under this
paragraph is filed. An application filed under this

paragraph:
(i) Must identify the prior application;

(ii) Disclosesand claims only subject
matter disclosed in the prior application;

(iif) Names asinventors the same
inventors named in the prior application on the date
the application under this paragraph was filed,
except as provided in paragraph (d)(4) of this
section;

(iv) Includesthe request for an
application under this paragraph, will utilizethefile
jacket and contents of the prior application,
including the specification, drawings and the
inventor’s oath or declaration from the prior
application, to constitute the new application, and
will be assigned the application number of the prior
application for identification purposes; and

(V) Isarequest to expressly abandon the
prior application as of the filing date of the request
for an application under this paragraph.

(3) Thefiling fee, search fee, and
examination fee for a continued prosecution



PATENT RULES

application filed under this paragraph are the basic
filing fee as set forth in 8 1.16(b), the search fee as
set forth in 8 1.16(1), and the examination fee as set
forthin § 1.16(p).

(4) Anapplication filed under this paragraph
may be filed by fewer than all the inventors named
in the prior application, provided that the request
for an application under this paragraph when filed
is accompanied by a statement requesting deletion
of the name or names of the person or persons who
are not inventors of the invention being claimed in
the new application. No person may be named as
an inventor in an application filed under this
paragraph who was not named as an inventor in the
prior application on the date the application under
this paragraph wasfiled, except by way of correction
of inventorship under § 1.48.

(5) Any new change must be madein the
form of an amendment to the prior application asiit
existed prior to the filing of an application under
this paragraph. No amendment in an application
under this paragraph (a continued prosecution
application) may introduce new matter or matter
that would have been new matter in the prior
application. Any new specification filed with the
reguest for an application under this paragraph will
not be considered part of the original application
papers, but will be treated as a substitute
specification in accordance with § 1.125.

(6) Thefiling of acontinued prosecution
application under this paragraph will be construed
to include awaiver of confidentiality by the
applicant under 35 U.S.C. 122 to the extent that any
member of the public, who is entitled under the
provisions of § 1.14 to access to, copies of, or
information concerning either the prior application
or any continuing application filed under the
provisions of this paragraph, may be given similar
access to, copies of, or similar information
concerning the other application or applicationsin
the file jacket.

(7) A request for an application under this
paragraph is the specific reference required by 35
U.S.C. 120 to every application assigned the
application number identified in such request. No
amendment in an application under this paragraph
may delete this specific reference to any prior
application.
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(8) Inaddition to identifying the application
number of the prior application, applicant should
furnish in the request for an application under this
paragraph the following information relating to the
prior application to the best of his or her ability:

(i) Titleof invention;
(ii) Name of applicant(s); and
(iii) Correspondence address.

(9) See §1.103(b) for requesting alimited
suspension of action in an application filed under
this paragraph.

(e) Failureto meet filing date requirements.

(1) If an application deposited under
paragraph (b), (c), or (d) of this section does not
meet the requirements of such paragraph to be
entitled to afiling date, applicant will be so notified,
if acorrespondence address has been provided, and
given aperiod of time within which to correct the
filing error. If, however, arequest for an application
under paragraph (d) of this section does not meet
the requirements of that paragraph because the
application in which the request was filed is not a
design application, and if the application in which
therequest wasfiled wasitself filed on or after June
8, 1995, the request for an application under
paragraph (d) of this section will be treated as a
request for continued examination under § 1.114.

(2) Any request for review of anotification
pursuant to paragraph (e)(1) of this section, or a
notification that the original application paperslack
a portion of the specification or drawing(s), must
be by way of a petition pursuant to this paragraph
accompanied by the fee set forthin 8 1.17(f). Inthe
absence of atimely (8 1.181(f)) petition pursuant
to this paragraph, the filing date of an application
in which the applicant was notified of afiling error
pursuant to paragraph (e)(1) of this section will be
the date the filing error is corrected.

(3) If anapplicant isnotified of afiling error
pursuant to paragraph (€)(1) of thissection, but fails
to correct the filing error within the given time
period or otherwise timely (8§ 1.181(f)) take action
pursuant to this paragraph, proceedingsin the
application will be considered terminated. Where
proceedingsin an application are terminated
pursuant to this paragraph, the application may be
disposed of, and any filing fees, less the handling
fee set forthin § 1.21(n), will be refunded.
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(f) Completion of application subsequent to
filing — Nonprovisional (including continued
prosecution or reissue) application.

(D If an application which has been
accorded afiling date pursuant to paragraph (b) or
(d) of this section does not include the basic filing
fee, search fee, or examination fee, or if an
application which has been accorded afiling date
pursuant to paragraph (b) of this section does not
include at least one claim or the inventor’s oath or
declaration (88 1.63, 1.64, 1.162 or 1.175), and the
applicant has provided acorrespondence address (8
1.33(Q)), the applicant will be notified and given a
period of timewithinwhichtofileaclaim or claims,
pay the basic filing fee, search fee, and examination
fee, and pay the surcharge if required by 8 1.16(f),
to avoid abandonment.

(2) If an application which has been
accorded afiling date pursuant to paragraph (b) of
this section does not include the basic filing fee,
search fee, examination fee, at least one claim, or
the inventor’s oath or declaration, and the applicant
has not provided a correspondence address (8§
1.33(a)), the applicant has three months from the
filing date of the application within whichto file a
claim or claims, pay the basic filing fee, search fee,
and examination fee, and pay the surcharge required
by 8§ 1.16(f), to avoid abandonment.

(3) Theinventor's oath or declarationin an
application under § 1.53(b) must also befiled within
the period specified in paragraph (f)(1) or (f)(2) of
this section, except that the filing of the inventor’'s
oath or declaration may be postponed until the
application is otherwise in condition for allowance
under the conditions specified in paragraphs (f)(3)(i)
and (f)(3)(ii) of this section.

(i) The application must be an original
(non-reissue) application that contains an application
data sheet in accordance with § 1.76 identifying:

(A) Eachinventor by hisor her legal
name;

(B) A mailing address where the
inventor customarily receives mail, and residence,
if an inventor lives at alocation which is different
from where the inventor customarily receives mail,
for each inventor.

(ii) Theapplicant must file each required
oath or declaration in compliance with 8 1.63, or
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substitute statement in compliance with § 1.64, no
later than the date on which the issue fee for the
patent is paid. If the applicant is notified in anotice
of allowability that an oath or declaration in
compliance with 8 1.63, or substitute statement in
compliance with § 1.64, executed by or with respect
to each named inventor has not been filed, the
applicant must file each required oath or declaration
in compliance with 8 1.63, or substitute statement
in compliance with § 1.64, no later than the date on
which theissue fee is paid to avoid abandonment.
Thistime period is not extendable under § 1.136
(see § 1.136(c)). The Office may dispense with the
notice provided for in paragraph (f)(1) of thissection
if each required oath or declaration in compliance
with 8§ 1.63, or substitute statement in compliance
with 8§ 1.64, has been filed before the applicationis
in condition for allowance.

(4) If the excess claimsfeesrequired by §
1.16(h) and (i) and multiple dependent claim fee
required by 8 1.16(j) are not paid on filing or on
later presentation of the claimsfor which the excess
claimsor multiple dependent claim fees are due, the
feesrequired by 8§ 1.16(h), (i), and (j) must be paid
or the claims canceled by amendment prior to the
expiration of the time period set for reply by the
Office in any notice of fee deficiency. If the
application size fee required by § 1.16(s) (if any) is
not paid on filing or on later presentation of the
amendment necessitating a fee or additional fee
under § 1.16(s), the fee required by § 1.16(s) must
be paid prior to the expiration of thetime period set
for reply by the Office in any notice of fee
deficiency in order to avoid abandonment.

(5) This paragraph applies to continuation
or divisional applications under paragraphs (b) or
(d) of this section and to continuation-in-part
applications under paragraph (b) of thissection. See
§ 1.63(d) concerning the submission of a copy of
the inventor’s oath or declaration from the prior
application for a continuing application under
paragraph (b) of this section.

(6) If applicant does not pay the basic filing
fee during the pendency of the application, the
Office may dispose of the application.

(g9 Completion of application subsequent to
filing — Provisional application.

(1) If aprovisiona application which has
been accorded afiling date pursuant to paragraph



PATENT RULES

(c) of this section does not include the cover sheet
required by § 1.51(c)(1) or the basic filing fee (8
1.16(d)), and applicant has provided a
correspondence address (8 1.33(a)), applicant will
be notified and given aperiod of time within which
to pay the basic filing fee, file a cover sheet (8
1.51(c)(1)), and pay the surcharge required by §
1.16(qg) to avoid abandonment.

(2) If aprovisional application which has
been accorded afiling date pursuant to paragraph
(c) of this section does not include the cover sheet
required by 8 1.51(c)(1) or the basic filing fee (8
1.16(d)), and applicant has not provided a
correspondence address (8 1.33(a)), applicant has
two months from the filing date of the application
within which to pay the basic filing fee, file acover
sheet (8§ 1.51(c)(1)), and pay the surcharge required
by § 1.16(q) to avoid abandonment.

(3) If the application size fee required by §
1.16(s) (if any) isnot paid on filing, the fee required
by 8§ 1.16(s) must be paid prior to the expiration of
the time period set for reply by the Office in any
notice of fee deficiency in order to avoid
abandonment.

(4) If applicant does not pay the basic filing
fee during the pendency of the application, the
Office may dispose of the application.

(h) Subsequent treatment of application —
Nonprovisional (including continued prosecution)
application. An application for a patent filed under
paragraphs (b) or (d) of this section will not be
placed on the files for examination until al its
required parts, complying with the rules relating
thereto, are received, except that the inventor’s oath
or declaration may be filed when the application is
otherwise in condition for allowance pursuant to
paragraph (f)(3) of this section and minor
informalities may be waived subject to subsequent
correction whenever required.

(i) Subsequent treatment of application -
Provisional application. A provisional application
for a patent filed under paragraph (c) of this section
will not be placed on the files for examination and
will become abandoned no later than twelve months
after itsfiling date pursuant to 35 U.S.C. 111(b)(1).

[48 FR 2696, Jan. 20, 1983, effective Feh. 27,
1983; paras. (b) and (d), 49 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; para. (c), 50 FR 31826, Aug. 6,
1985, effective Oct. 5, 1985; paras. (¢) and (d), 53 FR
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47808, Nov. 28, 1988, effective Jan. 1, 1989; paras. (b)
and (c), 54 FR 47518, Nov. 15, 1989, effective Jan. 16,
1990; paras. (a)-(e) revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995; revised, 62 FR 53132, Oct. 10,
1997, effective Dec. 1, 1997; para. (d) revised, 63 FR
5734, Feb. 4, 1998, effective Feb. 4, 1998 (adopted as
final, 63 FR 36184, Jul. 2, 1998); paras. (¢)(3), (c)(4) and
(d) revised, 65 FR 14865, Mar. 20, 2000, effective May
29, 2000 (paras. (c)(4) and (d) adopted asfinal, 65 FR
50092, Aug. 16, 2000); para. (c)(3) revised, 65 FR 50092,
Aug. 16, 2000, effective Aug. 16, 2000; paras. (c)(1),
(€)(2), (d)(4), (e)(2), (f), and (g) revised and para. (d)(10)
added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; para. (c)(4) revised, 65 FR 78958, Dec. 18, 2000;
para. (d)(9) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; paras. (d)(1), (d)(3) and (e)(1)
revised, 68 FR 32376, May 30, 2003, effective July 14,
2003; para. (d)(9) deleted and para. (d)(10) redesignated
as para. (d)(9), 69 FR 29865, May 26, 2004, effective
June 25, 2004; para. (€)(2) revised, 69 FR 56481, Sept.
21, 2004, effective Nov. 22, 2004; paras (c)(3), (f) and
(9) revised, 70 FR 3880, Jan. 27, 2005, effective Dec.,
8, 2004; paras. (d)(3) and (f)(5) revised, 70 FR 30360,
May 26, 2005, effective July 1, 2005; paras. (b) and (c)(4)
revised, 72 FR 46716, Aug. 21, 2007 (implementation
enjoined and never became effective); paras. (b) and
(c)(4) revised, 74 FR 52686, Oct. 14, 2009, effective Oct.
14, 2009 (to remove changes made by the final rulesin
72 FR 46716 from the CFR); introductory text of paras.
(c) and (c)(3), and paras. (d)(2)(iv), (), and (h) revised,
77 FR 48776, Aug. 14, 2012, effective Sept. 16, 2012;
para.(b) introductory text, paras. (c)(2)(ii)-(iii) and (c)(4)
revised, and para.(j) removed, 78 FR 11024, Feb. 14,
2013, effective Mar. 16, 2013; paras. (b), (¢) and (f)
revised, 78 FR 62368, Oct. 21, 2013, effective Dec. 18,
2013; para. (d)(1)(ii) revised, 79 FR 12384, Mar. 5, 2014,
effective Mar. 5, 2014(adopted asfinal, 79 FR 68121,
Nov. 14, 2014); para. (b) introductory text and paras.
(©)(4) and (d)(1)(ii) revised, 80 FR 17918, Apr. 2, 2015,
effective May 13, 2015]

[* Paragraphs (b), (c), (f) and (h) above include
changes having limited applicability asfollows:

The changesto paras. (b) and (c) effective Dec.
18, 2013 and May 13, 2015 are applicable only to patent
applications filed on or after Dec. 18, 2013. See § 1.53
(pre-PLT(AIA)) for paras. (b) and (c) otherwisein effect;
and

The changesto para. (f) effective Dec. 18, 2013
and the changesto para. (h) effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.53 (pre-AlA) for paras. (f) and (h) otherwise in effect.

]
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§1.53 (pre-PLT
(AIA))

§1.53(pre-PLT (AlA)) Application number,
filing date, and completion of application.

[Editor Note: Applicable to patent applications
filed under 35 U.S.C. 111 (pre-PLT (AlA)) before
December 18, 2013. ]

* % * % %

(b) Application filing requirements —
Nonprovisional application. Thefiling date of an
application for patent filed under this section, except
for aprovisional application under paragraph (c) of
this section or a continued prosecution application
under paragraph (d) of this section, isthe date on
which a specification as prescribed by 35 U.S.C.
112 containing a description pursuant to § 1.71 and
at least one claim pursuant to § 1.75, and any
drawing required by § 1.81(a) arefiled in the Patent
and Trademark Office. No new matter may be
introduced into an application after its filing date.
A continuing application, which may be a
continuation, divisional, or continuation-in-part
application, may be filed under the conditions
specified in 35 U.S.C. 120, 121 or 365(c) and §

1.78(c) and (d).

(1) A continuation or divisional application
that names as inventors the same or fewer than all
of the inventors named in the prior application may
be filed under this paragraph or paragraph (d) of
this section.

(2) A continuation-in-part application (which
may disclose and claim subject matter not disclosed
in the prior application) or a continuation or
divisional application naming an inventor not named
in the prior application must be filed under this
paragraph.

(c) Application filing requirements —
Provisional application. Thefiling date of a
provisional application isthe date on which a
specification as prescribed by 35 U.S.C. 112(a), and
any drawing required by § 1.81(a) arefiled in the
Patent and Trademark Office. No amendment, other
than to make the provisional application comply
with the patent statute and all applicableregulations,
may be madeto the provisional application after the
filing date of the provisional application.

(1) A provisional application must also
include the cover sheet required by 8§ 1.51(c)(1),
which may be an application data sheet (§ 1.76), or
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acover letter identifying the application as a
provisional application. Otherwise, the application
will be treated as an application filed under
paragraph (b) of this section.

(2) Anapplication for patent filed under
paragraph (b) of this section may be converted to a
provisional application and be accorded the original
filing date of the application filed under paragraph
(b) of this section. The grant of such arequest for
conversion will not entitle applicant to arefund of
the fees that were properly paid in the application
filed under paragraph (b) of this section. Such a
request for conversion must be accompanied by the
processing fee set forthin 8§ 1.17(q) and be filed
prior to the earliest of:

(i) Abandonment of the application filed
under paragraph (b) of this section;

(ii) Payment of the issue fee on the
application filed under paragraph (b) of thissection;
or

(iii) Expiration of twelve months after
the filing date of the application filed under
paragraph (b) of this section.

(3) A provisiona application filed under
paragraph (c) of this section may be converted to a
nonprovisional application filed under paragraph
(b) of this section and accorded the original filing
date of the provisional application. The conversion
of aprovisional application to a nonprovisional
application will not result in either the refund of any
fee properly paid in the provisional application or
the application of any such fee to the filing fee, or
any other fee, for the nonprovisional application.
Conversion of aprovisiona applicationto a
nonprovisional application under this paragraph will
result in the term of any patent to issue from the
application being measured from at least the filing
date of the provisional application for which
conversion is requested. Thus, applicants should
consider avoiding this adverse patent term impact
by filing a nonprovisional application claiming the
benefit of the provisional application under 35
U.S.C. 119(e) (rather than converting the provisiona
application into a nonprovisional application
pursuant to this paragraph). A request to convert a
provisional application to a nonprovisional
application must be accompanied by thefee set forth
in § 1.17(i) and an amendment including at |east
oneclaim asprescribed by 35 U.S.C. 112(b), unless
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the provisional application under paragraph (c) of
this section otherwise contains at least one claim as
prescribed by 35 U.S.C. 112(b). The nonprovisional
application resulting from conversion of a
provisional application must also include the filing
fee, search fee, and examination fee for a
nonprovisional application, the inventor’s oath or
declaration, and the surcharge required by § 1.16(f)
if either the basic filing fee for a nonprovisional
application or theinventor’s oath or declaration was
not present on the filing date accorded the resulting
nonprovisional application (i.e., the filing date of
the original provisional application). A request to
convert aprovisional application to anonprovisional
application must aso be filed prior to the earliest
of:

(i) Abandonment of the provisional
application filed under paragraph (c) of thissection;
or

(ii) Expiration of twelve months after the
filing date of the provisional application filed under
paragraph (c) of this section.

(4) A provisiona application is not entitled
totheright of priority under 35 U.S.C. 119 or 365(a)
or § 1.55, or to the benefit of an earlier filing date
under 35 U.S.C. 120, 121 or 365(c) or § 1.78 of any
other application. No claim for priority under 35
U.S.C. 119(e) or § 1.78(a) may be madein adesign
application based on a provisional application. The
requirements of 88 1.821 through 1.825 regarding
application disclosures containing nucleotide and/or
amino acid sequences are hot mandatory for
provisional applications.

* % * % %

[*See § 1.53 for the current rule, including paras.
(b) and (c) containing changes applicable to patent
applications filed on or after Dec. 18, 2013.]

§1.53 (pre-AlA) Application number, filing
date, and completion of application.

[Editor Note: Applicable to patent applications
filed before September 16, 2012* ]

* %k k % %

(f) Completion of application subsequent to
filing — Nonprovisional (including continued
prosecution or reissue) application.

(pre-AlA)

(2) If an application which has been
accorded afiling date pursuant to paragraph (b) or
(d) of this section does not include the basic filing
fee, the search fee, or the examination fee, or if an
application which has been accorded afiling date
pursuant to paragraph (b) of this section does not
include an oath or declaration by the applicant
pursuant to 88 1.63, 1.162 or § 1.175, and applicant
has provided a correspondence address (8§ 1.33(a)),
applicant will be notified and given aperiod of time
within which to pay the basic filing fee, search fee,
and examination fee, file an oath or declaration in
an application under paragraph (b) of this section,
and pay the surcharge if required by § 1.16(f) to
avoid abandonment.

(2) If an application which has been
accorded afiling date pursuant to paragraph (b) of
this section does not include the basic filing fee, the
search fee, the examination fee, or an oath or
declaration by the applicant pursuant to 88 1.63,
1.162 or 8 1.175, and applicant has not provided a
correspondence address (8 1.33(a)), applicant has
two months from the filing date of the application
within which to pay the basic filing fee, search fee,
and examination feg, file an oath or declaration, and
pay the surcharge required by 8 1.16(f) to avoid
abandonment.

(3) If the excess claimsfees required by 88
1.16(h) and (i) and multiple dependent claim fee
required by § 1.16(j) are not paid on filing or on
later presentation of the claimsfor which the excess
claimsor multiple dependent claim fees are due, the
feesrequired by 88 1.16(h), (i), and (j), must be paid
or the claims canceled by amendment prior to the
expiration of the time period set for reply by the
Officein any notice of fee deficiency. If the
application size feerequired by § 1.16(s) (if any) is
not paid on filing or on later presentation of the
amendment necessitating afee or additional fee
under § 1.16(s), the fee required by § 1.16(s) must
be paid prior to the expiration of the time period set
for reply by the Office in any notice of fee
deficiency in order to avoid abandonment.

(4) This paragraph appliesto continuation
or divisional applications under paragraphs (b) or
(d) of this section and to continuation-in-part
applications under paragraph (b) of this section. See
§ 1.63(d) concerning the submission of a copy of
the oath or declaration from the prior application
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for a continuation or divisional application under
paragraph (b) of this section.

(5) If applicant does not pay the basic filing
fee during the pendency of the application, the
Office may dispose of the application.

* % % % %

(h) Subsequent treatment of application —
Nonprovisional (including continued prosecution)
application. An application for a patent filed under
paragraphs (b) or (d) of this section will not be
placed on the files for examination until all its
required parts, complying with the rules relating
thereto, are received, except that certain minor
informalities may be waived subject to subsequent
correction whenever required.

[*See§1.53 for the portions of therule applicable
irrespective of application filing date and for current
paras. (f) and (h)]

§ 1.54 Partsof application to befiled
together; filing receipt.

(a) Itisdesirablethat all parts of the complete
application be deposited in the Office together;
otherwise, aletter must accompany each part,
accurately and clearly connecting it with the other
parts of the application. See § 1.53(f) and (g) with
regard to completion of an application.

(b) Applicant will beinformed of the application
number and filing date by afiling receipt, unlessthe
application is an application filed under § 1.53(d).
A letter limited to arequest for afiling receipt may
be signed by ajuristic applicant or patent owner.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; para. (b) amended, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; revised, 62 FR 53132, Oct. 10,
1997, effective Dec. 1, 1997; para. (b) revised, 78 FR
62368, Oct. 21, 2013, effective Dec. 18, 2013]

§ 1.55 Claim for foreign priority.

(8 Ingeneral. Anapplicant in anonprovisional
application may claim priority to one or more prior
foreign applications under the conditions specified
in35U.S.C. 119(a) through (d) and (f), 172, 365(a)

and (b), and 386(a) and (b) and this section.

(b) Timefor filing subsegquent application. The
nonprovisional application must be:
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(1) Filed not later than twelve months (six
monthsin the case of adesign application) after the
date on which the foreign application was filed,
subject to paragraph (c) of this section (asubsequent
application); or

(2) Entitled to claim the benefit under 35
U.S.C. 120, 121, 365(c), or 386(c) of a subsequent

application that wasfiled within the period set forth
in paragraph (b)(1) of this section.

(c) Delayed filing of subsequent application. If
the subsequent application has afiling date which
is after the expiration of the period set forth in
paragraph (b)(1) of this section, but within two
months from the expiration of the period set forth
in paragraph (b)(1) of this section, the right of
priority in the subsequent application may be
restored under PCT Rule 26 bis.3 for aninternational
application, or upon petition pursuant to this
paragraph, if the delay in filing the subsequent
application within the period set forth in paragraph
(b)(1) of this section was unintentional. A petition
to restore the right of priority under this paragraph
filed on or after May 13, 2015, must be filed in the
subsequent application, or in the earliest
nonprovisional application claiming benefit under
35 U.S.C. 120, 121, 365(c), or 386(c) to the
subsequent application, if such subsequent
applicationisnot anonprovisional application. Any
petition to restore the right of priority under this
paragraph must include:

(1) Thepriority claim under 35 U.S.C.
119(a) through (d) or (f), 365(a) or (b), or 386(a) or
(b) in an application data sheet (§ 1.76(b)(6)),
identifying the foreign application to which priority
is claimed, by specifying the application number,
country (or intellectual property authority), day,
month, and year of itsfiling, unless previously
submitted;

(2) Thepetitionfeeasset forthin 8§ 1.17(m);

and

(3) A statement that the delay in filing the
subsequent application within the period set forth
in paragraph (b)(1) of this section was unintentional .
The Director may require additional information
where there is a question whether the delay was
unintentional .

(d) Timefor filing priority claim—
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(1) Applicationunder 35U.SC. 111(a). The

claim for priority must be filed within the later of
four months from the actual filing date of the
application or sixteen months from the filing date
of the prior foreign application in an origina
application filed under 35 U.S.C. 111(a), except as
provided in paragraph (e) of thissection. Theclaim
for priority must be presented in an application data
sheet (8 1.76(b)(6)) and must identify the foreign
application to which priority is claimed by
specifying the application number, country (or
intellectual property authority), day, month, and
year of itsfiling. Thetime periodsin this paragraph
do not apply if the later-filed application is:

(i) An application for adesign patent; or

(ii) Anapplication filed under 35 U.S.C.
111(a) before November 29, 2000.

(2) Application under 35 U.SC. 371. The
claim for priority must be made within thetimelimit
set forth in the PCT and the Regulations under the
PCT in an international application entering the
national stage under 35 U.S.C. 371, except as
provided in paragraph (€) of this section.

(e) Delayed priority claim. Unless such claim
isaccepted in accordance with the provisions of this
paragraph, any claim for priority under 35 U.S.C.
119(a) through (d) or (f), _365(a) or (b), or 386(a)
or 386(b) not presented in the manner required by
paragraph (d) or (m) of this section during pendency
and within the time period provided by paragraph
(d) of this section (if applicable) is considered to
have been waived. If aclaim for priority is
considered to have been waived under this section,
the claim may be accepted if the priority claim was
unintentionally delayed. A petition to accept a
delayed claim for priority under 35 U.S.C. 119(a)
through (d) or (f), 365(a) or (b), or 386(a) or 386(b)

must be accompanied by:

(1) Thepriority claim under 35 U.S.C.
119(a) through (d) or (f), 365(a) or (b), or 386(a) or
386(b) in an application data sheet (§ 1.76(b)(6)),
identifying the foreign application to which priority
is claimed, by specifying the application number,
country (or intellectual property authority), day,
month, and year of itsfiling, unless previously
submitted;

(2) A certified copy of the foreign
application, unless previously submitted or an
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exception in paragraph (h), (i), or (j) of thissection
applies,

(3) Thepetitionfeeasset forthin§ 1.17(m);
and

(4) A statement that the entire delay between
the datethe priority claim was due under this section
and the date the priority claim was filed was
unintentional. The Director may require additional
information where there is a question whether the
delay was unintentional.

(f)y Timefor filing certified copy of foreign
application—

(1) Application under 35 U.SC. 111(a). A
certified copy of the foreign application must be
filed within the later of four months from the actual
filing date of the application, or sixteen monthsfrom
the filing date of the prior foreign application, inan
original application under 35 U.S.C. 111(a) filed on
or after March 16, 2013, except as provided in
paragraphs (h), (i), and (j) of this section. Thetime
period in this paragraph does not apply in adesign
application.

(2) Application under 35 U.SC. 371. A
certified copy of the foreign application must be
filed within the time limit set forth in the PCT and
the Regulations under the PCT in an international
application entering the national stage under 35
U.S.C. 371. If acertified copy of the foreign
applicationisnot filed during the international stage
in an international application inwhich the national
stage commenced on or after December 18, 2013,
a certified copy of the foreign application must be
filed within the later of four months from the date
on which the national stage commenced under 35
U.S.C. 371(b) or (f) (8 1.491(a)), four months from
the date of the initial submission under 35 U.S.C.
371 to enter the national stage, or sixteen months
from thefiling date of the prior foreign application,
except as provided in paragraphs (h), (i), and (j) of
this section.

(3) If acertified copy of the foreign
application is not filed within the time period
specified [in] paragraph (f)(1) of this section in an
application under 35 U.S.C. 111(a) or within the
period specified in paragraph (f)(2) of this section
in an international application entering the national
stage under 35 U.S.C. 371, and an exception in
paragraph (h), (i), or (j) of this section is not
applicable, the certified copy of the foreign
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application must be accompanied by a petition
including a showing of good and sufficient cause
for the delay and the petition fee set forthin §

1.17(q).

(9) Requirement for filing priority claim,
certified copy of foreign application, and trandation
in any application.

(1) Theclaim for priority and the certified
copy of the foreign application specified in 35
U.S.C. 119(b) or PCT Rule 17 must, in any event,
be filed within the pendency of the application,
unless filed with a petition under paragraph (€) or
(f) of this section, or with a petition accompanied
by the fee set forth in § 1.17(g) which includes a
showing of good and sufficient cause for the delay
infiling the certified copy of the foreign application
in adesign application. If the claim for priority or
the certified copy of the foreign applicationisfiled
after the date the issue fee is paid, the patent will
not include the priority claim unless corrected by a
certificate of correction under 35 U.S.C. 255 and §
1.323.

(2) The Office may require that the claim
for priority and the certified copy of the foreign
application be filed earlier than otherwise provided
in this section:

(i) When the application isinvolved in
an interference (see 8§ 41.202 of this chapter) or
derivation (see part 42 of this chapter) proceeding;

(if) When necessary to overcomethe date
of areference relied upon by the examiner; or

(itf) When deemed necessary by the
examiner.

(3) An English language translation of a
non-English language foreign application is not
required except:

(i) When the application isinvolvedin
an interference (see 8§ 41.202 of this chapter) or
derivation (see part 42 of this chapter) proceeding;

(it) When necessary to overcomethe date
of areference relied upon by the examiner; or

(iif) When specifically required by the
examiner.

(4) If an English language trandlation of a
non-English language foreign application is
required, it must be filed together with a statement
that the trandlation of the certified copy is accurate.
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(h) Certified copy in another U.S patent or
application. The requirement in paragraphs (f) and
(9) of thissection for acertified copy of the foreign
application will be considered satisfied in areissue
application if the patent for which reissue is sought
satisfies the requirement of this section for a
certified copy of the foreign application and such
patent isidentified as containing acertified copy of
the foreign application. The requirement in
paragraphs (f) and (g) of this section for a certified
copy of the foreign application will also be
considered satisfied in an applicationif aprior-filed
nonprovisional application for which abenefit is
claimed under 35 U.S.C. 120, 121, 365(c), or 386(c)
contains a certified copy of the foreign application
and such prior-filed nonprovisional application is
identified as containing a certified copy of the
foreign application.

(i) Foreignintellectual property office
participating in a priority document exchange
agreement. The requirement in paragraphs (f) and
(g) of this section for a certified copy of the foreign
application to befiled within the timelimit set forth
therein will be considered satisfied if:

(1) Theforeign application wasfiled in a
foreignintellectual property office participating with
the Officein abilateral or multilateral priority
document exchange agreement (participating foreign
intellectual property office), or acopy of theforeign
application wasfiled in an application subsequently
filed in a participating foreign intellectual property
office that permits the Office to obtain such acopy;

(2) Theclaim for priority is presented in an
application data sheet (8 1.76(b)(6)), identifying the
foreign application for which priority isclaimed, by
specifying the application number, country (or
intellectual property authority), day, month, and
year of itsfiling, and the applicant provides the
information necessary for the participating foreign
intellectual property office to provide the Office
with access to the foreign application;

(3) The copy of the foreign applicationis
received by the Office from the participating foreign
intellectual property office, or a certified copy of
the foreign application isfiled, within the period
specified in paragraph (g)(1) of this section; and

(4) The applicant filesin a separate
document arequest that the Office obtain a copy of
the foreign application from a participating
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intellectual property office that permits the Office
to obtain such a copy where, athough the foreign
application was not filed in a participating foreign
intellectual property office, a copy of the foreign
application wasfiled in an application subsequently
filed in a participating foreign intellectual property
office that permits the Office to obtain such acopy.
The request must identify the participating
intellectual property office and the subsequent
application by the application number, day, month,
and year of itsfiling in which a copy of the foreign
application was filed. The request must be filed
within the later of sixteen months from the filing
date of the prior foreign application, four months
from the actual filing date of an application under
35 U.S.C. 111(a), four months from the date on
which the national stage commenced under 35
U.S.C. 371(b) or (f) (8§ 1.491(a) ), or four months
from the date of the initial submission under 35
U.S.C. 371 to enter the national stage, or the request
must be accompanied by a petition under paragraph
(e) or (f) of this section.

(1) Interimcopy. Therequirement in paragraph
(f) of thissection for a certified copy of the foreign
application to befiled within the timelimit set forth
therein will be considered satisfied if:

(1) A copy of theorigina foreign application
clearly labeled as "Interim Copy," including the
specification, and any drawings or claims upon
whichitisbased, isfiled inthe Office together with
a separate cover sheet identifying the foreign
application by specifying the application number,
country (or intellectual property authority), day,
month, and year of itsfiling, and stating that the
copy filed in the Officeisatrue copy of the original
application asfiled in the foreign country (or
intellectual property authority);

(2) The copy of the foreign application and
separate cover sheet are filed within the later of
sixteen months from the filing date of the prior
foreign application, four months from the actual
filing date of an application under 35 U.S.C. 111(a),
four months from the date on which the national
stage commenced under 35 U.S.C. 371(b) or (f) (8
1.491(@)), four months from the date of the initial
submission under 35 U.S.C. 371 to enter the national
stage, or with a petition under paragraph (e) or (f)
of this section; and
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(3) A certified copy of the foreign
application is filed within the period specified in
paragraph (g)(1) of this section.

(k) Requirements for certain applications filed
on or after March 16, 2013. If a nonprovisional
application filed on or after March 16, 2013, other
than a nonprovisional international design
application, claims priority to aforeign application
filed prior to March 16, 2013, and also contains, or
contained at any time, aclaimto aclaimed invention
that hasan effectivefiling date asdefined in § 1.109
that is on or after March 16, 2013, the applicant
must provide a statement to that effect within the
later of four months from the actual filing date of
the nonprovisional application, four months from
the date of entry into the national stage as set forth
in 8 1.491 in an international application, sixteen
months from the filing date of the prior foreign
application, or the date that afirst claimto aclaimed
invention that has an effectivefiling date on or after
March 16, 2013, is presented in the nonprovisional
application. An applicant is not required to provide
such astatement if the applicant reasonably believes
on the basis of information already known to the
individuals designated in 8 1.56(c)) that the
nonprovisional application does not, and did not at
any time, contain aclaim to aclaimed invention that
has an effective filing date on or after March 16,
2013.

() Inventor’s certificates. An applicant in a
nonprovisional application may under certain
circumstances claim priority on the basis of one or
more applications for an inventor’s certificatein a
country granting both inventor’s certificates and
patents. To claim the right of priority on the basis
of an application for an inventor’s certificatein such
acountry under 35 U.S.C. 119(d), the applicant,
when submitting a claim for such right as specified
in this section, must include an affidavit or
declaration. The affidavit or declaration must include
a specific statement that, upon an investigation, he
or she is satisfied that to the best of his or her
knowledge, the applicant, when filing the application
for the inventor’s certificate, had the option to file
an application for either a patent or an inventor’s
certificate as to the subject matter of the identified
claim or claims forming the basis for the claim of
priority.

(m) Timefor filing priority claim and certified
copy of foreign application in an international
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design application designating the United States.
In an international design application designating
the United States, the claim for priority may be made
in accordance with the Hague Agreement and the
Hague Agreement Regulations. In anonprovisional
international design application, the priority claim,
unless made in accordance with the Hague
Agreement and the Hague Agreement Regul ations,
must be presented in an application data sheet (8
1.76(b)(6)), identifying the foreign application for
which priority is claimed, by specifying the
application number, country (or intellectual property
authority), day, month, and year of itsfiling. In a
nonprovisional international design application, the
priority claim and certified copy must be furnished
in accordance with the time period and other
conditions set forth in paragraph (g) of this section.

(n) Applications filed before September 16,
2012. Notwithstanding the requirement in
paragraphs (d)(1), (e)(1), and (i)(2) of this section
that any priority claim be presented in an application
data sheet (8 1.76), this requirement in paragraphs
(d)(2), (e)(1), and (i)(2) of this section will be
satisfied by the presentation of such priority claim
in the oath or declaration under § 1.63ina
nonprovisional application filed under 35 U.S.C.
111(a) before September 16, 2012, or resulting from
an international application filed under 35 U.S.C.
363 before September 16, 2012. The provisions of
this paragraph do not apply to any priority claim
submitted for a petition under paragraph (c) of this
section to restore the right of priority to aforeign
application.

(o) Priority under 35 U.S.C. 386(a) or (b). The
right of priority under 35 U.S.C. 386(a) or (b) with
respect to an international design applicationis
applicable only to nonprovisional applications,
international applications, and international design
applications filed on or after May 13, 2015, and
patents issuing thereon.

(p) Time periodsin thissection. Thetime
periods set forth in this section are not extendable,
but are subject to 35 U.S.C. 21(b) (and § 1.7(a)),
PCT Rule 80.5, and Hague Agreement Rule 4(4).

[para. (b), 47 FR 41272, Sept. 17, 1982, effective
Oct. 1 1982; 48 FR 2696, Jan. 20, 1983, effective Feb.
27, 1983; para. (b), 49 FR 554, Jan. 4, 1984, effective
Apr. 1, 1984; para. (a), 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; para. (a), 54 FR 6893, Feb. 15,
1989, effective Apr. 17, 1989; para. (a) revised, 54 FR
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9432, March 7, 1989, effective Apr. 17, 1989; para. (a),
54 FR 47518, Nov. 15, 1989, effective Jan. 16, 1990;
para. (a) revised, 58 FR 54504, Oct. 22, 1993, effective
Jan. 3, 1994; revised, 60 FR 20195, Apr.25, 1995,
effective June 8, 1995; para. (a) revised, 62 FR 53132,
Oct. 10, 1997, effective Dec. 1, 1997; para. (a) revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para.
(a) revised and para. (c) added, 65 FR 57024, Sept. 20,
2000, effective Nov. 29, 2000; paras. (a) and (¢)
corrected, 65 FR 66502, Nov. 6, 2000, effective Nov. 29,
2000; paras.(a)(1) and (c) revised, 66 FR 67087, Dec. 28,
2001, effective Dec. 28, 2001; para. (¢)(3) revised, 68
FR 14332, Mar. 25, 2003, effective May 1, 2003; paras.
(a)(3) and (a)(4) revised, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004; para. (d) added, 72 FR 1664,
Jan. 16, 2007, effective Jan. 16, 2007; introductory text
of paras. (a)(1)(i) and (c), and para. (d)(1)(ii) revised, 77
FR 48776, Aug. 14, 2012, effective Sept. 16, 2012;
revised, 78 FR 11024, Feb. 14, 2013, effective Mar. 16,
2013; corrected 78 FR 16182, Mar. 14, 2013, effective
Mar. 16, 2013; paras. (b)-(f) and (h) revised, 78 FR
62368, Oct. 21, 2013, effective Dec. 18, 2013; revised,
80 FR 17918, Apr. 2, 2015, effective May 13, 2015]

§1.56 Duty todiscloseinformation material
to patentability.

[Editor Note: Para. (c)(3) below isapplicable only
to patent applicationsfiled under 35 U.S.C. 111(a) or 363
on or after September 16, 2012*]

() A patent by itsvery natureis affected with
apublic interest. The public interest is best served,
and the most effective patent examination occurs
when, at the time an application is being examined,
the Office is aware of and evaluates the teachings
of al information material to patentability. Each
individual associated with thefiling and prosecution
of apatent application hasaduty of candor and good
faith in dealing with the Office, which includes a
duty to discloseto the Office all information known
to that individual to be material to patentability as
defined in this section. The duty to disclose
information exists with respect to each pending
claim until the claimiscancelled or withdrawn from
consideration, or the application becomes
abandoned. Information material to the patentability
of aclaim that is cancelled or withdrawn from
consideration need not be submitted if the
information is not material to the patentability of
any claim remaining under consideration in the
application. Thereis no duty to submit information
which is not materia to the patentability of any
existing claim. The duty to disclose al information
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known to be material to patentability is deemed to
be satisfied if al information known to be material
to patentability of any claim issued in a patent was
cited by the Office or submitted to the Officein the
manner prescribed by 88§ 1.97(b)-(d) and 1.98.
However, no patent will be granted on an application
in connection with which fraud on the Office was
practiced or attempted or the duty of disclosure was
violated through bad faith or intentional misconduct.
The Office encourages applicants to carefully
examine:

(1) Prior art cited in search reports of a
foreign patent office in a counterpart application,
and

(2) The closest information over which
individuals associated with thefiling or prosecution
of a patent application believe any pending claim
patentably defines, to make sure that any material
information contained therein is disclosed to the
Office.

(b) Under this section, information is material
to patentability when it is not cumulative to
information already of record or being made of
record in the application, and

(1) It establishes, by itself or in combination
with other information, a prima facie case of
unpatentability of aclaim; or

(2) It refutes, or isinconsistent with, a
position the applicant takesin:

(i) Opposing an argument of
unpatentability relied on by the Office, or

(ii) Asserting an argument of
patentability.

A primafacie case of unpatentability is established
when the information compels a conclusion that a
claim is unpatentable under the preponderance of
evidence, burden-of-proof standard, giving each
teem in the clam its broadest reasonable
construction consistent with the specification, and
before any consideration isgiven to evidencewhich
may be submitted in an attempt to establish a
contrary conclusion of patentability.

(c) Individuals associated with the filing or
prosecution of a patent application within the
meaning of this section are:

(1) Each inventor named in the application;
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(2) Each attorney or agent who prepares or
prosecutes the application; and

(3) Every other person who is substantively
involved in the preparation or prosecution of the
application and who is associated with the inventor,
the applicant, an assignee, or anyone to whom there
isan obligation to assign the application.

(d) Individuals other than the attorney, agent or
inventor may comply with this section by disclosing
information to the attorney, agent, or inventor.

(e) Inany continuation-in-part application, the
duty under this section includesthe duty to disclose
to the Office all information known to the person
to be material to patentability, as defined in
paragraph (b) of this section, which became
available between the filing date of the prior
application and the national or PCT international
filing date of the continuation-in-part application.

[42 FR 5593, Jan. 28, 1977; paras. (d) & (€) - (i),
47 FR 21751, May 19, 1982, effective July 1, 1982; para.
(c), 48 FR 2696, Jan. 20, 1983, effective Feb. 27, 1983;
paras. (b) and (j), 49 FR 554, Jan. 4, 1984, effective Apr.
1, 1984; paras. (d) and (h), 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985; para. (€), 53 FR 47808, Nov. 28,
1988, effective Jan. 1, 1989; 57 FR 2021, Jan. 17, 1992,
effective Mar. 16, 1992; para. (€) added, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; para. (c)(3) revised,
77 FR 48776, Aug. 14, 2012, effective Sept. 16, 2012]

[* The changesto para. (c)(3) effective Sept. 16,
2012 are applicable only to patent applicationsfiled under
35 U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See
§ 1.56 (pre-AlA) for para. (c)(3) otherwisein effect.]

§1.56 (pre-AlA) Duty to disclose
information material to patentability.

[Editor Note: Para. (c)(3) below is not applicable
to patent applicationsfiled under 35 U.S.C. 111(a) or 363
on or after Sept. 16, 2012*]

*kkk*k

(c) Individuals associated with the filing or
prosecution of a patent application within the
meaning of this section are:

(1) Each inventor named in the application;

(2) Each attorney or agent who prepares or
prosecutes the application; and

(3) Every other person who is substantively
involved in the preparation or prosecution of the
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application and who is associated with the inventor,
with the assignee or with anyone to whom thereis
an obligation to assign the application.

(d) Individuals other than the attorney, agent or
inventor may comply with this section by disclosing
information to the attorney, agent, or inventor.

(e) Inany continuation-in-part application, the
duty under this section includesthe duty to disclose
to the Office all information known to the person
to be material to patentability, as defined in
paragraph (b) of this section, which became
available between the filing date of the prior
application and the national or PCT international
filing date of the continuation-in-part application.

[42 FR 5593, Jan. 28, 1977; paras. (d) & (e) - (i),
47 FR 21751, May 19, 1982, effective July 1, 1982; para.
(c), 48 FR 2696, Jan. 20, 1983, effective Feb. 27, 1983;
paras. (b) and (j), 49 FR 554, Jan. 4, 1984, effective Apr.
1, 1984; paras. (d) and (h), 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985; para. (€), 53 FR 47808, Nov. 28,
1988, effective Jan. 1, 1989; 57 FR 2021, Jan. 17, 1992,
effective Mar. 16, 1992; para. (€) added, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000]

[* See 8 1.56 for more information and for the rule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

§ 1.57 Incorporation by reference.

[Editor Note: Para. (a) below isonly applicableto
patent applications filed under 35 U.S.C. 111(a) on or
after December 18, 2013*]

() Subject to the conditions and requirements
of this paragraph, areference made in the English
language in an application data sheet in accordance
with § 1.76 upon the filing of an application under
35 U.S.C. 111(a) to aprevioudy filed application,
indicating that the specification and any drawings
of the application under 35 U.S.C. 111(a) are
replaced by the reference to the previoudly filed
application, and specifying the previously filed
application by application number, filing date, and
the intellectual property authority or country in
which the previously filed application was filed,
shall constitute the specification and any drawings
of the application under 35 U.S.C. 111(a) for
purposes of afiling date under § 1.53(b).

(1) If the applicant has provided a
correspondence address (§ 1.33(a) ), the applicant
will be notified and given a period of time within
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which to file a copy of the specification and
drawings from the previoudly filed application, an
English language transl ation of the previously filed
application, and the fee required by 8 1.17(i) if itis
in alanguage other than English, and pay the
surcharge required by 8 1.16(f), to avoid
abandonment. Such anotice may be combined with
anotice under § 1.53(f).

(2) If the applicant has not provided a
correspondence address (8 1.33(a)), the applicant
has three months from the filing date of the
application to file a copy of the specification and
drawings from the previously filed application, an
English language translation of the previoudly filed
application, and the feerequired by 8 1.17(i) if itis
in alanguage other than English, and pay the
surcharge required by § 1.16(f), to avoid
abandonment.

(3) An application abandoned under
paragraph (a)(1) or (a)(2) of this section shall be
treated as having never been filed, unless:

(i) The applicationisrevived under §
1.137; and

(if) A copy of the specification and any
drawings of the previoudly filed application arefiled
in the Office.

(4) A certified copy of the previoudly filed
application must befiled in the Office, unless the
previously filed application is an application filed
under 35 U.S.C. 111 or 363, or the previoudly filed
application isaforeign priority application and the
conditions set forth in § 1.55(i) are satisfied with
respect to such foreign priority application. The
certified copy of the previoudly filed application, if
required by this paragraph, must be filed within the
later of four months from the filing date of the
application or sixteen months from the filing date
of the previoudly filed application, or be
accompanied by a petition including a showing of
good and sufficient cause for the delay and the
petition fee set forthin § 1.17(q).

(b) Subject to the conditions and requirements
of this paragraph, if all or aportion of the
specification or drawing(s) isinadvertently omitted
from an application, but the application contains a
claim under § 1.55 for priority of aprior-filed
foreign application or aclaim under § 1.78 for the
benefit of a prior-filed provisional, nonprovisional,
international application, or international design
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application, that was present on the filing date of
the application, and theinadvertently omitted portion
of the specification or drawing(s) is completely
contained in the prior-filed application, the claim
under § 1.55 or 1.78 shall also be considered an
incorporation by reference of the prior-filed
application as to the inadvertently omitted portion
of the specification or drawing(s).

(1) The application must be amended to
include the inadvertently omitted portion of the
specification or drawing(s) within any time period
set by the Office, but in no case later than the close
of prosecution as defined by § 1.114(b), or
abandonment of the application, whichever occurs
earlier. The applicant is also required to:

(i) Supply acopy of the prior-filed
application, except where the prior-filed application
isan application filed under 35 U.S.C. 111;

(ii) Supply an English language
tranglation of any prior-filed application that isin a
language other than English; and

(iii) ldentify where the inadvertently
omitted portion of the specification or drawings can
be found in the prior-filed application.

(2) Any amendment to an international
application pursuant to paragraph (b)(1) of this
section shall be effective only as to the United
States, and shall have no effect on the international
filing date of the application. In addition, no request
under this section to add the inadvertently omitted
portion of the specification or drawingsin an
international application designating the United
States will be acted upon by the Office prior to the
entry and commencement of the national stage (8
1.491) or thefiling of an application under 35 U.S.C.
111(a) which claims benefit of the international
application. Any omitted portion of the international
application which applicant desires to be effective
asto all designated States, subject to PCT Rule
20.8(b), must be submitted in accordance with PCT
Rule 20.

(3) If an application isnot otherwise entitled
to afiling date under § 1.53(b), the amendment must
be by way of a petition pursuant to § 1.53(e)
accompanied by the fee set forth in 8 1.17(f).

(4) Any amendment to an international
design application pursuant to paragraph (b)(1) of
this section shall be effective only as to the United
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States and shall have no effect on the filing date of
the application. In addition, no request under this
section to add the inadvertently omitted portion of
the specification or drawingsin an international
design application will be acted upon by the Office
prior to the international design application
becoming a nonprovisional application.

(c) Except as provided in paragraph (a) or (b)
of this section, an incorporation by reference must
be set forth in the specification and must:

(1) Expressaclear intent to incorporate by
reference by using the root words “incorporat(e)”
and “reference” (e.g., “incorporate by reference’);
and

(2) Clearly identify the referenced patent,
application, or publication.

(d) “Essential material” may beincorporated by
reference, but only by way of an incorporation by
referenceto aU.S. patent or U.S. patent application
publication, which patent or patent application
publication does not itself incorporate such essential
material by reference. “Essential material” is
material that is necessary to:

(1) Provide awritten description of the
claimed invention, and of the manner and process
of making and using it, in such full, clear, concise,
and exact terms as to enable any person skilled in
the art to which it pertains, or with which it is most
nearly connected, to make and use the same, and
set forth the best mode contemplated by the inventor
of carrying out the invention as required by 35

U.S.C. 112(a);

(2) Describe the claimed invention in terms
that particularly point out and distinctly claim the
invention as required by 35 U.S.C. 112(b); or

(3) Describe the structure, material, or acts
that correspond to a claimed means or step for
performing a specified function as required by 35
U.S.C. 112(f).

(e) Other material (“Nonessential material”)
may be incorporated by reference to U.S. patents,
U.S. patent application publications, foreign patents,
foreign published applications, prior and
concurrently filed commonly owned U.S.
applications, or non-patent publications. An
incorporation by reference by hyperlink or other
form of browser executable code is not permitted.
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(f) The examiner may require the applicant to
supply a copy of the material incorporated by
reference. If the Office requires the applicant to
supply acopy of material incorporated by reference,
the material must be accompanied by a statement
that the copy supplied consists of the same material
incorporated by reference in the referencing
application.

(9) Any insertion of material incorporated by
reference into the specification or drawings of an
application must be by way of an amendment to the
specification or drawings. Such an amendment must
be accompanied by a statement that the materia
being inserted is the material previously
incorporated by reference and that the amendment
contains No new matter.

(h) Anincorporation of material by reference
that does not comply with paragraphs (c), (d) or (€)
of this section is not effective to incorporate such
material unless corrected within any time period set
by the Office, but in no case |ater than the close of
prosecution as defined by § 1.114(b), or
abandonment of the application, whichever occurs
earlier. In addition:

(1) A correction to comply with paragraph
(©)(2) of this section is permitted only if the
application asfiled clearly conveys an intent to
incorporate the material by reference. A mere
reference to material does not convey an intent to
incorporate the material by reference.

(2) A correction to comply with paragraph
(©)(2) of this section is only permitted for material
that was sufficiently described to uniquely identify
the document.

(i) An application transmittal letter limited to
the transmittal of a copy of the specification and
drawings from a previoudly filed application
submitted under paragraph (a) or (b) of this section
may be signed by a juristic applicant or patent
owner.

[Added, 69 FR 56481, Sept. 21, 2004, effective
Oct. 21, 2004, para. (a)(3) added, 69 FR 56481, Sept. 21,
2004, effective Nov. 22, 2004; para. (a)(2) revised, 72
FR 51559, Sept. 10, 2007, effective Sept. 10, 2007; paras.
(©)(1)-(3) revised, 77 FR 46615, Aug. 6, 2012, effective
Sept. 16, 2012; revised, 78 FR 62368, Oct. 21, 2013,
effective Dec. 18, 2013; para. (a) revised, para. (b)
introductory text revised and para. (b)(4) added, 80 FR
17918, Apr. 2, 2015, effective May 13, 2015]
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[* The changesto para. (a) effective Dec. 18, 2013
and May 13, 2015 are applicable only to patent
applicationsfiled on or after Dec. 18, 2013. See § 1.57
(pre-PLT) for para. (a) applicable to applicationsfiled
before Dec. 18, 2013.]

81.57 (pre-PLT) Incorporation by reference.

[Editor Note: Para. () below is applicable to
applications filed before December 18, 2013.]

() Subject to the conditions and requirements
of this paragraph, if all or a portion of the
specification or drawing(s) isinadvertently omitted
from an application, but the application contains a
claim under § 1.55 for priority of aprior-filed
foreign application, or a claim under § 1.78 for the
benefit of a prior-filed provisional, nonprovisional,
or international application, that was present on the
filing date of the application, and the inadvertently
omitted portion of the specification or drawing(s)
iscompletely contained in the prior-filed application,
the claim under § 1.55 or § 1.78 shall also be
considered an incorporation by reference of the
prior-filed application asto theinadvertently omitted
portion of the specification or drawing(s).

(1) The application must be amended to
include the inadvertently omitted portion of the
specification or drawing(s) within any time period
set by the Office, but in no case later than the close
of prosecution as defined by § 1.114(b), or
abandonment of the application, whichever occurs
earlier. The applicant is aso required to:

(i) Supply acopy of the prior-filed
application, except wherethe prior-filed application
isan application filed under 35 U.S.C. 111;

(if) Supply an English language
translation of any prior-filed application that isin a
language other than English; and

(iii) Identify where the inadvertently
omitted portion of the specification or drawings can
be found in the prior-filed application.

(2) Any amendment to an international
application pursuant to this paragraph shall be
effective only asto the United States, and shall have
no effect on the international filing date of the
application. In addition, no request under this section
to add the inadvertently omitted portion of the
specification or drawingsin an international
application designating the United States will be
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acted upon by the Office prior to the entry and
commencement of the national stage (8§ 1.491) or
the filing of an application under 35 U.S.C. 111(a)
which claims benefit of theinternational application.
Any omitted portion of theinternational application
which applicant desires to be effective as to all
designated States, subject to PCT Rule 20.8(b), must
be submitted in accordance with PCT Rule 20.

(3) If anapplicationisnot otherwise entitled
toafiling date under § 1.53(b), the amendment must
be by way of a petition pursuant to this paragraph
accompanied by the fee set forthin 8 1.17(f)

*kkk*k

[Para. (a) aboveisapplicableto patent applications
filed under 35 U.S.C. 111 (pre-PLT (AlA)) before Dec.
18, 2013. See § 1.57 for the current rule, including para.
(&) applicableto patent applicationsfiled under 35 U.S.C.
111 on or after Dec. 18, 2013.]

§1.58 Chemical and mathematical formulae
and tables.

(a) The specification, including the claims, may
contain chemical and mathematical formulae, but
shall not contain drawings or flow diagrams. The
description portion of the specification may contain
tables, but the same tables should not be included
in both the drawings and description portion of the
specification. Claims may contain tables either if
necessary to conformto 35 U.S.C. 112 or if
otherwise found to be desirable.

(b) Tablesthat are submitted in electronic form
(88 1.96(c) and 1.821(c)) must maintain the spatial
relationships (e.g., alignment of columns and rows)
of the table elements when displayed so asto
visually preserve the relational information they
convey. Chemical and mathematical formulae must
be encoded to maintain the proper positioning of
their characterswhen displayed in order to preserve
their intended meaning.

(c) Chemical and mathematical formulae and
tables must be presented in compliance with §
1.52(a) and (b), except that chemical and
mathematical formulae or tables may be placed in
alandscape orientation if they cannot be presented
satisfactorily in a portrait orientation. Typewritten
characters used in such formulae and tables must
be chosen from ablock (nonscript) type font or
lettering style having capital letters which should
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be at least 0.422 cm. (0.166 inch) high (e.g.,
preferably Arial, Times Roman, or Courier with a
font size of 12), but may be no smaller than 0.21
cm. (0.08 inch) high (e.g., afont size of 6). A space
at least 0.64 cm. (1/4 inch) high should be provided
between complex formulae and tables and the text.
Tables should have the lines and columns of data
closely spaced to conserve space, consistent with a
high degree of legibility.

[43 FR 20463, May 11, 1978; para. (b) removed
and reserved, para. (¢) amended, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; para. (b) added, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; revised, 69
FR 56481, Sept. 21, 2004, effective Oct. 21, 2004; para.
(a) revised, 78 FR 62368, Oct. 21, 2013, effective Dec.
18, 2013]

§1.59 Expungement of information or copy
of papersin application file.

(a(1) Information in an application will not
be expunged, except as provided in paragraph (b)
of this section or § 41.7(a) or § 42.7(a) of thistitle.

(2) Information forming part of the original
disclosure (i.e., written specification including the
claims, drawings, and any preliminary amendment
present on thefiling date of the application) will not
be expunged from the application file.

(b) An applicant may request that the Office
expunge information, other than what is excluded
by paragraph (a)(2) of this section, by filing a
petition under this paragraph. Any petition to
expunge information from an application must
include the fee set forth in 8§ 1.17(g) and establish
to the satisfaction of the Director that the
expungement of the information is appropriatein
which case a notice granting the petition for
expungement will be provided.

(c) Upon request by an applicant and payment
of the fee specified in § 1.19(b), the Office will
furnish copies of an application, unless the
application has been disposed of (see 88 1.53(€),
(f), and (g)). The Office cannot provide or certify
copies of an application that has been disposed of.

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984;
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50
FR 23123, May 31, 1985, effective Feb. 11, 1985;
revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR 53132, Oct. 10, 1997, effective Dec.
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1, 1997; para. (b) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; para. (b) revised, 68 FR 14332,
Mar. 25, 2003, effective May 1, 2003; revised, 68 FR
38611, June 30, 2003, effective July 30, 2003; para. (a)(1)
revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004; para. (b) revised, 69 FR 56481, Sept. 21, 2004,
effective Nov. 22, 2004; para. (a)(1) revised, 77 FR
46615, Aug. 6, 2012, effective Sept. 16, 2012; para. (a)(2)
revised, 77 FR 48776, Aug. 14, 2012, effective Sept. 16,
2012]

§1.60 [Reserved]

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,

1983; 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984;
50 FR 9379, Mar. 7, 1985, effective May 8, 1985; paras.
(@, (b) and (c), 54 FR 47519, Nov. 15, 1989, effective
Jan. 16, 1990; paras. (b) and (c) revised, para. (d) added,
57 FR 56446, Nov. 30, 1992, effective Jan. 4, 1993; para.
(b) revised, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995; removed and reserved, 62 FR 53132, Oct. 10,
1997, effective Dec. 1, 1997]

§1.61 [Reserved]
(Editor's note: Substanceis now in § 1.495)
§1.62 [Reserved]

[47 FR 47244, Oct. 25, 1982, added effective Feb.
27,1983; 48 FR 2696, Jan. 20, 1983, effective date Feb.
27,1983; paras. (a) and (d), 49 FR 555, Jan. 4, 1984,
effective Apr. 1, 1984; paras. (a), (c), and (h), 50 FR
9380, Mar. 7, 1985, effective May 8, 1985; paras. (€) and
(), 54 FR 47519, Nov. 15, 1989, effective Jan. 16, 1990;
paras. (a) and (e) revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995; para. (f) revised, 61 FR 42790,
Aug. 19, 1996, effective Sept. 23, 1996; removed and
reserved, 62 FR 53132, Oct. 10, 1997, effective Dec. 1,
1997]

OATH OR DECLARATION

8§ 1.63 Inventor’soath or declaration.

[Editor Note: Applicable only to patent applications
filed under 35 U.S.C. 111, 363, or 385 on or after
September 16, 2012*]

(@ Theinventor, or each individual whoisa
joint inventor of a claimed invention, in an
application for patent must execute an oath or
declaration directed to the application, except as
provided for in § 1.64. An oath or declaration under
this section must:
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(1) Identify the inventor or joint inventor
executing the oath or declaration by hisor her legal
name;

(2) Identify the application to whichitis
directed;

(3) Include a statement that the person
executing the oath or declaration believesthe named
inventor or joint inventor to be the original inventor
or an original joint inventor of a claimed invention
in the application for which the oath or declaration
is being submitted; and

(4) Statethat the application was made or
was authorized to be made by the person executing
the oath or declaration.

(b) Unlessthefollowing informationissupplied
in an application data sheet in accordance with §
1.76, the oath or declaration must also identify:

(1) Each inventor by hisor her legal name;
and

(2) A mailing address where the inventor
customarily receives mail, and residence, if an
inventor lives at alocation which is different from
where the inventor customarily receives mail, for
each inventor.

(c) A person may not execute an oath or
declaration for an application unlessthat person has
reviewed and understands the contents of the
application, including the claims, and is aware of
the duty to disclose to the Office all information
known to the person to be material to patentability
as defined in 8 1.56. Thereis no minimum age for
aperson to be qualified to execute an oath or
declaration, but the person must be competent to
execute, i.e., understand, the document that the
person is executing.

(d)(1) A newly executed oath or declaration
under 8 1.63, or substitute statement under § 1.64,
isnot required under 88 1.51(b)(2) and 1.53(f), or
under 88 1.497 and 1.1021(d), for aninventor in a
continuing application that claimsthe benefit under
35U.S.C. 120, 121, 365(c), or 386(c) in compliance
with 8§ 1.78 of an earlier-filed application, provided
that an oath or declaration in compliance with this
section, or substitute statement under § 1.64, was
executed by or with respect to such inventor and
wasfiled in the earlier-filed application, and a copy
of such oath, declaration, or substitute statement
showing the signature or an indication thereon that
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it was executed, is submitted in the continuing
application.

(2) Theinventorship of a continuing
application filed under 35 U.S.C. 111(a) isthe
inventor or joint inventors specified in the
application data sheet filed before or concurrently
with the copy of the inventor’s oath or declaration
from the earlier-filed application. If an application
data sheet is not filed before or concurrently with
the copy of the inventor’s oath or declaration from
the earlier-filed application, the inventorship is the
inventorship set forth in the copy of the inventor’s
oath or declaration from the earlier-filed application,
unlessit is accompanied by a statement signed
pursuant to 8§ 1.33(b) stating the name of each
inventor in the continuing application.

(3) Any new joint inventor named in the
continuing application must provide an oath or
declaration in compliance with this section, except
as provided for in § 1.64.

(e)(1) An assignment may also serve as an
oath or declaration required by this section if the
assignment as executed:

(i) Includes the information and
statements required under paragraphs (a) and (b) of
this section; and

(if) A copy of the assignment isrecorded
as provided for in part 3 of this chapter.

(2) Any reference to an oath or declaration
under this section includes an assignment as
provided for in this paragraph.

(f) With respect to an application naming
only one inventor, any reference to the inventor’s
oath or declaration in this chapter includes a
substitute statement executed under 8 1.64. With
respect to an application naming more than one
inventor, any reference to the inventor’s oath or
declaration in this chapter means the oaths,
declarations, or substitute statements that have been
collectively executed by or with respect to al of the
joint inventors, unless otherwise clear from the
context.

(g) Anoath or declaration under this section,
including the statement provided for in paragraph
(e) of this section, must be executed (i.e., signed)
in accordance either with § 1.66 or with an
acknowledgment that any willful false statement
made in such declaration or statement is punishable
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under 18 U.S.C. 1001 by fine or imprisonment of
not more than five (5) years, or both.

(h) An oath or declaration filed at any time
pursuant to 35 U.S.C. 115(h)(1) will be placed in
thefile record of the application or patent, but may
not necessarily be reviewed by the Office. Any
request for correction of the named inventorship
must comply with 8 1.48 in an application and 8
1.324 in apatent.

[48 FR 2696, Jan. 20, 1983, added effective Feb.
27, 1983; 48 FR 4285, Jan. 31, 1983; paras. (b)(3) and
(d), 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;
para. (a) revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995; paras. () & (d) revised, para. (€) added,
62 FR 53132, Oct. 10, 1997, effective Dec. 1, 1997; paras.
(@), (b), (c), and (e) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; para. (d)(4) revised, 69 FR 56481,
Sept. 21, 2004, effective Oct. 21, 2004; revised, 77 FR
48776, Aug. 14, 2012, effective Sept. 16, 2012; para.
(d)(2) revised, 80 FR 17918, Apr. 2, 2015, effective May
13, 2015]

[* The changes effective Sept. 16, 2012 and May
13, 2015 are applicable only to patent applications filed
on or after Sept. 16, 2012. See § 1.63 (pre-AlA) for the
rule applicable to patent applications filed before Sept.
16, 2012

§1.63 (pre-AlA) Oath or declaration.

[Editor Note: Not applicable to patent
applicationsfiled under 35 U.S.C. 111, 363, or 385 on
or after September 16, 2012*]

(8 An oath or declaration filed under §
1.51(b)(2) asapart of anonprovisional application
must:

(1) Beexecuted, i.e., signed, in accordance
with either § 1.66 or 8§ 1.68. There is no minimum
age for a person to be qualified to sign, but the
person must be competent to sign, i.e., understand
the document that the person is signing;

(2) ldentify each inventor by full name,
including the family name, and at least one given
name without abbreviation together with any other
given name or initial;

(3) Identify the country of citizenship of each
inventor; and

(4) Statethat the person making the oath or
declaration believesthe named inventor or inventors
to be the original and first inventor or inventors of
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the subject matter which is claimed and for which
apatent is sought.

(b) In addition to meeting the requirements of
paragraph (a) of this section, the oath or declaration
must also:

(1) ldentify the application to whichitis
directed;

(2) Statethat the person making the oath or
declaration has reviewed and understands the
contents of the application, including the claims, as
amended by any amendment specifically referred
to in the oath or declaration; and

(3) State that the person making the oath or
declaration acknowledgesthe duty to discloseto the
Office dl information known to the person to be
material to patentability as defined in § 1.56.

(c) Unless such information is supplied on an
application data sheet in accordance with § 1.76,
the oath or declaration must also identify:

(1) The mailing address, and the residence
if an inventor lives at alocation which is different
from where the inventor customarily receives mail,
of each inventor; and

(2) Any foreign application for patent (or
inventor’s certificate) for which aclaim for priority
is made pursuant to § 1.55, and any foreign
application having afiling date before that of the
application on which priority is claimed, by
specifying the application number, country, day,
month, and year of itsfiling.

(d)(1) A newly executed oath or declaration
isnot required under § 1.51(b)(2) and 8§ 1.53(f) in
a continuation or divisional application, provided
that:

(i) The prior nonprovisional application
contained an oath or declaration as prescribed by
paragraphs (a) through (c) of this section;

(if) The continuation or divisiona
application wasfiled by all or by fewer than all of
the inventors named in the prior application;

(i) The specification and drawingsfiled
in the continuation or divisional application contain
no matter that would have been new matter in the
prior application; and

(iv) A copy of the executed oath or
declaration filed in the prior application, showing

Rev. 10.2019, June 2020
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the signature or an indication thereon that it was
signed, is submitted for the continuation or
divisional application.

(2) The copy of the executed oath or
declaration submitted under this paragraph for a
continuation or divisional application must be
accompanied by astatement requesting the deletion
of the name or names of the person or persons who
are not inventors in the continuation or divisional
application.

(3) Where the executed oath or declaration
of which a copy is submitted for a continuation or
divisional application wasoriginaly filed inaprior
application accorded status under § 1.47, the copy
of the executed oath or declaration for such prior
application must be accompanied by:

(i) A copy of the decision granting a
petition to accord § 1.47 status to the prior
application, unless all inventors or legal
representatives have filed an oath or declaration to
join in an application accorded status under § 1.47
of which the continuation or divisional application
clamsabenefit under 35 U.S.C. 120, 121, or 365(C);
and

(ii) If one or more inventor(s) or legal
representative(s) who refused to join in the prior
application or could not be found or reached has
subsequently joined in the prior application or
another application of which the continuation or
divisional application claims a benefit under 35
U.S.C. 120, 121, or 365(c), acopy of the
subsequently executed oath(s) or declaration(s) filed
by the inventor or legal representative to joinin the
application.

(4) Where the power of attorney or
correspondence address was changed during the
prosecution of the prior application, the changein
power of attorney or correspondence address must
be identified in the continuation or divisional
application. Otherwise, the Office may not recognize
in the continuation or divisional application the
change of power of attorney or correspondence
address during the prosecution of the prior
application.

(5) A newly executed oath or declaration
must be filed in a continuation or divisional
application naming an inventor not named in the
prior application.
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(e) A newly executed oath or declaration must
be filed in any continuation-in-part application,
which application may name all, more, or fewer
than al of the inventors named in the prior
application.

[48 FR 2696, Jan. 20, 1983, added effective Feb.
27,1983; 48 FR 4285, Jan. 31, 1983; paras. (b)(3) and
(d), 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;
para. (a) revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995; paras. (a) & (d) revised, para. (€) added,
62 FR 53132, Oct. 10, 1997, effective Dec. 1, 1997; paras.
(@), (b), (c), and (e) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; para. (d)(4) revised, 69 FR 56481,
Sept. 21, 2004, effective Oct. 21, 2004]

[*See § 1.63 for more information and for the rule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

§1.64 Substitutestatement in lieu of an oath
or declaration.

[Editor Note: Applicable only to patent applications
filed under 35 U.S.C. 111(a) or 363 on or after September
16, 2012*]

(a8 Anapplicant under § 1.43, 1.45 or 1.46 may
execute a substitute statement in lieu of an oath or
declaration under § 1.63 if theinventor is deceased,
isunder alegal incapacity, has refused to execute
the oath or declaration under § 1.63, or cannot be
found or reached after diligent effort.

(b) A substitute statement under this section
must:

(1) Comply with the requirements of §
1.63(a), identifying the inventor or joint inventor
with respect to whom a substitute statement in lieu
of an oath or declaration is executed, and stating
upon information and belief the facts which such
inventor isrequired to state;

(2) ldentify the person executing the
substitute statement and the relationship of such
person to the inventor or joint inventor with respect
to whom the substitute statement is executed, and
unless such informationissupplied in an application
data sheet in accordance with 8 1.76, the residence
and mailing address of the person signing the
substitute statement;

(3) Identify the circumstances permitting the
person to execute the substitute statement in lieu of
an oath or declaration under § 1.63, namely whether
theinventor is deceased, isunder alegal incapacity,
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cannot be found or reached after a diligent effort
was made, or has refused to execute the oath or
declaration under § 1.63; and

(4) Unlessthefollowing information is
supplied in an application data sheet in accordance
with § 1.76, also identify:

(i) Eachinventor by hisor her lega
name; and

(ii) Thelast known mailing address
where the inventor customarily receives mail, and
last known residence, if an inventor lives at a
location which is different from where the inventor
customarily receives mail, for each inventor who is
not deceased or under alegal incapacity.

(c) A person may not execute a substitute
statement provided for in this section for an
application unless that person has reviewed and
understands the contents of the application,
including the claims, and is aware of the duty to
disclose to the Office all information known to the
person to be material to patentability as defined in
§ 1.56.

(d) Any reference to an inventor’s oath or
declaration includes asubstitute statement provided
for in this section.

(e) A substitute statement under this section
must contain an acknowledgment that any willful
fal se statement made in such statement is punishable
under section 1001 of title 18 by fine or
imprisonment of not more than 5 years, or both.

(f) A nonsigning inventor or legal representative
may subseguently join in the application by
submitting an oath or declaration under 8 1.63. The
submission of an oath or declaration by anonsigning
inventor or legal representative in an application
filed under § 1.43, 1.45 or 1.46 will not permit the
nonsigning inventor or legal representativeto revoke
or grant a power of attorney.

[48 FR 2696, Jan. 20, 1983, added effective Feb.
27, 1983; revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000; revised, 77 FR 48776, Aug. 14, 2012,
effective Sept. 16, 2012]

[* The changes effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.64 (pre-AlA) for the rule otherwise in effect.]
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§ 1.64 (pre-AlA) Person making oath or
declaration.

[Editor Note: Not applicable to patent
applications filed under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012*]

(@) The oath or declaration (§ 1.63), including
any supplemental oath or declaration (8§ 1.67), must
be made by all of the actual inventors except as
provided for in 8§ 1.42, 1.43, 1.47, or § 1.67.

(b) If the person making the oath or declaration
or any supplemental oath or declaration is not the
inventor (88 1.42, 1.43, 1.47, or § 1.67), the oath or
declaration shall state the relationship of the person
to the inventor, and, upon information and belief,
the facts which the inventor isrequired to state. If
the person signing the oath or declarationisthe legal
representative of a deceased inventor, the oath or
declaration shall also state that the person isalegal
representative and the citizenship, residence, and
mailing address of the legal representative.

[48 FR 2696, Jan. 20, 1983, added effective Feb.
27, 1983; revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000]

[*See § 1.64 for more information and for the rule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

§1.66 Statementsunder oath.

[Editor Note: Applicableonly to patent applications
filed under 35 U.S.C. 111(a) or 363 on or after September
16, 2012*]

An oath or affirmation may be made before any
person within the United States authorized by law
to administer oaths. An oath made in a foreign
country may be made before any diplomatic or
consular officer of the United States authorized to
administer oaths, or before any officer having an
official seal and authorized to administer oaths in
the foreign country in which the applicant may be,
whose authority shall be proved by a certificate of
adiplomatic or consular officer of the United States,
or by an apodtille of an official designated by a
foreign country which, by treaty or convention,
accords like effect to apostilles of designated
officials in the United States. The oath shall be
attested in all cases in this and other countries, by
the proper official seal of the officer before whom
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the oath or affirmation is made. Such oath or
affirmation shall be valid as to execution if it
complieswith thelaws of the State or country where
made. When the person before whom the oath or
affirmation is made in this country is not provided
with ased, hisofficial character shall be established
by competent evidence, as by a certificate from a
clerk of a court of record or other proper officer
having a seal.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1,
1982; revised, 77 FR 48776, Aug. 14, 2012, effective
Sept. 16, 2012]

[* The changes effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.66 (pre-AlA) for the rule otherwise in effect.]

§1.66 (pre-AlA) Officersauthorized to
administer oaths.

[Editor Note: Not applicable to patent
applications filed under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012*]

() The oath or affirmation may be made before
any person within the United States authorized by
law to administer oaths. An oath made in aforeign
country may be made before any diplomatic or
consular officer of the United States authorized to
administer oaths, or before any officer having an
official seal and authorized to administer oathsin
the foreign country in which the applicant may be,
whose authority shall be proved by a certificate of
adiplomatic or consular officer of the United States,
or by an apostille of an official designated by a
foreign country which, by treaty or convention,
accords like effect to apostilles of designated
officialsin the United States. The oath shall be
attested in all casesin this and other countries, by
the proper official seal of the officer before whom
the oath or affirmation is made. Such oath or
affirmation shall be valid asto execution if it
complieswith thelaws of the State or country where
made. When the person before whom the oath or
affirmation is made in this country is not provided
with asedl, hisofficia character shall be established
by competent evidence, as by acertificate from a
clerk of a court of record or other proper officer
having a seal.

(b) When the oath is taken before an officer in
acountry foreign to the United States, any
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accompanying application papers, except the
drawings, must be attached together with the oath
and aribbon passed one or more times through all
the sheets of the application, except the drawings,
and the ends of said ribbon brought together under
the seal before the latter is affixed and impressed,
or each sheet must be impressed with the official
sedl of the officer before whom the oath is taken. If
the papersasfiled are not properly ribboned or each
sheet impressed with the seal, the case will be
accepted for examination, but beforeiit is allowed,
duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1,
1982]

[* See § 1.66 for more information and for the rule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

§ 1.67 Supplemental oath or declaration.

[Editor Note: Applicable only to patent applications
filed under 35 U.S.C. 111(a) or 363 on or after September
16, 2012*]

(a) Theapplicant may submit an inventor’s oath
or declaration meeting the requirements of § 1.63,
§ 1.64, or § 1.162 to correct any deficiencies or
inaccuracies present in an earlier-filed inventor’'s
oath or declaration. Deficiencies or inaccuraciesdue
to the failure to meet the requirements of § 1.63(b)
in an oath or declaration may be corrected with an
application data sheet in accordance with § 1.76,
except that any correction of inventorship must be
pursuant to § 1.48.

(b) A supplemental inventor’s oath or
declaration under this section must be executed by
the person whose inventor’s oath or declaration is
being withdrawn, replaced, or otherwise corrected.

(c) The Officewill not require aperson who has
executed an oath or declaration in compliance with
35U.S.C. 115and 8 1.63 or 1.162 for an application
to provide an additional inventor’s oath or
declaration for the application.

(d) No new matter may beintroduced into a
nonprovisional application after itsfiling date even
if aninventor’soath or declaration isfiled to correct
deficiencies or inaccuracies present in the
earlier-filed inventor’s oath or declaration.
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[48 FR 2696, Jan. 20, 1983, effective Feh. 27,
1983; para. (c) added, 57 FR 2021, Jan. 17, 1992,
effective Mar. 16, 1992; para. (b) revised, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995; para. (b) revised,
62 FR 53132, Oct. 10, 1997, effective Dec. 1, 1997; para.
(a) revised and para. (c) removed and reserved, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; revised, 77
FR 48776, Aug. 14, 2012, effective Sept. 16, 2012]

[* The changes effective Sept. 16, 2012 are
applicable only to patent applications filed under 35
U.S.C. 111(a) or 363 on or after Sept. 16, 2012. See §
1.67 (pre-AlA) for the rule otherwise in effect.]

8§ 1.67 (pre-AlA) Supplemental oath or
declaration.

[Editor Note: Not applicable to patent
applications filed under 35 U.S.C. 111(a) or 363 on or
after September 16, 2012*]

(8) The Office may require, or inventors and
applicants may submit, a supplemental oath or
declaration meeting the requirements of § 1.63 or §
1.162 to correct any deficiencies or inaccuracies
present in the earlier filed oath or declaration.

(1) Deficiencies or inaccuracies relating to
all theinventors or applicants (88 1.42, 1.43, or §
1.47) may be corrected with a supplemental oath or
declaration signed by al theinventors or applicants.

(2) Deficiencies or inaccuracies relating to
fewer than al of the inventor(s) or applicant(s) (88
1.42, 1.43 or § 1.47) may be corrected with a
supplemental oath or declaration identifying the
entire inventive entity but signed only by the
inventor(s) or applicant(s) to whom the error or
deficiency relates.

(3) Deficiencies or inaccuracies due to the
failure to meet the requirements of 8 1.63(c) (e.g.,
to correct the omission of a mailing address of an
inventor) in an oath or declaration may be corrected
with an application data sheet in accordance with 8
1.76.

(4) Submission of asupplemental oath or
declaration or an application data sheet (§ 1.76), as
opposed to who must sign the supplemental oath or
declaration or an application data sheet, isgoverned
by 8§ 1.33(a)(2) and paragraph (b) of this section.

(b) A supplemental oath or declaration meeting
the requirements of § 1.63 must be filed when a
claimis presented for matter originally shown or
described but not substantially embraced in the
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statement of invention or claimsoriginally presented
or when an oath or declaration submitted in
accordance with 8§ 1.53(f) after the filing of the
specification and any required drawings specifically
and improperly refers to an amendment which
includes new matter. No new matter may be
introduced into a nonprovisional application after
itsfiling date even if a supplemental oath or
declarationisfiled. In proper situations, the oath or
declaration here required may be made on
information and belief by an applicant other than
the inventor.

(c) [Reserved]

[48 FR 2696, Jan. 20, 1983, effective Feb. 27,
1983; para. (c) added, 57 FR 2021, Jan. 17, 1992,
effective Mar. 16, 1992; para. (b) revised, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995; para. (b) revised,
62 FR 53132, Oct. 10, 1997, effective Dec. 1, 1997; para.
(a) revised and para. (c) removed and reserved, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000]

[*See 8 1.67 for more information and for the rule
applicable to patent applications filed under 35 U.S.C.
111(a) or 363 on or after Sept. 16, 2012]

§1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and
Trademark Officeand whichisrequired by any law,
rule, or other regulation to be under oath may be
subscribed to by a written declaration. Such
declaration may be used in lieu of the oath otherwise
required, if, and only if, the declarant ison the same
document, warned that willful false statements and
the like are punishable by fine or imprisonment, or
both (18 U.S.C. 1001) and may jeopardize the
validity of the application or any patent issuing
thereon. The declarant must set forth in the body of
the declaration that al statements made of the
declarant’s own knowledge are true and that all
statements made on information and belief are
believed to be true.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985]

§1.69 Foreign language oaths and
declarations.

(8) Whenever an individual making an oath or
declaration cannot understand English, the oath or
declaration must be in alanguage that such
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individual can understand and shall state that such
individual understandsthe content of any documents
to which the oath or declaration relates.

(b) Unlessthetext of any oath or declarationin
alanguage other than Englishisin aform provided
by the Patent and Trademark Office or in accordance
with PCT Rule4.17(iv), it must be accompanied by
an English trangdlation together with a statement that
the trandation is accurate, except that in the case of
an oath or declaration filed under § 1.63, the
trandlation may be filed in the Office no later than
two months from the date applicant is notified to
file the trandlation.

[42 FR 5594, Jan. 28, 1977; para. (b), 48 FR 2696,
Jan. 20, 1983, effective Feb. 27, 1983; para. (b) revised,
62 FR 53132, Oct. 10, 1997, effective Dec. 1, 1997; para.
(b) revised, 69 FR 56481, Sept. 21, 2004, effective Oct.
21, 2004; para. (b) revised, 70 FR 3880, Jan. 27, 2005,
effective Dec. 8, 2004]

§1.70 [Reserved]

[52 FR 20046, May 28, 1987, effective July 1,
1987]

SPECIFICATION

§1.71 Detailed description and specification
of theinvention.

(8) The specification must include awritten
description of the invention or discovery and of the
manner and process of making and using the same,
and isrequired to bein such full, clear, concise, and
exact terms as to enable any person skilled in the
art or science to which the invention or discovery
appertains, or with which it is most nearly
connected, to make and use the same.

(b) The specification must set forth the precise
invention for which a patent is solicited, in such
manner as to distinguish it from other inventions
and from what is old. It must describe completely
a specific embodiment of the process, machine,
manufacture, composition of matter or improvement
invented, and must explain the mode of operation
or principle whenever applicable. The best mode
contemplated by the inventor of carrying out his
invention must be set forth.

(c) Inthe case of animprovement, the
specification must particularly point out the part or
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parts of the process, machine, manufacture, or
composition of matter to which the improvement
relates, and the description should be confined to
the specific improvement and to such parts as
necessarily cooperate with it or asmay be necessary
to a complete understanding or description of it.

(d) A copyright or mask work notice may be
placed in adesign or utility patent application
adjacent to copyright and mask work material
contained therein. The notice may appear at any
appropriate portion of the patent application
disclosure. For notices in drawings, see 8 1.84(s).
The content of the notice must be limited to only
those elements provided for by law. For example,
“©1983 John Doe’ (17 U.S.C. 401) and “*M* John
Doe” (17 U.S.C. 909) would be properly limited
and, under current statutes, legally sufficient notices
of copyright and mask work, respectively. Inclusion
of acopyright or mask work noticewill be permitted
only if the authorization language set forth in
paragraph (e) of this section isincluded at the
beginning (preferably as the first paragraph) of the
specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent
document contains material which is subject
to (copyright or mask work) protection. The
(copyright or mask work) owner has no
objection to the facsimile reproduction by
anyone of the patent document or the patent
disclosure, as it appears in the Patent and
Trademark Office patent file or records, but
otherwisereservesal (copyright or mask work)
rights whatsoever.

(f) The specification must commence on a
separate sheet. Each sheet including part of the
specification may not include other parts of the
application or other information. The claim(s),
abstract and sequence listing (if any) should not be
included on a sheet including any other part of the
application.

(9)(1) The specification may disclose or be
amended to disclose the names of the partiesto a
joint research agreement as defined in § 1.9(e).

(2) An amendment under paragraph (g)(1)
of this section must be accompanied by the
processing fee set forthin § 1.17(i) if not filed within
one of the following time periods:
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(i) Within three months of thefiling date
of anational application;

(ii) Within three months of the date of
entry of the national stage as set forthin 8 1.491 in
an international application;

(iii) Beforethe mailing of afirst Office
action on the merits; or

(iv) Beforethe mailing of afirst Office
action after thefiling of arequest for continued
examination under § 1.114.

(3) If an amendment under paragraph (g)(1)
of this section isfiled after the date the issue feeis
paid, the patent asissued may not necessarily
include the names of the partiesto thejoint research
agreement. If the patent as issued does not include
the names of the parties to the joint research
agreement, the patent must be corrected to include
the names of the parties to the joint research
agreement by a certificate of correction under 35
U.S.C. 255 and § 1.323 for the amendment to be
effective.

[paras. (d) and (€), 53 FR 47808, Nov. 28, 1988,
effective Jan. 1, 1989; para. (d), 58 FR 38719, July 20,
1993, effective Oct. 1, 1993; para. (f) added, 68 FR
38611, June 30, 2003, effective July 30, 2003; para. (g)
added, 70 FR 1818, Jan. 11, 2005, effective Dec. 10,
2004; para. (g) revised, 70 FR 54259, Sept. 14, 2005,
effective Sept. 14, 2005; para. (g)(1) revised, 78 FR
11024, Feh. 14, 2013, effective Mar. 16, 2013]

§1.72 Titleand abstract.

(8) Thetitle of the invention may not exceed
500 charactersin length and must be as short and
specific as possible. Characters that cannot be
captured and recorded in the Office’s automated
information systems may not be reflected in the
Office’s records in such systems or in documents
created by the Office. Unlessthetitleis supplied in
an application data sheet (8§ 1.76), thetitle of the
invention should appear as a heading on the first
page of the specification.

(b) A brief abstract of the technical disclosure
in the specification must commence on a separate
sheet, preferably following the claims, under the
heading “Abstract” or “Abstract of the Disclosure.”
The sheet or sheets presenting the abstract may not
include other parts of the application or other
material. The abstract must be as concise as the
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disclosure permits, preferably not exceeding 150
words in length. The purpose of the abstract isto
enable the Office and the public generally to
determine quickly from a cursory inspection the
nature and gist of the technical disclosure.

[31 FR 12922, Oct. 4, 1966; 43 FR 20464, May
11, 1978; para. (b) amended, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; para. (8) revised,
65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000;
para. (b) revised, 68 FR 38611, June 30, 2003, effective
July 30, 2003; para. (b) revised, 78 FR 62368, Oct. 21,
2013, effective Dec. 18, 2013]

§1.73 Summary of theinvention.

A brief summary of the invention indicating its
nature and substance, which may include astatement
of the object of the invention, should precede the
detailed description. Such summary should, when
set forth, be commensurate with the invention as
claimed and any object recited should be that of the
invention as claimed.

8 1.74 Referenceto drawings.

When there are drawings, there shall be a brief
description of the several views of thedrawingsand
the detailed description of the invention shall refer
to the different views by specifying the numbers of
the figures and to the different parts by use of
reference letters or numerals (preferably the latter).

§1.75 Claim(s).

(a) The specification must concludewithaclaim
particularly pointing out and distinctly claiming the
subject matter which the applicant regards as his
invention or discovery.

(b) More than one claim may be presented
provided they differ substantially from each other
and are not unduly multiplied.

(c) One or more claims may be presented in
dependent form, referring back to and further
limiting another claim or claimsin the same
application. Any dependent claim which refersto
more than one other claim (“ multiple dependent
claim”) shall refer to such other claimsin the
aternative only. A multiple dependent claim shall
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not serve asabasisfor any other multiple dependent
claim. For fee calculation purposes under 8 1.16, a
multiple dependent claim will be considered to be
that number of claims to which direct referenceis
made therein. For fee cal cul ation purposes also, any
claim depending from a multiple dependent claim
will be considered to be that number of claimsto
which direct reference is made in that multiple
dependent claim. In addition to the other filing fees,
any original application which isfiled with, or is
amended to include, multiple dependent claims must
have paid therein the fee set forth in 8 1.16()).
Claimsin dependent form shall be construed to
include all the limitations of the claim incorporated
by reference into the dependent claim. A multiple
dependent claim shall be construed to incorporate
by reference all the limitations of each of the
particular claimsin relation to which it is being
considered.

(d)(1) Theclaim or claims must conform to
the invention as set forth in the remainder of the
specification and the terms and phrases used in the
claims must find clear support or antecedent basis
in the description so that the meaning of the terms
in the claims may be ascertainable by reference to
the description. (See § 1.58(a).)

(2) See881.141to 1.146 asto claiming
different inventions in one application.

(e) Wherethe nature of the case admits, asin
the case of an improvement, any independent claim
should contain in the following order:

(1) A preamble comprising a general
description of all the elements or steps of the
claimed combination which are conventional or
known,

(2) A phrase such as“wherein the
improvement comprises,” and

(3) Those elements, steps and/or
relationships which constitute that portion of the
claimed combination which the applicant considers
as the new or improved portion.

(f) If there are several claims, they shall be
numbered consecutively in Arabic numerals.

(9) Theleast restrictive claim should be
presented as claim number 1, and all dependent
claims should be grouped together with the claim
or claimsto which they refer to the extent
practicable.
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(h) The claim or claims must commence on a
separate physical sheet or electronic page. Any sheet
including aclaim or portion of a claim may not
contain any other parts of the application or other
material.

(i) Whereaclaim setsforth aplurality of
elements or steps, each element or step of the claim
should be separated by aline indentation.

[31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3,
1971; 37 FR 21995, Oct. 18, 1972; 43 FR 4015, Jan. 31,
1978; para. (c), 47 FR 41272, Sept. 17, 1982, effective
Oct. 1, 1982; para. (g) amended, paras. (h) and (i) added,
61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996;
para. (h) revised, 68 FR 38611, June 30, 2003, effective
July 30, 2003; para. (h) revised, 68 FR 38611, June 30,
2003, effective July 30, 2003; para. (c) revised, 70 FR
3880, Jan. 27, 2005, effective Dec. 8, 2004; paras. (b)
and (c) revised, 72 FR 46716, Aug. 21, 2007
(implementation enjoined and never became effective);
paras. (b) and (c) revised, 74 FR 52686, Oct. 14, 2009,
effective Oct. 14, 2009 (to remove changes made by the
final rulesin 72 FR 46716 from the CFR)]

§1.76 Application data sheet.

[Editor Note: Some paragraphs have limited
applicability. See * below for details]

(a) Application data sheet. An application data
sheet is a sheet or sheets that may be submitted in
aprovisional application under 35 U.S.C. 111(b), a
nonprovisional application under 35 U.S.C. 111(a),
anonprovisiona international design application,
or anational stage application under 35 U.S.C. 371
and must be submitted when required by § 1.55 or
1.78to claim priority to or the benefit of aprior-filed
application under 35 U.S.C. 119, 120, 121, 365, or
386. An application data sheet must be titled
"Application Data Sheet." An application data sheet
must contain all of the section headingslisted in
paragraph (b) of this section, except as provided in
paragraph (c)(2) of thissection, with any appropriate
datafor each section heading. If an application data
sheet is provided, the application data sheet is part
of the application for which it has been submitted.

(b) Bibliographic data. Bibliographic data as
used in paragraph (a) of this section includes:
(D) Inventor information. Thisinformation

includes the legal name, residence, and mailing
address of the inventor or each joint inventor.
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(2) Correspondenceinformation. This
information includes the correspondence address,
which may be indicated by reference to a customer
number, to which correspondence is to be directed

(see § 1.33(a)).

(3) Application information. This
information includes the title of the invention, the
total number of drawing sheets, asuggested drawing
figure for publication (in a nonprovisional
application), any docket number assigned to the
application, the type of application (e.g., utility,
plant, design, reissue, provisional), whether the
application discloses any significant part of the
subject matter of an application under a secrecy
order pursuant to 8 5.2 of thischapter (see §5.2(c)),
and, for plant applications, the Latin name of the
genus and species of the plant claimed, aswell as
the variety denomination. When information
concerning the previoudly filed application is
required under 8 1.57(a), application information
aso includes the reference to the previoudly filed
application, indicating that the specification and any
drawings of the application are replaced by the
reference to the previoudly filed application, and
specifying the previoudly filed application by
application number, filing date, and the intellectual
property authority or country in which the previoudy
filed application was filed.

(4) Representative information. This
information includesthe registration number of each
practitioner having a power of attorney in the
application (preferably by reference to a customer
number). Providing this information in the
application data sheet does not constitute a power
of attorney in the application (see § 1.32).

(5) Domestic benefit information. This
information includes the application number, the
filing date, the status (including patent number if
available), and relationship of each application for
which a benefit is claimed under 35 U.S.C. 119(e),
120, 121, 365(c), or 386(c). Providing this
information in the application data sheet constitutes
the specific reference required by 35 U.S.C. 119(e)
or 120 and § 1.78.

(6) Foreign priority information. This
information includes the application number,
country (or intellectual property authority), and
filing date of each foreign application for which
priority is claimed. Providing thisinformation in
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the application data sheet constitutes the claim for
priority asrequired by 35 U.S.C. 119(b) and § 1.55.

(7) Applicant information; Thisinformation
includes the name (either natural person or juristic
entity) and address of the legal representative,
assignee, person to whom the inventor is under an
obligation to assign the invention, or person who
otherwise shows sufficient proprietary interest in
the matter who is the applicant under 8 1.43 or §
1.46. Providing assignment information in the
application data sheet does not substitute for
compliance with any requirement of part 3 of this
chapter to have an assignment recorded by the
Office.

(c) Correcting and updating an application
data sheet.

(1) Information in a previously submitted
application data sheet, inventor’s oath or declaration
under § 1.63, § 1.64 or § 1.67, or otherwise of
record, may be corrected or updated until payment
of theissue fee by a new application data sheet
providing corrected or updated information, except
that inventorship changes must comply with the
requirements of § 1.48, foreign priority and domestic
benefit information changes must comply with 88§
1.55and 1.78, and correspondence address changes
are governed by § 1.33(a).

(2) An application data sheet providing
corrected or updated information may includeall of
the sections listed in paragraph (b) of this section
or only those sections containing changed or updated
information. The application data sheet must include
the section headings listed in paragraph (b) of this
section for each section included in the application
data sheet, and must identify theinformation that is
being changed, with underlining for insertions, and
strike-through or brackets for text removed, except
that identification of information being changed is
not required for an application data sheet included
with an initial submission under 35 U.S.C. 371.

(d) Inconsistencies between application data
sheet and other documents. For inconsistencies
between information that is supplied by both an
application data sheet under this section and other
documents:

(1) The most recent submission will govern
with respect to inconsistencies as between the
information provided in an application data sheet,
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adesignation of a correspondence address, or by
the inventor’s oath or declaration, except that:

(i) Themost recent application data sheet
will govern with respect to foreign priority (8 1.55
) or domestic benefit (§ 1.78 ) claims; and

(ii) The naming of theinventorshipis
governed by § 1.41 and changes to inventorship or
the names of the inventorsis governed by § 1.48.

(2) Theinformation in the application data
sheet will govern when inconsistent with the
information supplied at the same time by a
designation of correspondence address or the
inventor’s oath or declaration. The information in
the application data sheet will govern when
inconsi stent with the information supplied at any
time in a Patent Cooperation Treaty Request Form,
Patent Law Treaty Model International Request
Form, Patent Law Treaty Model International
Request for Recordation of Change in Name or
Address Form, or Patent Law Treaty Model
International Request for Recordation of Changein
Applicant or Owner Form.

(3) The Officewill capture bibliographic
information from the application data sheet. The
Office will generally not review the inventor’s oath
or declaration to determine if the bibliographic
information contained therein is consistent with the
bibliographic information provided in an application
data sheet. Incorrect bibliographic information
contained in an application data sheet may be
corrected as provided in paragraph (c)(1) of this
section.

(e) Sgnaturerequirement. An application data
sheet must be signed in compliance with § 1.33(b).
An unsigned application data sheet will be treated
only asatransmittal letter.

(f) Patent Law Treaty Model International
Forms. Therequirementin 8 1.55 or § 1.78 for the
presentation of a priority or benefit claim under 35
U.S.C. 119, 120, 121, or 365 in an application data
sheet will be satisfied by the presentation of such
priority or benefit claim in the Patent Law Treaty
Model International Request Form, and the
requirement in 8 1.57(a) for areference to the
previoudly filed application in an application data
sheet will be satisfied by the presentation of such
reference to the previously filed application in the
Patent Law Treaty Model International Request
Form. Therequirement in § 1.46 for the presentation
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of the name of the applicant under 35 U.S.C. 118
in an application data sheet will be satisfied by the
presentation of the name of the applicant in the
Patent Law Treaty Model International Request
Form, Patent Law Treaty Model International
Reguest for Recordation of Change in Name or
Address Form, or Patent Law Treaty Model
International Request for Recordation of Changein
Applicant or Owner Form, as applicable.

(g) Patent Cooperation Treaty Request Form.
The requirement in 8 1.78 for the presentation of a
benefit claim under 35 U.S.C. 119, 120, 121, or 365
in an application data sheet will be satisfied in a
national stage application under 35 U.S.C. 371 by
the presentation of such benefit claim in the Patent
Cooperation Treaty Request Form contained in the
international application or the presence of such
benefit claim on the front page of the publication of
the international application under PCT Article
21(2). Therequirement in 8 1.55 or § 1.78 for the
presentation of apriority or benefit claim under 35
U.S.C. 119, 120, 121, or 365 in an application data
sheet and the requirement in § 1.46 for the
presentation of the name of the applicant under 35
U.S.C. 118 in an application data sheet will be
satisfied in an application under 35 U.S.C. 111 by
the presentation of such priority or benefit claim
and presentation of the name of the applicant ina
Patent Cooperation Treaty Request Form. If aPatent
Cooperation Treaty Request Form is submitted in
an application under 35 U.S.C. 111, the Patent
Cooperation Treaty Request Form must be
accompanied by aclear indication that treatment of
the application as an application under 35 U.S.C.
111 isdesired.

[Added, 65 FR 54604, Sept. 8, 2000, effective Nov.
7, 2000; para. (b)(7) added, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; paras. (a), (b)(4), (c)(2) and (d)
revised, 69 FR 56481, Sept. 21, 2004, effective Oct. 21,
2004; para. (b)(5) revised, 70 FR 54259, Sept. 14, 2005,
effective Sept. 14, 2005; para. (b)(5) revised, 72 FR
46716, Aug. 21, 2007 (implementation enjoined and
never became effective); para. (b)(5) revised, 74 FR
52686, Oct. 14, 2009, effective Oct. 14, 2009 (to remove
changes made by the final rulesin 72 FR 46716 from the
CFR); paras. (a), (b)(1), (b)(3), (b)(5), (b)(7), (c), and (d)
revised and para. (€) added, 77 FR 48776, Aug. 14, 2012,
effective Sept. 16, 2012; paras. (b)(5) and (b)(6) revised,
78 FR 11024, Feb. 14, 2013, effective Mar. 16, 2013;
para. (b)(3) and (d)(2) revised, paras. (f) and (g) added,
78 FR 62368, Oct. 21, 2013, effective Dec. 18, 2013;

(2012-09-16
thru
2013-12-17)

paras. (a), (b)(5), and (b)(6) revised, 80 FR 17918, Apr.
2, 2015, effective May 13, 2015]

[* Paragraphs (a), (b)(1), (b)(3), (b)(5), (b)(6),
(b)(7), (c), (d) and (e) above include changes having
limited applicability as follows:

The changesto para. 1.76(b)(3) effective Dec. 18,
2013 areapplicable only to patent applicationsfiled under
35U.S.C. 111 on or after Dec. 18, 2013. For para. (b)(3)
applicableto applicationsfiled on or after Sept. 16, 2012
and before Dec. 18, 2013, see § 1.76 (2012-09-16 thru
2013-12-17). For para. (b)(3) applicable to applications
filed before Sept. 16, 2012, see § 1.76 (pre-AlA). The
changes to paras. (a), (b)(1), (b)(5), (b)(6), (b)(7), (c),
(d), and (e) effective Sept. 16, 2012 and/or May 13, 2015
are applicable only to patent applicationsfiled on or after
Sept. 16, 2012. For paras. (8), (b)(2), (b)(5), (b)(6), (b)(7),
(c), and (d) in effect for applications filed prior to Sept.
16, 2012, see § 1.76 (pre-AlA).]

§ 1.76 (2012-09-16 thru 2013-12-17)
Application data sheet.

[Editor Note: Para. (b)(3) below is applicable to
applications filed on or after September 16, 2012 and
before December 18, 2013*]

kkkk*k

(b) *kkk*k

(3) Application information. This
information includes the title of the invention, the
total number of drawing sheets, asuggested drawing
figure for publication (in a nonprovisional
application), any docket number assigned to the
application, the type of application (e.g., utility,
plant, design, reissue, provisional), whether the
application discloses any significant part of the
subject matter of an application under a secrecy
order pursuant to 8 5.2 of thischapter (see §5.2(c)),
and, for plant applications, the Latin name of the
genus and species of the plant claimed, aswell as
the variety denomination.

*kkk*k

Para. (b)(3) above includes changes applicable to
any application filed under 35 U.S.C. 111 or 363 on or
after Sept. 16, 2012 and before Mar. 16, 2013. For para.
(b)(3) applicable to applications filed on or after Mar.
16, 2013, see § 1.76. For para. (b)(3) applicable to
applications filed before Sept. 16, 2012, see § 1.76

(pre-AlA).
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§1.76 (pre-AlA) Application data sheet.

[Editor Note: Paras. (8), (b)(1), (b)(3), (b)(5),
(b)(7), (c) and (d) below are applicable to patent
applications filed under 35 U.S.C. 111(a) or 363 before
September 16, 2012.]

(@) Application data sheet. An application data
sheet is a sheet or sheets, that may be voluntarily
submitted in either provisional or nonprovisional
applications, which contains bibliographic data,
arranged in aformat specified by the Office. An
application data sheet must be titled “Application
Data Sheet” and must contain all of the section
headingslisted in paragraph (b) of this section, with
any appropriate datafor each section heading. If an
application data sheet is provided, the application
data sheet is part of the provisional or
nonprovisional application for which it has been
submitted.

(b) Bibliographic data. Bibliographic data as
used in paragraph (a) of this section includes:

(1) Applicant information. Thisinformation
includes the name, residence, mailing address, and
citizenship of each applicant (§ 1.41(b)). The name
of each applicant must include the family name, and
at least one given name without abbreviation
together with any other given name or initial. If the
applicant is not an inventor, thisinformation also
includes the applicant’s authority (88 1.42, 1.43,
and 1.47) to apply for the patent on behalf of the
inventor.

*kkk*k

(3) Application information. This
information includes thetitle of the invention, a
suggested classification, by class and subclass, the
Technology Center to which the subject matter of
the invention is assigned, the total number of
drawing sheets, a suggested drawing figure for
publication (in a nonprovisional application), any
docket number assigned to the application, the type
of application (e.g., utility, plant, design, reissue,
provisional), whether the application discloses any
significant part of the subject matter of an
application under a secrecy order pursuant to § 5.2
of this chapter (see § 5.2(c)), and, for plant
applications, the L atin name of the genus and species
of the plant claimed, as well as the variety
denomination. The suggested classification and
Technology Center information should be supplied
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for provisional applications whether or not claims
arepresent. If claimsare not present in aprovisional
application, the suggested classification and
Technology Center should be based upon the
disclosure.

*kkk*k

(5) Domestic priority information. This
information includes the application number, the
filing date, the status (including patent number if
available), and relationship of each application for
which a benefit is claimed under 35 U.S.C. 119(e),
120, 121, or 365(c). Providing thisinformation in
the application data sheet constitutes the specific
reference required by 35 U.S.C. 119(e) or 120, and
§1.78(a)(2) or § 1.78(a)(5), and need not otherwise
be made part of the specification.

(6) Foreign priority information . This
information includes the application number,
country, and filing date of each foreign application
for which priority is claimed. Providing this
information in the application data sheet constitutes
the claim for priority asrequired by 35 U.S.C.
119(b) and § 1.55.

(7) Assigneeinformation. Thisinformation
includes the name (either person or juristic entity)
and address of the assignee of the entireright, title,
and interest in an application. Providing this
information in the application data sheet does not
substitute for compliance with any requirement of
part 3 of thischapter to have an assignment recorded
by the Office.

(c) Supplemental application data sheets.
Supplemental application data sheets:

(1) May be subsequently supplied prior to
payment of the issue fee either to correct or update
information in a previously submitted application
data sheet, or an oath or declaration under 8§ 1.63 or
§ _1.67, except that inventorship changes are
governed by § 1.48, correspondence changes are
governed by 8§ 1.33(a), and citizenship changes are
governed by 8§ 1.63 or § 1.67; and

(2) Must betitled “ Supplemental Application
Data Sheet,” include all of the section headings
listed in paragraph (b) of this section, include all
appropriate datafor each section heading, and must
identify the information that is being changed,
preferably with underlining for insertions, and
strike-through or brackets for text removed.
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(d) Inconsistencies between application data
sheet and other documents. For inconsistencies
between information that is supplied by both an
application data sheet under this section and other
documents.

(1) Thelatest submitted information will
govern notwithstanding whether supplied by an
application data sheet, an amendment to the
specification, a designation of a correspondence
address, or by a8 1.63 or 8 1.67 oath or declaration,
except as provided by paragraph (d)(3) of this
section;

(2) Theinformation in the application data
sheet will govern when inconsistent with the
information supplied at the sametime by a
designation of correspondence address or the
inventor’s oath or declaration. The information in
the application data sheet will govern when
inconsistent with the information supplied at any
time in a Patent Cooperation Treaty Request Form,
Patent Law Treaty Model International Request
Form, Patent Law Treaty Model International
Request for Recordation of Change in Name or
Address Form, or Patent Law Treaty Model
International Request for Recordation of Changein
Applicant or Owner Form.

(3) The oath or declaration under § 1.63 or
8 1.67 governsinconsistencies with the application
data sheet in the naming of inventors (8 1.41(a)(1)
) and setting forth their citizenship (35 U.S.C. 115);

(4) The Office will capture bibliographic
information from the application data sheet
(notwithstanding whether an oath or declaration
governs the information). Thus, the Office shall
generally, for example, not look to an oath or
declaration under § 1.63 to seeif the bibliographic
information contained therein is consistent with the
bibliographic information captured from an
application data sheet (whether the oath or
declaration is submitted prior to or subsequent to
the application data sheet). Captured bibliographic
information derived from an application data sheet
containing errors may be corrected if applicant
submits a request therefor and a supplemental
application data sheet.

[* Pares. (), (0)(1). (B)(5). (B)(6). (B)(7), (¢), and
(d) above are applicableto applicationsfiled before Sept.
16, 2012. For the current rule, including paras. (a), (b)(1),

(b)(5), (b)(6), (b)(7), (c), and (d) applicable to
applicationsfiled on or after Sept. 16, 2012, see § 1.76.]

§1.77 Arrangement of application e ements.

(@) The elements of the application, if
applicable, should appear in the following order:

(1) Utility application transmittal form.
(2) Feetransmittal form.

(3) Application data sheet (see § 1.76).
(4) Specification.

(5) Drawings.

(6) Theinventor’'s oath or declaration.

(b) The specification should include the
following sectionsin order:

(1) Title of the invention, which may be
accompanied by an introductory portion stating the
name, citizenship, and residence of the applicant
(unlessincluded in the application data sheet).

(2) Cross-reference to related applications.

(3) Statement regarding federally sponsored
research or development.

(4) The names of the partiesto ajoint
research agreement.

(5 Referenceto a*”SeguenceListing,” a
table, or a computer program listing appendix
submitted on a compact disc and an
incorporation-by-reference of the material on the
compact disc (see 8 1.52(e)(5)). The total number
of compact discs including duplicates and the files
on each compact disc shall be specified.

(6) Statement regarding prior disclosuresby
the inventor or ajoint inventor.

(7) Background of the invention.
(8) Brief summary of the invention.

(9) Brief description of the several views of
the drawing.

(10) Detailed description of the invention.
(11) A claimor claims.
(12) Abstract of the disclosure.

(13) “Sequence Listing,” if on paper (see 88
1.821 through 1.825).
(c) Thetext of the specification sections defined
in paragraphs (b)(1) through (b)(12) of this section,
if applicable, should be preceded by a section
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heading in uppercase and without underlining or
bold type.

[43 FR 20464, May 11, 1978; 46 FR 2612, Jan.
12, 1981, paras. (h) and (i), 48 FR 2696, Jan. 20, 1983,
effective Feb. 27, 1983; revised, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; paras. (b) and (c)
revised, 70 FR 1818, Jan. 11, 2005, effective Dec. 10,
2004, para. (8)(6) revised, 77 FR 48776, Aug. 14, 2012,
effective Sept. 16, 2012; para. (b)(2) revised, (b)(6)-(12)
redesignated as (b)(7)-(13), and para. (b)(6) added, 78
FR 11024, Feb. 14, 2013, effective Mar. 16, 2013]

§1.78 Claiming benefit of earlier filing date
and cross-referencesto other applications.

(@) Claimsunder 35 U.S.C. 119(¢) for the
benefit of a prior-filed provisional application. An
applicant in anonprovisiona application, other than
for adesign patent, or an international application
designating the United States may claim the benefit
of one or more prior-filed provisional applications
under the conditions set forth in 35 U.S.C. 119(e)
and this section.

(1) The nonprovisional application or
international application designating the United
States must be:

(i) Filed not later than twelve months
after the date on which the provisional application
wasfiled, subject to paragraph (b) of this section (a
subsequent application); or

(i) Entitled to claim the benefit under 35
U.S.C. 120, 121, or 365(c) of a subsequent
application that wasfiled within the period set forth
in paragraph (a)(1)(i) of this section.

(2) Each prior-filed provisional application
must name the inventor or ajoint inventor named
inthe later-filed application asthe inventor or ajoint
inventor. In addition, each prior-filed provisional
application must be entitled to afiling date as set
forthin 8§ 1.53(c), and the basic filing fee set forth
in 8 1.16(d) must have been paid for such
provisional application within the time period set
forthin 8 1.53(g).

(3) Any nonprovisional application or
international application designating the United
States that claims the benefit of one or more
prior-filed provisional applications must contain, or
be amended to contain, a reference to each such
prior-filed provisional application, identifying it by
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the provisional application number (consisting of
series code and serial number). If the later-filed
application is anonprovisional application, the
reference required by this paragraph must be
included in an application data sheet (8 1.76(b)(5)).

(4) Thereference required by paragraph
(a)(3) of this section must be submitted during the
pendency of the later-filed application. If the
|ater-filed application is an application filed under
35 U.S.C. 111(a), this reference must also be
submitted within the later of four months from the
actual filing date of the later-filed application or
sixteen months from thefiling date of the prior-filed
provisional application. If the later-filed application
isanonprovisional application entering the national
stage from an international application under 35
U.S.C. 371, thisreference must also be submitted
within the later of four months from the date on
which the national stage commenced under 35
U.S.C. 371(b) or (f) (8§ 1.491(a)), four monthsfrom
the date of theinitial submission under 35 U.S.C.
371 to enter the national stage, or sixteen months
from the filing date of the prior-filed provisional
application. Except as provided in paragraph (c) of
this section, failure to timely submit the reference
is considered awaiver of any benefit under 35
U.S.C. 119(e) of the prior-filed provisional
application. The time periods in this paragraph do
not apply if the later-filed application is:

(i) Anapplication filed under 35 U.S.C.
111(a) before November 29, 2000; or

(ii) Aninternational application filed
under 35 U.S.C. 363 before November 29, 2000.

(5) If the prior-filed provisiona application
wasfiled in alanguage other than English and both
an English-language trandlation of the prior-filed
provisional application and a statement that the
translation is accurate were not previously filed in
the prior-filed provisional application, the applicant
will be notified and given a period of time within
which to file, in the prior-filed provisional
application, the translation and the statement. If the
notice ismailed in a pending nonprovisiona
application, atimely reply to such a notice must
include the filing in the nonprovisional application
of either a confirmation that the translation and
statement were filed in the provisional application,
or an application data sheet (8§ 1.76(b)(5))
eliminating the reference under paragraph (a)(3) of
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this section to the prior-filed provisional application,
or the nonprovisional application will be abandoned.
The trandation and statement may be filed in the
provisional application, even if the provisiona
application has become abandoned.

(6) If anonprovisional application filed on
or after March 16, 2013, claims the benefit of the
filing date of aprovisional application filed prior to
March 16, 2013, and also contains, or contained at
any time, aclaimto aclaimed invention that has an
effective filing date as defined in § 1.109 that is on
or after March 16, 2013, the applicant must provide
a statement to that effect within the later of four
months from the actual filing date of the
nonprovisional application, four months from the
date of entry into the national stage as set forthin §
1.491 inaninternational application, sixteen months
from the filing date of the prior-filed provisional
application, or the date that afirst claimto aclaimed
invention that has an effectivefiling date on or after
March 16, 2013, is presented in the nonprovisional
application. An applicant is not required to provide
such astatement if the applicant reasonably believes
on the basis of information already known to the
individuals designated in 8 1.56(c) that the
nonprovisional application does not, and did not at
any time, contain aclaim to aclaimed invention that
has an effective filing date on or after March 16,
2013.

(b) Delayed filing of the subsequent
nonprovisional application or international
application designating the United Sates. If the
subsequent nonprovisional application or
international application designating the United
States has afiling date which is after the expiration
of the twelve-month period set forth in paragraph
(a)(2)(i) of this section but within two months from
the expiration of the period set forth in paragraph
(a(1)(i) of thissection, the benefit of the provisiona
application may berestored under PCT Rule 26 bis.3
for an international application, or upon petition
pursuant to this paragraph, if the delay in filing the
subsequent nonprovisional application or
international application designating the United
States within the period set forth in paragraph
(a)(2)(i) of this section was unintentional.

(1) A petition to restore the benefit of a
provisional application under this paragraph filed
on or after May 13, 2015, must be filed in the
subsequent application, and any petition to restore

the benefit of aprovisional application under this
paragraph must include:

(i) Thereference required by 35 U.S.C.
119(e) to the prior-filed provisional application in
an application data sheet (8 1.76(b)(5)) identifying
it by provisional application number (consisting of
series code and serial number), unless previously
submitted;

(ii) The petition fee as set forthin §
1.17(m); and

(iii) A statement that the delay infiling
the subsequent nonprovisional application or
international application designating the United
States within the twelve-month period set forth in
paragraph (a)(1)(i) of thissection was unintentional .
The Director may require additional information
where there is a question whether the delay was
unintentional .

(2) Therestoration of the right of priority
under PCT Rule 26 bis.3to aprovisional application
does not affect the requirement to include the
reference required by paragraph (a)(3) of thissection
to the provisional application in anational stage
application under 35 U.S.C. 371 within the time
period provided by paragraph (a)(4) of this section
to avoid the benefit claim being considered waived.

(c) Delayed claimsunder 35 U.S.C. 119(e) for
the benefit of a prior-filed provisional application.
If the reference required by 35 U.S.C. 119(e) and
paragraph (a)(3) of this section is presented in an
application after the time period provided by
paragraph (a)(4) of this section, the claim under 35
U.S.C. 119(e) for the benefit of a prior-filed
provisional application may be accepted if the
reference identifying the prior-filed application by
provisional application number was unintentionally
delayed. A petition to accept an unintentionally
delayed cla