INDEX

A4 size paper — Accounts, Deposit

Sec. No.
A

Sec. No.
Petition to revive... 711.03(c), 711.04(c), 1002.02(b),

A4 size paper (See also: Paper size) . 608.01, 608.02, 1002.02(f), -1002.02(p)
1825 Petition to withdraw holding of examiner’s statement.....
A.l. series of patents (See also: _Patent) ............ 901.04 711.03(c).. 711.03(d)
Abandoned application (See also: _ Abandonment) Prior application...........cccccoeeviie e 201.06(c)
Accessibility to public.............ccoccocvevn... 103, 711.04 Provisional application.................. 201.04, 211.01(a)
Counting, when processed................cco....... 711.04(a) PUIING. ..o 711.04(a)
DEFINItION. ...vovvoeeee e 203.05 Reconsideration................c...o....... 711.03, 711.03(c)
Failure to provide timely notice of foreign filing when Failure to respond.........ccccceevvieeniecennnen. 711.03(b)
nonpublication requested...........cccceeieiiiiiienenn. 1124 Insufficiency of response..........c..ccoccuueee.. 711.03(a)
Fee on petition to revive..........cccccveeeieeeeee 711.03(c) Reissue
Issue fee, failure to pay.......cccoceveeveeeiiieeenns 711.03(c) Return of surrendered patent............c.ccceenn.e. 1416
Ordering.....ccocceveeeeeeenieee e 711.04(b), 905.03 Revival.......cccooovveieeiiee e, 711.03, 711.03(c)
Papers received, handling............ccccccovveeinnenn. 508.02 Shortened statutory period expired............. 710.02(d),
Provisional application.................. 201.04, 211.01(a) 711.04(a)
Reference USe..........oomnwon.. 001.02. 2127. 2136.02 Special SituationsS..........cocceeevieieiiieeeniiieenne 711.02(b)
Referred to in issued patent..............ccoovevevevreenn.. 103 Termination of proceedings...... 211.01(a), 211.01(b),
REVIVAL.ooooooee e 711.03(c). 1893.02  [11.02()
Provisional application....................ccoo.... 711.03(c) Undelivered action..........cccoceeeiiieeeiiiee e 707.13
] (0] -V [ TSP OPRPRRPI 711.04(b) Unintentional (See also: Petition) .... 711.03(c). 1124
When 0pen to the PUBIC..........ovvve.rereeveeeresreeeeee 103 Withdrawal of holding..........cccccoociiinninnen. 711.03(c)
Abandoned file (See also: _Abandoned application) Abbreviation, periodical citation...................... 707.05(e)
Abandonment) Abbreviature and abstract publication................. 711.06
Abandoned files repository.......... 711.04(b), 901.01(a) Citation.......cocovieereee e 711.06(a)
Abandonment (See also: Abandoned application) ......... Abstract for defensive publication....................... 711.06
711 Abstract of international application...................... 1826
After allowancCe. ..........cooeeeeeiiiienie e 711.05 Abstract of the disclosure............... 608.01(b). _1302.04
After payment of issue fee........ccccoveiiiinnnen. 711.01 Abstract publication............cccceveeeiiiie e 711.06
Amendment late...........cccovviiiieenenn 711.02, 714.17 Accelerated examination.............cccccceveierienieenns 708.02
Appeal dismissal..........cccoiiiieiiiniiiieee e 1215.04 Access (See also: _Inspection) _Power of attorney)
Appeal withdrawal....................... Attorney not of record............ccccveeeiiiinennnnn. 402, 405
Change of address Authority to grant access to an application 104
Counted as a disposal Authorized by DireCtor...........occueieeeiiiiiieee e, 104
Date Of...cooiiieeiieeee 711.04(a) Continued Prosecution Application (CPA)............. 103
Destroys continuity........................ 211.01, 211.01(b) Ex parte reexamination file.............ccccooeeeiinennne 2232
EXPreSS...ciii ittt 711, 711.01 Excluded attorney or agent..........coccceeeeeeiniieeeenn. 105
Continued prosecution application (CPA).................. Inter partes reexamination file........... 2609, 2632.01
201.06(d) Image file wrapper application............c..cccceveveenenn 103
Issue fee paid..........ccooceiinn. 711.01, 711.05 International application................cccoooevveveerennn.. 110
Failure to file property rights statement................. 150 Pending application.. 101, 103, 104, 106, 724.04,
Failure to pay issue fee.......c.ccocevvviieernennn. 711.03(c) 724.04(a), 1128, 1132
Failure to prosecute.........ccccceveeeiiiieeee e, 711.02 Petition.......evee e 103
Failure to provide timely notice of foreign filing after Protested application..................... 1901.05, 1901.07
non-publication request...........cccceevriiieeieeriinenn. 1124 Provisional application.............cccccccecereee... 103, 104
Formal.......ccoooviiiii e, 711, 711.01 Published application......... 103, 1128, 1130, 1132
Incomplete reply........cocoviinnninnnne, 711.03(a) Reissue application................ 103, 724.04(b), 1430
NO reply....ccniniiiiinn, 711, 711.02 Supplemental examination..................c.c........ 2803.02
Notification of..........ccccoevviiiennns 711.02, 711.04(c) Suspended attorney or agent............coeeveveerreennns 103
Of appeal........c.oovvmnnniiiiin, 1210 Unpublished, Abandoned, and pending applications.....
Of INVeNLION......ooiiiiiie i 2134, 2138.03 105
Papers received after...........ccccovveeiiieeiiinene 508.02 Accounts, Deposit (See also: Deposit _account)
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Acknowledgment of protest — Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 1...

Sec. No. Sec. No.
Acknowledgment of protest...............c.cccooooee. 1901.05 Third, SPE reVIEWS.........coeveveerereeeereeeieeeeenen 707.02
Act (See also: __ Statutes) TiMe Mt 710.02, 710.02(c)
Action  (See  also: Letter.  Examiner's)  Address, Change of correspondence............. 601.03(a).
Advisory action...........c.cceeeveeeerenen. 706.07(f), 714.13 601.03(b), 711.03(c)
After another examiner’'s action........................ 706.04 After Allowance..........ccccovvveeeviieeeiniee e 2501, 2542
After Board decision... 1214.01, 1214.03to 1214.07 Address, Correspondence (See also: Mail Stop) ... 403,
After Board decision reversing examiner........ 1214.04  403.01(a). 403.01(b), 2542
After Board decision sustaining examiner...... 1214.06 AdAress, FEE....cocoiiiiiiiiiie e 2540
After iNterferenCe.........ooveeeeeeeeeeeeeeeeeeeee. 2308  Address of applicant............cocooiiiiiinns 605.01
Amendment after final rejection..... 706.07(f), 714.12, Address of U.S. Patent and Trademark Office......... 501,
714.13 502
Citation of references....................... 707.05, 710.06  Address of patent owner................ 2222, 2622, 2805
ClaiM SUMMAY.......ooveeeeeeeseeeeeeeeeeereeens 707.07(i) Address of unavailable inventor...................... 409.03(e)
Claims in excess of number of claims previously paid Administration, Letters of.........cccccocviivinnnnen. 409.01(b)
(o ] RN 714.10 Administrative instructions, PCT........cccceeevveeieeiiiiinnnnn. Al
Closing prosecution in inter partes reexamination (See Administrative Patent Judges (See also: Patent Trial and
also: __Reexamination, Inter partes: Action closing Appeal Board (PTAB))
prosecution) AdMINIStrator Or eXECULON..............cooeveeeereen, 409.01
Completeness.............cccocovnnne. 707.07, 707.07(a) Allowance and iSSUE...........c.cvrrerevrrrerennns 409.01(b)
Copy to applicant...........ccceevveeerieieiiieeenieeee 707.12 Application by, After discharge 409.01(b)
Copies of references _707.05(a) Assigned application, Inventor dies.............. 409.01(b)
Correctness, restting or restarting period for reply........ AUtNOTItY ..o 409.01(b)
710.06 Consular certificate 409.01(b)
(OF0 1] (1o AR RTTTN 1705 FOT@IGN COUNTY.ovvveeooereeeeeeeeseeeeeee e 409.01(b)
Crosses amendment..........coocveeceeneiinieennnenen 714.05 Heir oo 409.01, 409.01(a), 409.01(b)
DAt 707.11 ProSecution by.............co...... 409.01(a). 409.01(b)
Domestic benefit determination........... 21010 211.05 Intervention not required............cccoeecueeeennn. 409.01(b)
EXAMINEI'S...ciiiiiiiiiiei e 707 Refuses to sign......... 409.03, 409.03(b). 409.03(c)
Final rejection............... 706.07 to _706.07(f), 713.09 Admissions by applicant...... 2121.02. 2129. 2133.03.
In reissue applications..............ccc....... 1444, 1453 2133.03(c) 2145 2152.03
Foreign priority determination......... 210, 213to 217 JEPSON ClaiM.......ovoeeeeeeeeeeeeeeeeeeee e 2129
Formal matter........ 707.07(a), 707.07(e), 707.07()), Admissions in reexamination
£14.02 EX PAME ...ooooooooeceeeeeeeeeeeeeeeeeeeeeeeeeeeee 2217, 2258
FOrMS USE....oooovvici 107 Advantages over prior art.........ccccceeeeecvveeeeeneens 707.07(f)
Incorrect citation of references............ccccecvene 710.06 Adverse recommendation under 37 CER 1.312..............
Informal application............ccccceeiviiiiieeeeniiienn. 702.01 714.16(d) 714.16(e) 714.19
MaIlING.....cviviii 707.12  AdVISOry ACtioN..........covvveieeireriennn. 706.07(f), 714.13
Original in image file wrapper..........c.ccccoveveeennee 707.12 Affidavit (See  also: Oath) Declaration)
Patentability report...........ccccceeevieeenns 705, 705.01(c) Affidavit, disqualifying commonly owned patent or patent
Piecemeal examination...............ccccevcvveennnee. 707.07(g) application publication as prior art to overcome a pre-AlA
Primary examiner's personal attention.. 707.01, 1004 35 U.S.C. 102 or 103 rejection (37 CFR 1.131)........ 718
Priority determination, foreign........ 210, 213to 217 Affidavit of attribution or prior disclosure to overcome a
Reply time computation 710.01(a), _710.05 5’05 U.S.C. 102 or 103 r;e]l(a?cgcl)n (37 CFR 1.130..... %
RESUICUON [BQUIEIMENT....oovvsvvvvsvsvvve 800 7Enab|ement ................... ................................ 21@
Returned. ..o 707.13 ) .
Shortened statutory period........... 710.02, 710.02(b) E:?;J:Itlfenqu'rén:ggl(a)m' 17.00(D)(). ;izgi(?
SPE’s personal attention............ccccccevveeveenenns 707.02 Showing Disclosure wasmadebymventor 74(*)17 61 o
Supplemental.........cccccevevereeenvenneenn, 710.06, 714.05 215501 - L7.0L@).
Suspension of (See also: _Suspension) ................ 709 Showing Prior disclosure was subject matter by
Suspension of, primary examiner’s attention....... 1004 INVENTOT....oiveeiieiieeie e 717.01(b). 2155.02
Suspension of, second or subsequent....... 1002.02(c) Showing disclosure was subject matter obtained from
Suspension of, TC Director’s attention................ 1003 191Y7=T 01 (o] SR 717.01(b)(2), 2155.03
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Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 1... — Affidavits, traversing rejections (37 CFR 1.132)

Sec. No. Sec. No.
Timely presentation.............cccccceveeueveverrenenn. 717.01(f)  Affidavits, traversing rejections (37 CFR 1.132)...... 716,
When available.........c.c...verrrereres 717.01, 215506  2136.05 2131
When Not requIred............ococovvvveevereeereennnnns 717.01 AUOINEY AIGUMENIS.......ovvniieininiininss 716.01(c)
When unavailable...............oooovvvo.... 717.01, 2155.06 Inoperability of references................ 716.07. 2145
WhO May file........rooveeeresorreereennn, 717.01(c), 2155.05 Reference attributed to applicant................. 716.10
Affidavit of prior invention to overcome a pre-AlA 35 U.S.C. Attribution, of reference to applicant................. 716.10
102 or 103 rejection (37 CFR 1.131(a)).. 715, 2132.01 Commercial success, evidence..............c........ 716.03
2136.05 2136.05(a), 2136.05(b) Commensurate in scope with claimed invention.......
Acts relied upon, NAFTA/WTO/U.S............. 715.07(c) 716.03(a)
2121.02 2139.02 Derived from claimed invention................ 716.03(b)
Best mode, failure to disclose.............ccceouee. 715.10 Design applications................. 716.03(b), 1504.03
Co-authorship.......ccocovevvici 715.01(c) Sales figures.......ooveviieiiee e 716.03(b)
Common assignee, reference and application.............. Commonly owned patent..........ccoccveeevveeeriieeeininennn 718
715.01(b). 718 Commonly owned patent application publication.... 718
Compared to Rule 1.132 affidavit..................... 715.01 Comparison with closest prior art................. 716.02(e)
Completion of iNnvention..........c.ccccovviiniiee e 715 Computer programming Cases.................. 2164.06(c)
Conception (See also: __ Conception) Continuing application 201.06(d)
Continuing application............... 201.06(c), _201.06(d) Copying, evidence.........c.c.ccccovu..... 716.06, 1504.03
Copies from prior applications...................... 201.06(c) Disclosure, SUFfiCIENCY.........covovveeeeieeeeereeieans 716.09
Dedication to public...............ccoooiiiiiiiiin, 715 Disclosure, utility and operability..................... 716.08
Derivation...........ccueieeeiiiiieee e 715.07(c) Enablement rejections...........oveeeeveeeveree. 2164.05
Diligence (See also: Diligence) Evidence
Effective filing date...........ccooovniiiii 715 Consideration Of...........cccccoceeeveeeeceeeerereenn 716.01
Exhibit, Disposition............ _715.07(d) PUBICAtIONS........cveeceeeceeeeer e 716.02(g)
Formal requirements...........ccccoceeiiiiiniiieninns 715.04 NEXUS reqUIreMEeNt...........c.ocovvvreeeeeeeeerenn. 716.01(b)
Facts and documentary evidence................ 715.07 ODbJECHIVE. ....eeeiiiiiieic e 716.01(a)
Timely presented..........occceeieiiiiicnieeniieeen. 715.09 Compared to opinion evidence........... 716.01(c)
GENUS-SPECIES......oovueiiiieieeiree e 715.03 Probative ValUe......oooeeeooo 716.01(c)
GENETiIC ClaIM.....oieiiiiieeieee e 715.02 Weighing against prima facie case... 716.01(d)
Interference testimony used......................... 715.07(b) 716.05
Overcome patent or publication.............ccocceeenineen. 715 TIMENNESS.....viiieie e 716.01
Petition regarding sufficiency..................... 1002.02(c) Indefiniteness rejection............ccccvveeeeennns 2173.05(b)
Prior public use/sale............cccoooviiiiiiiiinens 715.10 Long-felt need..........cooeeiiiiiiii e 716.04
Priority time charts.........cccccvveeiiiiciiee e 2138.01 Means/Step plus function............cccceeveeeriiiennee. 2184
Proper use of........cccvvviiiiiiiiiiee e 715 Petition regarding sufficiency...................... 1002.02(c)
Reduction to practice (See also: Reduction to practice) Reexamination, ex parte ...........cccccecvvveriveennnenns 2258
Reexamination,, ex parte .......... ... 2258 Reexamination, inter partes
Reexamination, inter partes .........cccceeeeveeevinnnen.. 2658 Reference attributed to applicant...................... 716.10
Reference date to be overcome............ccccceeeernnee 715 Sufficiency Of......ocueeiiiii 716.09
Reference is SYNEIGISM .ttt 716.02(a)
Common assignee.......... 715.01(b), 717.02, 718 Skepticism Of eXperts.........ccccevveeeiiiieinieeenne. 716.05
Joint patent or published application to applicant and TIMElNESS....coiiiiiiie e 716.01
ANOthEr.......ociiii s 715.01(a) Unexpected results, allegations........................ 716.02
Patent or application publication claiming same Unexpected results, evidence...................... 716.02(a)
INVENTION.......ooviiiiieiicee e 715.05, 2138.01 Advantages not disclosed or inherent....... 716.02(f)
Publication of applicant's own invention.... 715.01(c) Burden on applicant...........cccoowovveeenenn.. 716.02(b)
Sufficiency Of ... 715.08, 2136.05 Commensurate in scope with claimed invention.......
When used..........cco... 715, 2132.01, 2133.02(a). 716.02(d)
2136.05(a).- -2146.03 GENUS OF SPECIES....couvveieee et 716.02(d)
Who may make affidavit.................. 715.04, 2121.01 Range, claimed..........ccoooveeeeeeeeeeeeeeeeenn 716.02(d)
Withdrawn rejection............ccociieiiiiiiieneeeniieenn. 715 Weighing evidence of..............cooovvveceon.. 716.02(c)
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Affidavits submitted with prior art under 35 U.S.C. 301 in patented ... — Allowance and issue
o ) . ) Sec. No. . Sec. No.
Affidavits submitted with prior art under 35 U.S.C. 301 in Examiner's amendment (See also: Examiner’s
patented ﬁles .......................................................... 2205 amendmentl
Affirmation  (See  also: Oath) Declaration) File wrapper NOtation.............cocovveveeeereennn. 1302.09
After final practice............cooooiiiii, _706.07(f) FiNAl FEVIEW.......cevecveeeveseeeceeeeees s en s aesenenes 1302
In transitional application............................. _706.07(g) Formal matters..............ccoceveereeennn. 714.16, 1302.01
In ex parte reexamination...........ccceeeeeeeeeeeeeeeennnns 2272 Formal matters, examiner’'s amendment and Changes_._
Agent (See also: _Attorney or agent) Power of attorney) 714.16, 1302.04
Agent for international application......... 1807, 1864.04 Formal matters, specification rewritten........... 1302.02
Agregation.........coocuveeieee e 2173.05(k) General FeVIEW........ccocveeiiiiieiiee e 1302.01
Agriculture, Department of, Plant patents... 1608, 1609 INterference.........cooei v 2303.01
Agricultural Research Service.................... 1608, 1609 Interference search.................. 1302.08, 2304.01(a)
Algorithms... 2106, 2106.04, 2106.04(a)(2), 2161.01, International classification............cccccceverieieneenn. 906
2164.06(c 2181 Intervention by eXeCutor...........ccooevveeee.... 409.01(b)
Alien Property Custodian (A.P.C.) publications (See also: Issue classification notations......................... 1302.10
Citation of prior art) ......ccccceveveereeriveeneenieeenene. 901.06(c Issue to applicant 308
Allowance and issue (See also: Allowed application) ..... Issue to a non-applicant assignee 307
1 - -
?ft?andonment after 211.05 Jurisdiction of application...........c.ccceevveviveeenneen. 1305
Amendment Examilr.llé.r.’.s. """""""""""""""""""" 1302'04 Listing of references........ccccvvvevveiiveniniieens 1302.12
Amendm nt, Examiner’ RI1312 """"""" 713;05 Locarno classification designations....................... 907
€ enl, EXAMINers, RUIe L.922...cewvseesn. — Non-compliant amendment, treatment of............. 714,
Amendment after (See also: _ Amendment: After 1302.04
allowance) ) Nonelected claims canceled by examiner's
Amendment after allowance of all claims........ 714.14 amendment 821.01. 821.02
1303.01 i Nonelected claims eligible for rejoinder............. 821 to
Amendment after D-10 notice........cccceeeeviiviienennn. 130 821.02
Amendment at tim.e Of_ """"" i £14.15 Notice of Allowability............ccccoeeiiiiiinieeninnne 1302.03
Amendment crossing in Mail............................ 114.15 Notice of allowance (See also: Form letters and forms:
Assignment DiViSion............cccccevciiieiceenn. 409.01(b) Notice of allowance)
Cancellation of claims after appeal................ 1214.05 Patentability report, print disposal................ 608.02(n)
1214.06 1215.03 Plant application............ccccoveeviiiiee i 1611
Cancellation of nonelected claim by examiner’s Printer Rush 1309.02
AMENAMENL...ors oo 821.01, 821.02 PO SE wvvvveeeeeeeeeeeeee e eeeeeeeee e 707.07()
Citation of prior art........c.ccccvvveeiviieniec e, 1302.12 S
Claim for Official Gazette 1302.09 Protest against iSSUE...........covvvveeeeeiiiieereeenieee, 1901
i i ) SN Reasons for allowance (See also: _ Reasons for
Claim renumbering... 608.01(j), 1302.01, 1302.04(q) allowance)
Claim renumbering, dependent claim......... 608.01(n Record room........c.eeeeeiiiiiiieeeeeieee e 901.01(a)
%ﬁm'on 903.07 Reference listing.......cccooccvveviiiniciiiiee e, 1302.12
cl 'fl t! h """""" ft """" I'I """""""""""""" 903'07 Reissue application.............ccccceeveeeiiiiiiiieeccnenn. 1455
Cc‘?oss"a'r:‘i\:z”P;tj:tgzl:S;;i?ag;’)v:rl‘\f;;t'i;r; """ 505 01 Rejection after allowance.. 706.04, 706.05, 1308.01
& zndin o Rejoinder of Claims............ooooo.... 821.04, 1302.04(h)
p_ g . ) PP Related applications, file wrapper/history notations......
File wrapper/history notations.......... 202, 1302.09 202 1302.09
Parent application data.....................cc....... -1302.04 Reopening prosecution.............cceeevvveeeeeeennene 1308.01
Correction of error after notice of allowance..... 714.16 Review by examiner............occovveeeeeiiiieieeeneins 1302.01
Correction of formal matters, shortened statutory period Review by primary examiner 903.07
f(c:)r """"" f """""""""""""""""""""""""""""""""" -£10.02(b) ;éggi b Rewritten specification requirement............... 1302.02
Drz(s)s;]roeti(e;;ence ’ 13:61 O: Secret application...........ccccceveeeeeenenne. 130, 1304.01
b d inven t """"" t """" f” """""""""""" 1 3073 03 Signing file Wrapper.........ccccovvvevveieeveseerieeen, 1302.13
eceased INVENtor, NOUCE Of alOWANCE. ....... ZS8SES gpatial.....v.vveeeeeevererererneeen 708.01, 710.02(b). 1301
Drawing correction..... 608.02(z), 1302.04, 1303.01 . .
Drawing in patented file 901 01(a Specification, clean copy required.................. 1302.02
wing In p B -901.01(a) Statement of iNnvention.............cccceeeeeiveeenene, 1302.01
Supplemental oath after.............ccocceeiiiinneen. 603.01
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Allowance and issue — Amendment

Sec. No.
Terminology correspondence of specification and
ClaIMS. ..o 1302.01
Title Of INVENTION........coviiiiiieec e 1302.01
Title change by examiner............cccocoeeviiennnen. 606.01
Title search, continuing application....................... 306
TraNSTEr ..o 903.08
Undelivered notice of allowance..................... 1303.02

Withdrawal fromissue (See also: Withdrawal from issue)
Withholding from issue, secrecy order application........

Sec. No
After death of attorney or agent.............cccceeeernnnne 406
After final rejection.......... 706.07(f), 714.12, 714.13

Examiner determines compliance with 1.121............
714.18

Non-compliant amendment, treatment of.......... 714
After final rejection, entered in part.................. 714.20
Applicants must SigN........cccoceveviiieiniieeennee. 714.01(a)
At AllOWANCE.......coiiiiiiiiic e 714.15

Attorney not of record..... 402, 405, 408, 714.01(c)

130. 1304.01 Basis in disclosure.... 608, 2163.03, 2163.07, 2166
Allowance, Reasons for (See also: _Reasons for Before first action...........c.c........ 608.04(b). 714.01(e)
allowance) Board rejection avoided............ccceeeeieeiiinnnen.

Allowed application (See also: _Allowance and issue) By replacement paragraph or section .. 714
DefiNitioN.......ccveeiiiei e 203.04 By substitute SPECIfication.................oovwvvverrrrrrereee 714
Express abandonment of............ccccooeeeiiinenne 711.01 Canceled matter restored.................. 608.01(s). 714
File wrapper data Canceling all claims....... 706.07(h). 711.01, 714.19
REJECHON. oo, Canceling appealed claims......... 1215.01to 1215.03

Allowed claim, rejection..........ccccceeeeviiiieieesicnnnen. 706.04 Claim added, terminology basis.. 608.01(0), 2163.03,
By Patent Trial and Appeal Board................... 1213.02 2163.07

Alpha subCIass.........coooiiiiiiiii e 903.07 Claim numbering..... 608.01(j), 1302.01, 1302.04(q)

Alteration of application.............ccccocevviininiieennene, 506 Claims
After execution prohibited..............cccoveieinnenn. 608.01 Added in excess of number of claims previously paid
Before execution of oath or declaration....... 601.01(a) fOr e 607, 714.10, 714.16(c)
602, 714.21 Clean Version...........c.c....... 714, 714.13, 714.16

Alternative phrase in claim (See also: _Indefinite claim) Marked-up VErSioN.........c.coevveeeriieesiieeesiiee s 714

""""""""""" 2117, 2173.01. 2173.05(h). 2173.05(i) Status ldentifiers..........ccccoeeveeiiienieenenieenen. 714

Amended application............ccccceeeeeeiiiieeee e, 203.03 Complete reply required................... 714.02. 714.04

Amended application, inspection for transfer... 903.08(c) Consolidating pending claims... 714, 714.13, 714.16

Amendment (See also: Reply) ....oevvvviiieiiiiiiiien. 714 Copying patent claim (See also: _Claim presented
Accidental entry.......cccccevveeiiiieeiiiee e 714.21 corresponding to claim of patent)
Adding excess claims..........cccoocoeeeiiiiiienenne 714.10 Crossing mailing of allowance 714.15
After abandonment.............c.ccooeeeee 711.02, 714.17 D-10 Notice Preceding.........occoeeveeeveveeeereressnene. 130
After all claims allowed............ccccoociinieennnenn. 714.14 Date of receipt.........c.......... 505, 710.01(a)., 714.18
After allowance Date of receipt stamp

APProval.......cccevereeeieienenns 714.16, 1002.02(d) Office date.........cocvven... 505, 710.01(a), 714.18
Canceling Claim...........cccoooiiiins 714.16 DECIATALION. ... 602
Entry in part......coinn 714.16(e) Defective, directions for entry.............ccoevev.n... 714.20
Examiner’s action... 714.16, 714.16(d), 714.16(e) Discharged attorney or agent.............ccccveeeenns 714.19
Excess claims fees............coois 714.16(c) Disapproval of preliminary amendment....... 714.01(e),
Formal matters...........cccccceveennens 714.16, 714.16(d) 1002.02(d)

Handling.......oocvveiieeii e 714.16(d) Disapproval of second or subsequent reply.. 714.03(a)
Mailed before allowance............cccccovceerennnne 714.15 Discourteous................ 714.19, 714.25, 1002.02(b)
Motion under Rule 41.208(c)(2)............... 714.16(b) Drawing.........ccccveeeennn. 608.02(p), 1302.05, 1303.01
Patentability pointed out............ccccovveeernnen. 714.16 In reissue application............cccceeenee. 1413, 1453
Reason for adverse action........ 714.16, 714.16(d) Drawing, diSpOSItioN...........ccocvveiiieeinineenane 608.02(x)
Renumbering claims..........ccocoeeeiiiininen. 714.16(e) Drawing, new matter..................... 608.04(a), 714.19
Secrecy order application 130, 1304.01 Easily erasable paper..........cccccoevviiiniiiciinenn, 714.07

After examiner's anSWer..........cccceevevvvveeeeeiivvennns 1210
After appeal, before examiner’'s answer..... 714, 1206
After Board decision................. 1002.02(d), 1214.01,
1214.06 1214.07
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Entered in part.......ccccceeeeiivieei e 714.20
Entered in part, after allowance, 37 CFR 1.312............
714.16(e)
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Amendment — Amendment

Sec. No.
Entry denied............cccoe.... 714.17, 714.19, 714.21
Appeal case.......ccccceeeiiiiieiieiiie, 1206, 1214.07
Drawing COrrection..........cocoeveviveeenieeennnn 608.02(x)
Drawing New Matter..........cccocueeirveeervneennne 608.04
LISE ettt 714.19
Paper NUMDEr ... 714.21
Period for reply expired...........cccccoveeennnnne 714.17
Preliminary amendment..............cccccce.... 714.01(e)
Second (or subsequent) supplemental reply.............
714.03(a)
Substitute specification unnecessary.......... 714.19
714.20
Unduly interferes with preparation of Office action.....
714.03(a)
Entry direCtions..........ooviiiiiiiieiiiicc e
DefECtiVE....cvviiiieii e
Entry inadvertent
Entry in ex parte reexamination................ccc....... 2234
Entry in inter partes reexamination.................... 2670
Examiner's (See also: Examiner's amendment)
Excess claims added..................... 714.10, 714.16(c)
Facsimile......c.cvoiiiiiiiiiiiiie e 502.01
Fees, additional.............ccoeiviiiviiiiiiiiieeeeies 710.02(c)
File wrapper endorsement............ccccceeevvvennnnen. 714.21
Filed with application............ccccccoevviereeninns 601.01(a)
Formal matters, compliance with..................... 714.02
FUlly reSpONSIVe. .......coiiieeeiiie e 714.02
Heading........cooviiiiiie e 502
Immediate iINSPection............ccccceeiiiiiieeee e 714.05
Improper signature. 714.01(a), 714.01(c), 714.01(d)
Ratification.........cccoceviiicieniiiicceec 714.01(a)
Incomplete reply..... 711.02(a), 711.03(a). 714.02 to
714.04 2266.01, 2666.30, 2671

Time for completing.. 710.02(c), 714.03, 2266.01,
2666.30

Increasing claims in excess of number of claims

previously paid for............c.ccen.... 714.10, 714.16(c)
INk, not permanent...........ccccooiuvieeeenniiiieeeeee 714.07
Inspection by examiner...........c.cccevvveeeninr e, 714.05

Inventorship (See also: _Correction of inventorship)
Jurisdiction of application not with examiner.... 714.16

714.19 1305
Lat...eevveeeeeieeecvee e 710.02(d), 711, 714.17
Literature citation in specification................. 608.01(p)
Manner of making.........ccccooiiiiiiiiii e 714
Motion under 37 CFR 41.208(c)(2), Application in
ISSUB..eii ittt 714.16(b)
New matter................... 608.04, 608.04(a), 2163.06
Non-compliant amendment, treatment of............. 714,
1302.04

Nonentry (See also: _Amendment: Entry denied) .........
714.03(a), 714.19
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Sec. No.
Not entered..........ccceeeeiiiiiieeeeeniiiieen. 714.19, 714.21
Not fully responsive...... 714.02to 714.04, 2266.01,
2666.30 2671
Not fully responsive, time to perfect reply..... 710.02(c),
714.03 2266.01, 2666.30
Oath, Original..........coceeeiiiieiie e 602
Objectionable remarks............ccccc...... 714.19, 714.25
OF ClaIMS...cceeeieeee e 714
Of specification...........ooccveiieeeniie e 714
Office date stamp................ 505, 710.01(a)., 714.18
Paper number..........oocovivii 714.18
Patentability pointed out.................... 714.02, 714.04
Period for reply ends Sunday or holiday..... 505, 513,
710.01(a), 710.05
Permanent ink required...........cccoccveiieeeniinnene 714.07
Petition NON-eNtry........cccoccveeeviiieniieeeiieenns 1002.02(c)
Plant application
Post Office address, Applicant..................... 602.08(a)
Preliminary.........ccccooveeinieeniiie e, 506, 714.01(e)
Canceling all claims.................. 601.01(e), 711.01
Denial of entry........ccccevviieiniiciiieeees 714.01(e)
Excess claims......cccoeeveeieiiiiiiviiieennnnn. 506, 714.10
Filed with application.............cccccoeceeeen. 714.01(e)
Manner of making.........c.coceeeviieinineennnen. 714.01(e)
New matter added.. 601.01(a). 608.04(b), 702.01
Non-compliant amendment, treatment of.......... 714
PG-Pub application............cccceveeeiiiiiiieeeeeee, 1121
To lessen filing fee.......ccovvvvveeeeiiiciiiee e, 607
Ratification
Signature defective.........ccccovieinieicnnnen. 714.01(a)
Receipt.....ccoccveeviiiiiieecee, 501to 505, 511, 512
Received after allowance................. 714.15, 1303.01
Reexamination............cccccouve... 2250, 2666.01, 2672
REISSUE. ... 714, 1453
Requirements Of.........ccccceoiiiiiiiiiiee e 714.02
Residence change.........ccccoveiiieeeiiiee e 719.02
RESPONSIVE......oeeeeeeiiiiieiee e, 714.02, 714.04
Return, after entry in file wrapper..................... 719.01
Rule 1.312 (See also: _Amendment: After allowance)
Second (or subsequent) supplemental reply.................
714.03(a)
Several filed on same day..........ccceeeeeiiiiineennn. 714.18
Signature improper.................. 714.01(a), 714.01(c).
714.01(d)
Signature MisSiNg........cccveeeevviiiereeeiiiiineeenn 714.01(a)
Signature required..........ccccoeiiiieieeniniiieeeenn 714.01(a)
Signed by applicant, not by attorney or agent of
[£=ToT0)] (o IO RPR 714.01(d)
Signed by attorney or agent not of record............ 402,
402.03 714.01(c)
Statement of allowability by Board.................. 1213.01
Supplemental.........coooveeiiiieniieee e 714.03(a)



INDEX

Amendment — Appeal

Sec. No.
Support by claims present on the filing date.. 608.01(l)
Telephone nUMber..........cccooiiiiiieiii e 714.01

Unduly interferes with preparation of Office action........

714.03(a)

UNSIGNEM.....ooiiiiiiiiiie e 714.01(a)
Ratification of.............ccceu.... 710.02(c), 714.01(a)

America Invents Act (AIA) (See also: Statutes: Public Law
112-129)

American Inventors Protection Act (AIPA) (See also:
Statutes: Public Law 106-113)

American National Standards Institute (ANSI)..... 608.02
Amino acid sequence (See also: _ Biotechnology)

Nucleotide seguences)
Analogous Art.............. 904.01(c), 1302.14, 1504.02,
1504.03, 2131.05, 2141.01(a), 2143, 2143.01
Analysis of claims.........cccccoiiiii 904.01
Answer, Examiner's (See also: _Examiner's answer)
Answer all matters traversed.............occceevueeenne 707.07(f)
Antecedent lacking (See also: Indefinite claim) ..............
1302.01, 2173.03, 2173.05(e), 2175
Anticipation rejection........... 1504.02, 2120.01, 2131,
2132, 2133, 2136, 2152, 2154
Affidavit to overcome a pre-AIA 35 U.S.C. 102(a) or (e)
rejection......... 715, 2132.01, 2136.05, 2136.05(a),
2136.05(b)
Analogous art........ccccceeeeriiieeneennn. 1504.03, 2131.05
Definition of........oovvviiiieeeiee 2131, 2152
EXCeptions t0......cccceevvcvvvieeeiiiiiiiee e, 2153, 2154.02
GENUS-SPECIES. ...eeieiiiiiiieaeeeiiiiee e e eiieee e 2131.02
Generic chemical formula............ccccooeeeeiinie 2131.02
Grace Period................... 2133, 2153to 2153.01(b)
Meaning of
“By others”............... 2132, 2154.02, 2154.02(a),
2154.02(b)
“In this COUNTTY”. ... 2132
“Known or used”..........ccoeveneene. 2132, 2133.03(a)
“Patented in this or a foreign country”............ 2132
2152.02(a)
Multiple references, when permitted............... 2131.01
On sale (See also: On sale
Ranges claimed...........ccccooviiiiiiiiiiccnce 2131.03
Rejections based on publications and patents..............
2133.02 2152.02(a), 2152.02(b)
Prima facie case.........ccccccvvviiiienennns 2132.01, 2152
Public use (See also: Public use)
Secondary considerations, evidence of.......... 2131.04
A.P.C. publications (See also: _Alien Property Custodian
(A.PC.) publications)
Apostille (See also: Oath) Declaration) ................ 301,
409.01(b), 409.03(a), 409.03(d), 602.04
Apparatus, Process or product and............. 806.05(e) to
806.05(q)
APPECAL ... 1200

Sec. No
AbandoNMEeNt..........ccuviiiiiiiiiiee e 1210
Actions subsequent to examiner’s answer........... 1210
Administrative handling...........ccccccovvvviiiee e, 1203
Affidavit after appeal............... 1206, 1208, 1211.03
Amendment after examiner’s answer.. 1210, 1211.01
Amendment before examiner’s answer................ 1206
Amendment for purpose of................ 714.12, 714.13
Amendment makes application allowable............ 1206

Answer, Examiner's (See also: _Examiner's _answer)
Appealable issue

In ex parte reexamination.............cccceeeeeeennnn. 2274
In inter partes reexamination......... 2675, 2675.01
IN FEISSUE. ...t 1454
By patent OWNer..........oooviiiiiiiiiiiiiiiiieeeeeec e 1204
Cancellation of withdrawn claims................... 1214.05
Civil lItigation..........eeeieiiiiieeeee e 1216.02
Claims copied from patent, time limit........... 710.02(c)
Claims included...................... 1204, 1205, 1205.02
Claims not appealed... 711.02(b), 1215.01, 1215.02
Partial.........ccoceveeviiee e 1214.05, 1215.03
Composition of the Board.............ccccevvveerineennne. 1202
Concurrently with interference............ccccccoooneeee. 1210
Concurrently with prosecution before examiner... 1210
Conference........cccovcveeeviieeeiiieenee 1207.01, 1302.14
In inter partes reexamination.............. 2676, 2677
Correspondence address for litigation... 501, 1216.01
COUM ittt 1216
Court, Federal CirCUit...........ccoeeeeivveeriiiieeeee. 1216.01
Of an inter partes reexamination........ 2682, 2683
Decision by Board............cccoeeivvveeeeiiiiiiee e, 1213
Of an inter partes reexamination........ 2681, 2682
DISMISSAl..cccciiiiiiiiee e 1215.04
Examiner reversed.........ccccooveeiviieiniieeiiiieenns 1214.04
Examiner sustained...........ccccooouiieeeniniiieneeenn. 1214.06
EXaminer's anSWeT.........cccceeeeeeeieiiiieiiiiieeeeeeeeneens 1207
Failure to prosecute appeal............ccccceeuvnneee.. 1215.04
Fee (See also: Fee) ............. 1204, 1204.01, 1205,
1208.01
Forwarding fee.........coovvviiiiiniiciec e 1208.01
From Board decision.............ccccc...... 1216 to 1216.02
Inter partes Reexamination................. 2674 to 2680
Flowcharts........ccooveeeiiiiiee e 2601.01
Interview after appeal.........c.ccecvvevieiiiiiinnnenn. 1204.03
INtrodUCHION.......eviiiiii e 1201
JUriSAICHION. .....ceeei e 1205.03, 1210
Matter subject to . 706.01, 1201
Multiplicity rejection............... 2173.05(h), 2173.05(n)
New ground of rejection by Board.................. 1214.01
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Appeal — Application

Sec. No.
New ground of rejection by examiner in examiner’'s

answer..... 1207.01, 1207.02, 1207.03, 1207.03(a),

Sec. No.
Comments on statement of reasons for allowance........

1302.14

1207.03(b).. 1207.03(c). 1208 DISCOUMESY.....vvveeeeeeeseeeeseeseeeeen, 714.19, 714.25
New matter affecting claim........................... 608.04(c) Health, special Status..............cccccvvvrervereenenn. 708.02
NOtICE Of.covvviiiii 1204 HEIN ..o 409.01(a), _409.01(b)
Oral hearing.......ccccevvieeiiiiee e 1209 International application.............. 1806, 1820. 1821

Reexamination, ex parte ...................... 2276 JOINt. e, 201.02, 2109, 2151

Reexamination, inter partes .......................... 2680 Mailing address......... 601.01, 601.01(a), 601.03(a).
Order for compliance...............ccoue.... 1205.03, 1210 601.03(b), 601.05(a), 601.05(b), 602.01(b),
Patentability report Case............ccoovevvvne.n. 705.01(a) 602.01(c)(1). 602.08(b). 603, 604
Pre-appeal brief conference pilot program..... 1204.02 Micro Entity Status..........ccooovieeeriiiiieiee e 509.04
Primary examiner's attention..................c..c....... 1004 Name change............c.coccooviinninn. 602.01(c). 605.01
Procedure after Board decision......... 1214. 1214.01 Other than inventor................... 409.01(b), 409.03(b)
1214.03 to 1214.07 Post Office address..........ccccoveeveiieeeiiiinenns 602.08(a)
Protestor participation...........c.cccoccvevveeiiinnnnn. 1901.07 Power to INSPECt.......ccevveeiiiiiiiee e 104, 106
Publication of Board decision.............ccce...... 1213.03 Reply (See also: Amendment) Reply)
Real party in interest..................... 1205.02, 1207.02 Requirements. ..........occueveeeeniiiieiee e, 2109, 2151
Record on appeal..........ccoccveeiiiieiiiieiiiecee 1204.04 Self-prosecuted application............ 707.07(j), _713.01
Rehearing by Board....................... 1214.01, 1214.03 SIGNALUIE....eeeiiiiee e 602.08(b)
Reexamination, ex parte .........cccccoevveeeeeennienennn. 2273 Small entity Status..........cccoeeeieriiiiieeeiiieeeen 509.02
Reexamination, inter partes ................ 2674 to 2680 SOl 201.02
Remand by Board...... 1208, 1210, 1211, 1211.01, Application

1211.02, 1211.03, 1212, 1213, 1213.02, 1214.01,
1302.14, 2143.03, 2274, 2275, 2681, 2682

Abandoned (See also: __Abandoned application)

Abstract of the disclosure..........cccccccevvivveee.n. 608.01(b)
Remand by Federal CirCuit...............cc..c....... 1216.01 Acceptance of 37 CFR 1.47....... 409.03(h), 409.03(j)
Remanded application made special................ 708.01 Acknowledgment............ccooeeeiiiiieneenn. 502.05, 503
Reopening of prosecution.. 1207.05, 1208, 1214.07, Address MiSSING......cuvveiieiiiiiiiiee e riieee e 403
1514118% 1213, 121302, 121401, .1214.04, Allowable except as to form............... 706, 710.02(b)
Reply brief to examiner's answer..............ccccc..... 1208 AIIowe_d. )
Requirement by board to address matter D.eflnltlon ...................................................... 203.04
Secrecy order application................... 130, 1304.01 Fllg wr_apper data.........ccceeeiiiiiiiis 1302.09
Statement of allowability by Board.................. 1213.01 Reject|on..._..j._ """""""""""""""" 706.05. 1308.01
Substitute appeal Brief.............oooovvvvvveeveeeee, 1207.02 Amended definition.........cccceveveviiee, 203.03
Substitute examiner’s answer............ 1207.05, 1211 ATTANGEMENL..cv.ovvvniirmnnirtsninsesses 601, 608.01(a)
1211.01 Design application......... 1503, 1503.01, 1503.02
Suspension pending civil action or federal circuit appeal Assigned (See also: _ Assignee) _ Assignment)
iNnrelated Case.........ooooveeviiiiiiieeiee e 1213 ACCESS. ..ot 106
Time for filing brief.................. 1205.01 Allowance
Withdrawal of final rejection 1207 (Non-Applicant........ccccoeeviiieeeeiiieiee e, 307
Withdrawal, partial............cccccvenee.. 1214.05, 1215.03 Applicant.........cccocvieiiiii e, 308
Appealable matter not petitionable............. 1002, 1201 Conflicting subject matter................. 822, 2304.05
Appendix, computer program listing........ 608.05, 1121 Inventor deceased...... 409, 409.01(a), 409.01(b)
Appendix, multiple claim sets.........ccccceveiiieeniinene 1121 Assignment for examination
Applicant (See also: Inventor) _Pro se applicant) .... 605 Office of Patent Application Processing)........... 504
Abandonment notification............c..ccccvenee. 711.04(c) Assignment to examiner for examination..... 903.08(b)
Administrator or eXeCUtor..............cccvveeeerens 409.01(b) Assignment to Technology Center for examination........
Age, SPEeCial StatUS.........oovrveeeeeeeeeeeeeeeeeeeas 708.02 504, 903.08 903.08(e)
Citizenship... 601, 601.05(b). 602.08(a). 602.08(b). Background of the invention......................... 608.01(c)
608.01 Best mode.......cccceeviiiiiiiiiiiiieee s 608.01(h), 2166
Common, at least one..... 211.01, 2136.01, 2146to Brief description of the drawings 608.01(f)
2146.03(a). 2154.01(d) Brief summary of the invention..................... 608.01(d)
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Application — Application

Sec. No.

British English spellings..........ccccooviieiiiinninnnn. 608.01
Certified COPY.....ccuvviieeiiiiiie e, 608.01
Claim omitted.................. 601.01(a), 601.01(e), 702
Claim terminology........ccccceeveeeeiiieeenieeennnen. 608.01(0)
Claims......ccccoee.e. 608.01(i) to 608.01(n), 608.01(m)
Classification in Technology Center............. 903.08(b)
Common ownership........... 324, 325, 709.01, 822,
2136.01, 2141.01, 2146, 2146.01, 2146.02,
2146.03, 2146.03(a), 2148, 2152.06, 2154.01(d),
2154.02(c) 2158 2158.01
Completeness................. 201.06(c), 506, 601.01 to
608.01(p)
Conflicting, same applicant........... 709.01, 804, 822
CONENT....coiiiiiiiiiie e 600
Continuation (See also: _Continuation) ............ 201.07
Continuation-in-part (See also: _Continuation-in-part)
.......................................................................... 201.08

DESIGN..ei ittt 1504.20

Continued prosecution (CPA) (See also: _Continued

prosecution application (CPA))
DESION...ecvveeereeeeireie e 201.06(d), _1502.01
Continuity between applications................... 211.01(b)
Control of acCesS.......ccueevevvvvieeeeininns 101, 103, 106
COPENTENCY.....evvieiiieeeiiie e 211.01(b)
Copending, DeSIgN........ccocvvvieveeeiiiieree e 1504.20
Correction of inventorship..........ccocccceeeniine 602.01(c)
Cross-noting
Data of parent application in file wrapper or PALM
bib-data sheet or PALM database..... 202, 1302.09
Data of related application, updating....... 211.02(a)
Foreign application, file wrapper/history notation......
202
Foreign application, oath.................... 202, 214.03
Description of the related art........................ 608.01(c)
Design (See also: Design __ application)
Detailed description 608.01(q)
DIStribution..........coooiiiiii e 508
Divisional (See also: Divisional application) .... 201.06
DESIGN..cciiiiiiiee e 1504.20
Drawings.......ccceeveerevesrveerenens 601.01(f), 608.02, 702
Missing figures.......ccocvveviiee i 601.01(q)
Effective filing date........ 2120.01, 2139.01, 2152.01
Electronic submission of (EFS-Web)............... 502.05
2422.03(a)
English l[anguage.........cccocvveiiieiiniiiiee e, 608.01
Examination
Examples..........
Facsimile transmission .
Fee, filing (See also: Fee) ....cccocvvvvviiveeieeiiiienen, 607
Field of the invention..............ccccooieienniins 608.01(c)
File wrapper continuing (FWC)..........c......... 201.06(b)
Filing date.........ccccceeevvnnneen. 211.02, 503, 505, 511

Index-9

Sec. No.
EFS-Web.....ooiiiii e 502.05
Filing receipt (See also: _Postcard, self-addressed) .....
503
Filing requirements............cccceeevveeenne 601.01(a), 702
Five year pendency..........ccccceeeennene. 707.02, 708.01
FONt.ce e, 608.01
Foreign (See also: Foreign application) ... 210to 217
FOIML e 600
Incomplete...... 203.06, 506, 601.01(d)., 601.01(e),
601.01(f), 601.01(q)
DefiNitioN.......ccovviiriiieeic e 203.06. 506
Informal.........oeeiiiiieie e, 506, 702.01
Definition 506
SPECIAL..cciiiii i 708.01
INSPECHION. ... 103
International (See also: _ International application)
International Convention (35 U.S.C. 119).............. 213
Invalid 0ath..........cooociiiiiii 602.03
Issue fee not paid (abandoned).................... 711.03(c)
Issue simultaneously with another application..............
1306.02
JURSAICHION. ... 1305
Mode of operation...........cccoeveeiiieeenineenne. 608.01(h)
National application.............ccccveeeeviiiiiieeee e, 201
National stage application.............ccccoeeeeiiiiinnenen. 201
New, definition..........cccceeeeeiiiiiiiiiiiieee e 203.01
Nonprovisional......... 506, 601, 601.01, 601.01(a).
601.01(c)
NUMDET....coviiiiie e 502, 503, 506
Status of application using...................... 101, 102
Omitted items.................. 217, 601.01(d), 601.01(f).
601.01(g)
Order of examination............cccceeevvvveeeens 708, 708.01
Overlapping

Common ownership... 709.01, 715.01(b), 804.03,
822, 2136.01, 2141.01, 2146, 2146.01,
2146.02, 2146.03, 2146.03(a), 2148, 2152.06,
2154.01(d), 2154.02(c), 2158, 2158.01

Same applicant.............cccceee.... 709.01, 804, 822

Subject to joint research agreement.. 804, 804.02
804.03, 2136.01, 2137, 2141.01, 2146,
2146.01, 2146.02, 2146.03, 2146.03(a), 2151,

2152.07, 2154.02(c), 2156, 2158, 2158.01
Pages misSing......cccccoevvvieeeeiiiiieeee e 601.01(d)
Parent......ccooeeieeecc e 904
= | TP 600
Pending five years........cccccccceeiiiieie e 707.02
Plant (See also: Plant patent) ..........ccccoccvveeennn. 1600
Prior art............. 2121 to 2129, 2152, 2154, 2158
Prior art effect of international publication.......... 2136,
2136.03, 2139.02, 2152.05, 2154.01(a)
Priority
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Application — Assignee

Sec. No.
Foreign application...... 213, 214, 214.01, 1402,
1504.02, 1504.10, 2120, 2132.01, 2133.02(a),
2136.03, 2136.05, 2152.01, 2152.06

[ (0] (=] SR 1901

Provisional (See also: _Provisional application) ............
201.04, 601, 601.01, 601.01(b), 601.01(c), 602,

. L . .. Sec. No.
Application Division (See also: _Office of Initial Patent
Examination (Office of Patent Application Processing))

Application publication.............cccccoevviiieieeiinnnen. 901.03
Citation Of......occvvivie 707.05(e)

Disqualifying/excepted as prior art, commonly owned...
717.02to 717.02(c), 718, 2146, 2154.02(c), 2156

Prior art effect..... 901.03, 2120.01, 2136, 2136.03,

2152.02(b), 2154.01
Arbitration awards NotiCe..........cccoeiiiieeieeiiiiiieeeees 311
Argument for allowability lacking in amendment... 714.04
Arrangement of application................... 601, 608.01(a)
Arrangement of art in Technology Centers.......... 901.07
Art unit NUMDbEr ON PAPETS.......veviviiieriiie e 502
Artifacts in IFW application...........ccccoceveernveennne 608.02
Asexual plants (See also: Plant patent) ................ 1600
Assigned application

Allowance

NoN-Applicant...........ooeeiiiiie e 307
Applicant ... 308

Conflicting subject matter.................. 608.01(m), 822

Inventor deceased...........ccceeeeiiiiiieriei e, 409.01(b)

Nonprovisional application claiming benefitof provisional

APPIICAION.....eiiiiiieiiie e 306.01

Provisional application.............ccccceeeeiiiiiieeeennns 302.03

THtle FEPOIt... . e 320
Assignee (See also: Assigned application) Assignment)

Access to an application............... 104, 106, 301.01

AAAIESS. ..t 302.05

Affidavits under 37 CFR 1.130.... 717.01to 717.01(f),
2155

702, 2127 2136
Public INSPection...........ccooiiiiiiiiee e 103
Publication (See also: Pre-Grant Publication (PG-Pub))
Publication of abstract................... 711.06, 711.06(a)
Receipt and handling...........ccccceeiiiiiieiinniiieeeee 500
RECONSIIUCHION. ....cciiiiiiiiee e 508.04
Recording and tracking in Technology Center..... 1704
Reference Filing.........ccccceeiiiiiieiieniiieneee 601.01(a)
Reissue (See also: Reissue application) ....... 1401 to
1470
Rejected definition............ccceeiiveeiiiiiiniiee e, 203.02
Relating to atomic energy.................. 115, 150, 151
REVIEW.....vveeei e 506
RIght 10 INSPECT....cccvviiiiiiii e 103
Right of priority, foreign application........................ 213
RUIE 1.60....c.ceiiiiiiiiiiiie e 201.06(a)
RUlE 1.62....c.coiiiiiiiiiicirc e 201.06(b)
Secrecy order 120, 121, 130
Serial NUMDBEN ... 502, 503
Size fee.....cccoeennn. 502.05, 506, 509, 607, 1415,
1893.01(c)
calculations for EFS-Web submissions....... 502.05
2422.03(a)
Special (See also: _Special application) .......... 707.02,
708 to 708.03
LIST ettt 708.01
Priority in patent printing...........ccccceeeeeenninnnen. 1308
SEALUS ..o 102, 203, 1730
INQUITIES. ..o 203.08
Substitute
Does not carry ownership from parent.............. 306
File wrapper/history notation.................cccvueeee.. 202
Table submitted on compact disc or via EFS-Web as
ASCII text file......... 608.05(b), 2422.03, 2422.03(a)
Terminology, Claim.........cccccooveeiiiiiiniiieenne. 608.01(0)
Title of INVENtION........ccoeiiiiic e, 606
Title of invention, change................ 606.01, 1302.01,
1302.04
Transfer procedure..........cccoovevviiiiieeeniieene 903.08(d)
Types (See also: Patent) .........cccvvveeeviciviieeeeeeinnen, 201
Utility (See also: Patent) ....... 201

Application Data Sheet (ADS) 211.02, 601,
601.01(a). 601.01(b)., 601.03(a). 601.03(b), 601.05,
602.01, 605.01, 606, 608.01, 608.01(a). 1130,
1405, 1410, 1410.01, 1417, 1451, 1481.03, 1490,
2136.05(a), 2152.06, 2214, 2266, 2666

Supplemental ADS..........ccccoeiviiieiee e 601.05
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Affidavits under 37 CFR 1.131.......cccccceevvineenne 715.04
Can appoint new power of attorney.................. 402.07
Certificate of correction.............. 307, 1480to 1485
Change of inventorship, consent................. 602.01(c),
1412.04, 1412.05
Common.... 709.01, 822, 2136.01, 2141.01, 2146
to 2146.03(a), 2148, 2152.06, 2154.01(d),
2154.02(c), 2158 2158.01

Consent in reissue....... 1410.01, 1410.02, 1412.04,

1412.05 1443 1451
Double patenting, same assignee.............. 804, 822,
2146.03(a)

Duty of diSClOSUre.........coocuviiiiiiiiiiieee e, 2001.01

Employees, property interest in patent...... 309, 1702

Entire interest, control.... 106, 301, 324, 325, 402,
402.02 402.05, 402.07

Establishing right to take action in applications..... 324,
325

FOrIgN. ..o 302.04
Interfering applications, same assignee........... 709.01
Intervention.. 106, 324, 325, 409.01(a), 409.01(b)
Micro entity status.....

Multiple Assignees
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Assignee — Attorney or agent

Sec. No. Sec. No.
o Obligated assignee or person who otherwise shows Patent and trademark assignment system...... 302.09
sufficient proprietary interest ..........ccccceeeevneene 409.05 302.10
Part iNterest..........cooviiiiiiieei e 106.01 Pending applications............... 301.01, 302.07, 303,
Patent issues to 717.02(a), 2146.02, 2146.03
NON-APPIICAN.......cvveeeeeeeeeeeeeeee e 307 Plural items.......cccocoviviieiie e 301.01
APPlICANt. ..o, 308 Printing on patent.............ccooiinnn, 307, 1309
Permitted to take action under 37 CFR 3.73(b)..... 324, Proof Of ..o 717.02(a). 2146.02
325 Provisional application....................... 302.03, 306.01
POWET t0 INSPECL......cccveveiiiieiiie e 104 Recording..........cccoevuneen. 301, 302, 313, 314, 315
Printed on PG-Pub.........ccccoiii 1121 Recording fee.......ooooiiieiii e 302.06
Revocation of power of attorney... 324, 325, 402.05, Records not kept in application file.............. 303, 320
402.07 Search facilities.............cccovoveverereceeceeeernans 1730
Showing sufficient proprietary interest............. 409.05 SeCUrity INtEreStS........ovvvvveeeeeeeeeeeenne 302.07, 313
Small entity......coooviiiiiiii e 509.02 THE TEPOIS....eeveeeeeeeeeeeeeee e seeeeeen 303, 320
ASSIGNMENT......oiiiiiiiiert e 300 Transfer of rights from/to small entity................ 509.02
ACCESS....iiiii TrANSIALION. ....vveeececeeeecee e 302.02
Allowance of application Assignment Division..... 320, 602.08(b)), 1121, 1730
Assignment identification requirements............ 302.03 Administrator and executor authority checked...............
Automated Patent and Trademark Assignment 409.01(b)
SYSteM..oiiiiiii 502.01 Certified Abstract of Title...........cococveeveeceeeeereenn, 320
Change of Name..........cooiiinnis 314 Contact iNfOrMation.........cooveveveeeeeeeeeeeeeeeserenees 1730
Conflicting statements of ownership under 37 CFR Information available from PALM................c.......... 320
BT3(B)cvveini s 824, 325 Mailing address..........cccooiiiiiieeiiiee e 501
Continuing application...................... 306, 324, 325 THUE FEPO ..o 320
COPY.coerieiri 301.01. 302.01  Agsignment of application for examination............... 504
Corrections in recorded assignment........... 307, 323, Assignment of reexamination to examiner
323.01. 323.01(). 323.01(). 323.01(d) EX Parte ....ccccooeveveenieeiieieen 2236, 2285, 2822
Coéirrrzr;‘;?ns INtEX PAILES wvvvvvvreeoeooeeeeoer 2636, 2648, 2655
323.01(c) Assignment to examiner for examination........ 903.08(b)
Date of recording........cccocceevvieneriiesiieniieeniene 317.01 Assiste_mt_ Commissioner  for  Patents (See also:
. Commissioner for Patents)
Effect of. recordl.ng.. ........................................... 317.03 Assistant Commissioner for Trademarks (See also:
E(I)ezcgcs)nlc submission of (EPAS)...... 302.10 50?.7030 Commissioner for Trademarks)
Em|c.)loyees property interest in patent % Assistant  examiner  (See  also: __Examiner)
’ LT - Associate attorney..........ccceevveeevieeieeeiieeceeeereeenes 402.02
Expungement of assignment records.. 323, 323.01(d) o eroron act of 1054, 120, 2104, 2104.01
Facsimile submission............. 302.09, 502.01, 1730 . L
. . Atomic energy application............ccoeeeeeiiiiiieeneenninns 150
Foreign language translation...............ccccceen. 302.02
X Attorney or agent
Indexmg ............... e 315 Appointment by assignee of entire interest.......... 106
International applCation........c...cwerveses v _— ASSOCIALE. ... ettt 402.02
L|C(.e.nses ...................................................... 301, 313 Compliance with duty of diSCIOSUE........oo....... 2004
TGO e 0207 334 COMUNG SODMCRION, e 201056
Multiple assignees..........cocevveveiiieeiniieeenne 324 E Change of correspondence address............... 60103
. o ) . - Correspondence with...... 403, 403.01(a), 403.01(b)
Nonprovisional claiming benefit of provisional... 306.01 Death.......ccooiiiiiiiiis e 406
Not endorsed on pending applications................ 303 DiISCOUIMESY.....eiuveeriiieiieniiee sttt st 71&
One of several overlapping applications......... -£09.0L Duty Of diSCIOSUTE..........rrrrrereeee. 2001.01, 2002.01
715.01(b) ) —
PN ORI . o DUy fo o patent owner of nter peris
Partinterest.... 106.01, 301.01, 717.02(a), .2146.02 Excluded from practice.........ccccevvevvieereeiinneineenn, E
PAIBNL. ot 301 30101, 30203 INSPECHION. ..ottt 704
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Attorney or agent — Biotechnology

Sec. No.
Interfering applications...........ccccooviieeeernninennn. 402.08
International application.......... 402.09, 1807, 1808,
1820
Interview......... 405, 408, 713to 713.10, 1302.14

Limited recognition............cccceeevvenee.

Sec. No

Internet electronic mail (e-mail).............ccccee.. 502.03
Power of attorney..........ccccovicveeieeiiiiiieee e 402
AUthOrship......cccoeviiercece e, 715.01(c), _716.10

Automated Patent and Trademark Assignment System....

More than one for same applicant....................

Name on patent.............ceeviiiiiiiiiiiiiiiie e 1309
Name on reexamination certificate
NOt Of r€COId.....ccevveeiiiece e 402, 405
Notarizing oath.........cccccceiiiiiiiic e 602
Office cannot aid in selection of................cc.ccuvee. 401
Petition to reinstate..................ccc e

Post Office address
Power of (See also: Power of attorney) ..... 402, 406,

407, 2501
In ex parte reexamination................... 2213, 2222
In inter partes reexamination.............. 2613, 2622
In supplemental examination..............c.c.cocuee... 2804

Proof of authority in inter partes reexamination... 2613

Reexamination, ex parte ........cccccceevvvveeeessinenennn. 2213

Reexamination, inter partes ................... 2622, 2623

Registered........cuveiiiiiiie 401, 402

Request for limited recognition.... 402.01, 1002.02(m)

Roster of attorneys and agents............ 601.03, 1730

SeIECHON. ... 401

Signature oOf......ceeeieiiiie e 402, 402.03

SUDSHIULE. ... 406

Suspended or excluded.......... 105, 407, 714.01(a),

714.19
Communication with
INSPECLiON DY.....cvvviiiiiiiiiec e

INEEIVIEW. ...eeiiiiiiiiii e
Telephone number on letters............occceeeeennes 714.01
Telephoned by examiner........ 408, 713.01, 1302.14
Two patent practioners for same application..... 403.02
UNregistered.........oocvvveie i 402
Washington, D.C. area representative................... 408

Withdrawal...... 402.06, 1002.02(s), 1808, 2804.01
Withdrawal after patent granted.... 2223, 2560, 2623
Australian Patent Office (IP Australia)... 1840, 1840.03

1860 1865
Authentication of oath...........ccccooeiiiiiiiine 602.04
Authentication of e-mail sender..............ccceene. 502.03
Authorln program (See also: _Sequence rules) ..... 2430
Authority of administrator or executor............. 409.01(b)
Authority of Director, Delegation of.................... 1001.01
Authority of Director, Statutory..........cccccceevvvveneen. 1001
Authority to inspect pending application................... 103

Authorization
Credit card payments
Deposit acCouNtS........ccuvveveeeiiiiiieeeees
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502.01, 502.05
Avoiding double patenting rejection........ 804.02, 1490
2129, 2146.03(a)
B
Background of the invention (See also: _Specification)
..................................................................... 608.01(c)
BaCEEria. ... ceiveeieiieieerit e 1601
Bar, Statutory (See also: Statutory  bar)
Base claim canceled..........c..ccccovviiniiiennnnn. 608.01(n)
Base claim rejected...........ccceviviiiiiininiinens 608.01(n)
Benefit of domestic application (See also: Cross-noting)
.................................................. 211.01(a), 211.01(b)
Adding benefit claim after filing................. 211.02(a)
Correcting benefit claim after filing ... 211.02(a)
Correcting benefit claim after patenting........... 1405
1481.03
Deleting benefit claim after filing............... 211.01(a)
Benefit of foreign priority (See also: Foreign application)
Correcting benefit claim after patenting........... 1402
1481.03

Benelux Designs Convention (See also: _Treaties) .......

213.01 1504.10
Best mode.................... 608.01(h), 2165to 2165.04
Affidavit or declaration..............cccccceeiininneen. 715.10
Compared to enablement 2165.02
COMPULEN CASES.....uvviriririiiiieiiiieeeeeeeeaeaeannns 2161.01
Considerations relevant to.............cccccueeee.. 2165.01
Evidence of concealment................ 2165, 2165.04
Form paragraphs used to reject...........ccccoeeennn. 2166
Requirements for rejection for lack of.......... 2165.03
Bibliographic Information.............ccccoceveviinennns 601.05

Biological material..... 2164.06(a), 2164.06(b), 2402,
2403
Biotechnology (See also: Nucleotide sequences) .......
2400

Deposit of biological material.............cccccccveennne 2403
DepPOoSIt FUIES........ceveeiiiieie e 2402
DePOSIt teIM.......ueiiieieiiiiiee e 2408
Enablement.........ccccccoveevinneenen. 2164.06(a), 2402
Examination of applications............. 2411, 2411.01
Patent In computer program.............ccccevvvvveennes 2430
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Biotechnology — Certificate of correction

Sec. No.

Process claims under pre-AlA 35 U.S.C. 103(b).........
2147

SAMPIES....eeiiiieiiiii e 2410

Sequence rules (See also: _Sequence rules) .. 2420,
2421

Written description..........cooccevevieeeeniieennns 2163, 2402
Blue slip (See also: _Form letters and forms: Issue
Classification (Blue slip) PTO-270)
Board of Patent Appeals and Interferences (See also:
Patent Trial and  Appeal Board (PTAB))
Books in library.........ccoeeeveeviieeiniieec e, 901.06(a)
Borrowed publications............... 901.06(a). 901.06(b)

Box, Mail (See also: _Correspondence) _Mail Stop)

Sec. No.
Canceling drawing...........ccccovveeeiiieeniieeenne. 608.02(t)
Cancellation of drawing figures.................... 608.02(t)
Candor, Duty of (See also: _Duty of candor and good
faith) «oveeeee 2001, 2001.03
Carbon copy, application papers...................... 608.01
Carbon copy of amendment............ccccceevvennee. 714.07
Card catalog in library.........ccccccooviiiinnins 901.06(a)
Caricatures, Offensive............ccc....... 608, 1504.01(e)
Catalog and circulars..........ccoeceveeiiieeeniineenne 901.06(a)
Central Facsimile Number..................... 502, 502.01
Central Reexamination Unit (CRU) (See also: Office of
Patent Legal Administration (OPLA)) ............uue.... 103,

1002.02(c)(4), 2212.01, 2224, 2227, 2229, 2231,

Breadth, Undue (See also: _Undue breadth rejection)
Brief, filed on appeal............... ... 1205
Ex parte reexamination
Inter partes reexamination....... 2662, 2665, 2675

Defective. ... 2675, 2675.02
Brief description of the drawings (See also:
Specification) .......ceeeeiiciiiiiee e 608.01(f)
Brief summary of invention.......... 608.01(d), _1302.01
British English spelling..........cccccoveiiiiniennnnns 608.01
British specification, provisional........................ 214.03
Broadening claims in reissue..........cccceveeeeiunns 1412.03
Browser executable code in specification........ 608.01
608.01(p)

Budapest Treaty (See also: Microorganisms) Treaties)
... 901.05(b), 2402, 2404.01, 2405, 2408, 2409,
2410.01 2410.02 2411.01

DEPOSItONIES. ....vvvveee e et 2405
Bulletin, Classification (See also: Classification) Orders)

Burden of proof..... 2107.02, 2112, 2113, 2163.04,
2164.04 2182 to 2184

Business hours of USPTO.........cccccvvvvvvveveeeeeneeenen. 510

C

CAFC (See also: Court of Appeals for the Federal Circuit

(CAEQC))
Canceled matter, before papers executed.... 602.08(b)

Canceled matter, cannot be recaptured in reissue........
1412.02

Canceled matter, Restoring............c.cccoeuuuee. 608.01(s)
Canceled matter in patented file...........cc.ccoee.e 901.01
Canceling claim after issue..............ccccevvveeenns 714.16
Canceling claims not appealed....................... 1214.05
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2233, 2235to 2237, 2239, 2240, 2242, 2245+to
2249, 2258.01, 2262, 2265, 2267, 2270, 2271.01,
2274, 2281, 2283to 2287, 2289, 2294, 2295,
2624, 2634to 2636, 2646, 2647, 2647.01, 2648,
2660, 2662, 2664, 2666.06, 2667, 2670, 2671,
2671.01, 2671.02, 2671.03, 2674to 2679, 2682,
2686.01, 2686.03, 2686.04, 2687, 2687.01, 2689,

2694, 2812
Certificate, derivation...........ccceeeveieeeeiiieieinnnnnnnn. 901.04
Certificate effect of signature... 402.03, 410
Certificate, Ex parte Reexamination.................. 2288

FOrMaL.....vveveieiiiiiieieieeee e 2290

Certificate, Inter partes Reexamination.. 2688, 2690,
2694

DistribUtioN........ccoiiiiieee e 2692
FOrMaL.....vvieeieiiiiiieieieceee e 2690
Reissue patent as........cccccoeccveeeeeeeninenn. 2688, 2694
Certificate, Inter Partes review ....................... 901.04
Certificate of correction.............c.......... 1480 to 1485
Applicant’s mistake..........ccccoeiiiiieniiniiiiiieeees 1481
ASSIgNEE’S NAME......covvvveereeeeiieeennnn 307, 1481.01
Branch........ccoooveeiiiiiee e 1002.02())
Copy required in reexamination

EX Parte ...oooovoeiieieee e
Date of issuance
Domestic priority....... 211.01(a), 211.01(b), 1003,

1402, 1481 1481.03
Electronic publication...........c.ccocveeviieeninnennne. 1485
Expedited issUance............ccccveeeviciiiieeenens 1480.01
Foreign priority.................. 216.01, 1481, 1481.03
Form PTO-1050...........c....... 1480, 1480.01, 1485
Form PTO/SB/44................. 1480, 1480.01, 1485
Handling of request for.........ccccooiiiiiniiiinnnenn. 1485
International application priority................... 1481.03
Inventorship.......ccccceeeeus 1412.04, 1481, 1481.02
Matters requiring TC Director’s attention.......... 1003
Office’s mistake..........ccccovevviveeinnenn. 1480, 1480.01
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Certificate of correction — Citation of prior art

Sec. No.

Official Gazette listing...........ccccceeennnee 1480, 1485

Patent in litigation

Petition of refusal to issue............cc..c...... 1002.02(c)

Reissue application............cccceeuveee. 1411.01, 1443

Report by examiner.........cccccceeviiiieiieeiniiieeenn 1485

Third party standing.........ccocceveviieeeniieeniieeee 1480
Certificate of mailing or transmission (37 CFR 1.8).......
502.01 511 512, 513

Ex parte reexamination............ 2224, 2265, 2266

Information disclosure statement........................ 609

Inter partes reexamination... 2624, 2666, 2666.05

International application........... 1805, 1834, 1865,

1893.01(a)(1)

Maintenance fee.........cccccviiiiiiiiiiciee e,

Overcoming abandonment.....

Period for reply.........ccoviiiiiieiiiiieee e,
Certificate of

Ex parte reexamination............ccoeeveivieeeiiineenns

Inter partes reexamination

Supplemental examination
2817.01

Certificate, post grant review...........cccceeeveennee. 901.04
Certification DiVISION...........occueiieiiiiiieee e 103
Certified copies
Abstract of Title.........ccoovveiiiiiiiieee e, 320
Appeal to federal circuit............ccoocveereennnns 1216.01
Application as filed...........cccocveiinenne 608.01, 1730
Civil lIitigation........ccveveeeiiiiiiee e 1216
Facsimile submission not permitted............... 502.02
Facsimile requests for.......ccccoocvieeeiiiiiiiineenis 1730

Foreign application... 213.04, 215, 502.02, 1402,
1417, 1481.03, _1504.10, 1893.03(c), 2138.06

(@] (0 [T 30 (o] S 1730
Patent COpIes........covvveeieiiiiei e 1730
Patent related file wrappers

PCT application.............. 1801, 1828, 1893.03(c),
1895.01 1896
Photocopies not permitted.............cccecvvveeenn. 502.02
Provisional application................ccccceeenee 2103, 104
Reexamination file

EX PArte ..ooovivieiiiieieee e

Inter partes
Change from small entity status (See also: _Small entity

SEALUS) ettt 509.03(b)
Change of correspondence address............... 601.03
711.03(c)

Characteristic feature in design applications.. 1503.01

1504.01(a)
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Sec. No.
Chemical compound..........c.ccceevvieeinierennnne. 608.01(b)
Chemical practice
Enablement..........cccooviiiiiiiieiie e 2164.06(b)
Generic chemical formula........... 2131.02, 2144.08
Markush.........cccceeueene 803.02, 2117, 2173.05(h)
Chief Administrative Patent Judge.............. 1002.02(f)
Circulars (See also: _Publication) ..........ccccceveeviiiiieneenn.
Citation of prior art
A.P.C. publications............ccccceeiiiiieneaennnns 901.06(c)
Abbreviatures...........ccccveeeiinnen. 711.06, 711.06(a)
ADbStract..........ccoeeeveernnen. 711.06, 711.06(a), 2120
Allowance, Listing at.........ccccceevviiieieeennnnne. 1302.12
Applicant's............. 707.05(b), 707.05(d), 1302.12
Complete data.........ccceeevveeeiiiieiiiee e 707.05(e)
Copies furnished..........cccoociieiiiiiineee 707.05(a)
(7] ¢ {=Tox 1To] o ISR 707.05(q)
Correction, period for reply........ccccceeevcveenne 710.06
Cross references........ccccceeeiiiiieeeieniiiee. 707.05(e)
Data USEd.......ccceoviiiiieeeeiiiiieiee e 707.05(e)
Decisions, orders, notices, memoranda......... 707.06
Defensive publications................ 711.06, 711.06(a)
Electronic Resources..........cccocveevviivvenennn. 707.05(e)
EXaminer's anSWer..........cccovueeeriiieniieeesieeennns 1207
Foreign language documents..............ccccueeenn. 2120
Foreign patent data................ 707.05(e), 901.05(a)
Foreign printed applications..................... 901.05(b)
Form PTO-892 reproduced....................... 707.05(a)
INCOITECE.....cecveiiiieireeciec e, 707.05(g), _710.06
Literature, in specification.......................... 608.01(p)
Mailing copy to patent owner................ 2206, 2208
Memorandum..........cccooccuevieeeeiiiiiene e 707.06
NOTICES. ..eeivieee ittt 707.06
Order of liStiNg......ccvveeeieiiiiiiiiee e 707.05(c)
OFAErS. ..t 707.06
Patents series, U.S. (See also: Patent) ........ 901.04
Periodical.........cccoevveeeiieniieeinenns 707.05(e). 901.06
Prior art effect of international application... 2136.03
2139.02 2152.05 2154.01(a)
Prior art in application.............. 707.05(b), 1302.12
Prior art in patent..........cccccoeiiieeeeinnins
Confidentiality...........coceevivieeiiiiennnen.
CONENT....eeiiiiiiiiiiie e
Court deCISION.......ocuueeeeeeeiiiieee e 2207
Filing and handling..........ccccceevviiiniieeinenn. 2206
Parties who may cite.........
Service on patent owner
Time for filing......ccoooviiiii e
Publications...........ocvveiiieiiiiieeeee e
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Citation of prior art — Claim

Sec. No.
References.......ccccccoeeviiiiiicccccee e 707.05
Allowance in first action 1302.12
From applicant..................... 1302.12
Citizenship of applicant............ccceeevevieniniineens 601.05
Civil action under 35 U.S.C. 145........ 1214.07, 1216
1216.02
Civil action under 35 U.S.C. 146..........ccevvvvunnn.... 1216
Claim.....ooeeiiiiiieeeeecee e, 608.01(i), 608.01(k)

“Adapted for” clauses in... 2103, 2111.04, 2143.03
“Adapted to” clauses in.... 2103, 2111.04, 2143.03

Added by amendment............ccceeviieennnen. 608.01(0)

Results in change of inventorship.............. 602.09
Added in excess of number of claims previously paid
(0] SO PPSSUPRR 714.10
After prosecution closed................. 714.16, 714.19

After prosecution closed, near end of time period......
714.20

AJregation..........cocveeiiieeeniiee e 2173.05(Kk)
All allowed.........cccveiiiiiieni e 710.02(b)
All canceled.........ccooiiiieiiee e 711.01
Allowable except as to form............ 706, 707.07(a)
707.07(j)

Allowed, Rejection of...................... 706.04, 706.05
Allowed, Withdrawn appeal..............cccueeeeen. 1215.02

Alternative phrase (See also: _Indefinite claim) ..........

2117, 2173.01, 2173.05(h), 2173.05(i)
Amendment of (See also: Amendment) ............ 714
ANAIYSIS...ciiiiiiiei e 904.01
Antecedent basis (See also: _Indefinite claim) ...........
2173.03 2173.05(e)
Basis in description....................... 608.01(0), 2171
Basis in disclosure............ccoeeeeeeennnn.. 608, 2163.03
Breadth...................... 2163.05, 2164.08, 2173.04
Broadening in reissue application............... 1412.02
1412.03

Dependent claim.........cccccceeiiiiiiiieiininne. 1412.03
Cancellation by examiner after appeal........ 1214.05

Cancellation results in change of inventorship...........
602.01(c)

Change after Board statement of allowability.............
1213.01

Sec. No.

Construed in light of specification... 608.01(0), 804,
2103, 2106, 2111to 2111.03, 2129, 2145,
2164.08, 2173.02to 2173.05(c), 2181, 2184

Contingent limitations...........cccccooviiieeeiis 2111.04
Copied from patent (See also: _Claim presented
corresponding to claim of patent)
Correspondence with disclosure. 1302.01, 2173.03
Defined by specification, term.................... 2111.01
Dependent.........ccoocvveriiiiiiiieeee e 608.01(n)

Dependent, objected to when improper.... 608.01(n),
706.01

Dependent on canceled or rejected claim..................
608.01(n), 706.01, 707.07(j). 1214.06

Combination, old...........ccceeeeeriiiiiiiiiiiiinne. 2173.05())
Combination and subcombination 806.05(a)
Combination SetsS........coccveeeiiiiiiiieneeeieenn 905.03
COMPIiSING....coiererreaiereeens 2111.03, 2173.05(h)
Considered in deciding reexamination request...........
2243 2643
Consisting essentially of...........cccco i 2111.03
Consisting of.......ccccccveeererinnne 2111.03, 2173.05(h)
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Design application...........ccccceevveeen. 1503, 1503.01
Differing only by functional statement.............. 2114,
2173.05(q)

Diminishing scope........ccccccoviiiiiieeeinnnne. 2173.05(h)
Disclaimer.........cccocveeiicinnen. 710.02(d), 2304.04(c)
Domestic benefit...........c........ 210to 211.05, 217
Double inClusion...........occoeeeeiiiiieeees 2173.05(0)
Duplicate........cccovevvevreannnne, 608.01(m), 2173.05(0)
Each mentioned in letter...........ccccooeeennnen. 707.07(i)
EqUIValeNCe........eeeeiee e 2183
Excess added by preliminary amendment over number
of claims previously paid for............c.cccevineen. 714.10
Excess over fee after notice of allowance.. 714.16(c)
Fees, dependent.............occoieiiiiiiiinnenns 608.01(n)
File wrapper notation............cccocvverieeeiiinenn. 1302.09
Foreign priority (See also: _Foreign application) ........
210, 213 to 217
FOIML e 608.01(m)
Function of machine.............ccccccceeeiennee. 2173.05(v)
Functional...........c.ccuvne.e. 2103, 2114, 2173.05(q)
Generic (See also: _Generic claim) ......... 806.04(d),
2173.05(h)

lllustrated by drawing........... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim)...................... 2129
INACCUIALE. ...
Incomplete

Indefinite.......oooviviiiiie e, 2173, 2175
Independent.........c.occueeeeeiiiiiieeee e 608.01(n)
[0 = RSP 719.04
Informal........ccoocoieiiiniiinene 702.01
International application............ccccccoviiieieennnns 1824
Interpretation.. 2111, 2111.01, 2111.02, 2111.03
JEPSON. it 2129
Linking.............. 806.04, 806.05(c), 809, 809.03,
821.04(a)

Linking, Genefic..........ccccovveeunns 806.04, 821.04(a)
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Claim — Classification

Sec. No. Sec. No.
Markush........ccoooiiiiii e Single sentence........cccoovvieeieiiiiiiiieeens 608.01(m)
Generic . Species, how recognized........ 806.04(e). _806.04(f)
IMPIOPET....ciiiiiiiiee e 2117 Species (plural) added..............cceeviirnnne 818.02(b)
Indefinite.......cccovvvevieeinnns 2111.03, 2173.05(h) Statutory requirement...........cccocvveveerneenn 608.01(k)
UbgeNUS........ooveeeiee e . ubgenus (Markush type)...........ccceevueee.. .
Sub 2173.05(h Sub Markush 2173.05(h
SUPPOIt...iiiiiieieieee e 608.01(p) Subject matter eligibility.................... 2104, 2106 to
Material or article worked upon........................ 2115 2106.07(c
Means (See also: Means) ________________ 2181 to 2185 Suggested for interference... 2304.03 to 2304.04(b)
MISSING. c..eecvvvereceeteieree et es e eeeees e 601.01(e) Failure to make..........c.ooooiiiiinnes 2304.04(c
Mu|t|p|e dependent 60801([]) Time limMite....oooee e, 710.02(c
MUItIPlCIY.....vveeeveeeeenn 2173.05(n) Summary of invention, consistent............. 608.01(d
Negative limitation.............c.coevevrrerernnne. 2173.05(i) Terminology basis in description ... 608.01(0
New matter................ 608.04, 608.04(a), 2163.06 2163.02.  2163.05. 217301  2173.05(a)
Reissue application..........c.ccccoeeiiierennnes 1411.02 Unsuppprted """"""""""""""""" 2163.01. 2173.03
NOﬂelected |nVent|0n ...... 80302, 82101, 82102, USE C|aImS ............................................... 217305
821.04(a) Vague (See also: Indefinite claim) .... 706.03, 2171
Nonelected invention, Added......................... 821.03 to _ 2173
NONSLAtULOrY.....cciiieeeeeeeeee 2104 to 2107 Varying scope.......... """"""""""""""""""" 608.01(m
Novel, nonobvious starting material or end product.... Whereby” clauses in...... 2103, 2111.04, 2143.03
2116.01 “Wherein” clauses in....... 2103, 2111.04, 2143.03
NUMDEIING. .- .ererceereeereeeeresseerss e 608.01() With motion granted in part......................... 714.20
Objection contrasted with rejection................ 706.01 Withdrawal of appealed claim by cancellation............
Official GAzette(O.G.).rvv.erreeereerrreerrersreenn, 1302.09 1214.05 1215.03
Omnibus claim 2173.05(r Claim presented corresponding to claim of patent (See
. e .05(r)  Interference) ..o . )
Ordinary and customary meaning.... 2106, 2111.01 ali(;p—)g:le;fferr;r;:ion 710.04(a 230412(061())
Patentably distinct...........ccceeevvveviineiienenn. 608.01(m) ' ) T BN
Plain meaning of claim term........................ 2111.01 E:tglzlrl:::r:;r?zttlon """"""""""""""""""" 230‘71'10;109
Plant application.............cccccvevveveernenne, 1605, 1610 Not a renlv t Off.i """"" tln """""""""""""" 71m
Present on Filing Date................. 608.01(1), 1410 P;’te"’r‘]t ?np;ﬁc;rentii:;n;o.”“Eé}{{; """" m(g)
Priority (See also: Foreign application) .... 210, 213 ) ind gy ~enter..... -2304.01(b)
o 217 Period for reply........ccccceveennnns 710.02(c), 710.04(a)
Product, Functional.............coccoeiiiniiees 2114 Prosecution Closed........coo..vvnivvviiiinnnnne £14.19
Product by process.................... 2113, 2173.05(p) Rejectio_n...................... ...................................... 2303
Prolix (See also: _Indefinite claim) ......... 2173.05(m) TC F)lrectqrs AUENUON. orvvvvveerrneee -1003
Ranges..... 2131.01. 2131.03. 2144.05, 2163.05, Rejection, Failure to reply to...........ccc.... 2304.04(c)
2173.05(c) SPECIAL..eeiiiieiiiie e 708.01
Reference numerals included.................. 608.01(m) Claiming same invention............ 715, 715.05, 2104,
2173.05(s) 2107.01, 2135, 2135.01, 2136.01, _2136.05(a),
Reissue application 2139.03, 2146to 2146.03(a), 2152.07, 2154.01(d)
NUMDBETING. v 1453. 1455 Class, SCOPE......uuuiieeiiiiiiieeeeeiiiee e 903.02(b)
Original claim subject to examination........... 1440 Class, trarlsff(.er ................................................... 903.05
Printed in Official Gazette ..................... . 1455 Class definitionS.........ccuueeeeeiiiiiieieeeieeee e 902.02
Same invention as original patent........... 141201 Classification (See also: Patent classification) ..... 900
Underlining and bracketing.............. 1453. 1455 Application (See also: _Classification of application)
REJECHON. vvvvoeveeeeeeeeeeerrerennn, 706, 2121to 2187 BaSIS. . ittt 903.02
; ; Cooperative Patent Classification System (See also:
Relative terminology..........cccccoeeeeiiiinnnen. 2173.05(b) . AR
Renumbering at iSSUe............... 608.01(j), 1302.01 Cog‘;‘;;”i‘g;’ispate”t Classification) ...... 902, .905.02
Renumbering dependent.......... 608.01(n), 1302.01 For CPC 905.02
Single means......... 2164.08(a), 2173.05(g), 2181 T T I
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Classification — Communication with suspended or excluded attorney or agent

Sec. No. Sec. No.
For USPC..... 902.02. 902.02(a) Clean copy of specificgtion ......... . 608.01(q), .1302.02
DESION...cuiiiriiiiiieiie e 907, 1503.01 Clearance for ”ef’v law interpretation... 1003, 1207.02
Examiner (See also: Classification _examiner) Closed prosecutlon except for formal matters...............
) 707.07(j). 710.02(b) 714.14
Foreign .patents .............................................. 903.03 Prosecution not closed...................__ 707.07()
Harmonized subclasses..........cccccoceeviiennnen. 903.06 Closing of U.S. Patent and Trademark Office.... 213.03
Index to U.S. Patent Classification...................... 906 510
Classification, International Code of Federal Regulations (CFR) (See also: _Rules
INAICES....eiiiiieiire e 902.03 Patent (Code of Federal Regulations))
Information............cccooeoiiiiii 902.03(a) Coinventor, Power of attorney.............ccocceeeeee. 402.10
International...........cccooveiiiiiiii i 906 Collateral estoppel (See also: Estoppel) ....... 2012.01
Issue classification form/sheet/slip..... 903.07, 907, Ex-parte reexamination.............cccceevveeneernens 2259
1302.09 1302.10 1302.13 Inter partes reexamination...............c.cccoenaen, 2659
Locarno International.............cccooeeeeiiiiiiiene e 907 Combination and aggregation.................... 2173.05())
MaNALOTY.......covveiveeeieireeeiece et 903.07 2173.05(Kk)
Manual for USPC........c.cccoovveviiiiiiiiiieiieenne 902.01 Combination and subcombination............... 806.05(a).
Patent classification Home Page on the Internet........ 806.05(c), 903.02(b)
902.03(a) Comments on tests or examples................... 707.07(1)
Nonpatent literature...........ccccovvveeineennnceennns 901.06 Commercial activity or explotation as on sale (See also:
Patent, Change Of..........cccccvveveiieeieeie e, 903.05 On sale) .......... 2120.02, 2133.03to 2133.03(e)(7),
Patent Classification Home Page on the USPT 2139.02 2152.02(d)
101U 1] SO 902.03(b) Commercial success of invention, affidavit alleging (See
PrinCiples.........ooveiiiiiiere e 903.02 also: _Affidavits, traversing rejections (37 CFR 1.132))
REVISION.oovveoeeoeeeeoeeoeeoeoeee oo 903.02(b) T S £16.03. 1504.03
Rules governing applications.................... 903.08(e) Comm!ss!oner for Patents (See also: _Office of the
. Commissioner for Patents) ............... 409.03, 708.01
Stat.u.tor)./ AUENOTIY...ooeeeccieeeee e 90??.01 L —— 2001.03
Classification examiner o
o o Mailing address...........ccceeiiiiieiiiiiieee e 501
Decision on classification..... 903.08(d) 10 .903.06(e) Statutory basis........cooveveeeiie i 1001
Patghtaplllty report: ..... S 705.01(a) Commissioner initiated reexamination (See also:
Classification of application............cccccccovevveeeeenns 900 Director initiated Reexamination)
Allowed application........... 903.07, 1004, 1302.10 Commissioner for Trademarks
AMeNdment AffeCting......o...essvvvsssvvsssoes -208.08(c) Petitions decided bY..........c..c...ooocerersnen 1002.02(i)
Borderline........c.coovevcieniiiieni e 903.08(a) Commodity Control List (CCL).......vrvveerrrerrrnnen, 120
By appliCant.........cccueeiieiiiiiiiee e 601 Common applicants.... 709.01, 715.01(a), 717.02 to
Cross-referencing.......cccccovccvveeeeeeiiiiieneennns 903.07(a) 717.02(d), 2136.01, 2137, 2139.03, 21461to
Disputed.........ccoeereriirienennnne 903.08(a). _903.08(d) 2146.03(a), 2148, 2152.07, 2154.01(d), 2158.01
File wrapper data.........cccocvevivereniieeeiee e 719.03 Common knowledge, use in rejections............... 2143,
Improperly classified............c..cccoovvreenn.n. 903.08(a) 2144.03

In another Technology Center at allowance...........
903.08(a)
New application, by Office of Patent Application

Processing)......ccccceeevevvenen. 903.08(a). 903.08(e)
New application, by SPE...........c.cccocveennne. 903.08(b)
Post classifier.........ccccvvieeeniieenne 903.08(e), 903.10
Preliminary.........ccoii e 601
Rules governing........cccoecvvvevceveiiieeenieeens 903.08(e)
Transfer to another Technology Center..... 903.08(a)
903.08(d)

Classifier, POSt..........cooeevvevieieiiinnns 903.08(e), 903.10

Index-17

Common ownership.... 717.02to 717.02(d), 717.02,
2136.01, 2137, 2144.01, 2146to _2146.03(a),
2154.02(c), 2156
Conflicting claims.. 303, 608.01(m), _709.01, 804,

822, 2136.01, 2139.03, 2146.03, 2152.07,
2154.01(d), 2158.01, 2304.05

Requirements to establish..... 717.02(a), 717.02(b),
2146.02

Common representative for international application.....

402.09 1807
Communication with suspended or excluded attorney
OF AQENE. ...ttt e e 105
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Communications, official mailing address for — Continuation

Sec. No.
Confidentiality of international applications........... 110
Confirmation NUMDET...........ccceviiiiiiiee e 503
Conflicting applications, same assignee.......... 709.01

715.01(b), 804.03, 822, 2136.01, 2141.01, 2146,

Sec. No.
Communications, official mailing address for........ 501
Communication via Internet e-mail................... 502.03
Comparative tests (See also: _Affidavits, traversing
rejections (37 CFR 1.132)) .....ccovevvvecveeennnnne 716.02(b)
Complete application........ 506, 601.01to 601.01(q)
Complete British specification...............cc........ 214.03

“Comprising” as transitional phrase 2111.03
“Comprising”in Markush claim... 2111.03, 2173.05(h)

Compact disc submissions............. 608.05, 2422.03,
2422.03(a) 2425
Amendments t0........cccoeieeeeeeeeiiiieenn. 608.05, 2426
Computer programs.............cceeee... 608.05(a), 2425
RequIremMents.........ccooevvvieniiee e 608.05
Sequence Listings........ccccceeeenes 2422.03, 2424.01
TablesS.....cocovveieeiieceece i 608.05(b), 2424.01
Computer generated iCONS..........cccccvvvenee. 1504.01(a)
Computer programs or software
Adequate disclosure.................... 2164.06(c), 2181
Affidavit practiCe.........ccovvviiiiieeeiiieens 2164.06(c)
Best mode........cccooeiiiiiiiee e 2161.01
Deposit of listings 608.05, 608.05(a)
Enablement............ccccvevnnne. 2161.01, 2164.06(c)

Patentable subject matter...... 2106, 2106.04(a)(1),

2106.04(a)(2), 2106.05 to 2106.05(h)
Printed in PG-Pub.............oooeeeiiiiieee, 1121
Undue experimentation...............ccceee.n. 2164.06(c)
Written description..........coocceieiiiiiiieeeeens 2161.01
Concealment.............. 608.01(h), 2138.03, 2165.04
Conception....... 715.07, 2136.03to 2137, 2138to
2138.06 2163
Concordance, International and United States
classification...........ccccviiiieiiiiiieeieeee e 906

Concurrent Office proceedings....... 2282 to 2286.01,

2146.01, 2146.02, 2146.03, 2146.03(a). 2148,
2152.06, 2154.01(d), 2154.02(c), 2158, 2158.01

Conflicting oaths or declarations.................. 602.01(c)
Congress, Inquiry on status of application by member
OF e 203.08(a)
Conservator, unavailable joint inventor............. 409.02

“Consisting essentially of” as transitional phrase..........
2111.03

“Consisting of” as transitional phrase............. 2111.03
“Consisting of” in Markush claim................... 2111.03,
2173.05(h)

Constitutional basis for patents...........cccccoeveiieeinneen.

Constructive election (See also: _Election of species)
.................................................. 818.02(a). 818.02(c)

Constructive notice to patent owner of request for

reexamination..............c.veeeeeeeeeeeeeeeeennnnnn. 2230, 2654
Constructive reduction to practice.................... 715.07
Consular certificate.......uuviiiiieiieeeiiiiiiiieecciciinns 602.04

Consular certificate, Foreign executor or administrator..

409.01(b)

Consular certificate, Omission of...................... 602.04
Consular offiCer........ccooviiiiiiiiiee e 602.04
Content of ex-parte reexamination request........ 2214
Continuation............... 201.06(c), 201.07, 601.01(a)

Abandonment of prior nonprovisional application ......

201.06(c)

Affidavits, copies Of..........ccccceiiiiiiiennis 201.06(c)
Assignment carried from parent............cccoceeene 306

Change of attorney/correspondence address............
201.06(c)

2820
Conduct in public information facilities................... 510

Conduct of ex parte reexamination proceedings.........
2254

Conduct of inter partes reexamination proceedings.....
2654

Confidential material.................. 121, 724to 724.05
Confidential material submission............ 121, 724.02
Confidential party of interest................... 2202, 2203
Confidential status of application......... 101, 2136.01
2154.01(d)

Same applicant..... 608.01(m), 709.01, 804, 822,

2120.02, 2136.01, 2146.03, 2154.01(d)

Rule 1.53(d)..ccccvvreiiiieeiiieeciie e 201.06(d)
Confidential submission of prior art and section 301
written statements...........ccceeviieeiiiieee, 2202, 2203
Confidentiality, pending applications...................... 100
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Continued prosecution application (CPA)... 201.06(d)

COPENAENCY...coeiiierriieeiiie e 211.01(b)
Cross-reference to prior application.......... 202, 211
DefinitioN.........eeeiiii 201.07
DESION...ciieeie e 1504.20
Effective filing date..........c..ccoocvieeiiiiiiiiee s 211.02

201.06(c)

Extension of time 201.06(c)
File wrapper continuing (FWC).................. 201.06(b)
File wrapper/history notation...............ccccceeeennns 202
Final rejection on first action..................... 706.07(b)
Incorporation by reference...........cccccccou. 201.06(c)
Identification on letter of transmittal.................... 506
Inspection of parent..........c.cccevvveeerivicninee e, 103

International application 1828.02



INDEX

Continuation — Convention, International

Sec. No.

International application as parent........... 211.01(c)
1895

Inventor, at least one in common................... 211.01
INVENLOrSNIP.....oeiiiiiiee e 201.06(c)
NEW Matter.......ccccerveereereeennn. 201.07, 608.04(b)
Oath.....cccccverneens 201.06(c), 602.05(a), 602.05(b)
Parent application data noted in file history/wrapper...
202, 1302.04
Reference to parent application................ 202, 211
Reference to parent application inadvertently
OMItEEA. ... 1302.04
Reissue......... 1402, 1410.01, 1410.02, 1412.03,
1415.01, 1441, 1451, 1455, 1460, _1481.03
RESHICHON. ..ot 819
Rule 1.53(b) 201.06(c)
Rule 1.53(d)...cccoeriviiiinniiinienie e 201.06(d)
Rule 1.60 application, Former................... 201.06(a)
Rule 1.62 application, Former................... 201.06(b)
Small or micro entity status....................... 201.06(c)
Specification and drawings...........ccccceeenne 201.06(c)

Sec. No.
Rule 1.53(1)...cccveririiieeiiiiien e 201.06(c)
Rule 1.62, FOrmer........cccoeevvviviieiiiiieeeeeee, 201.06(b)
Time for filing......cccoevvviiiei e 211.03
When patented, opens parent application to public
INSPECHION....eiiiiiie it 103
Continued Prosecution Application (CPA)....... 201.01
201.06 201.06(d)
Amendments before first Office action...... 714.01(e)
Application nUMbBEr...........ccceiiiiiiiiiieeeee 503
Assignee right to take action..................... 324, 325
Certificate of mailing or transmission.................. 512
Complete non-provisional application........... 601.01,
601.01(a)
Continuation-in-part not permitted................. 201.08
Continuity with parent...........ccccccoveveennnen. 211.01(b)
Correspondence........c.ceevveeeriueeeenneennn 502, 502.01
Cross reference to previous application.............. 202
Design application.................... 201.06(d), 1502.01

Eliminated for utility and plant applications.................
201.06(d)

Substitute statement under 37 CFR 1.64... 201.06(c)
Terminal disclaimer, effect in
Time for filing.....ccoocveviiiii e,

When patented, opens parent application to public

INSPECHION......euiiiiiiiiiee e 103
Written description requirement..................... 211.05
Continuation-in-part..................... 201.08, 601.01(a)
Assignment from parent does not apply............. 306
COPENTENCY ... 211.01(b)
Cross reference to parent application....... 202, 211
DefinitioN.......ccuveeiee e 201.08
Design application...........cccevevveiiieeenieeennne 1504.20

Effective filing date...... 211.02, 2133.01, 2139.01,

2146.03(a) 2151 2152.01
File wrapper continuing procedure............ 201.06(b)
File wrapper/history notation..............ccccceevnneenne 202
Filed by assignee.........cccoeveeeiiiiiieee e 324
Identification on letter of transmittal.................... 506
Inspection of parent...........ccccveviieeeiiiiienniee e, 103

International application used as mechanism to file....
1828.02

Express abandonment of prior application.... 711.01,

711.02(b)

Extension of time......cccoeeveiiiiiiiiiiiiiiieeeeeees 201.06(d)
Filing date.......ccccoeeeiviiiieeeccee e, 201.06(d)

Improper CPA treated as RCE... 201.6(d), _706.07(h)

Information disclosure statement in parent.... 609.02,
707.05

International application as parent............ 211.01(c)
Inventor, at least one in common................... 211.01
OWNEIShIP.....eiiiiie e 306
Reference to parent application.................... 211.02

Rejection over publication of parent application.........

2133.01 2154.01(b)
Rejection over published priority document................

2154.01(b)

Index-19

INVENOrShip.....c.vveieeciiieee e 201.06(d)
Patent term.........cccceeviieieie 1303, 2701
Plant application, no longer available........ 201.06(d)
Public acCess t0......cocvvviiieeeiiiieiieeeiien, 201.06(d)
Published as PG-Pub..........ccccocoiiiiiiiiiieees 1120
REISSUE.....uvieiiiiiiiieieeee e, 1430, 1470
Reference to domestic benefit claims.......... 1302.04
Restriction requirement in prior application........ 819
Signature Requirements............cocoeeeveneen. 201.06(d)
Small or micro entity status....................... 201.06(d)
Suspension of action..........coccveiieiiiiiieee e 709
Terminal disclaimer, effect in............ccceovvvvvvnnee. 1490
Utility application, no longer available....... 201.06(d)
Continuing application............... 210, 211, 1302.12,
1302.04
Specific reference.........cccccoveveiiiiiiienn. 202, 211
Continuing data (See also: _Cross-noting) ............ 202
Continuity between applications................... 211.01(b)
Control of inspection by assignee................ 104, 106

Convention, International (See also: _Treaties) .............
213.03
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Converting nonprovisional and provisional applications — Country codes

Sec. No.
Converting nonprovisional and provisional
applications.........ccccovcveerieeeiiienne 201.04, 601.01(c)
Cooperative Patent Classification System (CPC)..........
902 905
Classification in...........cccccceveeue. 905.03, _905.04(b)
Combination SetS........ccoccvvvveeeiiiiiieee e 905.03
Definition.......ccoooviiiieii e 905.02
References in Definitions 905.01(a)(1)
SCREME...cci it 905.01
Warnings in Definitions............cccccce.e. 905.01(a)(3)
COPENAENCY ....eeiieeiiiiiiiee e 211.01(b)
Copending u.s. application

Common ownership..... 717.02(a), 2136.01, 2146,
2146.02, 2146.03, 2146.03(a), 2148, 2152.05,
2152.06, 2154.01(c), 2156, 2158, 2158.01

Design application...........cccceeriiieneeiniineenn. 1504.20

Sec. No.

During ex parte reexamination.................... 2250.02
During inter partes reexamination... 2658, 2666.03
In a patent
By a certificate of correction..... 602.01(c), 1402,
1481 1481.02

By filing a reissue application..... 1402, 1412.04
1412.05

MiISJOINAEr......coiviiiiiiiieeiee e 1402, 1412.04
Correction of name................... 602.01(c), _602.08(b)
Correction of patent..........ccoocceeeeiiiiiiinieenieene. 1400

By reexamination (See also: Reexamination, Ex parte

) Reexamination, Inter partes )

By reissue (See also: Reissue application) ..... 1401

to 1470

By supplemental examination (See also: Supplemental

E€XaMINALION) ...occvveivvieiieeiie e 2809.01

Different inventive entities....... 717.02(a), 2136.01,

2136.04, 2136.05(b), _2146.03, 2146.03(a),
2152.07 2154.01(d)
Duty of disclosure in..........cccceveveeeiiinnen.. 2001.06(b)
Terminal disclaimer practice.............ccccoeeeeenes 1490
Copied patent claim (See also: _Claim presented
corresponding to claim of patent)
COPIEr COPIES.....uvveiieeeiiiiiiee e e ectiee e e e 714.07
Copies of prior art with reexamination request
EX Parte ...ooooieeiie e 2218
Copies of published applications...............c......... 1128
Copy of foreign application, certified..................... 215
Copy of printed patent in reexamination
EX PArte ...cooooveiiiiiiirrere e 2219

Copying ex-parte reexamination file by public..... 2232

Copying inter partes reexamination file by public.........
2632

CopyrightS.....cveeeeiiieeeccccee e, 608.01(v)

Relationship to design patents.............ccceeee... 1512
Correction of drawing.................. 608.02(p), _1302.05

Annotated Sheets............coceeeeeniiiiieninns 608.02(v)

Approval by examiner..........ccccccceeeiinnenn. 608.02(x)
Deferrable..........ccccovererveriennne. 608.02(b), 608.02(p)
Marked-Up COPY.....cccovevurrireeeiiiiieeee e e 608.02(v)
NEW Matter.......coovvviiiiiieiiiiii e 608.04
NOt APProVed.......ccovvvieriieeiiiee e 608.02(x)
Order fOr.....coiieiiiiisc e 608.02(x)
Replacement sheets..............c....... 1302.05, 1303.01

Correction of inventorship
Application...... 601.01(d) to 601.01(g), 602.01(c),
605.04(q)

Consent of assignee.........ccocceeeeiiiiiieneen. 602.01(c)
Continuing application............ccccocevvevrneeen. 602.01(c)
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Index-20

Certificate of correction 1480 to 1485
Statutory disclaimer (See also: Disclaimer) Terminal

disclaimer) ........ccccceeeeennne 1490
Correction of PG-Pub

Correction of reference citation..... 707.05(g), _710.06

Correspondence  (See  also: Mail __stop)
Address of PTO......cooeeiiiiiieeeeiee e 501, 502
Address in secrecy order applications................ 120
Address of patent owner....................... 2622, 2805
Address, official mailing.........c.ccocooeiiiriiiiee 501
Address of an attorney.. 403, 403.01(a), 403.01(b)
Boxes (See also: Mail stop)
Continuing application.............ccccceeeeenneeen. 201.06(c)
Crossing in Mail.........cccovcviiiiieinie 714.05

Duplicate filings.. 402.10, 403, 502.04, 714.01(a)
Electronic mail....... 502.03, 713, 713.01, 713.04

Facsimile transmission........... 502.01, 2510, 2515
Identifying with issue batch number (no longer
[=To (U1 =To ) F ST 1303.01
Maintenance fee...........cccccooue. 2510, 2515, 2542
Plural attorneys..........cccccvvevvveeennne 402.10, 403.02
Post Allowance.............cceeeeeeeeeeeeiieiiennne. 502, 1306
Published application............ccccccoeviiiieiieninnen. 1134
Receipt and handling............ccccovvveeiiiieiniieenne, 500
Reexamination, ex parte ........ccccccevvvvieeeeninns 2224
Reexamination, inter partes ...........cccccceeeeennns 2624
Signature requiremMents...........cccvvereeeeinineennns 502.02
Third party, application published..................... 1134
With whom held..........ccooiiiiiie 403

Counter-terrorism inventions, special status..... 708.02
Counting actionS.........cccuvveeeiiiiiiie e

Countries for foreign priority
COUNLIY COUES......oviiiiiieiiiee et




INDEX

Coupons — Deceptive intent

Sec. No.
COUPONS. ...ttt e e
Court decision
Citation Of.......ccccvviiiiiii 707.06
Dissemination of 1720
Entry in patent file.........cocooeeiviiiiiiiieeeee 2207
Treatment Of..........ooooiiiiiiie e 1721
Unpublished decisions...........ccccceevviiiiereeennnns 2677

Court of Appeals for the Federal Circuit (CAFC)...........
711.02(b). _1002.02(k)(1)., _1002.02(k)(3). 1214.06,
1216 1216.01

Appeal to, from an ex parte reexamination...... 2279

Appeal to, in an inter partes reexamination..... 2682
2683

Court ordered inter partes reexamination...... 2686.04
Court papers, service on Director............cc..c.c..... 1216
Cover sheet — provisional application............. 201.04
CREATE Act (See also: _Joint Research Agreement)

Credit Card Payment Form PTO-2038 reproduced.......
509

Criteria for deciding ex parte reexamination request.....
2242

Criteria for deciding inter partes reexamination

FEOUEST. .ttt 2642
Cross appeal to the Patent Trial and Appeal Board in
inter partes reexamination.............ccccceeeecveereennn. 2674
Cross appeal to the Federal Circuit in inter partes
rEEXamMINALION...........covvviiieeeee e 2683

Cross-noting

Data of parent application on file wrapper/history......
202 1302.09

Data of provisional application in specification...........
1302.04

Data of provisional application on file
WIaPPEer/histOry......cccovvvee i, 202

Data of related application in application data sheet...
211.02 1302.04

Foreign application cited in an application oath..........

202, 214.03
Foreign application, file wrapper/history............. 202
In original patent file of reissue application......... 202
Reissue applications............ 1451, 1455, 1481.03
Specific reference.........ccccoevvieviiiiiiiienenn. 202, 211
Cross-reference
Another application (See also: _Cross-noting) ...........
608.01(p). 1302.04
At allowance 903.07, 1302.04
CItING.eeveeee e 707.05(e)
Noted during examination......................... 903.07(a)
Required for all claimed disclosure........... 903.07(a)
Crossed mailings........ccoouiuiieiieniiiiiiee e 714.05

Sec. No.

Current Employee Restrictions...........ccccoocvvvennee. 1702

Customary meaning of claim term..... 2111, 2111.01,
2173.01

Customer Numbers..... 402, 403, 711.04(c), 1807,

2515 2540
Change of address.........cccccovcviiieeiiiiiiiee s 601.03
Correspondence relating to.........cccceevveeenieeenne 403

Customer Service Center....... 104, 508.04, 714.13,
1730

Customer Service Window..... 101, 103, 501, 502,

505, 710.02(e), 714.13, 2422.09
D

D-10 NOLICE...ccvvieeeeieeriiee e 130, 1304.01

Damage, Proof of irreparable....................... 409.03(g)

Databases (See also: Electronic databases)

Date

Amendment.. 505, 511, 512, 710.01(a), 710.05,
714.18

Citation of foreign patent........ 901.05(a), 901.05(b)
CONVENLION. ...t 213.01
Filing...... 211.02, 502, 503, 505, 506, 506.02,
1002.02(b)

of EFS-Web transmissions.........c.c............ 502.05
Filing, Refusal to accord..........c..cocevvveeeeninnns 506.02
Foreign application (priority)........ 210, 213to 217
INVENTION........ooieiieee e 2137, 2138
Maintenance fees due..........cccccveveeeiiiiinneeeennnns 2506
Office action...........ooooeiiiiicrereeeee e 707.11
Office stamp.......... 502, 505, 506, 512, 714.18
Reference..... 707.05(e), 715, 715.01, 715.01(c),
2120 2120.01

Date of execution of oath..............cccccvvivieinnnnes 602.03
Death of attorney.........coecveeveeiiiiiiiiee e 406

Death of inventor (See also: Administrator or executor)
........................................ 409, 409.01(a), 409.01(b)

Deceased inventor
Allowance not withdrawn..............cccocevvee.. 1303.03
Legal representative as applicant............. 409.01(a),
409.01(b), 1806

Proof of authority Of..........ccccoiiiiiis 409.01(b)
Legal representative refuses to sign.......... 409.03(c)

Deceptive intent (See also: Fraud) Inequitable conduct)

Foreign filing licenses..........cccccovviiieiiinniiieneeenn. 140
Rev. 10.2019, June 2020
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Deceptive intent — Deposit rules

Sec. No.
INVENtOrShip......cvvveeeeiiii e, 602.01(c)
Reissue......... 1401, 1412.02, 1412.03, 1412.04,
1414, 1414.02, 1414.03, 1444, 1448, 1451,
1457 1481.02 1490, 2012

Decision

By Patent Trial and Appeal Board..... 1213, 1302.14

Dissemination Of.........cccccceeeiiiiiiiiiies 1720

Ex-parte reexamination.............ccccceeeeuvnenn.. 2277

Inter partesreexamination................ 2681, 2682

Reconsideration Of........cccccccceeeeiiiinnn. 1214.03

Treatment of........oooovvvvviiieiiie 1721
(01121 1[0 o FH PP POPPRPRN: 707.06
Denying ex parte reexamination request......... 2247
Ex-parte reexamination review petition............ 2240
Governs examiner’s action...........ccccveeeeeeiiveeeeeesennnnn.
LIStEA. i Al
Ordering ex-parte reexamination.................... 2246
Ordering inter partes reexamination (See also:
Reexamination, Inter partes: Decision on the request
for reexamination)
Public availability............ccccceiinii e 103
Publication of.........ccccoviiiiiiiiiiieiiceeeeeeeeee, 707.06

Declaration (See also: _Oath)
AMENdMENL......ceiiieieieiieeeeee e

Attached to specification................. 602, 602.08(c)
Change of inventorship.............cccccoeevveeen.n. 602.01(c)
Copies, filing Of........oooiiiiii e 602
Copies from prior application..................... 201.06(c)
Date Of eXECULION........ccviveeeiiiieeiiiee e 602.03
DefeCtiVe......ciiiiiiieieee e 602.03
Delayed filing.........ccccceveeiiiieneenins 506, 601.01(a)
Executed before alterations made............. 602.08(b)
Facsimile transmission..............cccceee.... 502.01, 602
Foreign priority applications listed............ 202, 214
International application.................. 1820, 1893.01
1893.01(a), 1893.01(a)(1). 1893.01(a)(2),
1893.01(a)(3). 1893.01(e), 1893.03(a), 1893.03(b),
1893.03(q) 1895
Inventor refuses to sign or cannot be found................
602.08(b)
Minor, by........
Non-English
Plant patent application..............ccccceeeeiniiineenn. 1604
Refers to preliminary amendment............ 601.01(a)
602.01(b)
Reissue application...... 1405, 1410.01to , 1414,
1414.01to 1414.03, 1418, 1444, 1451, 1455
Signed before alteration..............cccccceerinnnen. 602.08
SUDSHItULE. ...eeeei e 602.02
Rev. 10.2019, June 2020

Sec. No.
Declarations, conflicting...........cccccevveeennnen. 602.01(c)
Dedication to the public..............ccceerennee. 715, 1490

Defective oath...........cccccociiiiiiiiiiiceeeer e,
In reissue application

Defects, correction of, in request for ex parte
reexamination...........ccccooeevveveeesecineeeeeens 2227, 2231
Defense, applications affecting......... 115, 120, 130,
140

Defensive publication citation....................... 711.06(a)
Defensive publication program.............cccccueeene 711.06
Deferral of examination.............ccccccvvverriererereeeeennn. 709
Definition of ClassS........cccccceeeeeiiiiiiieicccciis 902.02
Delegation of Director’s authority....... 1001.01, 1002,
1002.02

Demonstration at intervieW.........ccccceveeeeeeeeeennn. 713.08
Denial of request for reexamination.... 2247, 2247.0
2647 2647.01

Department of Energy (DOE).. 115, 140, 150, 151,
2104.01

Dependent claim..........cccoooiieiiiiiiiinienies 608.01(n)
Objected to when base claim is canceled..................
608.01(n), 707.07(j)
Reissue........ 1402, 1412.03, 1415, 1453, 1455
Treatment in inter partes reexamination..... 2660.03

Dependent claim, objected to when improper...............

608.01(n), 706.01

Deposit aCCOUNL.........cccvviiiiieeeiiiiiiee e 509.01
Authorizations................. 509.01, 1302.04
Extensions of time..........ccccccvvveiiiiiiiieeees 706.07(f)
International applications................. 1850, 1875.01
Issue fee......ccooeeeeiiieenenn. 1303, 1306, 1308.01
Maintenance fee...........ccc.coc... 2510, 2515, 2522
OVEIAraWN. ...cvvveeeiiie e 509.01
Petition fee.......ocoueeiiii 711.03(c)
Refunds........ccccovevieiiiiinnnn. 509, 509.01, 607.02
Replenishment.........cccccceeevviiieneeenins 509.01, 1730

Mailing address.......coovuiieeiiiiiiiiiee e 501

Deposit Account DiVISION...........cccveveeeriiieenennn. 509.01

Deposit of microorganisms (See also: _Biotechnology)

............................ 1605, 1823.01, 2402to 2411.05

Deposit of correspondence..........coocuveeeeeeriiieeeenn. 502

Depositions
Evidence.......... 1901.02, 2013
Of @XamIiNEer........ccoiiiiiiiieiiiiiiee e 1701.01

Deposit rules (See also: Biotechnology) ............ 2400
Acceptable depository..........ccccvveeviciiieeeseennn 2405
Biological material, definition................ 2402, 2403
Biological material, made or isolated without undue
experimentation.........ccocveeveee e 2404.02



INDEX

Deposit rules — Design application

Sec. No.
Budapest Treaty (See also: _Treaties) .............. 2402
Budapest Treaty depositories........cccccoecveeeeennne 2405
Depositories, Current list of Budapest Treaty..... 2405
Examination procedures.................. 2411, 2411.01
After grant........ccceeeeeiiieeeeee e, 2407.02
Application in condition for allowance except for
AEPOSIt....eeiiiieeeiie e 2411.03
Certificate of correction.............cccecueenee. 2407.02
Content of application regarding deposited
Material........coovveiriiieie e 2411.05
Need for 37 CFR 1.312 amendment....... 2411.03
REISSUE......ceiiiiiiieiiiec e 2407.02
Rejections based on deposit issue.......... 2411.01
Responses from applicant....................... 2411.02
Furnishing of samples..........cccccceviiiininennnn. 2410
Access to depositS.........occveeeeeeiiiiieneenn. 2410.01
Certification of availability of deposit....... 2410.02
Conditions of deposit.........ccccevvvereriierenns 2410.01
Exception to removal of restrictions........ 2410.01
Restrictions removed upon grant............. 2410.01

Known and readily available biological material.........
2404.01

Budapest Treaty deposit...........cccceevueeeee. 2404.01
Continuity of access........ccccvvvveieeeiiinnnen. 2404.01
Deposits certified as available................ 2404.01
2410.02
Health, safety restrictions........................ 2404.01
Indicia of “known and readily available”.... 2404.01
Material capable of self-replication.............. 2403.01
Direct self-replication.............ccccceeeeinnee. 2403.01
Indirect self-replication..............cccccvvernee 2403.01
Need for a deposit.............c..... 2402, 2403, 2404
Non-Budapest Treaty deposit.............cccuveee.. 2404.01
Plant material.........c.ccocccevieiiiieec e 2403.02
Plant Patent Act, Relation to...........cccccueennee 2403.02
Reference to deposit in application... 2404, 2404.03
Implication, presumption............. 2404, 2404.03
Requirements of 35 U.S.C. 112................... 2163,
2164.06(a) 2404 2404.03
Replacement or supplement of deposit............ 2407
After a patent has issued.............cccceeee 2407.02
Exemption from replacement.................. 2407.05

Sec. No.

SEEAS. ... 2403.02
Term of deposit........ccccceeenne 2408
Budapest Treaty term 2408
Enforceable life of patent............ccccceeceenne 2408
Time for making original deposit............c.......... 2406
Assurance regarding deposit before payment of
ISSUE fee.....oviiiiiiiiieiee 2406, 2411.03
Corroboration...........covevveeneeniienee e 2406.02
Description in application specification..... 2406.01
During application pendency...........c.ccceeeuee. 2406

Loss of U.S. filing date in other countries..... 2406
2406.03

New matter..........oooeeiiiiieeeeeeeeee 2406.01
Patent Cooperation Treaty applications.... 1823.01
Post-issuance deposits..........ccccevveeeenneennnne 2406
Viability of deposit..........ccccceeiiiiiiiiiiiiiiee. 2409
Viability statement.........ccccccovvciiereeiiiciineeen. 2409

35 U.S.C. 112 requirements...... 2402, 2403, 2404

Deputy Director of Patents and Trademarks..................

1002.02(0),

Derivation proceedings..........cccvveriveeinueeeninieennns

Action once instituted
Action after deciSion.........ccccceveveeeeeeeiiiiiiieee, 2315
Board action.............ceveeeiiiiiiiiiiiieiee e 2314
Certificate........cocvvvieeeeiciieie e,
DefiNitioN.......ccooeeeei e,
JUrSAICHION......ccoo e,
Statutory basis........cccccoeviiiiiiii .
Technology Center practice specialist... 2311, 2315

Derogatory remark regarding prior art.......... 608.01(r)
Description

Basis for claim....... 608.01(0), 2161, 2163, 2166
Computer programming...........ccceeeveeeenneeen
Detailed............cooeveeriiiiiennnns

International application............cccccoviiieieennnns

Design application...........cceceveiieeeinieeeneee e

Analogous art........ccccceeeiviviennnn.
ANLICIPAtION. ....cooiiiiiie e
Application, elements of
Articles, design comprising multiple........ 1504.01(b)
“Average observer’ tesSt........ccccceevviiiieneennn. 1504.02

Benefit under 35 U.S.C. 120.. 211.01(a), 211.01(b),
1504.20

Benelux Designs Convention (See also: Treaties) .....

Failure to replace............. 2407.03
In a pending application 2407.01
Reason for replacement...............cccuvee.. 2407.04
Replacement not recognized................... 2407.06
Request for certificate of correction......... 2407.02
Treatment of replacement, presumption of
HAENLItY....ocvvieee e 2407.04

Index-23

213.01, 1504.10
Characteristic feature............. 1503.01, 1504.01(a)
Claim. e 1503, 1503.01
Combining references.........cccccccovvcieeeeeiinns 1504.03
Commercial SUCCESS.......cvvvvvviiieeeeeeeeaeiieenn, 1504.03
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Design application — Design application

Sec. No. Sec. No.
Computer generated icons...................... 1504.01(a) Status Information for............cocoeeveeveernnn.. 1128
Continuation application 1504.20 Indefiniteness............ 1503.01, 1503.02, 1504.04
Continuation-in-part (CIP) application......... 1504.20 Library collections relating to..................... 901.06(a)
Continued Prosecution Application (CPA).... 1502.01 Modification, description..............ccoccvvue.... 1503.01
Convention, International.............. 213.01. 1504.10 Multiple embodiments.........c.coccccvevevevevecnesn. 1504.05
Copending applications.............. 1504.06. 1504.20 Multiple parts of article...............ccoc.ovvn... 1504.01(b)
Copying, evidence of, to rebut obviousness............... New matter........... 1503.01, 1503.02, 1504.01(a),
1504.03 1504.04
Copyright, Relationship to...............cccoocooinins 1512 Object, DESIgN fOr.........ccceevevereeerereceeererenees 1502
Definition........covviiiiiii 1502 ObBVIOUSNESS.......coovevieeceeeeeeeeeeeeeeee e 1504.03
Description ....................................... 1503, 1503.01 Obviousness_type (nonstatutory) double patenting
Disclaimer 1503.01, 1503.02, 1504.04 (O3] = R 1504.06
Disclosure 1503.01, 1503.02, 1504.04 Offensive subject matter.............ccccceeenee 1504.01(e)
Divisional application.................... 201.06, 1504.20 Ornamentality lacking..........ccccoveveeiiiennne 1504.01(c)
Double patenting...........ccccceeevecvnneennn. 804, 1504.06 Patent Cooperation Treaty............... 1501, 1502.01
Drawing.......... 1503, 1503.01, 1503.02, 1504.04 Patentability... 1504.01, 1504.01(a)to 1504.01(e),
Broken lines........... 1503.01, 1503.02, 1504.04 1504.02 1504.03 1504.04
(10] 1o U 1503.02 Petition, Special Status................. 708.02, 1504.30
Trademarks.........cccovvevverieeereeeeeeeseesen, 1512 Petition to accept color drawings or photographs.......
EFS-WeD.......v.oocoeoeeeeeeeeeeceeeeeseee 502.05, 1730 608.02 -1503.02
Embodiments, alternate or multiple............ 1503.01 Photographs 1503.02, 1504.04
1504.01(b) 1504.05 Preamble........cccooiviiiiiei e, 1503.01
Enablement.............cccccceveunnnnn. 1503.02, _1504.04 Priority under 35 U.S.C. 119.... 210, 215, 1504.02,
European Community Design treaty............ 1504.10 1504.10
Examination... 1504, 1504.01. 1504.02. 1504.03. References supplied...................... 707.05(a), 1513
1504.04 Quayle action.........ccoovvieiniieiiee e 1504
Expedited Examination............ 501' 100202((‘;)(3)‘ Registration abroad..........cceeun.... 150402, 1504.10
1504.30 REISSUE.....uvieieiiiiiieieeee e, 1457, 1509
REISSUE......cciiiiiiie e 1457 Request for Continued Examination (RCE).. 1502.01
Expert testimony.........cceeveeiiniiiieee e 1504.03 Request for Expedited Examination............ 1504.30
Feature emphasized..........cccccoviviivinieiinnenn. 1503.01 RESEICHON. ...eeiiiiee e 1504.05
Fee, filing.....c.ccooviiiiii e 607 REISSUE......cciiiiie et 1457
REISSUE.....cii it 1457 Rules applicable..........cocccoiiiiiie 1501
FEe, ISSUB......uvvieeeie e 1306 Scope of claim.......... 1503.01, 1504.04, 1504.05,
FONE, EYPC. v 1504.01(a) 1504.06
Foreign priority............. 210, 213. 215, 1504.02, Search......cccccovveeiviieenns 1504, 1504.02, 1504.03
1504.10 Secondary considerations.............cccveeeeennn. 1504.03
More than six months before U.S. filing.... 1504.02 SIMUIALION. ... 1504.01(d)
Functionality..........ccoccoeeiiiiiiiee e, 1504.01(c) Specification.........ccocveeeiicieie e, 1503.01
Obviousness and.........cccoocuveeeeeeiniieeeenn. 1504.03 Use of Copyrights in.........ccoviiiiiiiiiiiiineee, 1512
Hague Agreement (See also: Treaties) ....... 213.01, Use of Trademarks in.........ccccccooviviiieeeiinnnen. 1512
1504.10 2901 Statutory subject matter................... 1502, 1504.01
Hidden end use.............ccoocciiiininn, -1504.01(c) Surface ornamentation... 1502, 1502.01, 1503.02,
Hidden feature........... 1504.02, 1504.03, 1504.04 1504.01, 1504.01(a), 1504.01(c), 1504.03
Icon, computer generated....................... 1504.01(a) Surface treatment or indicia.............c.c.c....... 1503.02
International (See also: International _Design Term of ..o 1457, 1502.01, 1505
Application) T e eveeeeeceeeeie e 1503.01, 1504.01(a)
Global design database........................ 707.05(e) AMeNndment Of...........covevveveeeeeeen, 1503.01
Publication............cccoeeiiiin e 1120 Use of Trademarks iN. e e oo 1512



INDEX

Design application — Disclosure

Sec. No.
Trademark, relationship to..........cccccoviieieienns 1512
Type fontS......ooieiiie e 1504.01(a)
Utility patent, relationship t0..........ccccceeeenee 1502.01
Visual characteristics..........ccccevieeiiiieeiiieenn, 1502
Written description lacking......... 1503.01, 1503.02,
1504.01(a) 1504.04
Design patent series (See also: Patent) ......... 901.04
Designated office............... 1801, 1803, _1893.01(a)
Designation of states..........cccceeiiiiieiieeiiiiiieeeeee 1821
Detailed description (See also: Specification)
Determination of public use or on sale.......... 2120.02
2133.03t0 2133.03(e)(7). 2139.02, 2152.02(c),
2152.02(d)
Determining if a Reexamination Was Filed for a
Patent......coooiiiiiii e 2632.01
Determining whether an application is subject to first to
invent provisions of AlA................... 2159 to 2159.04

Digest (See also: _Cross-reference: Art collection)
Dictionary as a source for the ordinary and customary

meaning of a claim term............... 2111.01, 2173.02,
2173.05(a)
Diligence
Charts for priority........cccoceveeeiiiiiieee e, 2138.01
Filing application...........ccccooiiiiiiiniiiencee 2138.06
Filing reiSSUE......covviiiiiiiiiie e 1403
Interference practice..........cccceveeiviiiereeeiinns 2138.01
Of actions during regulatory review............. 2757.01
Reasonable.........cccccooiveniiiennnn. 2138.03, 2138.06
Shown in 37 CFR 1.131 affidavit.................. 715.07
715.07(a)
To overcome a rejection..........cccevecveeeeeeennns 2136.05
Director of Technology Center.......... 714.13, 714.14
714.16, 714.25, 715.08, 804.04, 1002.02,

1002.02(c), 1207.01, 1207.02, 1207.03, 1207.05,
1208, 1214.04, 1308, 1308.01, 1901.06, 2242,
2258.01, 2265, 2267, 2274, 2284to 2286, 2648,

2667, 2682 2686.01
FUNCHIONS.....ccveeiieeceecie e 1002.02(c), 1003
TC 1600......ccciiieiiiieeee e 1002.02(c)(2)
TC 2900.....ccciiiiiiceie e 1002.02(c)(3)
TC 3640.....ccciieieeeiiiiiieeeeeen 710, 1002.02(c)(1)

Director of the USPTO
Authority and functions........ 708.01, 709, 711.02,

714, 719.01, 1001, 1002, 2104.01. 2209, 2212,

2239, 2240, 2242, 2244, 2246, 2258.01,
2258.02, 2265, 2266, 2284, 2286.01
Publication of confidential decisions............... 103
Withdrawal from issue..........ccccccevvvvivinininnns 1308

DECISIONS.......cceeieie e
Mailing address

Index-25

Sec. No.

Notices (See also: Publication) ................ ., 707.06
Orders (See also: Publication) ................. _, 707.06
Director initiated reexamination............... 2212, 2239
Disbarred attorney (See also: _Attorney or agent:
Suspended or excluded)
Disciplinary proceedings........c.ccccceveivieeenn. 402, 410
Mailing address.........cccceeeviivieieeiiiiieiee e 501
Disclaimer (See also: Terminal __disclaimer)
Co-author of publication..............ccccceeueeee. 715.01(c)
Copy required in reexamination
EX PAre .oooveveeeeiieeee e 2214

Correction or withdrawal of...

EffECt. . 1490
FOIMS.. e 1490
ProCesSINg......ccoviiiiriiieiiiie e 1490
Rejection............ 710.02(d), 2136.05(a), 2139.03,
2141, 2146.02, 2146.03, 2146.03(a), 2148,
2152.07

Requirements

SEALULOIY v
Terminal............. 804, 804.02, 1490, 2136.05(a),
2139.03, 2141.01, 2146.02, 2146.03, 2146.03(a),
2148, 2152.07
Disclosure (See also: Duty of disclosure) Specification)
ADSITACT. ...t 608.01(b)
Amendment.........cccccoeeeiiiiiiiiiin, 608.04, 1302.02
Amendment, Preliminary............ccccceeveneee 608.04(b)

Best Mode (See also: Best Mode)
2165

Chemical compound............ccccoeiierinnnen. 608.01(p)

Claim Present on Filing Date......... 608.01(l), 1410,
2163.01

ClaiMmed.....cvvieieiiiiiiieieeeeeeee s 901.03

Common, parent and continuing applications.............
211.05

608.01(h),

Completeness........c.......... 608.01(p), 2163, 2164
Computer programming Cases............... 2164.06(c),
2161.01 2181

Correspondence with claims..... 2163.05, 2163.07,
2173.03

Design application...........cccccceevneen. 1503, 1503.01
Detailed description.............cccvvveeeeeiinnnenn.. 608.01(q)
DULY OF .. 2000
Enablement (See also: Enablement) .............. 2164
Foreign application.............ccccvvveeeiiiiiinnee e, 211.05
IMPHCIt. ..o 2144.01
Incomplete.......... 608.01(p), 2161to 2165, 2175
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Disclosure — Domestic benefit

Sec. No.
Incomprehensible..........cccoiiiniis 702.01
Incorporation by reference (See also: _Incorporation
by reference) .......ccccoceeviiiiiniiiniies 217, 608.01(p)
Insufficient..........cccceeeens 608.01(p), 702.01, 2175
Later filed application...........ccccceeveneenee. 608.01(p)
Operability..........cccoceevevreannnnn. 716.07, 2164.08(b)
Preliminary amendment.............c.ccceevunen. 608.04(b)
Related applications................. 608.01(p), 1302.04
Requirements for...........coociiiiiiiie e 2161
Secrecy order, Material subject t0...........ccccco... 120
Specification (See also: _Specification) ......... 608.01
Sufficiency for continuity...........cccccooiieen. 211.05
Sufficiency Of.....ccoveeiiiii 716, 716.09
Support for Claims........ccccovveeiiiiiniee e, 2163.01
Trade NAME......ooiiiiiieee e 608.01(v)
Trademark........ccooveeeriiieniic e 608.01(v)
Utility....ccovevne 608.01(p), 2104, 2107to 2107.03
Written (See also: _Written description) ........... 2163

DiSCOUIMESY.....uviveiiiieiiiieeiieee e 714.19, 714.25
Dismissal of appeal.........cccccoeieiiieiiiiiecnnen. 1215.04
Disposals counted...........cccoeeiiiiiereeiiiiieiee e 1705
Distinct, definition........cccooevviiiiiiiiiiiiiieieeeeeees 802.01
Distinct inventions.......... 802, 802.01, 803, 806.05
Apparatus and product made.................... 806.05(q)
Distinct processes 806.05(j)
Distinct products...........ccocvveeeeiiiiieree e, 806.05())
Process and apparatus for its practice...... 806.05(e)
Process and product made.............c......... 806.05(f)
Divisional application..................... 201.06, 601.01(a)
Abandonment of prior nonprovisional application.......
201.06(c)
Assignment carried from parent application....... 306
Change of attorney/correspondence address............
201.06(c)
Continued prosecution application (CPA)... 201.06(d)
COPENTENCY....eveieiiiee et 211.01(b)
Design application........................ 201.06, 1504.20
Drawing, Transfer of...........cccccccviiins 608.02(i)
Effective date..........oooovvvviiieiiiiiieeeeee e 211
EXamination...........ccoceeeieniiiiicniiceenes 201.06(c)
Extensions of time..........cccccovviieeiiiniinenen. 201.06(c)
Filed by assignee.........cccccoeevvviiniiecnnnenn, 324, 325
File wrapper continuation (FWC)............... 201.06(b)
File wrapper/history notation............. 202, 1302.04
Incorporation by reference............cccccveeenne 201.06(c)
Inspection of parent application..............ccc.ccouuee 103
Inventor, at least one in common................... 211.01
INVENLOrSNIP. ...oveiiiieeeee e 201.06(c)
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Sec. No.
.................................................... 201.06
201.06(c), 602.05
Patented, Opens parent application to inspection......
103
Reference to parent application..... 211.02, 1302.04
Reissue.............. 1402, 1410.01, 1410.02, 1414,
1415.01, 1441, 1450, 1451, 1460, _1481.03
Rule 1.53(0)....cceeiiiiiiiiiiiiiee e, 201.06(c)
Rule 1.53(d).....ccvermiiriiiieenieie e 201.06(d)
Rule 1.60, Former........cccoeevvviiiiiiiiiieeeeeee, 201.06(a)
Rule 1.62, FOrmMer..........covvvvvvieeieeeeeeeeeenns 201.06(b)
SIGNALUIE....eeeiiieeeie e 201.06(d)
Small or micro entity status...............c....... 201.06(c)
Specification and drawings............cccccueeene 201.06(c)
Substitute statement under 37 CFR 1.64... 201.06(c)
Time for filing.......ccevveiii e 211.03
Written description requirement..................... 211.05
DNA (See also: Biotechnology) Nucleotide sequences)
............................................................................. 2400
Enablement..........ccooiiiiiiii e 2164.08
Searching.......coccveviiee i 901.06(a)
Sequence listing.........ccccveeenee. 2422, 2424, 2431
DOCKEt rePOIt......ueeeeeiiiiiieee e 1704
Doctrine of collateral estoppel (See also: _Estoppel)
Doctrine of dedication to the public....................... 715
Doctrine of equivalents... 2138.05, 2173.05(b), 2186
Doctrine of segregable parts.............ccccveenee 1504.05
Doctrine of unclean hands............ccccooevvvenecnne. 2010
Document, DiSCIOSUIE.........ccuceeeiiveieeeiiiiee e 1706
Electronic (See also: _Electronic publications) ...........
707.05(e)
DoD Directive 5230.25........cccccooieriviniiiiiieneennen 120
DoD Security AQreement..........coocuvveeeeeiiciiieeeaennnns 120
Domestic benefit
Claiming in continued prosecution application............
201.06(d), 1302.04
Claiming in ex parte reexamination............ 2258.02
Claiming in inter partes reexamination............ 2658
Claiming in reissue application.. 1402, 1405, 1410
Correction in a patent...........occcceeeeiiiinenenn. 1481.03
Entitlement t0........coooviieeieiiie e 211.05
Formal requirements............... 210, 211.05, 2136,
2139.01 2152.01
Incorporation by reference to earlier application.........
201.06(c), 217, 608.01(p)
International application......... 211.01(c), 211.01(d)
Corrected by certificate of correction............ 1481
Patent printing.......c.ccooccveereeiiiiicee e 1302.09



INDEX

Domestic benefit — Drawings

Sec. No.

Petition for unintentionally delayed claim to benefit of
prior U.S. application....................... 211.04, 214.02

Prior to U.S. application.................... 211to 211.05

Sec. No.

Restriction previously required.......... 804.04, 1003

Same assignee.. 804.03, 822, 2136.01, 2141.01,
2146 to 2146.03(a), 2148, 2152.06, 2154.02(c),

Corrected by Certificate of Correction... 211.02(a)
1481

Design application...........ccccccvevveeeniieeenne 1504.20
In ex parte reexamination....................... 2258.02
In inter partes reexamination....................... 2658
Provisional application........ 211.01(a), 2139.01,
2152.01
Time for filing.....cccoveeiii 211.03
Domestic representative............ccceeeeeerivveneennn. 302.04
Double correspondence.........cccveevveeeiiieeeniieeennns 403
Double inclusion in claim.............c.ccccceen. 2173.05(0)
Double patenting..........cccceviveeeriieeniiie e 800
Avoiding rejection..... 804.02, 2146.03, 2146.03(a)
BaASIS. .ttt 804
Between one or more applications and a published
application that has not been abandoned........... 804
Between a patent and a reissue application or a patent
under reexamination...........oocevevreeeenieeesneeeenene 804
Claimed subject matter............ccccceeeiiiiienenn. 806.01
Commonly owned cases, treatment......... 717.02(c)
804.03
Copending applications........ 804, 2127, 2136.01,
2146.03(a), 2148, 2152.07, 2154.01(d), 2158.01
DefiNitioN. ... 804
Design applications/patents............... 804, 1504.06
Different inventive entities................. 804.03, 2109
2136.01, 2136.04, 2146.02, 2146.03, 2146.03(a),
2152.07 2154.01(d)
Distinct and independent inventions.............. 804.01
DOMINALION....uueiiieeeieceeeee e 804
Impact of patent term extension.................... 804.05
International applications...........cccccoocvieieeiininnn. 804
Obviousness type (ODP).......ccccoviveeriieeinieeene 804
Design application.............cccceeveeeeiivenennn. 1504.06
Plant applications...........ccccooeiiieieiiniiiieneeeee 1601
Reexamination...........c.cc.oceveeeen. 804, 2217, 2258
REJECHION.....coiiiiiie e 804
NONSEALULONY......eiiiiiiiiiieeee e 804
ODbBVIOUS. ... 804
Prohibition, 35 U.S.C. 121...... 804.01, 821.04(b)

Provisional... 804, 2136.01, 2139.03, 2146.03,
2146.03(a), 2148, 2152.07, 2154.01(d),
2158.01

Specification, use of
StatUtory.....oooeeeeeeieiiceecciiiiiees
Rejection nullification.............cccccoeiiieeeinnne.
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2158 2158.01
Same inventor......... 806.04(h), 806.04(i), 806.05,
822

Species and genus.................. 806.04(h). _806.04(i)
Subject matter not patentably distinct................. 804

Subject to joint research agreement.... 804, 804.02
804.03

Submissions to TC director...........ccccceeeeeninnns 804.04
Terminal disclaimer effect....... 804, 804.02, 1451,
1490 2146.03(a)
In a reissue application............cccceeeveevvnnennn. 1451
DIaWINgS. . .ceeiveeeiiiieeeiiieesieee e e e 507, 608.02
Amendment.................... 608.02(p), 714, 1302.04
In ex parte reexamination....................... 2250.01

In inter partes reexamination.................. 2666.02

In reissue application........................ 1413, 1453
Prior to publication of PG-Pub..................... 1121
Amendment, Disposition of orders for....... 608.02(x)

Amendment support by claim present on filing date....

608.04(a)

Annotated sheets.................. 608.02(v), _608.02(w)
Brief description..........cccccoeviieeeeiiiiiienen, 608.01(f)
Canceled figure........ccoceeeiiiiieeiieiieeeee 608.02(t)
Canceled sheet.........cccooiuiieiiiiiiiiieie e 608.02(t)
Canceled sheet, patent.........cccccccevvvveeennn. 608.02(t)
Canceled sheet, transfer.............cccuvueeeeeee. 608.02(i)
(070] (0] NN 608.01(f), 608.02, 1503.02
Colored plant..........cccceeeeeviiiiiieeiiecee e, 1606
Complete illustration 608.02(d)
COMPIEtENESS......ovveviiieiieeecee e 608.02(e)
Computer liStS.......ccovvveeeiiiiiieee e, 608.05
CONSISLENCY....cueeieiieeieiieiea et 608.02(e)
Content Of.....oooeviiiiie 608.02(d)
Correction (See also: _Correction of drawing) ............
608.02(p), 1302.05
Incorporated into PG-Pub................ 1120, 1121
Reversed figure numbers............ccccee.... 1302.04
Design application......... 1503, 1503.01, 1503.02,
1504.04
DISCIOSUIE.....ciiiiie e 608
Divisional application................... 608.02, 608.02(i)
EFS-Web.....ccoooiii 502.05
Examiner determines completeness......... 608.02(e)
lllustrates claim..........occoveeeeeeiiiiiereee e, 608.02(e)
INFOrMal.......ceiiiiiiii 507

International application.............cccccoviiieieennnns 1825
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Drawings — Duty of disclosure

Sec. No. Sec. No.
Kept in application...........cccccovviieiieiininnn. 608.02(c) NEW MALLer........ueieieiiiiiiiiee e 608.04
[ o= 1110 ] o IO PSRRI 608.02(c) Order for......oo i 608.02(x)
Modification illustrated.............cccceeeeeereennnns 608.02(f) PG-PUbD........cooivieeee e 1120, 1121
Marked-up copy.. 608.02(b), 608.02(v), 608.02(w) Replacement sheets...... 502, 608.02(h), 1302.05
Necessary for filing date............ 506, 608.02, 702 Required........ccccoiiiiiieeieiiiieeee s 507, 707.07(a)
New drawings required..........c.ccocveeenneeene 608.02(a) Due Care ShOWING........ccovevveieiiieeeiiiee e 2734
New, handling.........ccccvoeeriiiniiieeeneee e 608.02(a) Duplicate claims.........ccocoevevieeiiieeeniiee e 608.01(m)
New matter........ccoccveeeviiiiieeenenns 608.04, 608.04(a) Duplicate foreign patents...........cccceecvveercverernn. 903.03
New, when required...........cccocveeriieeiineene 608.02(a) Duplicate papers for plant applications.... 1603, 1605,
NOt receiVed. ..........ccevveerereereeennans 608.02(h), 1825 1606 1609
NOt FEQUIrED. ... 608.02 Duty of candor and good faith........... 2001, 2001.03
NOt returned.........cccveeveeeiiieeeniiee e 608.02(y) 2733, 2162
Objection................ 608.02. 608.02(a). 608.02(h). Compared to duty to disclose material information.....
608.02(d)to  608.02(f), 608.04(a), 1503.02, 2001.04
1504.04 Information disclosure............cccoocviiiiiiieiennnnne 609
Official Gazette figure..........cocovoveeeeeernne., 1302.09 Reexamination..............cocooviiiniinn, 2280
Omitted drawings.........covveveeeeeereveereenes 601.01(q) Duty Of diSCIOSUIe.......coiiiiiiieeiiiiiee e 2000
Patented file............cccovverrererrireieeiseieas 901.01(a) After patent grant............c.coooieinninns 2003.01
Petition to transfer from another application............... Aids to compliance...............oooiiiiiiiinn, 2004
608.02(i) BY WhOM....oooiiiiiiiiiee e 2002, 2002.01
Photographs...... 502.05, 507, 608.01(f), 608.02, ChecKIiSt.....ccoo e 2004
1503.02 Compared to requirement for information. _704.12(a).
Plant application..............cccecvvveeeinnnnen. 1603, 1606 2005
Prior @rt....cccoccveeveeciee e 608.02(g). 2125 Compliance With..........cccceiiiiniiiceec e 2004
Provisional application...........cccccceeviviiinieeennnen. 601 Continuing applications.................... 2001.04, 2004
Reference characters................. 608.02, 608.02(¢e) Copending applications............... 2001.06(b), 2004
Reference characters, change.................. 608.02(w) Copied claims.........ccccooviiiiiieniiiiieeeee 2001.06(d)
Reissue application..........cccccceeecvveeeenn. 1411, 1413 Duration of..........ccoeeeeeiiieiiniiiinnn, 2001.04, 2003.01
No longer transferred from original patent..... 1413 Foreign applications.............cccceveeeivineen.. 2001.06(a)
Replacement drawings for publication in PG-Pub...... Information material to patentability............ 2001.04
1121 2001.05
Replacement.............ccceeevnen. 608.02(h), 1302.05 Litigation information and/or Trial Proceedings...........
Reversed figure numbers............c.cccevevrneee. 1302.04 2001.06(c)
Review by Office of Patent App"cation Processing Matel'iality ....................... 2000, 2001.04, 2001.05
(OPAP) .ttt 507 QUESHIONNAIIE.......eeiiee e 2004
Required by examiner............cccceevcveeniineennne. 608.02 Reexamination
ReqUIremMents.........ccoocvveveeiiiiiiiee e 608.02 EX parte ....ccooccveveeiiiiee e 2014, 2280
RetU...ooo 608.02(y) Inter partes ..o 2003.01, 2684
Section liNes.......cccovveeeviirennen. 608.01, 608.02(w) Reissue application................. 1406, 1418, 1448,
SECUTitY MATKINGS.....ovrveeeeeeeeeererreeereseseeeeeeen. 121 2001.06(c). 2003
SubStitute. .........ccooocoereeen. 502, 608.02, 608.02(h) Related application
Sufﬁciency' determined by examiner......... 60802(6) Foreign ................................................ 200106(a[
SYMDOIS.....coeveeeeereve e, 608.02 US. e, -2001.06(b)
TradeMArKS. ......cv.oveveeeeeeeeeeeeeeeeeeeee e 1512 Sources of information..............cocoons 2001.06
Unacceptab|e for pub”cation ______ 608.02, 608.02(b) Tlmlng .............................................. 2003, 2003.01
Drawing COIMTECHION. e, ﬂ 60802(9) TO WhOmM OWEd.......ooeevvieiiieie e 2001.03
Annotated sheets.................. 608.02(v), 608.02(w) AV ATo] F= i o o I ) F TR 2010
Approva| by EXAMINET e, 60802()() Claims invalidated.............ccoveeiiiiiiieeiiiiens 2016
PrOtESE....oeieeiieee e 2013

Marked-up copy.. 608.02(b), 608.02(v), 608.02(w)
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INDEX

Duty of disclosure — Electronic filing system-Web (EFS-Web)

Sec. No. Sec. No.
REEXAMINALON...........cveeeeeeeeeeeeeeeeeeeenee 2014 Canceling species claims.......... 818.02(c). 821.01.
REISSUE.....cciiiiiiiie e 2012 821.02
Rejection of claims in reissue application..... 1448 Design application...........ccccooeieiieeiiiiinneenn. 1504.05

WHO N8BS eeveeeeeeeeeeeeeeeeeeeee e 2001.01 IMplied......oooovveeennnn. - 818.02(a). 818.02(c)

Reissue application...........ccccoevveieiiieeiiinnenee 1450

Requirement...........cccceeveeveenenn. 806.01, 809.02(a)

Requirement, prior to search..................... 808.01(a)

Species claims lacking............... 806.01, 818.02(b)

Electronic access to published applications........ 1128

Electronic databases (See also: PALM) PAIR) ...........

E 707.05(e), _719.05, 901.06(a). 902.03(e). 1730

Easily erasable paper................... 608.01 714.07 Chemical abstracts services........... 901.05, 901.07

Effective date of reference patent..... 707.05(e), 715, g)glrvge?nt’s World Patents Index (WPI)........... S0L.05.

901.05(b), 2121.01, 2139.01, 2152.01 =

Effective filing date Dlalog..l ........................................... 719.05, 901.07

Claimed invention............ccccoeeveennen. 804, 2152.01 e- Official Gazette — Patents (€OG:P).............. -Lros

Continuing application.............. 211.02. 708. 804, EAST .............. 719.05, 902.03(e)

2139.01 2152.01 2159.03 Full-text and full-page images of U.S. patent related

Continuation-in-part.... 2133.01, 2135.01, 2159.03 databas,.es .............................................. R 1730

oo prory ofet... 2090 215201 (UEEI Pt pesumengton, S
nternational convention ee also: oreign . .

application) Treaties) .......... ( ...................... ﬁ LEXIIS?NEXIS..............: ..................................... 719.05

Provisional application............... 2139.01. 2152.01 Official Gazette NOtICES .......c.cevvcvvevrieeeiiiieenns 1703

Publication............ccoceviiiiiieinie e 715.01(c) Patent Grants Database.................. -L703, 1730

Questel-Orbit..........ccccccviiiiiiiiiiinnns 719.05, 901.07

Reissue application 804, 1440

Eighteen-month publication (See also: _ Pre-Grant
Publication (PG-Pub))

TESS (Trademark Electronic Search System).. 1703,
1730

Election (See also: Restriction) Election of species) .. WEST_. ......... S 719.05, 902.03(e)
800 Electronic Business Center (EBC)............ccc.cc..... 1730
Action on nonelected Claims.. ..o 819 Electron?c q?cument ..................................... 707.05(e)
After multiplicity rejection.............c.c.co...... 2173.05(n) Electronic filing system-Web (EFS-Web......... 502.05,
- 503
After restriction..........cceevveiiiieee e 818 acli tad b ) q 502,05
Between applications, Conflicting claims... 804, 822 ct!ons perm!tte Y reglstgre USEIS.eeenns —
Constructive 818.02(a). 818.02(c) Actions permitted by unregistered users....... 502.05

In reissue application............ 1440, 1450, 1457 Alterngtlves o uswr\]g:lTS(;Web """"""""""" 7502'02
Fixed by action on merits........... 818.01, 818.02(a) During  unschedule outages  (EFS-We
imolied 818.02(2). 818.02(c) Contingency OptioN).........occvveeeeeiiiiieeeennn. 502.05
| tp erence...__ ’ ' - 819 Certificate of TransmisSIiON...........ccccceveeviiciieneenn. 512
g (:r erelnce......”...t.. """""""""""""""""""""""" 818072 Document description codes............ccccveeennne 502.05

ptional cancellation.............cccccoveeennneen. .02(c)

o ) Document formats...........ccoeeeeiviveeeeievneeeeeennn. 502.05
::_?tmal PrESENALON. .....oooovvvvvvssssssne 4(4818'0218[9 Electronic Acknowledgement Receipt........... 502.05
T ! t """" tf """"" Itdl """"""" 803028271t Ex parte reexamination request and follow-on
srzelaorgen of nonelected claims....... oUale, 02110 PAPETS...veeveeeeeeeeeeeeeer e e seree s 502.05, 2224
Ii" licati 1450 Inter partesreexamination request and follow-on

N TISSUE aPPHCAUON. ..o 40U PAPETS. ... 502.05, 2624
Wlth TraverSe.....oov v, 818, 821.01 Petition to accept unintentionally delayed payment of
Without traverse..........ccoceeeeiviiieeee e 821.02 maintenance fee.......ooovviii 502.05. 2590

Election of species Pre-grant (eighteen month) publication submissions
Allowable generic claim lacking................. 809.02(a) via...... 502.05, 1121, 1129, 1130, 1132, 1133

BaSiS......covevieieieieee e 806.04, 808.01(a)
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Electronic filing system-Web (EFS-Web) — European Patent Office (EPO)

Sec. No.

Reissue application and follow-on papers..... 502.05
1410
Sequence listing submissions via............... 2421.01
2422.03, 2422.03(a), 2422.04, 2422.07
Electronic funds transfer to replenish deposit account...
509.01
Electronic Information Disclosure Statement (e-IDS).....
609.07

Electronic mail......... 502.03, 713, 713.01, 713.04,
713.05
to notify customer of Office communications (e-Office
Action Program)........ccccceveevveeennnen. 502.05, 710.06

Electronic patent assignment system (EPAS).. 302.10
502.01 502.05

Electronic Priority Document Exchange (See also: PDX)
...................................................... 215.01, 215.02(a)

Electronic Processing of Information Disclosure

StatemMeNt.......ccciiiiiiiii e 609.08
Electronic publications
Availability as prior art..........cccceeeeeiiiieneenine 2128
Citation Of.......evvviiiiie e 707.05(e)
Hyperlinks to..........ccccevvevennene, 608.01, 608.01(p)
Search for..... 904.02(c)
Employee number..................... 711.04(b), 901.01(a)
Employees of U.S. Patent and Trademark Office,
property interest in patent.........c.coccceeviieiiienenneen. 309
Enablement.........ccccoeiiiiniee 2164, 2166
Burden on the examiner..............coccvveeeeennne 2164.04
Commensurate in scope with claims........... 2164.08
Critical feature not claimed.................. 2164.08(c)
Inoperative subject matter................... 2164.08(b)
Single means claim..............c.cccoeee.. 2164.08(a)
Compared to Utility.........cccveeeiiiiiiiiieeniiee, 2164.07

Design patent application........... 1503.02, 1504.04

Duty or disclosure of information relevant to...............
2001.04

Evidence of.......cccccoviiiiiiii e 2164.05
Examples of enablement issues.............. 2164.06 to
2164.06(c)
Form paragraphs used to reject............cceeeen. 2166
How to make the invention ... 2164.01(b)
How to use the invention...............cc........ 2164.01(c)
Quantity of experimentation......................... 2164.06
Reduction to practice.........ccoccvveeeeeiiiinenenn. 2164.02
Relationship of predictability..............cc........ 2164.03
Specification must be enabling
As of the filing date...........ccccceerninnen. 2164.05(a)
To persons of ordinary skill................. 2164.05(b)
Test of enablement............ccocciiiiiiinne 2164.01
Undue experimentation factors............... 2164.01(a)
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Sec. No.
Working example..........cccceeeiniiiiieeiiniiieeenn. 2164.02
35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth
paragraph limitations.............ccccceeeuveeee. 2181, 2185

Energy, Department of 115, 2104.01
Energy, related applications, special status...... 708.02
English language faulty, new specification.... 608.01(q)

English language required................. 302.02, 608.01
Enrollment and Discipline, Office of (See also: _Office
of Enrollment and Discipline)

Entity, micro, claiming status as (See also: Micro entity
status)
Entity, small, claiming status as (See also: _Small entity
status)

Entry of amendment (See also: Amendment) . 714.18

Environmental Quality Program..............ccc...... 708.02
Equity (civil action)
Under 35 U.S.C. 145........cccveveennne. 1216, 1216.02
under 35 U.S.C. 146.......ccoceeeriveiieenieiieenee e 1216
Equivalents in art............. 904.01(b), 2144, 2144.06
Erasable (specially coated) paper.................... 608.01
Erasure in specification, before execution........ 608.01
Errors (See also: Correction __of _patent)
Correction of patents..........ccccevvveeeiiiiiieeeeeeinnns 1400
Deceptive intent............. 1401, 1412.02, 1412.03,

1412.04, 1414, 1414.02, 1414.03, 1444, 1448,

1451, 1457, 1481.02, 1490, 2022.05
REISSUE....uvveieiiieeiiiieeee e, 1401 to 1470
Title dOCUMENES.....coviiiiiiiiiie e 323
Withdrawal from issue.............cccooeiiiiiiciininnns 1308
Essential material...........ccccceeeeiiiiiiiieeniinen, 608.01(p)
Establishing right of assignee to take action in
application.........ccccoeoveiiiiee e 324, 325
Estoppel
Abandonment 711.03(c)
Collateral.........ocoeeviieeiiieie e 2012.01
In ex parte reexamination................cceeeeennn. 2259
In inter partes reexamination....................... 2659
Defensive publications.............ccccceevieeiiinennn. 711.06
Different inventive entities and commonly owned
applications.........c.ueveeeiiiiiee _804.03
Interference 715, 2138.01
Reasons for allowance............cccccoeveeinnenns 1302.14
Reissue proceedings........cccceeviiiieeeeiininenn. 2012.01
Terminal disclaimer..........ccccceeeviinneen. 804, 804.02

European Community Design treaty (See also: Treaties)
European Patent Convention (See also: _ Treaties)

European Patent Office (EPO)..... 120, 609, 901.05,
901.07, 1801, 1840, 1840.01, 1850, 1860, 1865,
2422.04




INDEX

European Patent Office (EPO) — Examiner’s Answer

Sec. No.

As a PCT Chapter | international searching authority.
1840.01

Sec. No.
Resigns, old cases special...........cccccoevvinnen. 708.03
Suggestion of allowable claims.................. 707.07())
Supervisory (See also: Supervisory patent examiner)
Telephoning attorney...........cccccuee..... 408, 1302.14
Testimony as patent expert..........ccocccveeeeennn. 1701.01
Time and Activity Report.........c.ccceeenee 1704, 1705
Time reporting for ex parte reexamination....... 2238
Time reporting for inter partes reexamination... 2638
Treatment of Protest..........cccceeeviveeriniennnnn. 1901.06

Examiner docket, time, and activity recording..... 1704,
1705

Examiner Reissue Guide and Checklist... 1443, 1445
Examiner’s action (See also: Action) Letter, Examiner’s)

Evidence, of public use or on sale.............. 2133.03 to
2133.03(b) 2152.02(c) 2152.02(d)
Evidence submitted with protest..................... 1901.02
Examination guidelines for AIA 35 U.S.C. 102 and
L03 et 2150
Examination guidelines for applying reference under
pre-AlA 35 U.S.C. 102(€)......ccevuvennee. 2136, 2136.01
Examination of application...........c.cccecvveeriieeinneen. 700
Accelerated Examination..............c.ccceevenne 708.02(a)
Confidentiality during...........cccccoeeiiiiieeneeniienn. 101
Deferral of...........covvvvveeieiiiiiiiiiiinin, 709, _1002.02(d)
Order Of.....eovcviiiiiien e 708 to _708.03
Piecemeal..........ccooiiiiiii e 707.07(q)
PUIPOSE.....co oo 701
REISSUE......eevvviiiiiciiiicc 1440, 1443, 1445
Secrecy order application...........cccccooeiieeeeniine 130
Statutory authority.........ccoocveeeviiieeiiiie e 701
SUSPENSION Of e 709
Examiner
YA ox 1o PN 707
Action counted 1705
AFfIdAVIL....ceeei 2144.03
Assignment of application for examination.................
903.08(b)
Assignment of ex-parte reexamination............ 2236
Assignment of inter partes reexamination....... 2636
AsSiStant.......ccccoeviiieiiee 707.01, 707.02

Citing prior art in an issued patent inappropriate........
2203

Classification (See also: Classification examiner) .....
903

DiSPOSalS......cvviiiieiiiiiei e 1705
Duty of candor and good faith to.................. 2001.03
Employee number..... 711.04(b), 901.01(a), 905.05
Expressing opinion of validity............cccccceenee. 1701
Name.......cooveviiniereeee 502, 707.09, 1302.13
New action indicated by primary.................... 707.01
Previous action by another examiner
Allowed Claims.........ccccovviiieniiiiiciieeee 706.04
INEEIVIEW. ....eiiiiiiiiiie e 713.01
SEANCN....o e 704.10
Primary
Actions requiring personal attention......... 707.01
714.16 715.08 1004
Name on file wrapper........ccccceveveerinnenn. 1302.13
Pursuit of bounties prohibited........................... 1701
Reasons for allowance.............ccccceeeevinneen. 1302.14
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............................................................................... 707
Examiner's amendment..........cccccoevveerieeennnne. 1302.04
Abstract changed by................ 608.01(b), _1302.01,
1302.04
By initialing.......cvveevriiiiiiie e 1302.04
Claim, antecedent basis in description...... 608.01(0)
Claim lost in interference..........cccocceeeviiieenennn. 2308
Claim, numbers identifying..... 1302.01, 1302.04(q)
Claims, nonelected invention, canceled........ 821.01
821.02
Defensive publication.............cccccoviiiieieeninns 711.06
Deposit account charge.................. 1302.04, 1730
Drawing correction................... 608.02(w), 1302.04
Extension of time required for................... 706.07(f)
Formal matters...........coccveveeennns 1302.01, 1302.04
IFW applications...........ccocveeeeeiiiineree e, 1302.04
Informalities corrected...........cccccceeeviiieeeennn. 1302.04
Non-compliant amendment, treatment of.......... 714,
1302.04
NO NEW MAtter.......ccuvveiieeiiiiiiiee e 608.01(0)
Plant patent application practice............c.......... 1610
Reexamination
EX Parte ...ccccoveeeeeeeieieieeecceiiiinns 2281, 2287
Inter-partes
Canceling rejected claims........... 2671, 2687
Correcting formal matters...... 2687, 2687.01
In merged reissue/reexamination...... 2686.03
Not permitted if approval required..... 2687.01
To the Title............ 2660.02, 2686.03, 2687
Reference citation corrected..................... 707.05(q)
Title of application..........cccceevveeriiie e, 606.01
Examiner’s Answer
Appeal conference not held............. 1003, 1207.01
Counted as a disposal.........ccocveeriviiinieeeninneenn 1705
New ground of rejection............cccceeevvvvneennn. 1207.03
New interpretation of law.............ccoccueeeeennne 1207.02
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Examiner’'s Answer — Executor or administrator

Sec. No.
Preliminary amendment in new case................. 709,
714.01(e)
Primary examiner’s attention required, list........ 1004

References, citation.. 707.05 to _707.05(g), 901.04,
901.05(a)

Refusing entry of amendment after Board decision....
1214.07

Rejection of claim corresponding to claim of patent....
2302

Sec. No.
TC Director’s attention required.................... 1003
Reexamination
EX Parte ....ccceveeeiiiiiiiiis 2275
INter-partes ......oooeeerieiiiiie s 2677
Reply brief. ... 1208
Special StatUS......ccueeeviieeiiiieeiie e 708.01
Examiner’s letter (See also: _Action) ..................... 707
Abandonment..........cccovveieiiiee e
Advisory action
Amendment after final rejection..................... 714.13
Arguments answered..........ccccovveeenieeenene 707.07(f)
Cancellation of nonelected claim..... 821.01, 821.02
Claim allowable except as to form............ 707.07(a)
707.07(j), 710.02(b), 714.15
Claim SUMMArY......ccccovivieeriiieiiee e 707.07(i)
Complete and clear............ccceevviiiiiieeinieeenns 707.07
Copies of references........ccocccevieiiiiene.n. 707.05(a)
Copy to applicant..........ccccceeviieeiniieenieene 707.12
Correction, period for reply......... 707.05(g). 710.06
Correction of citation..........cccccocvveerinvennne. 707.05(q)
Date stamped.........coceeiiiiiiiiieeniee e 707.11
Decisions, Cited...........coovvvvvvieeeeeeeeeeeeeeeiieieen, 707.06

Election of species required, concluding paragraph....

809.02(a)

Examiner signature at end of letter................ 707.09
Examiner's amendments........... 706.07(f), 1302.04
File wrapper entry.........ccccceeevnneen. 707.10, 719.01
Final rejection, clearly stated.............cccccoueee. 706.07
Final rejection, concluding statement............ 706.07
Final rejection, patentability report............ 705.01(a)
Formal matters..... 707.07(a), 707.07(e), _707.07()),
714.02

Informal application.............ccccoevinieeeeeininennn. 702.01
Initialed by examiner.............ccoccveeeiiiiiienennns 707.08
Language in rejecting..........ccccevveeeniineennne 707.07(d)
MailiNg.....oveeieiiiiiie e 707.12
Memorandum Cited............cccceveeiiiiiiienenie, 707.06
New drawing required............cccccovvveernnen. 608.02(b)
New examiner, primary examiner indicates.... 707.01
Notices Cited.........cueveeiiiiiiiiei e 707.06
Numbering of paragraphs 707.07(K)
Omnibus rejection...........c..ccue...... 2173.05(r), 2175
Orders Cited......cccooviiiiiieeiiiiiee e 707.06
Outstanding requirements 707.07(e)
Personal matter excluded................. 707.07(d)
Piecemeal prosecution...........cccccoecvveeeennn. 707.07(q)
Power of attorney invalid or lacking.................... 402
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Remailing.......cocoeveviieeeiiiic e 707.13, 710.06
Requirement for information........ 704.10, 2120.02,
2135, 2181
Restriction requirement..............ccccceeenne 803, 817
RetUrNed........cooevviiiiiiie e 707.13
Reviewed by examiner...........ccccooeevvieeennnen. 707.08
Shortened time for reply........cccooceeiiieenn. 710.02
Signature..........ccceeveenee. 707.09, 707.10, 1302.13
Statement of rejection.........cccccveeeeiiieennne 707.07(d)
Status letter reply........cccooviiieniiiieee e 203.08
Statutory basis........ccocveveiiieeeniiie e, 707.07(d)
SUMMAIY...cciiiiiiieee e 707.07(i)
Supplemental..........ccccooiiiiiii e 710.06
Undelivered........ccoovveeiiiiiinie e, 707.13
Examiner’s search facilities, use regulations......... 510
Example, Comments ON.........cccceeviiieieeeenne 707.07(1)

Example, Operative..................... 608.01(p), 2164.02
Example, Prophetic, simulated or predicted.. 608.01(p)
Excess number of claims for fee, after notice of

alloWanCe........uvvvveieiiiiieeeee e, 714.16(c)

Excess number of claims over number of claims

previously paid for...........ccccecuvrne 714.01(e), 714.10

Excluded attorney or agent.......... 105, 407, 713.05,

714.19

Execution of oath................co oo, 602.08(b)

Executive Order
NO. BABA.....cciiiiiie et 1608
No. 9424 302, 302.06, _302.08
NO 10,096.......ccceiiiieiiiieeciie e e sier e 509.02
NO. 10,358......cciiiiieiiiiiiiee e 710.05
No. 12,598
No. 13,292

Executor or administrator
Allowance and iSSUE.............cccceevnvrivnnnnnns 409.01(b)
Application by, after discharge................... 409.01(b)
Assigned application, inventor dies........... 409.01(b)
AULNOFIEY. ..o 409.01(b)
Consular certificate.............ccvveen.. 409.01(b), 410
Foreign country.......cccveveeeiiiieiee e, 409.01(b)
Heir e, 409.01, 409.01(a), 409.01(b)
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Executor or administrator — Federal holiday

Sec. No. Sec. No.
Intervention not required............ccccceeeennee 409.01(b) Inter partes .......... 1002.02(c)(4), 2648, 2665,
Joint inventors, inventor dies 409.01(b) 2672, 2682
EXNIDIt. ..o 608.03 ReqUESL.......ceeeveivieeieee e, 710.02(e), 1002.02(c)
Exhibit, Affidavit under 37 CFR 1.131............. 715.07 Extension, patent term (See also: _Term, Patent)
715.07(d) Extraordinary situations
Exhibit at iINterview...........ccoovvvivvieeiiiieeeeeeeeees 713.08 Abandonment, revival...........c.ocovevveveviennn. 711.03(c)
Exhibit, handling............cccoviininn, 608.03(a) Deferfing ISSUE.........c.ovveeveeeeeeeeeeeeeeren, 1306.01
EX parte questions..............cccooiiiiinns 713.06 INterview after ISSUE............ooveveveveeeeerseeenes 713.10
Expedited Right of Appeal Notice....... 2671, 2673.02 Reexamination, ex parte ........ 2227, 2265, 2274,
Experimental use (See also: Public use) ..... 2133.03, 2283
2133.03(e). 2152.02(c). 2152.02(d) Reply period reSet...........cocvvovevecrererrsnnnn
Commercial exploitation..................... 2133.03(e)(1), Suspension of rules
2152.02(c).. -2152.02(d) Time to file ..o,
Completeness of the invention............ -2133.03(e)(3) Withdrawal from iSSUE............ocvveeerveerereerenn. 711.01
Factors indicative of... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment...........ccceevveeennee. 2133.03(e)(2)
Reduction to practice...........cccceeeuveee. 2133.03(e)(3)
Testing by third party.. 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental............c.......... 2133.03(e)(6)
When experimental use ends............. 2133.03(e)(3)
EXpert tesStimony..........ccovevieeiiiiennieeeniieeee 1504.03 F
Expiration date of patent (See also: _Term, Patent) Facsimile transmission
Adjustment under 35 U.S.C. 154......... 2710, 2720 Assignment documents.................. 302.09, 502.01
Le’(_) Central NUMbBEr.........cooovvviiiiiieeeeeees 502, 502.01
DeS|gn. """""""""""""""""""""""""" -1502.01, 1505 COrreSPONAENCE....c.ceiievieieeeeeiiiiee e e e 502.01
E%eesnsmn under 35 U.S.C.156......... 275010 2764, Declaration or oath...........ccccceeeviiiiiieeniinnnen, 502.01
R PCT international application.......... 1805, 1834.01
PIaN o 2701 1865 PP S 1893.01a)(1)
Utility....... e 2701 Maintenance fees... .. 2510
\1/\%(31“ Office personnel should express opinion......... Permitted types of correspondence............... 502.01
Export control of patent applications..................... 120 th'b'te_d types of correspondence............. -502.01
Exposure of papers during interviews..... 101, 713.07 Reexamination
. EX PArte .ooveeeiieiiieiiieeeeee e 2224
Expounding patent law...........ccccoevveiniiieinnnenn. 713.02
Express abandonment....................... 711, 711.01 Inter partes s 2624
To avoid publication of application..... 711.01, 1125 ggsrgfy order application, not permitted........... 120,
Expr.ess Mail service (See also: _Priority Express Mail Supplemental examination........................ 2806
service) o
. S o Federal Circuit (See also: _Court of Appeals for the
Expunge information in application file............ 724.05 Federal Circuit (CAEC))
724.06, 1002.02(b), _1002.02(c), _1002.02(c)(4), .
2267 2269 Federal holiday
Extension of shortened reply period........... 710.02(e) Abandonment date...........cccccveeeiiiiiienenenes 711.03(c)
Extension of time... 706.07(f), 710.02(e). 1002.02(c) APPEAI DIET v 120501, 2274
For filing brief......... 1203, 1205.01. 1206, 1208. CiVil ACLION......eiiiiiiiiieie e 1216
1215.04 Continuity between applications................ 211.01(b)
For filing continuing application................. 201.06(c) Effect on Mail Express Service..............coceevnene. 513
General fee authorization.......................... 710.02(e) Effect on reference.... 2120.01, 2133.01, 2135.01,
Reexamination 2139.02
EX PAME cvveeeeeveereeeeeeseseseeenns 1002.02(c). 2265 gg‘g date........ 502, 502.01. 502.05. 505. 512.
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Federal holiday — File wrapper/history

Sec. No. Sec. No.
Foreign application copendency.................c....... 213 EX PAIE ovveoeeeeeeeeeeeeee oo 2215
FOreign patent.............ccooooovvvvveens 2135, 213501 REISSUE.....coiiiiiiie e 1415
Maintenance fees........cccooeeeeeviieiiiiiinnnns 2504, 2506 Return Postcard Receipt................. 503, 607.02
Papers not received.................ooooooevvvvenne 502, 503 Small entity.....ccccevvveieniieieee e, 509.03
Period for reply ending on................... 505, 710.05 Issue (See also: Issue fee)
Prior art effective date............... 2120.01, 2139.02, Maintenance (See also: Maintenance _fees)
2152.05
. L PayMent.........coiiiiieiiie e 509
Provisional application copendency.............. 201.04 DY EFS-WED. ..o 502.05
ey porod o gy PO O O L
U Publication fee............. 1126, 1133, 1303, 1306,
Statutory bar.............. 2133, 2152.02, 2153.01to 1306.03
ﬁy [01=Y 7o R 710.01(a) Reduct?on for micro enFiFies """""""""""""" 209.04
Unscheduled cloSings..........ccccoevvevevieveevevennan, 213.03 Reduction for Small entiies...............c......... 209.02
. . - Supplemental examination..............cc...ccue.. 2810.01
Federal license rights...........cc.c....... s 310 Field of search.. 904, 904.02. 904.02(a). 1701
Federal ~ ~ Rules —of  Civil  Procedure NOLAtON iN file.............ovooerrrrrerrcceee 719.05. 904
Rule 8(b) Cited.......c.eovviiiiiiiieiiecee e 410 Field of search, notation by examiner....... 205.01(a
Rule b)) 71905 904 904.02(a)
Cited.....ccoovveieieen, 402.03, 410 Figures (See also: Drawings)
Reproduced..........cccovieeiiiiiiiiiieeieeee e 410 File Information Unit (Record Room).......... 102, 103,
Fee (See also: Refunds) 711.03(d) 711.06 1730
AdAreSS. ...t 2540 File wrapper/history (See also: _Image File Wrapper
APPEAL ..t 1204 (IEVV)) et e 719
Appeal forwarding fee.........ccocceeeiviiiiiieeeiins 1208.01 Action entered.........ccceeeeeviieei e 707.10
Assignment recording...........ccceeeeiiiieeeeeninnes 302.06 Allowed case data entered.................cuueee. 1302.09
Credit card payment of.................... 509, 706.07(f) Amendment endorsed..........ccccceeiiiiiiieeeenns 710.05
Current amounts available on USPTO Web site......... Assignment endorsement...........cccceeeevicvieeeeeens 303
509, 1730 Civil action diSPOSItioN...........c.cccoeveveeeeenn 1216.02
Document Size...........ooociiiiinii 2810.01 Classification data...........c...ccccovvreveeerereenenn. 719.03
Electronic copy of sequence listing................... 2435 Classification hiStory...........cccocvveiecniviiieennn. 719.03
Examiner's amendment..................ccoooeeue. _706.07(f) COMPIELENESS. ..o 724.01
Extensions of time.........ccccooiiiiniienen. 706.07(f) Continuation, Former Rule 1.62 (FWC)
Filing....oooiniiiiiiiiis 509, 607 PUBIIC BCCESS......uovveevrceeiceeieee e 103
Claims in excess of..........ccoooiiiiiiins 607 RESHCHON. ... 819
Dependent claims.............cccoooeinnine. 608.01(n) Data entered oN..........cccocevevvenen. 710.05, 1302.09
Deposit aCCOUNt.........oovvrics 509.01 Field of SEArCh.........cccccoveevevceeeerereeeeeeeen, 719.05
INadequate..........cooevveieiieiiiiee e 509 Field of search, patentability report........... 705.01(a)
International application....... 1805, 1810, 1827 Foreign application cross-noting.... 202, 1893.03(c),
Basic national fee for national stage entry........ 1895.01
502.01, 502.05. 509.03, 512, 1834.01, Foreign filing date entered on....... 719.06, 1302.06
1893.01(a). 1893.01(a)(1). 1893.01(c). Index of ClaiMmS.......coovuiiiiiiiii s 719.04
. M Licensing and Review stamp.........cccccceevvveeennnee. 140
Micro entity §tatus ..................................... 509.04 Notes to application of another party............... 101
NON-IBCIONIC. vvvs v b07 PaPEIS IN..ievieciee et 719.01
Nonprovisional application -601.01(a) Parent application notation on...........
Provisional application.................. -601.01(b) Printout of search history...........cccccoevvieneee
Reduction for micro entities....................... 509.04 Relation of application noted on
Reduction for small entities..............c........ 509.02 Residence changed. ...
Reexamination

Rev. 10.2019, June 2020 Index-34



INDEX

File wrapper/history — First inventor to file provisions of the Leahy Smith America Invents A...

Sec. No. Sec. No.
Return of paper entered on............ccccceeeenne 719.01 Patentability report.........ccccoccvvveeiiiiiinnneenn, 705.01(a)
“Searched” box entries.........cccccvevveriveenrnenn. 719.05 Petition to vacate 1002.02(c)
“Searched notes” box entries............cccceeeveee. 719.05 Premature.......ocovevvieeeiiee e 706.07(c)
Signing by primary examiner....................... 1302.13 Premature, Withdrawal of................c......... 706.07(d)
Statutory period ends on nonworking day..... 710.05 Primary examiner’s attention required.............. 1004

Files REPOSItOry.......ccovcvviiriieeiiiieeniice s 711.04(b) Request for continued examination (RCE).................

Filing date............ 201.06(c), 502, 503, 505, 506, 706.07(h)

506.02 Reexamination, eX parte ..........cccceveeeerivenenns 2271
Continued prosecution application (CPA)... 201.06(d) Reexamination, inter partes (See also: Action: Closing
Effective, prior application............ 211.02, 2133.01, Prosecution _in _inter partes reexamination)
2139.01 2152.01 2154.01(b) Secrecy order application............ccccoovveeenineennne 130
EFS-Web.....ocoiiiiii 502.05 SPECIAL..ee e 708.01
Foreign application, Convention date (See also: Time for reply......coeeiiieee e 706.07(f)
Foreign application) ............c.coccovvniiiniiinnes 214.03 Transitional procedure............ccccovueveveveneee. 706.07(q)
International application............ccoccveviieeeniinnens /1810 When proper........... 706.07, 706.07(a), 706.07(b)
Later filed application as disclosure.......... 608.01(p) WithdraWal...........c.overiereriieieeieieeienn. 706.07(€)
Patent Cooperation Treaty (PCT)..........cccenene. 1810 Withdrawal, Primary examiner’s attention........ 1004,
Petition......... 506.02, 513, 601.01(b), 601.01(c), 1005
601.01(f).. 601.01(g) Withdrawal of premature........................... 706.07(d)
Priority Express Mailing date............... 506.02, 513 First action final rejection.............c.cocoove..... 706.07(b)
Refusal to accord..........cccceveeiiiiieiiiiiiieeee 506.02 INan RCE. .o 706.07(b), 706.07(h)
Review of refusal to accord..............ccceeneene 506.02 First inventor to file provisions of the Leahy Smith
Subsequent publication as disclosure....... 608.01(p) America Invents Act (AIA)

Filing date of reexamination request Affidavits or declarations under 37 CFR 1.130...........

EX PAE «ovvevevrceceeiereeeeeeee s eneeee e 2214, 2215 717.01to 717.01(f). 2155

Filing date of request for supplemental examination..... Claiming same invention....................... 717.01(d)

2812.01 Enablement..........cccoccoiiiiiieninicne, 2155.04

Filing fee (See also: _Fee) Refunds) .................... 607 Evaluation of............ 717.01(a)(1), 717.01(b)(1),
Continued prosecution application (CPA)... 201.06(d) 717.01(e)

Deposit account ... 509.01 Formal requirements...........ccccvveeeerinne 717.01(c)
INAAEQUALE ... 509 Showing disclosure was made by inventor.............
Reduction for micro entity...........cccevvvveernenn. 509.04 717.01(a). 2155.01
Reduction for small entities................c.......... 509.02 Showing prior disclosure of subject matter by
Reexamination |nvent_or ..... s 717.01(b). 2155.02

EX PANe .oooovieieeeiee et 2215 Shovynng disclosure was subject matter obtained

) e === from inventor................... 717.01(b)(2), 2155.03
Reissue application..........c.ccccevceriiiiiieneennnn. 1415 When available. ... 717.01. 2155.06
Return .......................... 503, 607.02 When Not required...........oooovoovrovvovoeeeeeeee. 71701

gg'gg receipt (See also: Postcard, self-addressed) ..... When unavailable..................... 717.01, 2155.06

o . ) - Who may file.........ccoceenennnn 717.01(c), _2155.05

Final action (See also: Final _rejection) - L . .

Final Board decision in inter partes reexamination....... _Determmmg whether appllcat_lon 'S subject t(.) .ﬂrSt

inventor to file provisions

2081 2082 Applications filed before March 16, 2013

Final data capture.........ccccovcveveiiiieeesiie s 1309 2529_01 P

Final rejection.........cccccvveveeiiiiiiiecc e 706.07 Applications filed on or after March 16, 2013.........
Amendment after............................ 714.12, 714.13 2159.02
Amendment after, entered in part.................. 714.20 Applications subject to both pre-AlA 35 U.S.C.
First action 706.07(b) 102(g) and AIA 35 U.S.C. 102 and 103.... 2159.03
INEEIVIEW. ..o 713.09 Transition application.............c.cccccceenenee 2159.04
Letter. ..o 706.07 Effective filing date of claimed invention...... 2152.01
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First inventor to file provisions of the Leahy Smith America Invents A... — Foreign filing date

Sec. No. Sec. No.

Improper naming of inventors.............cccccoeueee. 2157 Design patents.........cccccceeeeneneeen. 1504.02, 1504.10

Joint research agreements...........ccccceevuvieeeennn. 2156 Determination of priority............cccccoecuveeee. 213, 216

Prior art DISCIOSUIE.....cevevieicee e 216

Under AIA 35 U.S.C. 102(a)(2)............ 2152.02 to Duty of disclosure of information cited..... 2001.06(a)

2152.04 English language translation for benefit of date..........

Under AIA 35 U.S.C. 102(8)(2).....cccveeneee. 2154 to 213, 213.06, 216, 2136.05(a), 2152.06

2154.01(c) Ex parte reexamination to perfect priority.... 2258.02

Under AIA 35 U.S.C. 102(d)................ 2154.01(b) Filed more than a year before U.S. application... 213,
Under AIA 35 U.S.C. 103......cccceecvverierreenne 2158 214.03

Prior art exceptions under AIA 35 U.S.C. 102..... 717
to 717.02(d), 2153, 2154.02to 2154.02(c), 2156

Commonly owned or under obligation of

assignment......... 717 to 717.02(d), 2154.02(c)
Grace period inventor or inventor-originated
disclosure................ 717to 717.01(f), 2153.01,

2153.01(a), 2153.01(b), _2153.02, 2154.02to
2154.02(b)

Joint Research Agreements................cc....... 2156
OVEIVIEW...uuviiiiiieieeieieeie e 2151
First Office action form.............cccocvieiiiiiiiee e, 707

First action on the merits (FAOM) (See also: _Letter

Examiner’s)

Five year pendency........c.cccoceeeernneen. 707.02, 708.01
Flowchart for
Claim interpretation for a term that does not invoke 35
U.S.C. 112(F).eeieieiiiiieeieeeieerie e 2111.01

Effective date under pre-AlA 35 U.S.C. 102(e)...........
2136

Examination of computer-related inventions..... 2106

Filing in foreign country...........coccoeeiiniieneennn. 140
ISt 213.03
Great Britain.........ccocccveevieieiiien s 213.03, 216
Identification...........ccccvvevieiiieiiieeeee e, 214.04

Incorporation by reference in U.S. application..... 217
Inter partes reexamination to perfect priority.... 2658

License to file........cooeiiiiiiiii e 140
Listed on oath/declaration.................... 213.02, 214
No claim for priority.......c.ccccvveeeniieeiniiennee. 214.02
No reference made in declaration.................. 214.03
Notice to Office after nonpublication request..... 1124
Noting earliest date in file history/wrapper.......... 202
Ordering COPIES. .....cuueeeiiieiieeeeaiiieeae e 901.05(c)
Overcoming reference which is................ 216, 715
Prior art cited in related...............c.cccc.... 2001.06(a)
[ A1) 4112 213
Papers not filed..........ccoceeeiieeiniee e 214.03

Petition for unintentionally delayed claim for priority....

Reexamination provisions, ex parte ................ 2201
Reexamination provisions, inter partes ...... 2601.01
Reformed PCT SysteM........cccccvvevieiiiiiiineeennnns 1842
Supplemental examination..............ccccoveeernnne 2801
Transitional after-final procedures (37 CFR
1.129(8)) . cvveenveeinreenieeeiee e _706.07(q)

Treatment of applications having conflicting claims.....
804

FIow Sheet....uuvveieieiiiiiiieee s 608.02
FOIA (See also: _Freedom of Information Act (FOIA))
FONt, type....ooovveveecreeiecreeceeeveene 608.01, 1504.01(a)

Foreclosure (See also: Assignment: Security interests)
Foreign application (See also: _International application)

As prior art.......... 2120, 2127, 2139.01, 2152.01
Certificate of correction to perfect priority..... 216.01
1402 1481 1481.03

Certified copy to avoid reference... 213, 2136.05(a),
2152.06

Certified copy not filed...............ccoevneennn. 214.03(VI)
Cross-noting on file wrapper/history................... 202
Date entitled 10........coocvveiiieeiiiiieeee e 213
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214.02, 215.02, 1002.02(b), 1402, 1417,
1481.03, 2258.02 2658
Priority document in parent application........ 214.03
215
Reissue application claiming foreign priority..... 1402,
1410, 1417 1444
RIibboNed.........ccooiiiiiiii e 608.01
Same INVENTION. ........ooiuiiiieiiiiiee e 213
SEAL ettt 602
Statutory bar........cccooeveiiiiiiin 2135, 2135.01
Time limits to submission.................... 213.06, 214
Certificate of correction..........ccccoccvevineenne 216.01
Reissue.......ccovviiiiiiiecn 214, 215, 216.01
Translation required.... 213, 213.04, 213.06, 214,
215.03 216, 217
Foreign countries recognized for priority.......... 213.01
Foreign executed oath............cccceveeiiiiiiineeeninns 602.04
Foreign filing, Proving priority................ 213.02, 214,
2136.05(a), 2152.06
Foreign filing date
Entitled t0......ocovviiieiecee 216

On file wrapper/history



INDEX

Foreign filing license — Form letters and forms

Sec. No.
Foreign filing license.........ccccccevvivieeeeeninns 115, 140
FOr PCT .o 115, 1832
Foreign language
Application..........ccoevvverereniennn 608.01, 609.04(a)
Oath or declaration..............cccceeeeiiiiiieee e, 602.06
Foreign patent
Art collection............oooeeeeiciiie e 901.07
Citation........cccoveveeceeeeeeiean, 707.05(e), 901.05(a)
Citation dates and information.................. 901.05(a)
901.05(b), 1851
Classification............ccccoeeeeeeeiciciivnnnnnns 903, 903.03
CouNtry COAES.......ueviiiiieiiie e 1851
Database search...........ccccccoeeiiiiiiiiccciiiiniiinnes 2135
Document citation, iNn PCT......cccoooeeeiviiviiviinnnnnn. 1851
DUPHICALES. ... veeeeiiie e 903.03
Effective date......oooeeeeiiiiiiiiiiiiis 901.05(b)
Family of (INPADOQC).........ccccevveeeieeeirennn 901.06(a)
In prior art statement..............ccceeeveeee. 609, 609.01
Individual country overview.............c.cc.ccuueeee. 901.05
JOUMNAIS......ccoiiiiieiecccrrrree e 901.06(a)
LaW OVEIVIEW. ....ccvivieiiiieeriiie et eiiee e 901.05
Library........oooe e 901.06(a)
Listing at allowance...........cccccocovveriivenineenn. 1302.12
OPPOSILIONS......evveiie e 901.05
Ordering COPIES. .....cueeiiiiieeieeiiiieeee e 901.05(c)
Print of, where obtained..............ccccooeeeeel 901.05(c)
Reference........ 901.05, 2120, 2139.01, 2152.01
TranSfer. ... 903.05
Translation of..........ccceeeeeviiiinininnnn, 901.05(d), 2120
Unlicensed, same applicant..............ccccceeveeennne 140
Foreign priority (See also: Foreign application) .... 210
o 217
Design patent applications............... 213, 1504.02

1504.10

U.S. effective filing date or effectively filed date
computed.... 213.01, 2136.03, 2139.01, 2152.01,

2154.01(a) 2154.01(b)

Formal matter
Allowance and issue... 1302.01, 1302.02, 1302.04
Amendment of application in issue................ 714.16
Claim allowable except for................ 706, 707.07())
Review of action inVoIVINg..........cccccvviveeeiiieci e
Right of benefit to prior domestic application..... 210,
211, 1402, 1405, 1410, 1481.03
Right of priority to prior foreign application........ 210,
213to 217, 1402, 1410, 1417, 1481.03
Specification format............cccevvviiiiieeniieens 608.01
When taken up..... 707.07(a), 707.07(e), 707.07(j).
714.02

Index-37

Sec. No.
Former employee restrictions............ccccveeeeenneee. 1702
Form letters and forms
Abandonment...........ccceeeiiiiiiene e 711.04(c)
Action Closing Prosecution PTOL-2065..... 2671.02,
2696
Advisory ACtion............cccereenens 706.07(f), 714.13
Advisory Action - Ex-parte Reexamination
PTOL-467.......... 2250, 2265, 2266.01, 2266.02,
2266.03 2272, 2296
AlOWADITITY.....eeeviiiiierie e 1302.03
Amendment received after allowance....... 608.02(z),
714.16(d), 714.16(e)
Amendment after Board decision, refused entry........
1214.07
Amendment not fully responsive.................... 714.03
Amendment unsigned...........ccocceeeiiieennne 714.01(a)
Certification of Micro Entity Status (Gross Income
Basis) PTO/SB/15A .......ccccooviiiieiieeieeen 509.04(a)
Certification of Micro Entity Status (Institution of Higher
Education Basis) ........cccceueeiniiiiniiiennnn. 509.04(b)
Certificate of Correction form PTO/SB/44 or PTO
L1050t 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/96..... 324

Certificate under 37 CFR 3.73(b) PTO/AIA/96.... 325
Change of Correspondence Address, Application

PTO/ISB/122......uviiiiiiiieeeiie e 403, 2542
Change of Correspondence Address, Patent
PTO/SB/123......coieeeeieeee e 403, 2542
Cover sheet, assignment document.............. 302.07
Cover sheet, provisional application
(011 Yo 201.04, 601
Reproduced..........ccoveviiiiiiiieeiiee e 201.04
Credit Card Payment Form PTO-2038
Cited.......... 509, 1302.04, 1306, 2510, 2522
Reproduced..........ccoeveeeiiiiiiiee e 509
D-10. it 130, 1304.01
DD FOrm 441.......coooiiiiiieieeeeeeeeeee e 120
Death of Attorney, Application ready for allowance.....

406

Declaration for Plant Patent Application PTO/AIA/09..
1604

Declaration for Reissue Application by the Assignee

PTO/AIA/OB........eeeeeeeeee e 1414.01
Declaration for Reissue Application by the Assignee
PTO/SBI52......oiiiiiiiieiie e 1414.02
Declaration for Reissue Application by the Inventor
PTO/AIA/OS. ... 1414.01
Declaration for Reissue Application by the Inventor
PTO/AIA/SL....ccoeeeeeeeee e 1414.02
Declaration for Utility or Design Patent Application
PTO/SB/OL......coiiiiiiiieiieieee e 602.01(b)
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Form letters and forms — Form letters and forms

Sec. No.

Declaration for Utility or Design Patent Application
PTO/SBIO1A.......coiiiiieiiiieese e 602.01(b)

Sec. No.

Interview Summary PTOL-474, Reexamination.........

EFS-WED......ovvvceieieiieceee e, 502.05
Election of species 809.02(a)
Examiner Checklist — Reexamination PTOL-1516......

2287, 2295, 2296, 2687, 2696
Examiner’s action PTOL-326........cccceeeeeeevvevennnne. 707
EXaminer's anSWer.............ceeeeeeeeeeeeeeieiiiiieeenn. 1207

Examiner’s Biweekly Time Worksheet PTO-690E......
2638

Fee Address Indication PTO/SB/47
Cited....eoiiiiiie e 2540, 2595
Reproduced..........cccevvieeeiiiieeiiee e 2595

Final rejection..........cccooviiiiii e 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29.....
201.06(d)

For Design Applications Only: Receipt For Facsimile

Transmitted CPA PTO/SB/29A.................. 201.06(d)
45-day Letter......ooi i 150
General Office Action, Ex Parte Reexamination
PTOL-466.........ccccveeeireeeeiie e 2262, 2296
General(Ex-Parte)ReexamCommunicationPTOL-473
(With SSP)..ecviiiiiiiiieeceie, 2250, 2266.03, 2296
Incorrect citation of references, Correction.................
707.05(q)
Information disclosure statement (IDS) PTO/SB/08
Cited............. 609, 609.02, 609.03, 609.04(a),
609.05(a), _609.05(b), 609.05(c), _609.06,

609.07, 609.08, 1893.03(g), 1901.03, 2001.04,
2003, 2004, 2214, 2246, 2256, 2257,
2258.01 2287

Reproduced..........occuveiiiiiiiiiiii e 609
Interference Initial Memorandum..... 2302, 2304.02
2304.04(a)

Interfering  Subject  Matter, Secrecy order
applications...........ceeevviiiiie e 2306

International application transmittal (PTO-1382)........
1830

InterPartesReexaminationCommunication (WithSSP)
PTOL-2071..ccooeieiiieeee e 2696

Inter PartesReexamination Communication (Without
SSP) PTOL-2072...ccuviiiieieeiiieeniee e niee e 2696

Inter PartesReexamination Notification Re Appeal
PTOL-2067.....cccevvieriiiiieeninens 2662, 2674, 2696

Inter PartesReexamination Transmittal PTOL-2070....
2646, 2647, 2647.02, 2670, 2677, _2696

Interview Request, Applicant Initiated PTOL-413A.....

713.01, 713.04 713.05

Interview Summary, Examiner Initiated PTOL-413B...

713.04 714.13
Rev. 10.2019, June 2020
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2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
(041 (=T o PRSPPI 1611

Issue Classification, Designs PTO-328........ 903.07,
907
Issue Classification Form/Sheet/Slip... 903.07, 907,
1302.09, 1302.10, 1302.13, 2287
DIgESES. .eeiiiiiieiiiee e 903.07
Issue Fee Transmittal PTOL-85B.... 307, 308, 324,
325, 512, 605.01, 1306.01, _1306.02, 1309,
1481.01

Maintenance Fee Transmittal PTO/SB/45
(011 1Yo 2515, 2595
Reproduced..........cccvvevieeeiiiieeniice e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

(1] (=0 PSR

Reproduced
Notice of Abandonment PTOL-1432............. 711.02
711.04(c)
Notice of Abandonment under 37 CFR 1.53(f) (CPA)
For Design Applications PTO-2019........... 201.06(d)
Notice of Allowability PTOL-37... 601.01(a), 602.03,
608.02(b), 608.02(z), 609.05(b), _710.02(e).
714.13, 812.01, 1302.03, 1302.04, 1455

Notice of Allowance and Issue Fee Due PTOL-85.....
115, 203.08, 509.03, 605.01, 710.02(e), 711.01,
711.03(c), 714.15, 714.16, 714.16(a). 714.16(d).
1126, 1303, _1303.03, 1304.01, 1305, _1306,
1306.02, 1306.03, _1308.01, _1308.03, _1309,
1512, 2001.04, 2406, 2411, 2411.03, 2540

Undelivered.........coooeveiiiiiie e 1303.02
Notice of allowance, Secrecy order applications
D-10.ciiiiiiieiieeeiee e 130, 1304, 1304.01
Notice of Appeal from the Examiner to the Patent Trial
and Appeal Board PTO/SB/31.........ccccovunneeen. 1204
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.......... 2250, 2266.02, 2266.03, 2272,
2273 2295 2296
Notice of Defective Paper - Inter Partes
Reexamination PTOL-2069............ 2666, 2666.01

2666.04, 2666.06, 2666.50, _2666.60, 2696
Notice of Failure to Comply with Ex  Partes
Reexamination Request Filing Requirements
PTOL-2077....ccveiieeiiieniee e 2218, 2227
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8,1995PTO-2011

Reproduced..........ccoveviiiiiieeeiiee e 201.06(d)
Notice of Improper CPA For Design Applications
PTO-2012 Reproduced............c.cccovvvneenn. 201.06(d)



INDEX

Form letters and forms — Form letters and forms

Sec. No.

Notice of Improper Request for Continued Examination
(RCE) PTO-2051........ccvueee. 201.06(d). _706.07(h)
Notice of Incomplete Nonprovisional Application........
506, 601.01(d), 601.01(e). 601.01(f). 601.01(q).
2731 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced......... 201.06(d)
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469............... 2234, 2250
2250.01, 2256, 2262, 2266, 2273, 2274, 2283,

2285, 2287, 2287.01, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068.............. 2687, 2696
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO-2142.......ooieieeeee et 2531
Notice of Non-Compliant Amendment............... 714,
714.01(e), 714.03
Notice of Non-Compliant Supplemental Examination
REQUEST......euiiiiiiiiiiieeeeeeee e 2812.01
Notice of Non-Recordation.............c.cccccuveenne 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-16609.......... 201.06(c), 601.01(d), 601.01(q),
2731, 2732
Notice of Overpayment of Patent Maintenance Fee,
PTO-211 it 2550
Notice of Recordation............cccceeevvieireennnnns 302.09
Notice of References Cited PTO-892........... 608.01

609.02, 609.03, 609.04(a), 609.05(a), 609.05(c),
609.06, 707, _707.05(a), _707.05(c), _707.05(d),
707.05(e), 2246, 2257, 2646, 2657, 2687

Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143.......ooiiieieeieeeeeeee e 2530
Notice of Withdrawal from Issue under 37 CFR
1.3L3(B) e 1308
Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468........ 2273, 2274, 2296
Notice to Comply With Requirements

Applications For Patent Containing Nucleotide

Sequence and/or Amino Acid Sequence

Disclosures..........ccccuvvee.. 2421.03, 2731, 2732
Notice To File Missing Parts of Application.................
601.01(a), 601.01(c), 602.05(b), 607, 710.02(d),

2731 2732
CPA for Design Applications PTO-2021
Reproduced..........occveieiiiniiiieiieiiiee, 201.06(d)

Notice Requiring Inventor's Oath or Declaration,

PTOL-2306.......ccccvieeriieeiiieeeieeeeiee e 710.02(e)

Noatification of Non-Compliant Brief (use of PTOL-462

discontinued).........ccceeiviiiiiie e, 1205.03

Office Action — Ex Parte Reexamination PTOL-466...

2262 2296

Office Action - Inter Partes Reexamination PTOL-2064

Index-39

Sec. No.

Cited............... 2647.02, 2660, 2671.01, 2696
Reproduced.........ccccuvvevieiiiiiiiiee e 2660
Office Action Summary PTOL-326............ 608.02(h)
Order Granting/Denying Request for  Ex-parte
Reexamination PTOL-471.................... 2247, 2296
Reproduced........c.cocveviieeiniiieniie e 2247.01
Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063
Cited...vvi e 2646, 2647.02
Reproduced........c.cooeeviieiiiiiiiiee e 2647.01
Patent Term Adjustment Statement under 37 CFR
1.704(d) PTO/SB/133......ooiiiiiiieieeiieenieeeieee 2732

PCT forms (See also: _Patent Cooperation Treaty

(PCT))

Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced................ 1135

Petition for Revival of an  Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing
PTO/SB/64a

Cited....ocooviriireeeinns 711.03(c), 1124, 1135
Reproduced..........cccceeviveene 711.03(c), 1135

For Application international application abandoned
Unintentionally PTO/SB/64/PCT........... 711.03(c)
For Application Abandoned Unintentionally
PTO/SBIBA.......cooieiiiiieiieee e 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration
(37 CFR 1.63) PTO/SBI/O3........cccvvvrieiriereeine 1604
Power of Attorney

For applications filed before 09/16/2012
Power of Attorney or Revocation of Power of
Attorney With a New Power of Attorney and
ChangeofCorrespondence AddressPTO/SB/81

........................................................ 402.05(b)
Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80............ 402.07

For  applications filed after 09/16/2012
Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80........ 402.02(a)
Transmittal for Power of Attorney to One or More
Registered Practitioners PTO/AIA/82 ..............
402.02(a)

Provisional application for patent Cover sheet

PTOISBIL6. oo eeee e eeeeeeeeeeeee 201.04
PTO-270 (BIUE SIP)..vveeveeereeerrereeeereeereseens 903.07
0110t ST 1453
PTO-328 ... oveoeeeeeeeee oo eeeeeeeeeeee e 903.07
PTO-447A.......... 903.08(a), 903.08(d). 903.08(e)
PTO-B90E..........oveeeeeeeereserrseeereeses 903.03, 2638
PTO-850
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Form letters and forms — Form letters and forms

Sec. No.

Cited.. 1002.02(d), 2302, 2304.02, 2304.04(a)

Reproduced...........ccoeviiiieiiiiiiniie e 2302
PTO-892
Cited........ 608.01, 609.02, 609.03, 609.04(a),

609.05(a), 609.05(c), 609.06, 707, _707.05,
707.05(a), _707.05(c). _707.05(d)., _707.05(e),
707.05(g), 901.06, 1302.04, 1302.12, 1406,
1455, 1901.06, 2246, 2257, 2646, 2657,
2687

Sec. No.
PTOL-90...... 608.02, 608.02(b), 609.04(b), 707,
714.16, 1207.05, 1208, 1209, 1210
PTO-271..ccciiiiiiiieieeee e 714, 714.16(d)
PTOL-303........ccvee... 706.07(f), 711.03(c), 714.13
PTOL-306......ccceeirieiienreeniieeieeniee e 1481.02
PTOL-324.....cciiiieeee et 714
PTOL-326
Cited.... 214.03, 215, 608.02(h), 706.07, 707,
710.02(b), 812.01
Reproduced..........ccoeveeiiiiiiiiieiiiiee e 707
PTOL-404......ouiiiiiiiieiiiiieeeeee e 1485
PTOL-413A. ...t 713.01, 713.04
PTOL-413B....cceeiiieiiiiiieniieeiee e 713.04, 714.13
PTOL-461.....ccciiiiieiieiiee e 1215.04
PTOL-462 (discontinued)..........cccueeenveeennne 1205.03
PTOL-462R (discontinued)..........cccceeeiviveeeeennee 2274
PTOL-465........cccccuenee. 2246, 2262, 2264, 2296
PTOL-466........cccociiirienienrienreeree i 2262, 2296
PTOL-467.......... 2250, 2265, 2266.01, 2266.02,
2266.03 2272, 2296
PTOL-467A.......ccccceennnn. 2266.02, 2266.03, 2296
PTOL-468........cccevviirieniinniene 2273, 2274, 2296

PTOL-469.... 2234, 2250, 2250.01, 2256, 2262,
2273, 2274, 2283, 2285, 2287, 2288, 2296

Reproduced.........c.ccoovviieeiiieiiniiece, 707.05(a)
PTO-1050......ccccccrviireerinnnns 1480, 1480.01, 1485
PTO-1382.....ccciiiiiiieiiiiieeniieeee e 1830, 1832
PTO-1516.....ccceiiiiieiiiieciiieens 2287, 2295, 2296
PTO-1517....coeiiiiiiiiiiieiecniee 2287, 2295, 2296
PTO-1595
PTO-2011
PTO-2038

Cited......coeovieenennnne

Reproduced..........cccouvieviiiiiiiiee e 509
PTO-2051
PTO-2142
PTO-2143
PTO-2293
PTO-2302
PTO-2311.......... 2250.03, 2266.02, 2272, 2273,
2295 2296
PTO-2293... .ot 2296
PTO/SB/08A and 08B.......... 608.01, 609, 609.02,

609.03, 609.04(a). 609.05(a), 609.05(b),
609.05(c), 609.06, 609.07, 609.08, 707.05(d),
1406, 1901.03, 1901.06, 2214, 2246, 2256,
2257, 2258.01, 2287, 2646, 2657, 2687

Reproduced...........cccveiiieieiiiieiic e 609
PTOL-37
Cited.......coevuene 203.08, 601.01(a), 608.02(b),

608.02(z), _609.05(b). _707.05(g). _710.02(e),
714.13, 812.01, 1302.03, 1302.04, 1302.12,

1302.14 1455

Reproduced...........coceeviiieiiiiiiiiic e 1302.03
PTOL-85

Cited..... 203.08, 1303, 1306, 1306.02, 1308,

1308.03

Reproduced.........c.ccovviiieeiiiiii e 1303
PTOL-85B

Cited....... 307, 308, 324, 325, 509.03, 512,

605.01, 1303, 1306, 1306.01, 1306.02, 1309,
1481.01

Reproduced.........c.ccovviieieiiiiiieiee e 1303
PTOL-85C Reproduced...........cccvvvveeeiiiivnenennnn 1303

Index-40

PTOL-471D..cccovviiiiiiiiiiiiiiieieieie, 2247.01, 2296
PTOL-471G.....coi i 2247.01, 2296
PTOL-473....ccoeeeciieeeeees 2250, 2266.03, 2296
PTOL-A74.....uiiiiiiiiiiiiiiiiieeeee, 2281, 2296
PTOL-475.......... 2250, 2266.02, 2266.03, 2272,
2273, 2295, 2296
PTOL-476......ccccuvvvnnnnn. 2287, 2296, 2687, 2696
PTOL-1432.....cutiiiiiiiieiiiiiiieeaeen, 711.02, 711.04(c)
PTOL-1516....... 2287, 2296, 2687, 2695, 2696
PTOL-1517....... 2287, 2295, 2296, 2687, 2696
PTOL-2057....uuiiiiiiiieieiiieeeeee e 2227
PTOL-2063

(1] (=To 2646, 2647.01, 2647.02

Reproduced........c.cocveviieiiiiieiiec e 2647.01
PTOL-2064

Cited............... 2647.02, 2660, 2671.01, 2696

Reproduced 2660
PTOL-2065......cccccveviienieeniieaieeninnn 2696
PTOL-2066................... 2696
PTOL-2067......cuvveiiieieiiiinaaaaann. 2696
PTOL-2068........ccoeeiiieieeniieniieaniee e 2696
PTOL-2069

Cited......... 2666, 2666.01, 2666.04, 2666.06,

2666.50 2666.60, 2696

Reproduced..........ccovvveeiiiiiiiee i 2666.50



INDEX

Form letters and forms — PTO/SB/01A Reproduced

Sec. No.

PTOL 2070.. 2647, 2647.02, 2664, 2670, 2677,

2686.01 2696
PTOL-2071...cccciiiiiiieeniie e 2666.06, 2696
PTOL-2072....cciiiiiiieiie et 2696
PTOL-2073...cciiiiiiieeieeiee e 2674, 2696
PTOL-2077..ceiiieiieeeieeeiee et 2227
PTOL-2079...cciiiiiiieiiee et 2227
PTOL-2079...cciitiiiieiieesiee e 2249
PTOL-23086........cciiiiieenieeiiie e 710.02(e)
PTOL-2311, reproduced...........ccccvvveveeenuennnnn. 2266.02
PTO/AIA/O5

Cited.....ooveeriiiicieeee 1410.01, 1414, 1414.01
Reproduced.........cccvvvviieiiieieniec e 1414.01
PTO/AIA/06

Cited.....ooveeiiiiieieeee 1410.01, 1414, 1414.01
Reproduced.........cccceeviiieiiiiieniec e 1414.01
PTO/AIA/O7

Reproduced..........oooueieeiiiiiiiiiceeee e 1414.01
PTO/AIA/L4................ 402.02(a), 601.05, 601.05(a)
PTO/AIAIZ25.......oiiiiiiiiiiece e 1490
PTO/AIAI25@........coeiiiiiiiiie e 1490
PTO/AIAIZ2B.......cceieiiiiieceeee e 1490
PTO/AIAI2B@.........ccoeiiiiiiiiieiici e 1490
PTO/AIA/50

Cited.....oooovvvieein 1410, 1410.02, 1415, 1451
Reproduced.........ccoovvveiieiiiiiiiee e 1410
PTO/AIA/BO........ooiieieeieeeeee e 402.02(a)
PTO/AIABL.......ooiieiieiiie e 402.02(a)
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Informal drawing (no longer applies).. 507, 608.02(b)
608.02(i)

Informality, Action calling attention to.......... 707.07(a)
707.07()), 710.02(b), 714.14

Information Center (See also: _Scientific and Technical
Information Center (STIC))

Information Disclosure Statements (See also: Prior art)

........... 201.06(d), 609, 1406, 1410, 1418, 1455
Electronic Processing Of........cccccoeviiieeieeiinns 609.08
Relationship to requirement for information................
704.14(d)

Information material to patentability ) (See also: _Duty

of disclosure) .......cccceeeevviiieneeennnns 2001.04, 2001.05
Copending application..............ccceveeernnns 2001.06(b)
Copied claims........ccccooiiiiieiiiiiieceeee 2001.06(d)
Foreign application............ccccoocveeeviinrennne 2001.06(a)
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Litigation........oovveeeeeiiiieieee e 2001.06(c)

Information reasonably necessary for finding prior art...
704.11

Information submitted with protest.................. 1901.02
Infringement action
Statute of limitations............occoeeeiiiiiieeee 2204
INID codes or numbers..... 901.04, 901.05(b), 2290
Initial data capture for printing..........cc.cccceeviieenne 1309
Initial examiner review of reissue..............ccccee.... 1443
Ink
Permanent...........ccccoveiiniiininnennn. 608.01, 714.07
Inoperativeness 2164.07, 2164.08(b)
Affidavit.......cccvieii 716.07
INPADOC........cccverivirreenine 901, 901.06(a), 901.07
Inquiries, Official and Congressional............ 203.08(a)
Inquiries regarding patent search, examination, or
ValIdity.....eveiiee e 1701
Inquiry as to status of application........... 102, 203.08
Application published.............c.ccccee. 1128, 1134
INSANILY....eeiiiiiiiiie e 409.01(b)
Inspection
AMENdMENt.........oooiiiiiiii e 714.05
APPIICAtION. ...cciei i 103, 104
Approval of POWET..........coviiuiieeeeiiiiieee e 104
ASSIGNMENT. ... 301.01
AUthOrity tO grant.........ccoceeeiiiieinieee e 104
Authorization 402, 409.03(i)
By assignee........ccccccoviiieeeeennnns 104, 106, 106.01
By excluded or suspended attorney or agent..... 105
BY INVENTOT.......oiiiiiiiiiiiee e 106
By liCENSEE.....iiee e
Control of, By assSignee.........cccccvvereveennnnennn
File Information Unit (Record room)
International application.............cccceievivieeneeniine
Patent file.......c.oveeei
Petition......cocviiiiie e
RECOrd rOOM.....ccoiiiiiiiiie e
Reissue application............ccccoovveeeiiecniiienennn
Right Of.....ovoeiiiiie 103, 104, 106
Insufficient disclosure........... 608.01(p), 2161, 2166
Insufficient reply..... 710.02(c), 711.02(a), 711.03(a).
714.03 2266.01, 2666.30, 2671
Int ClI (International Patent Classification)............. 906
Intellectual property compared...........cccveeeeennnne 1512

Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)... 2120.01

2136, 2146
INtent t0 ClaiM......uvviiieiiiieiieieeeeeee s 706
INtErfEreNCe.......cevveceee e, 2300
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Sec. No.

Abandonment, suppression or concealment, notice....

2138 2138.03
Access to files.......coovviiininnne 104, 2306, 2307.02
ACLION After......cooeviviiieeie e 2308
Action after ex-parte reexamination................. 2284
Action after inter partes reexamination....... 2686.02
Action suggesting claims...........cccccveeeerinns 2304.04
Administrative patent judge handles................. 2301

Allowance of losing party’s application (Estoppel)......
2308.03

Applicant suggests interference with patent...............
2304.02

Applications in different Technology Centers..............

2304.01(b)

Basis of practice...........ccccceeennes 2138.01, 2301.03
Between application and patent................... 2301.03
Between applications...........cccccceevieeiiieennne 2301.03
Cancellation of losing party’s claims....... 2308.03(a)
Claim of foreign priority...........cccoccvvevnnneen. 2304.01(c)
Claim interpretation..........c.ccovceeeiiieeinieennns 2301.03

Claim presented corresponding to patent claim.........

2301.03 to 2304.05
Claims, added or amended.............cccccouveeen. 2308.02
Claims, overlapping in two applications of same
PAIY. e 2304.05
Claims, suggesting...........c..cu...... 1003, 2304.04(b)
Claims corresponding to count support in
SPECIfICALION. ......eeveiiiieeiie e 2163.03
Common ownership.......ccccccovecvveeeceecvneennn. 2304.05
Conception........cceeeviiieeeeeeenee. 2138.01, 2138.04
Concurrent with appeal..........ccccoeeveeeiiinenn. 2307.05
Copending ex parte reexamination.................. 2284
Copending inter partes reexamination............ 2686,

Sec. No.
Evidence........ccocoeveiiniiienennnn. 2138.04to 2138.06
Examination, Completion of............. 2303, 2303.02
Examiner suggestion..........cccoccvvevieeeenneeens 2304.04
Final disposal of claims...........cccccovveeiinennn. 2308.01
Fraud..... ..o 2010
Generic ClaimsS......ccooveciveere e 2304.04(b)
Identification of patent, corresponding claims
presented........cocevveieieiiiiee e 2304.02(a)
Inequitable conduct...........cccooiieiiiniiies 2010
Inter partes questions not to be discussed ex parte
..................................................................... 2307.01
Interference Practice Specialist........... 2301, 2302,

2303, 2304, 2304.04(a), _2304.04(b), 2307.04,
2308.03

2686.02
Copying claims, information relating to.... 2001.06(d)
Count, defined....... 2301.02, 2301.03, 2304.02(b)

Counts, formulation of............ 2301.01, 2304.02(b)
Dates, difference in effective filing.................... 2303

TC Director’s attention required.................... _1003
Declaration..........ccccuvviviiiiiiieieieeeeee e 2301
Definitions.......ccccvvviiiiiiiiieieeeeeeeeeee e, 2301.02
Determining priority................ 2138.01, 2304.02(c)
Diligence, reasonable................. 2138.01, 2138.06
Disclaimer, statutory............. 710.02(d), 2304.04(c)
Disposal credit.........ceeeieiiiieieeiiiiiee e 1705
Election of invention not affected........................ 819

Entry of amendment filed in connection with motion...
2308.02

Estoppel........ccccvevieeiinnnn. 715, 2138.01, 2308.03
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Interference-in fact, no........ 2308.03(b)
Interfering Subject Matter..............cccevveene 2301.03
Judicial review..........ccccooviiiiniieennnn. 1216, 1216.01
Jurisdiction over interference................ 2307, 2308
Limited applicability..........ccooceeiviiiininiennnn. 2301.04
Losing party, may obtain copy of opponent’s
application.........ccccveeinie e, 2308.03(a)
Losing party, treatment of........................ 2308.03(a)
LOSt COUNES....ccevviiiiiiiiiceeeeie e 715
Motions

DECISION. ...eeieiieiiiiiie e 2308.02

) - YRS 2686.02

SUSPENd...ccciiiiiiiiiee e 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership.................... 2309
Order to ShOw CauSE.........ccccvvviieeeiiiee e 2305
Patent in different Technology Center...... 2304.01(b)
Patent term adjustment................... 2303, 2303.01
2304.01(d)
Patentee suggestion..........ccccevcveeiieeeniieene 2304.03
Petition refusal to initiate...............c.ccueee. 1002.02(c)
Power of attorney filed............ccccooiieninnnnn. 402.08
Preparation of papers by examiner................... 2302
Priority time charts..........c.cccoocvveiieiiiiienee, 2138.01
Provoking

In ex parte reexamination.............ccoecveennee. 2284

In inter partes reexamination.................. 2686.02
Reduction to practice.................. 2138.01, 2138.05
Reexamination

Ex parte, copending with interference......... 2284

Inter partes, copending with interference.... 2686,
2686.02

References pertinent to motions, made of record.......
1302.12
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Referring an Interference to the Board, Preliminaries
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(0 OV P PP P PR 2304.01
Reissue application.................... 1449.02, 2303.02
Reissue application copending with interference on
original patent..........ccccovceveiiieeeniie e 1449.01
Related involved files 2304.01(b)
ACCESS 0. 2307.02
Board action in.......cccccevvviiiieneeiiiiiieee 2307.05
STOIS] o 1=Ta 1S (o] o N o TR 2307.03
Translation of.........cccccoiiiiiiiiies 2304.01(c)
Reply to suggestion for claims.................. 710.02(c)
2304.04(b)
Requirements for interference............ccccceenee. 2302
Requiring a claiMm..........cccceeiiniiinneinins 2304.04(b)
Requiring a priority Showing...........c.ccceevvveennnne. 2305
Revocation of power of attorney.................... 402.08
Search.....occocveeceeieceeieenen, 1302.08, 2304.01(a)
Second Interference, NO.......cccoeeeeeeeeeeene. 2308.03(c)
Secrecy order application..................c.... 130, 2306
Sorting claims..........ccooiiiiiieee e 2304.01(d)
Special dispatch........cccccevviivvieeninnns 708.01, 2301
Statutory basis..........cccccvveeeeinnne. 708.01, 2301.01
Suggestion of interference, general.................. 2304
By eXaminer.........cccocvveiiieeeiiiee e 2304.04
By patentee...........ccooeecivviiiiiiiiiiiieeeen 2304.03
Suggestion of claims........... 2304.02 to _2304.04(b)
Suggestion of claims, time limit................. 710.02(c)
Suspension of action pending outcome of
reexamination...........ccecovceeeeeennnnn 2284, 2686.02
Suspension of ex parte prosecution.... 709, 709.01
Suspension of related applications.............. 2307.03
Terminated open to public............cccccvveveeeiinnen.. 103
TESHMONY......eiiiiieeiiiiee e 715.07(b)
Transfer of application...........c.ccoccveerneen. 2304.01(b)
Winning party.......ccccceeveeeiiivnnnennn. 710.02(b), 2308
Written Description, Adequate................ 2304.02(d)
Interference practice specialist(s)........... 2301, 2302
2304, 2304.04(a), _2304.04(b), 2307.04, 2308.03
Interlibrary loans..........cccocveveeeiiiienee e, 901.06(a)
Interlineation in specification before execution.. 608.01
Intermediate-final product.......... 806.04(b), 806.05(j)
International application (See also: Foreign application)
Patent Cooperation Treaty (PCT))
ADSEFACE. ..ot 1826
ACCESS...oviieiiiie et 101, 110

AGENL...iiiiiiiiiiiiiiiei e 1807, _1864.04
Amendment before the designated office...................

1893.01(a)(2) 1893.01(a)(3)
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Sec. No.
Amendment of claims before International Bureau.....
1853
Amino acid sequence.. 1823.02, 2422, 2422.03(a)
Applicant.........ccccceveeeiiinnnn. 1806, 1810
Assignment doCUMEeNt.........ccccveerieieiiiieeenieee e 301
AHOMNEY .. 1807
Attorney file reference number.............ccccc....... 1821
ClaimS...ceeie e 1824
Common representative................... 402.09, 1807
Confidential status.........ccccoeeeeviiiivvivinnnnnnn. 101, 110
CONEENT....eeiiiei e 1812
CoNtiNUALION. .....ceeiiiiiiiee e 1828.02
Continuation of 211.01(c), 1895
Continuation-in-part..........cccceveveeniieeenineeens 1828.02
COrreSPONUENCE....c.ceiiieieieaeeeiiiee e e iieeee e
(DY {11 (o] o 201
Deposit accounts
DeSCrPLON. ... . 1823
Designation of statesS.........ccccceevvcviieeeeiiiiieenn, 1821
DrawingS.......ccovevveeeeeeeieeeeaeeinnas 1825, _1893.03(f)
Drawings MiSSiNG........ccvvereeeeiriueieeeeeaiiieeeeae s 1825
Early national stage entry under 35 U.S.C. 371(f)......
1893.01, 1893.01(a)(2). 1893.03(b)
EFS-Web filing........ccooovveeiiiie s 502.05
Elements.........oooiiiiiie e 1812
Errors, rectification of
FEeS..cooiiiieiiiieeece,
Filing date
Foreign filing license............ 1805, 1828.01, 1832
Formal requirements..........ccccoecvveeeeeiiiivieeee e, 1810

Forms (See also: _Patent Cooperation Treaty (PCT):

Forms)

HOME COPY...covvvirieieeiiiieieee e 1801, 1879.04
International preliminary examination
International search...........cccccooviiiiiiiennene
International searching authority... 1840 to _1840.06
INVENLOT......cocveveieeennee. 1806, 1821, 1893.01(e)
Kinds of protection.............ccccceeeenee 1821, 1828.02
Mail Service........cocceevviciiieneeeeiieen. 1834, 1834.02
Member States........cccvevieeiieie e 1817
Microorganism deposit..........ccccevvieieieeennnns 1823.01
National Stage........ccceeververrerriearnnenns 1893 to 1896
Submission via EFS-Web.............cccceenee. 502.05
Numbering of sheets...........ccoocoiiiiiiiieeenns 1812
Oath.....coeecic 1893.01(e)
Parent to national application........ 211.01(c), 1895
Power of attorney..........ccceeiiiiieiiee i 1807
Prior art effect............. 2127, 2136.03, 2154.01(a)




INDEX

International application — Interviews

Sec. No.
PriOMtY...coooiiiiieee 210to 217, 1828
Restoration of...................
Priority document
Publication...........cccceeiiieiiiie e
Record copy............. 1801, 1827.01, 1828, 1832
Rectification of obvious errors.............ccceevvveeee 1836
Refund of fees..... 1827.01, 1850, 1852, 1875.02
Representation............ccccceeiiiiiieee e 402.09
REQUEST......ceiiie 1821
Search copy........ 1801, 1827.01, 1840, 1840.01
Search fee.. .. 1827
Search report......cccccevvccveieeiiicieneeen 707.05, 1844
SEeCrecy Order.......ccocevevieeeenueeenns 115, 120, 1832
Signature of applicant............cccoooeiiiniinenn. 1820
Term, Adjustment of...... 2730, 2731, 2732, 2734
Time limits.......... 1836, 1842, 1843.05, 1879.01
1L L= 2 SRR 1821
Translation for U.S. national stage........... 1893.01(d)
Transmittal fee.......cccovvviiiiiii 1827
Transmittal letter..........ccoooioiiiiiiiie e, 1830
Unity of invention.... 823, 1850, 1875, 1893.03(d)
Withdrawal..........cocoeveviieiniiieiie e, 1859, 1880
International classification.............cccccceeeiiieneenn. 906
International design application.... 201.01, 211.01(d),
1501 2900
AACCESS...ovuiiiiiiieeee it 102, 103
Claiming Priofity.......ccccooecveieeeiiiiiieee e 213.07
ConteNntS Of cuvueeiiiiiiiieeeeeee e 2909
CONVEISION....eeiieiiiiie ettt 2914
Corrections of
DefiNitioN....c.cooeiieeeee e 2902
FEES. it 2910
Filing date.............. 601.01(a), 2906, 2907, 2908
Grant of protection..........cccccveveeenieeenae 2940, 2950
Information disclosure statement................... 609.04
Naming of INVEeNLOrs..........ccccoviieiiiiiiiiiiee e 604
Non Publication of...........cccccceviiiiieiiiiiee, 901.03
Processing of.........cccoviveeiiiiiiieec e 2920
SECreCy Order.......cccooiiiiiiiiaiiiiiiiee e 120
Where to file......cooieiii 2905
Who may file......c.coooiiiiiiiii e, 2904
International patent classification........... 719.05, 906
International Patent Legal Administration.... 102, 103,
110, 602.01(c)(3) 1730
International searching authority................ 1840
International Trade COMMISSION..........cccuvveeeeriunns 724
International-type search............c.cccceoueee. 707, 1852
INtErNet.. ..o 502.03, 1730
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Sec. No.
AAAIESS. .. 1730
Database collections...........cccccveeiiiiiereee e, 1730
Electronic mail....... 502.03, 713, 713.01, 713.04
Kids Pages.......coceveiiiiiiiiie e 1730
“Patentin” computer software (See also: _Sequence
FUIBS) oo eeeeeeeeeeeeeee e eeeeeee e reeeen 2430
Payment of maintenance fees by......... 1730, 2510,
2522
Publication of Board Decisions.................... 1213.03
Publication of the Official Gazette ................... 1703
Searching......ccoccveviee i 904.02(c)
Usage Policy........ccovevveveueerenene. 502.03, 904.02(c)

World Intellectual Property Office (WIPO).... , 1801,
1851

Inter partes qUESHIONS.........cccovveveriieeiiieee e 713.06
INter partes reVieW..........ccccevvveeeriincennieeenieennn 901.04
Interpretation of law, NeW...........cccocieriernnis 1207.02
Intervening rights
In
EX PArte .ooeeeeiiiieiiiiieeeeee s 2293
Inter partes ..........ccceeeeee.

In reinstated patents
IN FEISSUL. ...eeiiiieieiieie e

Intervention by assignee.................... 106, 324, 325
INEEIVIEWS....coeiiieiiie et 713
Advance indication of issues to be discussed............
713.01
Allowed application............
Appointment in advance
Attorney not of record......
Authority to coNdUCL..........cccovvriiiieriieeiiieenne
Before filing.......ccooovveiiiieeiie s
Before filing amendment under 37 CFR 1.312...........
713.10
Before first action........ 706.07(b), 713.01, 713.02
DemONSIration...........coevvieiiieeeiiiee e 713.08
During working days only...........cccccceeviveeeennn. 713.01
Electronic mail....... 502.03, 713, 713.01, 713.04
Excluded or suspended attorney or agent......... 105,
713.05
EXNIDIt. . 713.08
Exposure of other cases during........... 101, 713.07
Field of search.........cccocoeeiiieiiniiiiieciees 713.02
Finally rejected application.......... 706.07(f), 713.09
How conducted...................... 713.01
Inter partes questions 713.06
Interview summary form.................... 713.04, 2281
Local attorney.........cccceveviveeeniinnennns 713.03, 713.05
Made of record..........cccooeevvuiennnnen. 713.01, 713.04
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Sec. No. Sec. No.
Merged reissue/ inter partes reexamination. 2686.03 Initials as a given name............ccccceeveneen. 602.08(b)
MOAEL....iiee e 713.08 INSANE... i 409.01(b)
Oral agreement not binding............cccccveennee. 713.04 International application............ccccccevvieeeiiieennns 1806
Patentability report cases.........ccccoeceveviineenns 713.01 Legally incapacitated.............ccccceeerueeennne. 409.01(b)
Prior to first Office action............ 706.07(b), 713.02 Micro entity StatusS...........cocverreeernneeeneeee e 509.04
Prohibited..........ccoooiiiiii e 713.05 Name change..........c.cccoeonee. 602.01(c), 602.08b(b)
Protestor participation.............c.cccoceeeveenenne. 1901.07 Correction......... 201.05, 602.01(c), 602.08b(b)
Question of patent validity..............occceeeeeennnne 1701 Order.......veeiiiiiiieeeeeie 602.01(c), 602.08b(b)
Record of substance required........ 713.01, 713.04 Petition........coeeviiiiee e 602.01(c)(3)
Reexamination Typographical, translation error... 602, 602.01(c),
Y- U T 2281 602.08(b)
Inter partes .... 2666.30, 2685, 2686.03, 2687 None available................. 409, 409.02, 409.03(b),
Refused............ 713,01, 713.02, 713.05. 713.10 602.06(b)
Requested in continuing application.......... 706.07(b) Proof............... 409.03(a). _409.03(b). 409.03(d)
Requested in Office action..............cocecvveveeene. 707 Proof of irreparable damage................. -409.03(q)
SoUNdiNG OUL.....coviiiiieicniccecse e 713.03 Proof of proprietary interest..... 409.03(f). 409.05
Special Situations...........cccveeeeeiiiiienee e 713.05 Order Of.......ovvveviiniiiins 602.01(c). 602.08b(b)
Substance made of record............. 713.04. 714.13 Pro se ........ s 707.07(j), 713.01
Supplemental examination, prohibited in.......... 2814 gg;”gsesbto SIgN-eveee 402.03. 409.03, 409.03(d).
Telephone..... 101, 408, 713.01, 713.05, 812.01 602.08(b) .
) Execution of oath..... 602.01(c), 602.08(b), 604
Time allowed...........cccooeeeeiiiiiiiiiieee e 713.01 .
Video conference....... 713.01. 713.04. 713.05 Reprgsentatlve OF e 400
Videotape ShoWing.........ccccvevveevvieeiieeneesiens 713.01 iz:iudlgenrz:nts """""""""""""""""""""" LO:OLZ%
Where held........occcoviiiieniiiieee 713.01 0T e -602.08(b)
Invention  (See  also: Patent) Reiection) Ez:z 1123;((2)) ............................................... ﬁ%}
Brief summary........cccocceevveiieeiie e 608.01(d) e _4(_)'
. e Self-prosecuted case................... 707.07(j), 713.01
Detailed description.........cccccoeevvieeeeniinnnnn. _608.01(g) Small entity status 500.02
Made in this country...........coccevereercreennne 2138.02 T PN
Mode of operation............cccceevvevivveneennnnn. 608.01(h) Unavailable...... . _40_9' 409'02'_ 409.03, .602.08(h)
Inventive entity, Different.... 2109, 2136.01, 2136.04. At least one joint inventor available....... 409.03(a)
2146.02 to 2146.03(a), 2152.07, 2154.01(d) Last known address..........c.coceceerneennnn. 409.03(e)
Inventive entity, Same(overlapping subject matter)....... Proof......cooiei e 409.03(d)
804, 804.03 822 Proof of irreparable damage................. 409.03(g)
Inventor (See also: Applicant) _Pro se applicant) ........ Proof of proprietary interest..... 409.03(f), 409.05
602.01 Inventor’s certificate
Common, at least one..... 211.01, 2109, 2136.01, Priority benefit........ccocoveiii 213.05
2139.03, 2146.03(a). 2154.01(b). 2154.01(d) REJECHON DASEA ON....vovveeeeeeeeeeeeeeee e 2135
Continuing application................ccccoocinee -201.06(c) Inventors Assistance Center..............cccocveeven... 1730
Correction (See also: _Correction of inventorship) IPS (Interference Practice Specialist).................. 2302
Deceased......... 409, 409.01(a), _409.01(b). 1806 Irreparable damage, Proof of....................... 409.03(q)
Execution  of  oath/declaration by legal Issue  (See also: Allowance _and __issue)
FEPIESENTALVE. ..ooovvvvvveiees £602.08(b) Issue batch number (no longer used)............. 1303.01
Government property rights statement........... 151 Issue Classification Form/Sheet/Slip (See also: _Form
Duty of disclosure by.................. 2001.01, 2002.01 letters and forms) ....... 903.07, 906, 907. 1302.09,
Foreign priority............ 210, 213to 217, 2152.01 1302.10, 1302.13
Full first or middle name required............. 602.01(b) ISSUE TEE...eiiiiiiieie e 1306
602.08(b) AFtEr PAYMENL.....cuiveveveeceerereseeeeeeseeeneeee e 1306.03
HEIMS..oviieieee e, 409.01(a), _409.01(b) Credit card payment............ccceeeeeveveveeeeenennnnes 1306
Improper naming.................... 2109, 2137, 2157 DepOosit aCCOUNt..........ceveeeeeeeeerereeeens 1303, 1306
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Issue fee — Laws, Patent

Sec. No.
Failure to pay......ccccccovvvieveeenninne. 711.03(c), 1306
Late payment 711.03(c)
Petition to accept late fee..........ccocveernnenn. 711.03(c)
Reissue application..........ccccceeviieiiieneniieenne 1415
Who may file........coooiiiiii e, 1306

Israel Patent Office (ILPO)..... 1840, 1840.05, 1860,
1865

ISSue Of patent..........ceeeiiiiiiiiiiei e 1309
Deferred........u e 1306.01
Request for simultaneous issuance............. 1306.02

Issue of patent to applicant..........ccccoecvveviieeiniennn. 308

Issue of patent to non-applicant assignee

Item of information in supplemental examination..........
2809

Jacket (See  also: File  wrapper/history)

Japan Patent Office (JPO)..... 1840, 1840.06, 1860,
1865

Japanese year SyStem.........cccoecvevviveeninnennn 901.05(a)
JePSON ClaiM.....ccoiiiiiiiiicieee e

Joinder, Improper 805
Joinder, generic or linking claim allowable.... 821.04(a)

Joinder, product claim allowable.................. 821.04(b)
Joinder of INVentors...........ccccceeeviiiieeeen e, 409.03(j)
Joint application, definition..............ccccoevveinnen. 201.02
Joint application, original oath........... 602.01, 602.09
Joint inventor

Oath....coeeciie e 602.01, 602.09

Power of attorney to.............. 402, 402.01, 402.02

Refuses to sign application............ 409.02, 409.03

409.03(a)

Rights of Nnonsigning..........ccccovvevvieveniineen. 409.03(i)
Joint inventors............. 201.02, 602.09, 609, 2109,
2109.01

Change in order of names.............cccceeeee. 602.01(c)

(0] 4 =Tox 110 ] o FHRU SRR 602.01(c)

Provisional application..............cccccovvveeeeinnnen. 602.09
JOINt OWNEIS....ciiieeiiiieeeeeee e, 301, 301.01
Joint research agreement..... 302, 302.07, 2141.01,
2146 2156

Common ownership....... 2136.01, 2136.02, 2137,
2146 to 2146.03(a), 2151, 2152.07, 2154.02(c),
2156 2158 2158.01
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Sec. No.

Double patenting rejection based on disqualified prior
art.... 804, 804.02, 804.03, 2146.03, 2154.02(c)
Invoking prior art exception under 35 U.S.C.
102(b)(2)(C)...... 717.02to 717.02(d), 2154.02(c).
2156

Prior art disqualification under pre-AlA 35 U.S.C.
103(c)..... 2136.01, 2141.01, 2146 to 2146.03(a)
Requirements to establish..... 717.02(a), 717.02(b),
2141.01, 2146, 2146.02, 2156
Statutory basis under pre-AlA 35 U.S.C. 103(c).........
2120

Joint venture........ccccceevveiveneeeeeis 717.02(a), 2146.02
Judicial NOtICE......ccovviiiiiiieiiec e 2144.03
Judicial review
Ex parte reexamination proceedings............... 1216
Patent applications..........cccocvvevvieieiiiee e 1216

Standards of review by the Federal Circuit... 1216.01
Jurisdiction

Allowed application............. 714.16, 1305

Appealed application..........cccccceeeeneeen. 1203, 1210

Application before court.........ccccccooviiiieeninnnnn. 1216

INterference........coccevvveeeviee e 2307.02, 2308
K

Kind Codes.........coooi i 901.04(a)

Kinds of patent documents..........cccccoeeviivieeeennnns 1851

Korean Intellectual Property Office (KIPO)......... 1840,

1840.02 1860 1865
L

LaCheS ..o 2190

Lack of unity of invention..... 823, 1844.01, 1845.01,
1850

Lack of utility...........coceuvneeeen. 608.01(p), 2104, 2107
Language, Offensive...................... 608, 1504.01(e)
Language of Papers........cccocveerieeeerireeesiineenne 608.01
Late payment of issue fee.........ccceeveveeeiinns 711.03(c)
Law, new interpretation of...........ccocceeeeiiiiiinnnenn. 1207

Laws, Patent (See also:

Rev. 10.2019, June 2020



MANUAL OF PATENT EXAMINING PROCEDURE

Legal representative refuses to sign — Mailing, Certificate of

Sec. No. Sec. No.

Legal representative refuses to sign............ 409.03(c) Machine Translation.............ccccc....... 901.05(d), 2120
Letter (See also: Action) Form letters and forms) Letter, Mail (See also: Mail Stop)
Examiner’s) AQATESS ... 501
Abandoned after allowance...........ccccceveeeeen... 711.05 Depositing correspondence 502
Congressional iNQUIry...........cccooooveviennes -203.08(a) DISHTIDULON. ... 501, 508
Drawing transfer 608.02(i) EXPIESS....eeeeeeeeeeeeeeenenan 502, 513, 711.03(c)
Official iINqUIry.......coevovinii 203.08(a) IAENtfICALION. .+ eeeeeeeeeeans 502, 503
SEALUS. ..oeeieeiiiiee e 203.08 Receipt and handling..............c..cccocovevevevererenenn. 500
Letter, Examiners (See also: _Examiners Letter) Undelivered............ccoorvnreneennn. 707.13, 1303.02
Letters, receipt and handling...........ccc.cooevvrienin 500 ZIP COUB...viieiie s 502
Letters of administration.................c.cooeuen 409.01(b) Mail date as filing date...............ccoveeeveeevererenenene. 513
Letters testamentary..............ccoocvniiniinns -409.01(b) ML SEOP. ..o 501
Library, Scientific (See also: _Scientific and Technical Mail Stop 8 (Solicitor)............ 501, 1216, 1216.01
Information Center (STIC)) Ml SOP 10......eceeeeeeeeeeee oo 1232
Library Services........ccooevvviiiiniiieiiieceniieee 901.06(a) Mail Stop 16 (REFUNAS).........vveererereeesrreeenn, 509.03
License agreements under patent........................ 301 Ml STOP AFvvveeooeeeeeeeeeeeeeeeeeeeeseeesee e 714.13
Recording Of ... 310, 313 Mail Stop Assignment Recordation..... 501, 302.08
License rights clause.........cccccveeviiieiie i 310 Mail Stop CONVEISION...........rreeoeeeeenn. 601.01(c)
License to file foreign application................ 115, 140 Mail Stop Document Services................ 103, 501,
License to file international application...... 140, 1832 601.01(c), 2222. 2232, 2622. 2632, 2803.02
Licensee, acCess........ccovvririiieieiienreenie e 106.01 Mail StOP EBC....e.oeeeeeeeeseeeeeeeeeeeeeeeeeen e 403
Licensing and Review section.......... 115, 120, 140, Mail Stop Ex Parte Reexam...... 501, 2222, 2224,
150, 502, 502.01, 2104.01 2226 2231 2246
Linking claim........ 806.04, 806.05(c). _809. 809.03, Mail Stop Expedited Design....................... 1504.30
821.04(a) Mail Stop Express Abandonment.. 1002.02(r), 1125
Transitional application.............cc.ccceeviverene 803.03(a) Mail Stop Hatch-Waxman PTE..... 501. 1002.02(b).
List of countries giving right of priority.............. 213.01 2753 2754
List Of deCISIONS........eeiiiiiiiiiee e Al Mail Stop Inter partes Reexam... 501, 2622, 2624
List of prior art in reexamination.............. 2257, 2657 Mail Stop Issue Fee............... 502, 1306, 1306.02
Literature citation in specification................. 608.01(p) Mail StOP L&R ..o 120
Litigation information, Duty to disclose....... 2001.06(c) Mail Stop Maintenance Fee.................... 501, 2510
Litigation not stayed in reissue...... 1442.02, 1442.04 Mail StOP MPEP......cotiiiiieiiniieineeeisiesiesisieeeeees
Litigation, reexamination copending Maiil StOP OED.......cooveveeeeeeeeeeeeeeeenn 402, 407
EX PArte ...ooooiieie e 2286 Mail Stop Patent EXt..........ccceeeeeeerrereeennens 2720
Inter partes ............ 2640, 2681, 2686, 2686.04 Mail Stop PCT..... 501, 1808, 1821, 1864, 1865
Litigation related reissue.. 1404, 1442.01to 1442.05 Mail Stop Petition...... 1002.02(b). 1308, 1901.03,
Litigation, stays............. 1442.03, 1442.05, 2686.04 2580, 2590
Living matter (See also: Biotechnology) Mail Stop PGPUB........ccoviiiiiiiiiececiee e 1126
Local representative of attorneys............c.cccccuueee.. 408 Mail Stop Post Issue 2501
Locarno international classification designation..... 907 Mail Stop REISSUE.........ueevieiiiiiieie e 1410

M

Machine, process or product..... 806.05(e), 806.05(f),
806.05(g)
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Mail Stop Sequence (Box SEQUENCE)..... 2422.09
2429

Mail Stop supplemental examination............... 2806,
2812.03

Mailing action..........ccuveeeeiiiiiiieee e

In ex parte reexamination............cc.coeeeeiveennne.
In inter parte reexamination

Mailing, Certificate of (See also: _Certificate of mailing
or transmission (37 CFR 1.8))




INDEX

Maintenance Fee Branch — Micro entity status

Sec. No.
Maintenance Fee Branch............ 2501, 2515, 2520,
2540
Contact information........cccoeeeeeevivieiiiiiiieeeeeeees 1730

Maintenance fees (See also: Fee) Refunds) .... 1730,
2500

Attorney or agent
Handling of requests to withdraw................. 2560
Revocation of power of attorney....... 2501, 2560

Change of correspondence address..... 2501, 2542

Sec. No.

Manual, authority Of.........cccccciiiiiiii e,
Manual of Classification for USPC................ . 902.01
Manuscript deCiSiON...........eveeeeeriiiieeeee e

Margin, application papers...
Mark of applicant.........cccccooeeencieeniiieiiieene

Marking, SECUIILY........cooeiiiiiiiiie e 121
Markush claim................. 803.02, 2117, 2173.05(h)
Antedating reference for.........c.cccooeeevineenne 715.03
Supporting disclosure................. 2163.05, 2164.03
Master classification file (MCF).................... 902.03(a)

Material mistake by Office in published PG-Pub.. 1130
Materiality of information regarding patentability (See

also: Duty of disclosure)
Mathematical algorithms.................... 2014, 2106.04
2106.04(a)(2), 2106.05(f), 2181
Matter not in original disclosure................... 608.04(a)
MEANS. ...ttt 2181

Broadest reasonable interpretation.................. 2181

Equivalent compared to Doctrine of Equivalents........
2186

Credit card used for payment of............ 2510, 2522
Due dates for payment..........cccooooeeeieniiiiinneenn. 2506
Duplicate Payment..........ccccoevviieeeeiiiiiiiee e 2532
Facsimile submission..............ccccceeeenns 2510, 2515
Fee address.......ccvviiiiiee i 2540, 2542
Fee amounts...........cccoeveiiiiiiiiiiiiiiiines 2501, 2520
FOIMS...oiiiiiiiii 2595
Information available from Maintenance Fee Branch...
2501 2570
Information required with payment....... 2515, 2530
INSUFfICIENT. ..o 2531
Internet sUbMISSION.........cceeeevieiininenen. 2510, 2522
Intervening rights in reinstated patents 2591
LAt ciiiiieiieie e 2531
Mailing address for maintenance fee documents.......
501 2501 2510
Mailing address for payments..... 501, 2501, 2510
Maintenance Fee Branch......... 2501, 2515, 2520,
2540

Method of payment...........coocceiiiiiiiiee 2522
Micro entity status requirement..............ccoc..... 2550
Notices — Expiration, Receipt, Reminder.......... 2575
Obligation to pay while reissue is pending... 1415.01
2504 2506, 2515
OVErpaymMeNt.......ccooviiiiiiiiiiiiiieeeee e 2550
Patents subject to payment of..............cccveeee. 2504
Payment informalities............ccoocoeeiiiiiiennnn. 2530
Petition to accept......... 2515, 2530, 2531, 2550,
2590

Reexamination............cccocveriiiiieenen e 2506

Refusal to accept and record payments, Review of.....
2580

Reinstatement, delayed payment..................... 2590
Reissue patents....... 1415.01, 1443, 2504, 2506

Saturday, Sunday or Federal holiday, due on... 2504
2506

Small entity status requirements...................... 2550
Special ACCEPLANCE........ccvvvvvvieeeeiiiieeee e 2530
Status reqUeStS.........uvveeeeeeeeeiiieieeeeeeeenn, 1730, 2570
Mandatory Classification............ccccoeevveveeeninnne 903.07
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ODVIOUSNESS.....c ittt 2183
Prima facie case of equivalence.......... 2183, 2184

Related issues under 35 U.S.C. 112(a) and (b) or
pre-AlA 35 U.S.C. 112, first or second paragraphs.....

2181, 2185
Scope of the identification of prior art............... 2182
Single means claim........... 2164.08(a), 2173.05(q),
2181

Means plus function limitations..... 2106.03, 2111.01,
2114 2181 to 2186, 2187

Memorandum, Citation............ccveevivivieeireieieeens 707.06
Merger of ex parte reexamination and reissue.... 2285

Merger of inter partes reexamination and reissue........
2686.03

Merger of supplemental examination.................. 2821
Method of making and apparatus or product.................

806.05(e), 806.05(f)
Metric (S.l.) system usage...........ccovveeeevivvnnnnn. 608.01
Micro entity status
Application filing limit............ccooeeiiiniennne. 509.04(a)
Continued obligation to determine micro entity
qualification..........coccveeiiiiiiiee e, 509.04(d)
Correcting errors in micro entity status....... 509.04(f)
Gross income basis........cccceveeviiiiineeeniins 509.04(a)
Institution of higher education basis.......... 509.04(b)
.................................................................. 509.04(c)

Previously filed patent application exclusion...............

509.04(a)
Notification of loss of entitlement to micro entity

SEALUS. ..o 509.04(e)
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Micro entity status — New matter

Sec. No.
....................................................................... 509.04
509.04(a). 509.04(b)

Microorganisms  (See  also: Biotechnology)

Microorganisms, deposit of............. 1823.01, 2402 to

2411.05

Microorganisms, patentability of............. 2014, 2105

2106.03 2164.01(b), 2164.06(a)

Militarily Critical Technology List (MCTL)............... 120

Military officer notary.........ccccooeeeiiiinieneinenn, 602.04

MINOK, INVENTOT ... .ciiieie e 409

Misjoinder, Effect on patent..........cccccevevivieeeeninns 805

Misjoinder of inventors..... 602.01(c), 1402, 1412.04

Mistake (See also: _Correction of patent) _Errors)

Mistake by Office in Pre-Grant Publication.......... 1130

Mode, Best (See also: Best  Mode)

Mode of operation...........cccceeviiieieeiiiiiinenn. 608.01(h)

MOGEL...ceiiiiiii e 608.03

Model, retUrN.......ceeerieeiiiiiieieeee e 608.03(a)

Model at iNtervieW...........cccoovcueeieeeiiiiieee e 713.08

Motions in interferences (See also: _ Interference:

Motions)

Multiple dependent claims
Fee calculation............ccceevvevvnereennn. 607, 608.01(n)
Handling.......ooooveiiieeec e 608.01(n)
Restriction practice...........ccccoevvvveeeeeiinnen.. 608.01(n)

Multiple papers on same issue in protest.... 1901.07(a)

Multiplicity of claims..........c..c....... 707.07(9). 714.16,

2173.05(h) 2173.05(n)

Multiplicity of species...........c........ 806.01, 808.01(a)

Munitions Lists of the International Traffic Arms

Regulation (ITAR)......ccuueiieiiiiiee e 120

N

NAFTA oo 715.07(c)

Name (See also: Applicant) Inventor)
Change......c.ccoovvevveiecreennenne. 602.01(c), _602.08(b)

Correction........ocveeesneeenne 602.01(c), 602.08(b)
Order......coovvveieiiciieee, 602.01(c), 602.08(b)
Petition..........cccceeieenens 605.04(c), 602.01(c)(3)

Translation, typographical error... 602.01(c), 602
602.08(b)
Change, file sent to Office of Patent Application

Processing (OPAP)).......cccccoevvvvveeeiiciiieennn. 602.08(b)
Full first or middle required........................ 602.08(b)
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Sec. No.
Order....coueieeee e 602.08(b), 602.01(c)
Signature (See also: Signature)
Uniformity with signature..............cccccveene 602.08(b)
Names used in trade...........ccevcevriieinirineene 608.01(v)
National Aeronautics and Space Administration
(NASA) ..ot 115, 150, 151
National application...........cccoeeiiiieiniiieniieeenieen 201
National security, application affecting........ 115, 120,
121, 130 140
National stage application (35 U.S.C. 371)...... 201.01
1893 to 1896
Compared with national application.................. 1896
Continuation or continuation-in-part................ 1895,
1895.01 1896
Drawings......... 1893.03(f)
Filing date 1893.03(b)
Information disclosure statement.................. 609.03,
1893.03(q)
Order of examination..................c...... 708, 1893.03
Petitions related t0.........cccccovvveirieeninenn, 1002.02(p)
PriONtY..ocee e, 1893.03(c)
Unity of invention............ccccoooeiiiiiinne. 1893.03(d)
Naturally occurring article.............. 2104, 2106.04(b)

Negative limitation
Negotiation authority....
New application (definition).............cccceevivieenne 203.01
Assignment to examiner for examination... 903.08(b)
Assignment to examiner in TC for examination..........

903.08 903.08(a), 903.08(e)
Examiner review for completeness..................... 702
INSPECLION.....ccviiiiee e, 903.08(a)
TranSfer... .. 903.08(a)
Transfer refused........ccccovvieiiiiiiiineen, 903.08(d)
New examiner, action by..........c.cccoccvveveeeiinnnn.. 707.01
New ground of rejection by the Patent Trial and Appeal
BOArd......cooouiiiiiii e 1214.01
In inter partes reexamination............... 2681, 2682

New ground of rejection in inter partes reexamination..
2671.01

New ground of rejection on appeal................. 1207.03
NEeW Matter........ccceevveeeiceveervnnnnn 608.04(a), 2163.06
Amendment of disclosure................. 608.04, 1481,
2163.03 2163.04, 2163.07
Claim.....cccooveeeeiiienne 608.04, 608.04(a), 2163.03
Appealable...........cccccoiiiiiii 608.04(c)
Claim terminology.........ccovveeeeeiiiieeeeeiinns 608.01(0)

Continued prosecution application (CPA)... 201.06(d)
Continuing application.. 201.07, 1481.03, 2163.03




INDEX

New matter — Notice of references cited form (PTO-892)

Sec. No.
Design application..................... 1503.01, 1503.02,
1504.01(a) 1504.04
DiSCIOSUre....c.coeiiiiiiieeeeeiieeeeeee 608.04, 2163.06
Divisional application...........ccccccceeviieeinieeennns 201.06
Drawing.......ccceeveeveeveeververeeneenenes 608.04, 608.04(a)
Inherent characteristics........ 608.04(a), 2163.07(a)
Objection........cccceevevveieiranene. 608.04(a), 2163.07
Petitionable..........ccccceoeverennne. 608.04(c), 2163.06
Preliminary amendment......... 608.04(b), 714.01(e)
Priority...ccoee e 2163.03, _2163.05

Reexamination, inter partes ...... 2671.01, 2671.02
Reissue application.. 1402, 1411.02, 1453, 1457

Rejection...........c....... 608.04, 608.04(a), 2163.06
Specification, petitionable................cccc... 608.04(c)
Substitute specification.............ccccceeeeeeee. 608.01(q)
Trademark definition..........cccccooveeinieennen. 608.01(v)

When entered........cccevevveeeeeeieinnnnn. 714.19, 714.20

NIRC (See also: _Notice of Intent to Issue Ex Parte
Reexamination Certificate (NIRC) PTOL-469) Notice of
Intent to Issue Inter Partes Reexamination Certificate
(NIRC) PTOL-2068)
Nonanalogous art...... 904.01(c), 1302.14, 2131.05,
2141.01(a)

Sec. No.

Nonsigning inventor’s rights............cccecveennee. 409.03(i)
Nonstatutory subject matter............ 2104 to 2107.01
Not fully responsive amendment..... 714.02, 2266.01,
2666.30 2671
Notary JuriSAiCtON..........ccvvieiiriiiece e, 602
Notary jurisdiction, military officer.................. . 602
Notary jurisdiction, venue agreement.................... 602
NOtary S€al.......ceeeiviiuiiiiieeiiiiiie e 602
Notation on file wrapper/history
Foreign application...........ccccoeeeeiiiiiieneeeiieen. 202
Parent application............c.cccccuvvee... 202, 211, 202
NoOtICe, CItatiON.....uveeeeiiiiiieieee e, 707.06
Notice of allowability...........ccccooiciiiiieiiiiineen. 1302.03

Notice of allowance (See also: _Allowance and issue)
Form letters and forms: Notice of Allowance and Issue

Fee DUE PTOL-85) ....ccccoveeeiireeeciieeecveeeesiie e 1303
Assigned application...........ccccooeveeeriirenne 307, 308
Deceased INVENLOr...........coocvieeieeiiiiiieeeeene 1303.03
Reissue application. 1441.01, 1444, 1456, 1457,
1481.01 1481.03
Secrecy order application............ccccceveee. 115, 130
Undelivered.........ccocoeiiiiiiieiiieee e 1303.02

Notice of appeal........ccccceeviiiiiiiiiiiiiie e, 1204
EX parte reexamination.............ccccceeeeeiiivennennn. 2273
Inter partes reexamination....... 2662, 2667, 2674

Notice of cross appeal............ 2662, 2674, 2674.01

Notice of Ex Parte Reexamination Certificate Issuance

in the Official Gazette .........ccccooveevviieiiiiee e, 2291

Notice of Ex Parte Request for Reexamination in the

Official Gazette .........cceeiiiiiiiieieie e 2229

Notice of foreign filing after nonpublication request.......
1124

Notice of informal patent application form..... 707.07(a)
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469.. 2234, 2250, 2250.01,
2256, 2262, 2266, 2273, 2274, 2283, 2285,
2287, 2287.01, 2288, 2289, 2296

Design applications.................... 1504.02, 1504.03
Nonelected invention
Claims to
Added......cooiiiiiiii e 821.03
Canceled.......cccccveeiiiiiiiieee, 821.01, 821.02
Eligible for rejoinder..........ccccoooveeiiiieininecnne. 821
Withdrawn
Nonelected species
Claims to
Canceled..........cccceeviiiiieniicnnins 821.01, 821.02
Eligible for rejoinder...........ccccooiieiiiiniiiinneenn. 821
Withdrawn.........ccoceviienenniennn 821.01, 821.02
Non-English oath or declaration....................... 602.06
Nonnaturally occurring manufacture or composition of
MALTET ... 2105
Nonpatent literature..........ccccovvveeriiienieeenineenn 901.06
Nonprofit organization, claiming status as........ 509.03
Nonprofit organizations............ccccooieiveeieeininne. 509.02
Nonprovisional application (See also: Application) ......
506, 601
Nonpublication request, Application.................... 1122
Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35
Cited....ei e 1121, 1122
Reproduced..........coocvvvevieiiiiiiee e 1135
Nonreceipt of Office letter...........ccccccoevineeen. 711.03(c)

Index-63

Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068........... 2656, 2660.02
2666, 2666.10, 2666.20, 2671, 2671.01, 2673.01,
2673.02, 2674, 2675, 2682, 2686.01, 2687,

2687.01 2694 2696
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette ............. 2688, 2691
Notice of New or Revised Pre-Grant Publication.. 1127
Notice of Non-Compliant amendment.................. 714,
714.01(e), 714.03
Notice of Pre-Grant Publication........................... 1127

Notice of references cited form (PTO-892)...... 609.02,
609.03, 609.04(a), 609.05(a), 609.05(c), 609.06,
707.05, 707.05(a)to _707.05(e), _707.05(g), 2687
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Notices — Obviousness

Sec. No.
Notices (See also: Publication) ................... _, _707.06
Notices, maintenance fees...................... 2501, 2575
Nuclear material application............c.ccoccuueee.. 2104.01

Nucleotide sequences (See also: _ Biotechnology)
Sequence rules) ..... 803.04, 1823.02, 1848, 1850,

1877 2400
Publication on web for PG-Pubs..............c........ 1121
Restriction practice................ 803.04, 1850, 2434

Nullification of double patenting rejection......... 804.01

Number, Application..........ccccoeevveriieernnennn. 503, 506

Number, Drawing reference character......... 608.01(q)

Number, Serial...........ccceveeeeeiiiiiiiiiieee. 503, 506

Numbering paragraphs of letter.................... 707.07(k)

(0]
Oath (See also: Declaration)

Antedating reference (See also: _Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection(37 CFR 1.131))
NON-ENgGlish........cooiviiiiiiie e 602.06
Original (See also: Oath, Original, Rule 1.63) ..........
602.01(a). 602.01(b), 602.01(c)
Plant application (Rule 1.162)..........c.cccccuvenee. 1604
Reissue (Rule 1.175).......ccccc..... 1410.01, 1412.04,
1412.05, 1414to 1414.03, 1444, 1451, 1455
Supplemental............ 1412.03, 1414, 1414.02,
1414.03 1444
Substitute...........
Supplemental
Supplemental and allowance......................... 603.01
Traversing rejection (Rule 1.132)..........ccceevvenne 716

Oath, Antedating reference (See also: Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection (37 CFR 1.131)) ...cccoeveviviiriiiirieece 715
Oath, International application................... 1893.01(e)
Oath, Original, Rule 1.63......... 602.01(a), 602.01(b),
602.01(c)
AdMINISTEriNg......c.vvveeieiiieiee e 602
Amendment......veeeeeeeei s 602.01(c)
Attorney administers.........cccveeeeeiiiieereesiiiieneeenns 602
Consular certificate.........ccccceeevvcieiee i, 602.04
Continuing application................ 602.01(c), 602.05
Copies, filing Of.....ooociiii e, 602
Date of eXeCution..........ccceeevvcvieiee e 602.05
Declaration in lieu of, Rule 1.68........... 602, 602.01
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Sec. No.
Defective........... 602, 602.01(b), 602.02, 602.03
Delayed filing........ccoviiiieiiiiiee e 506
Divisional application............. 602.05(a), _602.05(b)
Executed before alteration of specification..... 602.02
EXECULION. ... 602
FacSimMIile.....cooiiiiiiiieee e 602
Foreign eXecution..........cccceevveeeniieeenieeenineen. 602.04
Foreign-filed applications listed.......... 214, 214.03
602.01(b)
Invalid, By attorney in case.........cccccoovveernvieennnen. 602
Jurisdiction of notary............cccceeeveeennee 602, 602.03
New required........ccccceeeviiieeneennnnns 602.01, 602.02
Notary................ 602, 602.03, 602.04, 602.08(b)
Notary certificate..........cccoevvevrceeennenn. 602, 602.03
Notary JurisdiCtion.............ccoieeeiiiiiiieee e 602
Refers to preliminary amendment............. 602.01(c)
Seal ..o 602
Seal, Foreign application 602.04
Seal, Not required...........occovvveeeiiiiiieeee e 602
Signed before alteration of specification.... 602.08(b)
SUDSHLULE. ..o 602.02, 604
VENUE. ...t e 602
Oath, Supplemental, Rule 1.67...........c..ccoevveeennn. 603
After allowance..........cccccooviieneenn. 603.01, 714.16
Change of inventorship.................... 602, 602.01(c)
Oaths, Conflicting...........ccccvevenne.n 201.03, 602.01(c)
Object of iInvention...........ccccooveiiieeeeiiiiienenn. 608.01(d)
Objection contrasted with rejection................... 706.01
Objection, Dependent claims....................... 608.01(n)
Obijection to formal matters, When made..... 707.07(a),
707.07(j). 710.02(b) 714.14
Obvious error, correction.................... 1302.04, 1305
Obviously informal application...............c......... 702.01
Obviousness................. 2120, 2141to 2146, 2158
Age of reference.........cccocoeveiiiiiiini e 2145

Analogous prior art..... 1504.03, 2141.01(a), 2145
Chemical compounds.. 2144, 2144.02 to 2144.04,

2144.08 2144.09
Design applications...........cccoeeveviirenineennne 1504.03
Examplary rationales and examples................. 2143
Form paragraphs used for rejection.. 2148, 2158.01
Number of references.........cccccocveiiieeiiieennen. 2145
Ordinary skill, level of....................... 2141, 2141.03
Parameter..........ccooiviiiiiie 2144.05
Prima facie case... 2142to 2143.03, 2144, 2158
Predictability.........c.ccooovvieeeiiiiiiieee e,
Rebuttal against
Process claims, nonobvious product........... 2116.01



INDEX

Obviousness — Office of the Deputy Commissioner for Patent Examination Policy
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Nonprofit sale.........ccoocvveiiiiiiieie, 2133.03(b)
Sale of rghtS.......cccveviieiiiiice, 2133.03(b)
Single sale......cccoooeeiiieeii 2133.03(b)
Delivery of offered goods.............cccec... 2133.03(b)
Device embodying process...........ccccevcvveenne 2111.02
Evidence of (prior art publications).......... 2133.03(b)

Experimental use (See also: Experimental use) .......
2133.03, 2133.03(e) to 2133.03(e)(7)., 2152.02(d)

Claim published............ccccooiiiiiiiiiniien, 1302.09
Reissue application...........ccccoveeveiiieeenineeenne 1455
From ex parte reexamination certificate...... 2287
From inter partes reexamination certificate.. 2691

Copies and Subscriptions.........cccccccvevveeeineen. 1703

Defensive publications.............ccccceeeiinnee. 711.06(a)

Designating classification.............cccccccuvvee... 1302.09

Drawing figure.......cccooovveeiiiiennice e 1302.09

OGP 1703

Issuing as U.S. patent..........ccceevvveenincennnnen. 901.05
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ésailc:: flow timeline 71:2(2) USPTO/499......ccoieiiiiiieiieeie 1875, 1875.01
Classificati ¢ It """""""""""""""" 903708 b Gazette.... 1801, 1821, 1823.01, 1857, 1879.02
ass! ?ca !on © app.lca Mo -203.08(b) Help DESK......ooveiiiieiiiieiee e 1730
Classification of subject matter........ 1844.01, 1879 .
. Information SOUICES..........ccveeeeeeieiiiieiiiiennn. 1730
Common representative...........ccceeeeevrivneeeeennns 1807 International Bureau 1801
CONCEPLS, MAJOI ...t 1801 International Patent Legal Administration.......... 103
Country codes 1851 602.01(c)(3) 1730
Defiﬁitions """""""""""""" 1802 International preliminary examination............... 1860
Design patents. 1501.01, 1503.01 International preliminary examination report..... 1879
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PCT/IPEA/AQS.......ccceeiiiiiees 1875, 1875.01 . . .
Representation before the designated office...... 402
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SeCrecy Order.......ccovvvuveeeeeeniiieeeeeeees 120, 1832
Sequence listings............... 1823.02, 1848, 2422,
2422.03(a)

Transmitted via EFS-Web..... 502.05, 2422.03(a)
SigNAtUre MiSSING.......cocveveriiveeiiieee e eseeee e 1820
Unity of invention.... 823, 1850, 1875, 1893.03(d)
Written opinion, preparation................. 1845, 1878
Written opinion, time to reply to....... 1845.01, 1878

Patent Cooperation Treaty Administrative Instructions...
Appendix Al

105 ReproducCed........ccceevvvvieeeeiiiiiieeeeeiiieneeenn 1834
204 Reproduced...........cceevuieeriiieaiiee e 1823
205 Reproduced........ccccooviviieeieeniienn. 1824, 1853
208 Reproduced...........cccvevrieeeiiiieeiniieenne 1823.02
209 Reproduced...........coeeeviieeiiieeiiiie e 1823
404 Reproduced..........c.eeeeeiiiuiiieeeieiiiieeeee e 1857
502 Reproduced.........cccceevviviieeeeiiiiieeee e 1850
513 Reproduced...........cceeeviuieeiiiiiiiiie e 1848
603 Reproduced...........ccoeeveiviiiieeeiiiiieeeenne 1875.02
604 ReproducCed..........ccceevviiiiieeeeiniiieree e 1879
605 Reproduced...........cceeeviveiriiieiiiie e 1872
606 Reproduced..........ccceoruiiiereeiiiieeee e /1880
607 ReproducCed.........cccceevvuivieeeeiiiiiiiee e 1876
Patent Cooperation Treaty Articles............ccceveeennns T
3 Reproduced..........cceeeeeiiiiiiiieieeeee e 1812
5 Reproduced..........coueveeiiiiiiiiieeeiiieee e 1823
6 Reproduced..........cooeveeiiiiiiieece e 1824
7 Reproduced..........ccueveeiiiiiiiieieeieee e 1825
11 Reproduced...........cccerrruennne. 1810, 1893.03(b)
17 Reproduced........ccceeovvuiiiieieiiiiee e 1843
18 Reproduced..........ccooviuiiiiiiiiiiiee e 1844
19 Reproduced........cccceeviiiiiieeeiiiien e 1853
21 Reproduced.........cccceeeeviiirieee et 1857
29 Reproduced...........ccceeeviiiiieeeeeiiieee e 1857
30 Reproduced.........ccveeeeeiiiiiiiiiee e 110
31 Reproduced.... 1864.02, 1864.03, 1865, 1869
32 Reproduced............ccceeeiiiiiiiniiiiiieee e 1862
33 Reproduced............. 1878.01(a), 1878.01(a)(1),
1878.01(a)(3)
34 Reproduced....... 1862, 1864.01, 1874, 1875,
1878 1878.02
35 Reproduced............cccoeeiiiiiieieiiiiieee e 1879
36 Reproduced...........cccceeviveenee 1879.02, 1879.03
37 Reproduced..........cccvvvieeeiiiiiiiie e /1880
38 Reproduced...........ccceeeeiiiiiiiiiiniiieeeee 1879.04
Patent Cooperation Treaty Rules
4.3 Reproduced.........cccveveeeiiiiiiieesiiiieeeeene 1844.01
4.9 Reproduced..........ccueeeeeiniiiiieee e 1821

Index-70

Sec. No.
4.11 Reproduced..........cccceeeeiiiiieieeiiniiieenn, 1828.02
4.12 ReproduCed..........ccveeeeeiiiiiiieeeiiiiiieaa e 1819
4.15 Reproduced.........cccvveveeiiiiiiiiee i 1820
5.1 ReproducCed..........ccceveviieeriiieiiiee e 1823
5.2 Reproduced..........ccccceeeiiiiiieieeiiiieeenn 1823.02
6 Reproduced.........ooovvveviieiiiiiiie e 1824
7 Reproduced.........cocveviieeeiiieeiiie e 1825
8 Reproduced.........oocueveeiiiiiiiiiieeee e 1826
8.1 Reproduced...........ccceeviuveenninenn. 1826, 1844.01
8.2 Reproduced..........ccccceevieeennnnn. 1826, 1844.01
11.5 Reproduced........cccoviiiiiiiaeiiiiiiee e 1825
11.6 ReproducCed........cccoevvuvveveeeiiiiiiiee e 1825
11.11 ReproducCed........ccceevueeeiiiieeeiiiee e 1825
11.13 Reproduced......c.ccooovveeeeeiiiiiiieae e 1825
12 bis Reproduced..........cccvvvveeiiiiieieeeiiiinen. 1819
13 ReproducCed.........ccccuvverieeeiiiieeiiiee e 1850
13bis Reproduced..........cccceviviiieeeiiiiinnenn. 1823.01
13terReproduced..........cccveevivieiiieeiniieenns 1823.02
17 ReproducCed..........coceeeiiiieeiniiieniiee e 213.06
33 Reproduced..........ccoeveeeiiiiiiieeeiiieeenn 1843.01
37 Reproduced.........coevvvviiiiieeniiieeeiee e 1844.01
38 Reproduced........cceevveveiiieeeniiee e 1844.01
39 Reproduced..........cceveeeiiiiiiiineeiieeennn 1843.02
40 ReproducCed.......ccccevvuvvieeeeiiiiiie e siiiiieee e 1850
41 ReproducCed.........ccovvuvvieeeeiiiiiin e 1852
43 bis Reproduced..........cccveeveerinnnenn. 1843, 1845
46 Reproduced.......cccoovuvvieeeeiiiiiiiee e 1853
54 Reproduced..........ccovveeeiiiiiieiee e, 1864.02
60 Reproduced..........cc.eeeeeeiiiiieiieiiiiiiee e 1868
61.2 ReproducCed..........cceeeviivieieesiiiieee e 1881
61.3 Reproduced..........ccceeevvivieieeeiciiieee e 1881
62 Reproduced..........ccceeeeeeiiiiieiieiiiiiee e 1871
62 bis Reproduced...........occvveveeiiiiiiieeesiien 1871
64 Reproduced.........cccoovvvveieeeiiiiiiieee e, 1878.01(a)
65 Reproduced........cccoovuvievieiiiiiiinenn. 1878.01(a)(2)
66.1 Reproduced.........c.cccvevrveeeiiiiiiiniieee 1843.02
66.1 bis Reproduced...........cccceeeevviiiiieeesiinne. 1878
66.1 ter Reproduced...........ccccoeviuiieieeiiiiiinnenn. 1878
66.3 Reproduced...........cccvevvveveiiiiiiiniieee 1878.02
66.4 ReproducCed..........ccceeevvivieieeeiiiiiiee e 1878
66.4 bis Reproduced...........ccccveveeiiiiennenn. 1878.02
66.5 Reproduced...........cccevvveeeiiiiiiiniieee 1878.02
66.6 Reproduced.........ccccceeevviviiiieeeiiiiienennn, 1878.02
66.7 Reproduced...........ccceeviiiieiieiiiiiiiee e 1870
66.8 Reproduced...........cccocuveennee 1864.01, 1878.02
69 Reproduced..........ccovvveeeiiiiiiiee e, 1879.01
70.17 Reproduced..........cccoeevuiieeeeeiiiiieeenn, 1879.03
71 ReproducCed........ccoeevveveinieeeiiiee e 1879.02
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Patent Cooperation Treaty Rules — Patentable subject matter

Sec. No.
72 Reproduced..........ccceeeeeiiiiieieienniiieeeeee 1879.03
82 Reproduced................. ... 1834.02
90.4 ReproduCed..........ceeeiuveerieeeiiieeeniee e
90.5 Reproduced..........cceevuieerieeeeiiie e 1807
90.6 Reproduced.........ccccoevuuiieeeiiiiiieee e /1808

90 bis.1 Reproduced
90 bis.2 Reproduced
90 bis.3 Reproduced
90 bis.4 Reproduced
90 bis.5 Reproduced
90 bis.6 Reproduced
90 bis.7 Reproduced 1859
91 ReproduCed.........covueeeiiieeiiiies e 1836
92 Reproduced...........ccceeeeiiiiieeeeeiiieee e 1834
Patent application publication (See also: _Pre-Grant

Publication (PG-Pub))
Patent Prosecution Highway (PPH) program.................
708.02(c)

Patent search facility.........ccocoeeiiiniii e, 103
HOUIS...covieeeeeeee e, 510, 1730
Regulations for public use...........cccoceviniieinnenn. 510

Patent Law Treaty.........ueeeeeeeeiiiiieeeenieieiieeeiiiees 702

Patent Law Treaties Implementation Act of 2012

(PLTIA) ottt 702

Patent term extension/adjustments (See also:
Term,Patent) ... 1303, 2211, 2250, 2666.01, 2700

Patent Trial and Appeal Board (PTAB) (See also:
Appeal) Interference) .... 707.06, 707.07(f), 708.01,
711.02(b), 1201, 1202, 2190, 2201, 2242, 2246,
2258, 2261, 2265, 2273to 2279, 2282, 2284,

2285, 2286, 2286.01, 2287, 2301
Appeal from.......ccccceivieeiiniee, 1216 to 1216.02
In ex parte reexamination.................ccueee... 2279
In inter partes reexamination........... 2682, 2683
Constitution and duties.........ccceeeeeeeeeriieeievnnnnnnn. 1202
Decision
Dissemination Of.........cccccceeeeiiiiiiii s 1720
Generally......ccooviiiiie e 1213
Publication of..........cccccovieviiiinnne 1213.03, 2681
Treatment oOf............ooo i, 1721
Duty of disclosure to........c.ccccvviveeeiiiinenennn. 2001.03
HEAING....oi i 1209
Interference
Declaration of.........cccccvviiiiiiieiiiiiieeeeeeeeeee, 2301
Return of Jurisdiction to Examiner............... 2308
Jurisdiction......... 706.01, 706.07(c), 1210, 2301,
2308
May require appellant to address matter.......... 1212
New ground of rejection by.............cccvveeeene 1214.01

Index-71

Sec. No.
In inter partes reexamination........... 2681, 2682
Non-final decision in inter partes reexamination........
2681
Petitions.........ccccvveveerenane. 1002.02(g), _1002.02(j)
Rehearing by.......... 1002.02(f), 1214.01, 1214.03
Inter partes reexamination............... 2682, 2683
Service Branch.........ccccoeiiiniiiiii e 104
Statement of allowability by......................... 1213.01
Patentability (See also: _ Reasons for Allowance)
REJECHION) ooeveeeeeeeee e 2100
................................................. 705
705.01(a)
705.01(c)
Date Status.........coccvvveriivviiiiieeiie e 705.01(c)
Dispute between examiners...................... 705.01(a)
Final action..........cccccvveeeeiiiiiiiee e 705.01(a)
Improper 705.01(e)
INIHALE. .o 705.01
INtEIVIEWS....vvveeeieiiiiee e 705.01(f), 713.01
Limitation as to USe........c.ccceeervienvcnnnennen, 705.01(e)
Practice used only in extraordinary situations..... 705
PUIPOSE....ooiiiiiiiee e 705.01(e)
Recording......ccccueeeeiiiiiieie e, 705.01(c)
Restriction, Effect ON........cooovivviiiiiiiieeeee e, 807
Search.....cccocoveeieeiieiieceens 705.01(a), 705.01(b)
Sequence of examination.......................... 705.01(b)
Submitted to TC Director..........c...ccuueee. 705, 1003
Transfer of jurisdiction of application on appeal..........
705.01(a)
Panel review in inter partes reexamination..... 2671.03
Patentability statement..............coccoiieeriiinen. 1302.14
Patentable novelty, pointed out......................... 714.04
Patentable subject matter............ 2104 to 2106.07(c)
Abstract idea............... 2106.04(a) to  2106.04(a)(1)
Clarifying the record..........ccocevviiiieniiniennne. 2106.07
COomMPULEr PrOgramS.......uuuereeeeieieieeeeeeeeeeeananaenns 2106
Disclosed but not claimed...........cccccoocuiieeeeennnne _706
2106 to _2106.07(c)

2106.03
2106.04
Evaluating applicant's response............. 2106.07(b),
2106.07(c)
Field of US€.......occviiiiiiciic 2106.05(h)
Formulating a rejection........... 2106.07, 2106.07(a)
Improvements to functioning of a computer................
2106.05(a)
Insignificant extra-solution activity........... 2106.05(q)
Law Of Nature..........ccouveeeeiiiiiiie e 2106
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Patentable subject matter — Petition

Sec. No.
Living subject matter.............ccccceeernins 1601, 2105
Markedly different analysis..................... 2106.04(c)
Mathematical algorithms..........cccccceviiiiiieeennns 2106
Mere iNStruCtions.........c.ccoevvveeeeeeiiivieeeeen, 2106.05(f)
Other meaningful limitations.................... 2106.05(e)
Particular machine............ccccccecivvivvnnnnens 2106.05(a)
Particular transformation................ccc..... 2106.05(c)
Plants......cceeeeeieiiiiee s 1601, 2105
Requirements of 35 U.S.C. 101..........ccccceuneee. 2014
Significantly More.........cccocceveiveeeviee e 2106.05
Streamline analysis................ 2106.06 to 2106.06(b)
Well-understood, routine, conventional...... 2106.05(d)
Patented file.......ccooeviiiiiiee e 901.01(a)
Patented file, ordering..........ccooceeiiiiiiineen. 711.04(b)
“Patent In” computer program (See also: _Sequence
TUIES) oot 1730, 2430
Patents of addition, foreign..............cccccevneeee. 901.05(b)
Payment of fees........ccciii e 509

Payor number (See also: Customer _numbers)
PCT (See also: _Patent Cooperation Treaty (PCT))
Pending application as prior art (See also: _Application
publication) ............ 901.03, 2120.01, 2132, 2133,
2136.01, 2146.03(a), 2152.02, 2154.01(d)
Pending application preserved in confidence........ 101
Pending applications as references (See also:
Application Publication) ..... 901.03, 2120.01, 2132,

2133, 2136, 2136.01, 2146.03(a), _2152.02,

2154.01(d)

Period for reply......oo e 710
After Board decision...........ccccoeecvveeeeiiinnnenn. 1214.01
After final........coooviii 706.07(f)

In transitional application 706.07(q)
After interference..........cccoccoeiiiiiiien s 710.02(b)
Amendment after..........ccveveviiiiiieeinees 714.17
Claim copied from patent...........c.ccoeeuvveeee. 710.04(a)
Claims all allowed.... 707.07(a), 710.02(b), 714.14
Computed.........cceeevveeireeiieenen, 710.01(a), 710.05
Copying claim from patent does not extend statutory
PO, e 710.04(a)
Correction of citation.................. 707.05(g). 710.06
Date of receipt of amendment..... 710.01(a), 710.05
Defective Office action............... 707.05(g). _710.06
Difference between shortened statutory period and
time limit.......oooo 710.02(d)
EXteNSION.....cccoveeveieieieienin, 710.02(d), 710.02(e)
Extension of time to commence civil action................
1002.02(k)(1)

Extension of time to file notice of appeal at CAFC.....

1002.02(k)(1
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Sec. No.

Full statutory period for reply........ccccvveeeerinnnen. 13

Holiday, Saturday, or Sunday expiration of time..........
505 513 710.05 710.01(a)

Incomplete reply..... 710.02(c), 711.02(a), 714.03,

2266.01, 2666.30
Less than six months................ 710.02, 710.02(b),
710.02(c), 710.02(d), 710.02(e)
Miscellaneous factors.........ccccooceiieiiiiinnnnen. 710.06
PetitioN.......ooiiieeeee e 1002
Pilot programs, SOMe.........cceecuvverieeernnnenn. 710.02(b)
Property rights under AEC and NASA Acts........ 150
Remailing.......cocoevevvieeeniiie e 707.13, 710.06
RESIArtiNg.....c.vvveiiiieiiie e 710.06
Saturday, Expiration of time............ 505, 710.01(a),
710.05
Secrecy order application............cccccovveeenieeennne 130
Shortened, Extension............ 710.02(d), _710.02(e)
Shortened statutory period........ 710.02, 710.02(b),
710.02(e)
Shortened statutory period, Distinguished from time
0 1) S USSR URRR 710.02(d)
Shortened statutory period, When used..... 710.02(b)
Statutory period.........cccceeeeiiiiiieeiieneee s 710.01
How computed...........ccceeeviiiniieenineene 710.01(a)
Suggesting claims..........cccccoovviiienee e, 710.02(c)
Sunday, Expiration of time.............. 505, 710.01(a),
710.05
Supplemental action.............ccceeveeeriieeniinennn 710.06
Time computation....................... 710.01(a), _710.05
Time limit action.........ccceeeeiiiiiiiei s 710.02
Time limit action, When used.................... 710.02(c)
Two periods running................... 710.04, 710.04(a)
Withdrawal of attorney or agent during.......... 402.06
Periodicals.........cccccceiiiiiiieeniinnnn. 901.06, 901.06(a)

Period of enforceability 2204, 2211, 2686.02,

2808

Permanent ink...........cccoeeeiniiinnenn. 608.01, 714.07
Perpetual motion.............. 608.03, 707.07(g), 2014,
2107.01
Persons who may cite prior art relating to an issued
PALENL......eeiiiiiiiiieiiicieree e 2203
Pertinent prior art.........ccccooeeveeeeinniieee e 904.02
Petition
Abandonment holding............... 711.02, 711.03(c),
711.03(d), _1002.02(b), 1002.02(p), _1002.02(r)

Abandonment holding, examiner’s statement.............
711.03(d)

Abandonment holding for failure to provide timely
notice of foreign filing.........cccooveviiii e 1124



INDEX

Petition — Petition

Sec. No.

Accept color drawings or photographs.............. 507,
1002.02(d) 1503.02
Accepting late issue fee.........cccccoviiieneen. 711.03(c)
Accept omitted pages...........cccvevieeeenineen. 1002.02(p)
Access to application................... 103, 1002.02(b),
1002.02(p)

Access to interference agreement............ 1002.02(f)
Access to interference application............ 1002.02(f)
Add inventor in provisional application..... 1002.02(q)
Admit Mmodel........cccoovviiiiee 1002.02(c)
Attorney withdrawal........... 1002.02(b), _1002.02(p),
1002.02(q)

Biotechnology processes under pre-AlA 35 U.S.C.
L03(D). e 2147
Board decision in inter partes reexamination... 2681
Board involved................... 1002.02(f), _1002.02(q),
1002.02(j)

Certificate of Correction...... 1002.02(d), _1002.02(1)

Change in inventorship...... 1002.02(d). _1002.02(1),
1002.02(p). 1002.02(q), 1004, 1481.02

Change inventor’s name........ 602.01(c), 602.08(b)
Change in order of inventors names......... 602.01(c)
Color drawings or photographs..... 507, 1002.02(d),
1503.02

Common ownership situation.. 2146.02, 2146.03(a)
Concurrent ex parte and inter partes prosecution.....
1002.02(g)

Consideration of submission after NIRC in inter partes
reexamination.........cc.eeeeeerieieeee e 2687.01
Converting a 111(a) application to a 371 application...
1002.02(p)

Converting a 371 application to 111(a) application.....
1002.02(p)

Converting a nonprovisional to provisional.................
1002.02(b). 1002.02(c), _1002.02(p). _1002.02(q)

Correct filing date............ 506.02, 513, 601.01(b),

1002.02(b)

Correction of inventorship......... 201.03, _1002.02(]),

1002.02(p), 1002.02(g), 1004, 1402, 1410.01,

1412.04 1412.05 1481.02
In ex parte reexamination....................... 2250.02

In inter partes reexamination...... 2658, 2666.03
Counter-terrorism inventions..... 708.02, 1002.02(s)

Sec. No.
Director's dutieS.........ccoeevveveiiiiiiiieeeieieeeeeenen, ~, 1002
Dismissed
Dismissed without prejudice........................ 1002.02
Divisional reissue...........ccceevcvveviieeeninenn. 1002.02(b)
Entry of amendment...............ccccooiiee. 1002.02(d)
Entry of amendment after RAN in inter partes
reexamination...................... 2672, 2673.02, 2675
Entry of late paper for revival of ex parte
reexamination............cccoeoeeeeenne. 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding........... 1002.02(b), 2668

Expedited examination of design applications.... 501,
1002.02(c)(3)
Express abandonment after payment of issue fee......

1002.02(b)

Express abandonment to avoid pre-grant publication..

502 1125 1135
Facsimile submission............cccccevveeeeneeeens 502.01

Expunge papers from file... 1002.02(b), _1002.02(c),
1002.02(c)(4)
Expunge information................ 724.05, 1002.02(c),

1002.02())
Extension of time... 710.02(e), 714.17, 1002.02(q)

Application before Office of Patent Legal
Administration..........ccccoveeeeiiieeinieenns 1002.02(b)

Application before Office of Petition..... 1002.02(b)
Filing date..... 506.02, 513, 601.01(b), 601.01(d),

601.01(f), 601.01(q), 1002.02(b)
Final rejection.........cccccveeeviiiiienee i, 1002.02(c)
Foreign filing license................. 140, 1002.02(c)(1)
Facsimile submission............ccccceveeeviinenn. 502.01
INSPECLION.....cciiiiiie e 103
Interference.........cccovieeiieniiiec e 1002.02(g)
Interview in  merged reissue/ inter partes
reexamination...........c.eeeieiveeeeesiciieeee e 2686.03
Late domestic benefit claim........ 1002.02(b), 1402,
1481.03
Late foreign priority claim........... 1002.02(b), 1402,
1417 1481.03

Maintenance fees, accept and record..... 1002.02(b),
2580

Maintenance fees, delayed payment/reinstatement.....

Defer issuance..........cccccueen... 1002.02(b), _1306.01
Delegation of Director’s authority................. 1001.01
Denial......cccocvviiieiiiiies 1002.02
Denial of request for reexamination......... 1002.02(c)
Ex parte ............ 2240, 2246, 2247, 2247.01,
2248 2255 2265
Inter partes .......oooeevevviviriiiiiiiiieees 2647, 2648

Index-73

1002.02(b), 2515, 2531, 2590
Make special (See also: Special application) ............
708.02 1002.02(s), 1504.30
Matter subject t0..........ccccveveeerinnne . _706.01, 1002
Merge reexaminations................. 1002.02(b), 2283
Merge reissue and ex parte reexamination...............
1002.02(b), 2285
Merge reissue and inter partes reexamination..........
1002.02(b), 2667 2686.03
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Petition — PG-Pub

Sec. No.
Modification of secrecy order.............cccuveeeeennnne 120
New matter.................. 608.04(c), _1002.02(c)
Nonsigning inventor................... 409.03, 409.03(d),
1002.02(b) 1002.02(p)
Objection by examiner.........cccccoceeeevinennn. 1002.02(c)
Patent term extension..... 1002.02(b), 2720, 2751
o 2754
Period for filing..........cccoveeeeiiiiie e 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination...........c.coeeeeerueeennneennne 2672

Premature final rejection...... 706.07(c), _1002.02(c)
Preliminary amendment as part of original

Sec. No.

Supervisory authority of Director of the USPTO.........
1002.02(b), 1002.02(c)

Suspend action — public safety or defense.................

1002.02(c)(1)

Suspend rUlesS........eeovveeeriiieiiee e 1002.02(b)
Suspension of second or subsequent inter partes
reexamination requests..........ccccoveveevneeeerneenns 2640
Time for filing.......ccovieiii e 1002
Trademark related..........ccocceeviieeeniiiennen. 1002.02(i)
Transfer from another application.............. 608.02(i),
608.02(t)

Unintentional delay, withdraw abandonment..............

AISCIOSUIE. .....voeceeeeeeeeeeeeeee e 608.04(b) 711.03(c).  1002.02(b). _1002.02(c)(3). 1306
PrOCEAUIE. ... 1002.01 Failure to provide timely notice of foreign filing.......
Public use proceedings...........cccveeeeiiiiiieneeeniinne 720 1124
Reconsideration of denied petiton (ex parte UninltenFionaIIy delayed claim for benefit of a U.S.
B 2048, 2268 application............ 201.06(c), 211.04, 1002.02(b),
Rescission of secrecy order......... 120, 1002.02(c)(1) 14?7 i 1481.03, ) 2258'92' . 2658
Refused aSSiGNMENt.........ooooooro oo 313, 317 Unintentionally delayed claim for foreign priority........
e 214.02, 216, 1002.02(b), 1402, 1481.03,
Refusal to enter amendment................... 1002.02(c) 2258.02 2658
Refusal to issue Certificate of Correction................... Vacate order granting request for  ex @
1002.02(c) FEEXAMINALION. .........cevereceeeereseeeeees s, 2246
Registration to practice...............cccccueve. 1002.02(m) Vacate an order granting inter partes reexamination..
Reinstate rejection after Board decision... 1002.02(c) 2646
Reinstatement..........c.ccoocveeniiiiicnicnnens 1002.02(m) WaiVe TUIES......cc.eeiiieiiiiiieec e 1002.02(b)
Relating to PCT international application and/or Waive time provisions in ex parte reexamination.......
national stage application........................ 1002.02(p) 2265
Relating to reexamination or reissue...... 1002.02(b) Waive time provisions in inter partes reexamination...
1002.02(c) 1002.02(c)(4) 2648, 2668 2672
Reopen prosecution after Board decision.................. Withdrawal from issue, after issue fee paid....... 502,
1002.02(c) 1002.02(b), 1308
Reopen prosecution after Board decision in inter Withdrawal from issue, issue fee not paid..................
partes reexamination............cccceeeveeieeeeesecienenn 2682 1002.02(c) 1308
Requirement for information.................... 1002.02(c) Withdrawal of a terminal disclaimer.................. 1490
Resetting period for reply..... 1002.02(c), 1002.02(t) Withdrawal of abandonment.................... 1002.02(b)
Restriction requirement holding.................... 821.01 Withdrawal of attorney..............ccccoeeeeee. 1002.02(s)
1002.02(c) IN iNterferenCe.........coovvveeveveeveririnnns 1002.02(i)
Retroactive foreign filing license........................ 140 Withhold from issue, before issue fee paid.................
Return model.........ccoceveiiiencieieccene, 1002.02(c) 1002.02(b), 1002.02(c)
Revival......cccccooeeneen. 711.03(c). 1002.02(b), 1124 Petition for Express Abandonment to Avoid Publication
Revive PCT application...............c.co....... 1002.02(p) Under 37 CFR 1.138(a) PTO/SB/24A
Rule 1.48 (inventorship)........ccccveveeeeeveveeenenns 201.03 (1] (=T PO PSR 1125
SeCcrecy Order........coceeueeveeveeeeeeenenne. 1002.02(c)(1) Reproduced............coeiviiiiiiicicc 1135
Sequence rules..........ccoceeeveeeriennnn, 1002.02(c)(2) Petition for Revival of an Application For Patent
Special status.......... 708.02. 1002.02(s). 1504.30 Abandoned for nglure to Notify _the Office of a Foreign
Stay ex parte reexamination proceedings...... 2283 or International Filing PTO/SB/64a
2284 2285, 2286, 2286.01 (@11 0=Tc [T P PRSI L24
Stay inter partes reexamination proceedings.. 2667 REPIOAUCEM. ..o 1135
2686.02 2686.03 Petitionable matter...........cccccoeviciiie e 706.01
Sufficiency of an affidavit........................ 1002.02(c) PG-Pub (See also: _Pre-Grant Publication (PG-Pub))
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Pharmaceutical subject matter — Power of attorney

Sec. No. Sec. No.
Pharmaceutical subject matter P.O. Box (See also: Mail stop)
Safety review by FDA.................. 2107.01, 2107.03 Post classifier...............c....... 903.08(e), 903.10, 906
UIIEY .o 2107.01 Requesting consideration by.................... 903.08(d)
Photograph as drawing.......... 507, 608.02, 1503.02 Post employment agreement of former Office
Piecemeal prosecution..............c.cc.cocoevu..... 707.07(q) EMPIOYEL......oiiii 1702
Plant Breeder's RIghtS............cocoovveveeeereeeenn. 1613 Post Grant Review Certificate 901.04
Plant Convention, UPOV..........cooeeeeeoeeeeeeeeeenn, 1612 Post Office, Depositing papers in............cc..cooven. 502
PIANT PAIENT.....vooveeeeeireceseieieeeeeeie e 1600 Post Office address (See also:_Correspondence) Mail

ACHON. .. 1610 Stop)
AAVEItISING....cee i 1610 APPHICANE....coooii e 409.03(e)
T 1610 ATOMEY ovvvvvrrrrrrrssssssssssssss 60102
Agricultural Research Service (ARS).... 1608, 1609 Postal Service interruptions and emergencies...... 511
AOWANCE ..o eeree e eeeee s 1611 Postcard, self-addressed..... 203.08, 503, 601.01(d).
Application publication....................... 1120to 1135 gg;grlgz’attorsgjlm‘ 1204, 1901, 1901482
Asexual reproduction.............cceeeueenrnns 1601, 1605 A e -
BaACLEIA. ...vveevie et Acting in a representative capacity..... 402.04. 408,

i 713.05
Claim........ e Application in interference............ccccceceveennee. 402.08
Color _draW|.n.g Application oath or declaration includes........ 601.02
Color |d§nt|f|ed .................................................. Application filed before 09/16/2012......... 402.02(b)
Deglgrfsltlon ........................................................ Application filed after 09/16/2012.............. 402.02(a)
Definitions............. S ASSIGNEE APPOINS........ooooeeeeeoeoee 40207
Depart.ment OF AGrCUItUTE. .oovs v Assignee revokes...........ccocieiniinii, 402.07
Dep‘?s't """"""""""""""""""""""""""""""""""""""" Associate attorney..........ccoevevcvveneeririenieenineens 402.02
Duplicate papers.. """ e Attorney not of record............ 402, 405, 714.01(c)
Eleme.nts. of application.... Change in plurality of applications or patents..... 402
Exam!natlon """""""""""""""""""""""""""""""" — COINVENTOL....cctieiiieeiiie ettt 403
Examlr?er’s amendment.......ccoeeeeveveeeeeeivie e, Customer Number...... 402, 1807
Ei"“i‘;uz‘é‘: ;rr‘ii;tedwaEF S Death of applicant................... 409 to _409.01(b)
Death of principal attorney.............ccccecvvveveeennns 406
ISSU..oovvvnnns T Exception as to registration............ 402.01, 402.09
Laudatory (laxplressmns — General, for international application.. 402.09, 1807
Method claim iMProper. ... 1605 General requirement.........cccceceevcivereeeninns 402.02(b)
Oath..cceiiiiie e 1604 ineffective.. . 402
Parts...... s 1603 JOINt APPHCANE..vvvveoeeeeeeeeeeeeeeeeee e 402.01
?r?:rtit\;acr::ﬁs EXCUARd...ooovinininnnn % Limited recognition............ccccvvveeeeiiiiieneeeiinns 402.01
Pubicaionof spplcaion. ... 12010 1135 N of vogaton-... . 40205
?gggrt of Agricultural Research Service......... -1608, Post Office address...........cocevveriiiinieneennnnn 601.02
Es applicable.........cccoiiiii 1602 Provisional @ppliCation...........ceswrssvrssvrssees 103
SIGNALUI...ceiiiiie e 1603 RegISIered Practitoner......c...veivvssvssvssvrsne 402
Specification.........c.cccceeeeeiiiiiciie e Reexamination, inter partes ............... 2613, 2622
SPECIMENS.....ei ittt Revocation........ 402.05. 402.07. 402.08, 402.10
Statutory basis T After Allowance..........ccccovovveeiineennns 2501, 2560
Term.. Secrecy order applications.........c.ccccccvvveeeeeennnnn. 120
TUDEIS. ..o T 402.03
UPQV CONVENLION......cciiiiiieriiieiie e E Unregistered attorney or agent.......... 402, 402.01
Plant patent Series..........ccceeevevveeceeiie e 9@ Withdrawal of attorney or agent........ -402.06, 1808,
- 2560
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Power of attorney — Print of drawing

Sec. No.
Withdrawn in patent.............ccccoeieeeen. 2223, 2560
Power to inspect........... 103, 104, 324, 325, 402,

713.05

Power to inspect, approval.............ccocceeerninen.
Power to inspect, suspended attorney
Practitioner (See also: Attorney or _agent)

Practitioner's names on patents...........ccccceeeevunne 1309
Pre-Grant Publication (PG-Pub)........... 1120to 1135
Amendments prior to publication...................... 1121
Appendices not published.............cccccoveiiinenen. 1121
Application in a foreign language................... 608.01

Assignee information published
Certification as to intent to file counterpart

apPlicatioNS.........cvvvieeiiiiiee e 1122
Claim sets, multiple..........cococeiiiereniieeniiee. 1121
Computer Programs...........eceeeeeeeeeeeeeeeeseseneeenes 1121
(070111 (= o | 1120, 1121

Conversion to provisional to avoid publication............
601.01(c)

Complete application required.............ccccceeen... 1120
Copies of published application files
Correction of errors in the PG-Pub...................
Correspondence address..........ccveeeeeeeiveeeeann.

Correspondence regarding published application......
1134

Sec. No.
Replacement drawings prior to publication........ 507,
1120
Republication............ccceeiiiiiiiiiee e

Request for early publication.................... 1129
Request for nonpublication..............cccceevueenee 1122
Request for redacted publication
Rescission of nonpublication request.... 1123, 1124

Residence changed............ccccoveiiiiiieeininnens 719.02
Sequences published on Internet.................... 1121
Status information of published application...... 1128
Substitute specification required....................... 1120
Tables, large.......ccccooeiiiiiiiiieeieee e 608.05(b)
Third party iINQUIMES.........covcvieiieeiiiieeeceee 1134
Voluntary publication...........c.ccccevvveiiniieeinieees 1133
When published..........ccocooiiiiiiieee, 1120
Which applications..........cccceevveriieiiiiiiee e, 1120
Preamble, design application 1503.01
Preamble, effect of........ccooovvveiiiiiieiiiieeeene, 2111.02
Preamble, Jepson claim.........cccccceevvvvieneeeiiinnnn. 2129
Predicted tests in specification..................... 608.01(p)
Preliminary amendment............cccoocoeeeennns 714.01(e)
Entry denied........ccccovieiiiiiienie e 714.01(e)
Excess claims........c.cc...... 506, 714.01(e), 714.10
New matter..........ccccveeeerreennens 608.04(b), 714.01(e)
Non-compliant amendment, treatment of........... 714

Preliminary handling of public use or on sale.. 2133.03
to 2133.03(e)(7). 2152.02(c), 2152.02(d)
Premature final rejection............cccccceeeennee. 706.07(c)
Premature response in inter partes reexamination.......
2667

Presentation patents..........ccccceeeeevviiiereeeicciveeeenn, 1730
Primary examiner...... 705.01(a), _706.04, 706.07(c).
706.07(d), 707.01, 710.02(b). 710.02(e), 711.03(a).
713.01, 713.02, 713.10, 714.16, 714.16(d), 714.19,
715.08, 716, 2236, 2248, 2265, 2271, 2271.01,

Disparaging remarks not published.................. 1120
Drawings........cceeeeeieveereeeiiiiieeeenn 507, 1120, 1121
Early publication............ccccoeeiviieiie e 1129
Express abandonment to avoid publication....... 502,
1125 1135
Facsimile submission.............cccocceeriineen. 502.01
Fee, publication............ 1126, 1133, 1303, 1306,
1306.03
FOIMS..oei e 1135
Inappropriate nonpublication request............... 1122
Material mistake by the Office..........ccccceennee. 1130
Nonpublication request.............ccoeevvveeeeiivnnenn.. 1122
Notice of foreign filing..........ccocceeeiiiiiiiiiniinnn. 1124
Notice of Publication.............cccceeeeeeeieeeeriiiiinnnnn, 1127
Notice of New or Revised Publication .. 1127
Offensive language not published..................... 1120

Public access to published application... 103, 1128
1132

Publication date, projected................... 1120, 1122
Publication fee..........cccccceernne

RCEs not published...........ccocoviiiiiiiiiiieee
Redacted publication
Refund of publication fee...........ccccoociiieininnn. 1126
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2636, 2648, 2660, 2671.01 to 2671.03
Actions requiring personal attention......... 705.01(a),

707.01, 707.09, 713.04, 714.16(d), 1004
Name on file wrapper...........ccccovveeeiviinnnennn. 1302.13
Print of drawing (See also: Drawings) ............. 608.02
Additional.........c.oeviiiiii 608.02
ALEIation........cooviieiiiiie e 608.02(w)
(070] o] ¢=To ISP RTTORTPII 608.02
Examiner’'s notation on..........ccccoeccvveeeeiinnnee. 608.02
Kept in Technology Center..........cccccveeevnnne 608.02(c)
Marked-up.......... 608.02(b), 608.02(p), _608.02(t),
608.02(v)
MATKING. .. ceeeiiieeiiie e 608.02
Returned drawing.........cccccoeeiveeeeeiiiinenennn. 608.02(y)



INDEX

Printed matter — Priority

Sec. No.
Printed matter.................... 2103, 2111.05, 2112.01
Printer waiting...........ccc........ 708.01, 1305, 1309.02
Printing practitioners names on patents.............. 1309
Printing Priority.......ccccoveeveiiiieeiiee e 1309
Prior art (See also: _Reference) .........cccccceeevveene 900
AdMISSIONS @S....c.vvievieieiieeeiieeee 2120.02, 2129
ANalogous. .......ceeeeririeiiiieiiieenn 2141.01(a), 2143
Disqualification under pre-AlA 35 U.S.C. 103(c).........
2136.01, 2141.01, 2146, 2146.01, 2146.02,
2146.03 2146.03(a)
Duty of disclosure of..........ccoccoiiiiiiiiinnnn. 2001.04

Effects of international application publication.. 1857
1895.01

Equivalents........cccoceeevieeniien e 2144.06, 2183
Electronic Information Disclosure Statement.. _609.07

Filed on Saturday Sunday or a Federal holiday..........

609.04(b)
Foreign application as................. 2135.01, 2152.02

Information reasonably necessary for finding.............
704.11

International application publication............. 2136 to

2136.05, 2136.05(a), 2139.02, 2152.05,
2154.01(a) 2154.01(b)
Kind cOdes........cocvviiiiiniiiiiciiieceeee 901.04(a)
Level of ordinary skKill............ccocceiiiiinnenn. 2141.03
Patents as.... 2120.01, 2126, 2132, 2133, 2136,
2141 2152 2154, 2158
Publications under 35 U.S.C. 122(b)........... 1895.01
2136, 2136.03, 2152.02(b), 2154.01
Scope and content of................. 2126.02, 2141.01

Means limitations.............cccceeeeeeeeeeeeeeeeeeinn, 2182
Search (See also: _Search) ........ccocceeevviciiieeenn, 900
Statutory Invention Registrations as... 901.02, 2136
Suitability Of......coooiiiii e 2144.07
Third party submissions.................... 609, 1134.01

Used in deciding request for reexamination..... 2242,
2642

Well-known in the art...........ccccccooviiieeenns 2144.03
Prior art copies in reexamination
EX PaArte ..o 2218
Prior art filed by protestor.............. 1901.02, 1901.03
Prior art on drawing...........ccccceeeeene 608.02(g), 2125
Prior art and Section 301 submissions (37 CFR 1.501)
EX PArte ..o 2202
CONENt.....oiiiiiiiiie 2205
Copies of prior art.........ccoeceveeeeiiniiiieeeeene 2205
English translations...........c.cccocvveiiieeinineens 2205
Explanation of pertinence.........ccccccccoevvvveen... 2205
Filing and handling...........ccccccveiiiiiiiiennnins 2206
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Sec. No.

Sample letter........oovieiiiiiiee e 2205
Service on patent OWNEer..........ccoeeeecvvveeeeens 2208
Time for filing........cooeuvieiiiiis 2204
Inter partes ..... 2602, 2646, 2654, 2656, 2657
After the order to reexamine............. 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues............. 2687.01
Before the first Office action....................... 2625
Before the order to reexamine.......... 2602, 2654
By another requestor 2656
By the patent owner............ccccuueee... 2656
With the Request.........cccceevviiiiie e 2656
With third party’s comments........ 2666.05, 2667
Prior art statement...........cc.cccevuvvneeee 609, 1893.03(q)
Provisional application...........cccccevvviiineceninnennn 609

Reissue application...... 1406, 1410, 1418, 1455
Prior art, statement applying (reexamination)..... 2217
Prior art used in determining reexamination request

EX PArte oo 2244
INtEr PArtES ..vveeeiieieiiieeee s 2644
Prior examiner’s action....... 704.01, 706.04, 713.01
Prioritized examination
in new application (Track 1).........ccccceeeunneee. 708.02(b)
iN RCE (PE-RCE)......cccccviiieiiiiniieiieenieens 708.02(b)
Priority
Claiming in ex parte reexamination............ 2258.02
Claiming in inter partes reexamination............ 2658
Claiming in reissue application............ 1402, 1405,
1410 1417
Entitlement t0..........oooiiiiiiiiiee e 216

Foreign application (See also: _Foreign application)
..................................................... 210, 213to 217

Corrected by Certificate of Correction......... 1481,
1481.03
Design applications................ 1504.02, 1504.10
Ex parte reexamination............cc.cccoeenee. 2258.02
Incorporation by reference.......... 217, 608.01(p)
Inter partes reexamination.................ccccuue.e. 2658
Proper identification............ccccccveviieeiinnenn. 214.04
Formal requirements................... 210, 213to 216
Incorporation by reference to earlier application.........
201.06(c), 217, 608.01(p)
International application.............. 1828, 1893.03(c)
Corrected by Certificate of Correction.......... 1481
Inventor’s certificate..........cccccceeiiiiiiiieiininnnn. 213.05
Patent printing...........ccoceeveeeniiee e 1302.09
Time charts......ccccoooeiii 2138.01
Time for filing.......cccooeiviiieiiie, 211.03, 214.01
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Priority document — Provisional application

Sec. No.

Priority document (See also: _Foreign application)

Priority Express Mail deposit............ccccovvviieeeennnns 513
Priority Mail Express procedure in ex parte
reeXamination.........ccccovcvvverieee e 2224
Priority Mail Express procedure in inter partes

reexamination............. 2624, 2665, 2666, 2666.05

Priority Mail Express service....... 502, 506.02, 511,
513, 711.03(c), 1216.01, 2510

Priority practice (See also: __Foreign application)

Private use (See also: _Public use) .......... 2133.03(a),
2152.02(c)
Proceedings, Termination of...............cc....... 711.02(c)
Process of making and product made........... 806.05(f)
Processing fee........cccceviieveninnenns 601.01, 601.01(c)
Processing of reexamination in Technology Center
EX Parte ..o 2233
Product and process of using.. 806.05(h), 2173.05(p)
Product by process...........ccccuen..e. 2113, 2173.05(p)
Product of human ingenuity...........cccccccoeviiieee.. 2105

Product of nature.... 2104, 2105, 2106, 2106.04(b).
2106.04(c)

Programs, Computer (See also: _Computer programs

or software)
Prolix claim.....cccoeeeieeiiiiiiceceeeeeeeeeeee, 2173.05(m)
Proof, burden of......... 2112, 2112.01, 2113, 2131,

2141, 2142, 2150, 2163.04, 2164.04, 2182, 2183,
2184

Proof of authority of administrator or executor...............

409.01(b)

Proof of foreign filing...........cccoociiiiiine 214.04
Proof of irreparable damage.............cc......... 409.03(q)
Proof of ownership, reissue application.......... 1410.02
Proof of unavailability or refusal to sign........ 409.03(d)
Proper multiple dependent claim.................. 608.01(n)
Property rights statement..............c.cccoecvvveeeeennee, 150

Contents Of......ooooiiiiiii e 151
Property rights under AEC and NASA Acts.......... 115,
150, 151
Prophetic examples in the specification....... 608.01(p)
Proprietary interest, Proof of.......... 409.03(f), 409.05
Proprietary materials (See also: _ Protective order

material) Trade secret material)
Pro se applicant (See also: _Applicant) _Inventor)
Appeal brief........cco
Certificate of mailing........ccccocvviiieiiec e 512
Change of address.......ccccceevvveveeeiiciiiieeeeis

Duty of diSCloSUre.........ccccovvieeeiiiiciiiee e,
Examination of application
Examiner's action...........cccccoeoeeiiiiciiciiiiiiiiinineens 707
Rev. 10.2019, June 2020
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Sec. No.

INEEIVIEW. ..eeiiiiiiiee e 713.01

Legal representation............ccccceeevevveeeennn.

Telephone restriction practice
Prosecution

Closed, application allowable except for formal
Matters.......cceeeruenee. 707.07(j), 710.02(b), 714.14

Closed, secrecy order Cases........cccceevvvvevreennnnns 130
Prosecution after appeal..........cccceevoeeeniieenns
Piecemeal.........ccoceviiiii
Reopening after allowance.............cccccooueee..
Reopening after Board decision
Prosecution laches...........cccooceiiiiiiineen.
Prosecution of Secrecy Order application............. 130
Prosecution reopened after court decision..... 1216.01
Protective order material (See also: _Trade secret

material) ........ooooceeieeiiiiee e 724 to 724.06
SUBMISSION.....cciiiiiie e 724.02
Protest......ccccoiiviiiiiiie 1900
Access by protestor.................... 1901.05, 1901.07
Acknowledgment of protest............cccccveenne 1901.05
Certificate of Service...........ocovevviiiiiieeneenn, 1901.03
Comments of applicant..............ccccceerinneen. 1901.06
COMPIEte....oeiiiiieiiii e 1901.03
Copies of documents..........c.ccceecvveveeeiinnnenn. 1901.03

Express consent of applicant required. 1134, 1901,
1901.04 1901.06

Filed in reissue where patent is in interference..........

1449 1901.06
Handling.......cccoooeoviieeeieieee e 1901.06
Improper protest...........cccccuvvvviiiennns 1134, 1901.03
Information which can be relied on.............. 1901.02
Involving fraud, lack of good faith or candor, or violation
of duty of disclosure........ 1901.02, 1901.06, 2013
Multiple papers on same issue................ 1901.07(a)
Reissue application. 1404, 1430, 1441, 1441.01,
1449, 1457 1901.04
Reissue litigation....................... 1901.03, 1901.04
Requirement for information....................... 1901.06
Review of adverse decision.............ccccevvveennnen. 1906
Service on patentee or applicant................. 1901.03
TC Director’s attention required........................ 1003
Timeliness of Protest..........ccoccveviieeeiiieenne 1901.04
Trade secret information.................... 724, 1901.02
Treatment Of ... 1901.06
Unauthorized participation by patent owner..... 1907
Under Rule 1.291........ccccoviiiiiiiiieiiiie e 1901
Who can file.......ccoooiiiiiiii e 1901.01
Protestor participation...........c.ccccevvveeeviineennne 1901.07
Provisional application.............cccccveeeiiiiiiieeeennns 201.04



INDEX

Provisional application — Publication

Sec. No. Sec. No.
Abandonment.......... 201.04, 211.01(a), 711.03(c) Public sale (See also: On sale) Public use) .. 2133.03
ACCESS....ceiiieiiee et 103, 104 to 2133.03(e)(7).. -2152.02(d)
AsSIgNMENt Of.......ocovviiiiiee e 302.03 Public search facility (See also: Patent search facility)
Assignment of application claiming benefits of........... Public searchers........ccccccvvvevii, 101
306.01 Public use (See also: On sale) .... 2120.02, 2133.03,
BENEAit OF....evvrrrreceeersressseree 201.04, 211.01(a)  2133.03(@). 2139.02 -2152.02(d)
EFror in, as reissue grounds.............o..... 1402 Affidavit or declaration...........c.coooevvvvievevnennnnn. 715.10
COMPIEteNeSS. ..o 506, 601.01(h) Anticipation............c..ccec..... 2133.03(a), 2152.02(c)
Conversion t0.......cccvveeeevereeeenn.. 201.04, 601.01(c) Commercial exploitation. 2133.03(e)(1). _2152.02(c)
Correction of inventorship.............c.c.ccccoee..... 201.03 Commercial USe................. 2133.03(a). 2152.02(c)
COVEr SNEEL fON......eveeeeeeeeeeeeeeeeeee e 201.04 Completion of the invention.... 2133.03, 2133.03(c).
Data, on file wrapper/history of.......... 202, 1302.09 Mﬁl@L 2133.03(e)(3)
Data, in specification of............cc.cccevveennenn. 1302.04 De.flnltlon O 2133.03(a), 2152.02(c)
DIFAWING.-ovvveeeooeesseeeeeeeeeeeer 601.01(b). _608.02 Evidence.... 212002, 2132, 2133.08, .2133.03(a)
Effective filing date... 601.01(b). 2139.01, 2152.01 Z‘gg_r(')g‘ema' use (See also: Expe”me”ta;i‘;g_)dé:‘é
EFS?Web filing of .......... 502.05 In this country............. 2132, 2133.03(d). 2139.02
E;flz)slh language translation for benefit of date.......... Intent to experiment... 2133.03(e)(2), 2133.03(e)(3)
Filing reCeIPt.....uveiieii e 503 InV(_entlon...... """" S -2133.03(e)
Guidelines for drafting.........ccccovvcviiiei i 601 Pollc.y considerations....... Jrmmmmmmmm—— -2133.03
Information disclosure statement........................ 609 Public knowledge or on display.............. 2133.03(a)
Joint iNVeNtors iN..........cccooeeviieeiee e 602.01 S.ecrecy """"""""""""""""""""""""""""""" -2133.03(a)
Last day of pendency.........cccoceerveriiiienieennncens 201.04 Single use........ S Crmmmmm—— -2133.03(a)
Micro entity status.........ccoceeeeiiiiiere e, 509.04 Control over iNVention...........c.......... 2133.03(a).
} 2133.03(e)(5), 2133.03(e)(7)
Ordering of abandoned........... e 901.01(a) Testing by third party.. 2133.03(e)(5). 2133.03(e)(7)
ng;%szt toz convert to nonprovisional..... 1002.02(b). Use with expectation of privacy............... 2133.03(a)
REVIVAL ...t 711.03(c) Use by inventor or associates. .......c...... 2133.03(a)
Small entity Status..........coccceeeeriiiiiiieeeeeee, 509.03 Us_e by independgnt third parties. ......... -2133.03(a)
Specification........ccccooiieieiiii e 601.01 Publ!c u§e proceedllngs """"""""""""""""""""""" 20
- . Publication, Defensive....... 711.06, 711.06(a), 1111
PTO employee restrictions, assignment................ 309 . A ) -
Public access to ex parte reexamination file...... 2232 Publ!catfon of Statutory Invention Registration..... 1111
. . S Publication date..........ccccceveeiiiiiiiiee e 2120.01
Public access to inter partes reexamination file.. 2632 o
. . . Publication fee................ 1126, 1133, 1303, 1306,
Public domain (See also: _Public use) _On sale) 1306.03
ZDE%%?(Z} """"""""" 2121.03, 212401, 2133'10435' Publication of abstracts................. 711.06, 711.06(a)
Dedication to public..........cccccoeiiiiiieinns 715, 1490 Publication
Public inspection, Application file.............. 103, 1128 Board decCiSions.............cocuvveieeiieieeeieieiiennn 1213.03
Ex parte reexamination.......................... 103, 2232 (041119 To 707.05(e), 901.06, 2120.01
Inter partes reexamination......... 103, 2609, 2632 Date Of e 2120.01
Redacted application publication............ 103, 1132 NOLICES...ceiviieeriiie e . _707.06, 1703
REISSUE.....ccoevrererrereessssesseseeee 103, 1430, 1470 e e 1703
Public inspection of assignments......... 301.01, 1730 OFerS...ooovvvvveii - 107.06. 1703
Public Law (See also: Statutes) Own, as reference... 715.01(c), 2132.01, 2139.02,
PUBLiC PONCY...vrreerrrerereree 2104, 2141.01, 2162 2152.02(0. 215205, .2153.01(0). .2154.00
Public right to inspect files..........cccccceeenee 103, 1128 Prg-Grant (See al_so: Pre-_Grant Publication (PG-Pub))
In ex parte reexamination................... 103 ?32 Prior art effect of international.... 2120.01, 2136.03,
) o e eees 2154.01(a)
In-inter partes reexamination..... 103, 2609, 2632 Rules changes........cccccccevviiiiiiee i 1703
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Publication — Record system for reexamination

Sec. No.
Under 35 U.S.C. 122(b) as references............. 2136
2136.03 2154.01
VOIUNEAIY...cooiiiiiee e 1133

Publishing Division (See also: _ Office of Patent

Publications _ (Office _of Data Management))
Pulling abandonments............ccoccceevveeennnen. 711.04(a)
Q
Quality Assurance............. 1302.04, 1308.03, 1720

In reexamination..........c..coevvvvvvvvvnnnnnnnn. 2289, 2689
Quality Assurance Specialist (QAS).............. 1412.01

1415.01, 1442.02, 1442.03, 1443, 1448, 1449,
1449.01, 1451, 1455, 1456, 1490, 2212.01, 2233,
2270, 2281, 2285, 2286, 2287, 2289, 2294,

Sec. No.

Death of attorney.........ccccoveueieeiiiiiiiieeee e, 406
Death of inventor.................... 409.01(a). 409.01(b)
Signature improper or lacking................... 714.01(a)
Real party in interest...........cccceevveene 1205, 1207.02
In ex parte reexamination..............cccceeeereunneen. 2202
In inter partes reexamination.............cccccueeennee 2677
Reasons for allowance............ccccevveiieenneen, 1302.14
Amendments after final rejection................... 714.13

Appeal reCord........ocooveiiieieniiieiiee e
Applicant’s comments on
Claim NarroWing.......ccceeevvieeeeeriieeee e

Comments on, ex parte reexamination............ 2287
Comments on, inter partes reexamination... 2687.01
Estoppel effect.......ccoeveeiiiiie 1302.14
Failure of applicant to comment on.............. 1302.14
Patent Cooperation Treaty application......... 1845.01

Presumption of acquiescence by applicant.. 1302.14
Reexamination

2295, 2636, 2664, 2670, 2671, 2671.02, 2676, EX Parte ....cocoevvveeiiiee e 2262, 2287
2677, 2686.03, 2687, 2687.01, 2689 INEEF PAMES .o 2687
Quality control program...............ccccoovninen. 1308.03 Rebuttal brief in inter partes reexamination appeal......
Quayle practice..........cccevvveereennn. 710.02(b), 714.14 2678, 2679
ACtioN reCcording.......ccceevivveeeriieeniie e 1705 Refused entry........cccocveiiieieniieeeice e 2679
After final rejection...........cccooieiiiiniiienn. 706.07(f) Recapture
Allowance action......... 707.05(a), 714.14, 714.15 Claimed subject matter............... 1412.02, 2146.01
Claims later added............ccccoevveiiiiieeeniieenns 714.20 Matter in reiSSUE........cocvveiiveeeiiiie e, 1412.02
Copies of references.........ccceveeiiiienn.n. 707.05(a) Of patent rights
Design application...........cccceevvveeninieniieeenneeenn 1504 Disclaimed by filing a disclaimer.................. 1490
Examiner's amendment used instead of.... 608.01(b) Waived when SIR published.............c........... 1111
Formal matters corrected............ 706.07(f), 812.01 Receipt of mail and papers..........
Information disclosure statement.................. 609.01 Depositing correspondence
609.04(b) Entry of amendments............ccoceeveviveeieeenas
Primary examiner signature required............... 1005 FiliNg reCeIPL...cciiiii et
Reexamination, ex parte ........... 2250.01. 2266.01 Office date StamPp..........ccceveveevereeeeeeeeerereeeaen
REISSUE.....ciiiiiiiiee e 1444 PEriod fOr FEPIY.....covveeeeeeeeeeeeeeeeeeeren,
Shortened statutory period....... 710.02(b), 2250.01 Receiving Office PCT procedure......................... 1801
Query Printer RUSh..........ccccviniii 1306.03 International BUr€aU..........coveeeveeeeeeeeeeeeeeeenann, 1805
Reciprocal security agreements
Reclassification
Patents........eeeeieiiiiiiie e 905.01(a)(3)
Reconsideration in ex parte reexamination........ 2269
Reconsideration of abandonment.. 711.03, 711.03(c)
Based on insufficient reply...........cccceeenee. 711.03(a)
R Based on failure to reply within period...... 711.03(b)
Ranges Record of interview..............c.cccooco..... 713.01, 713.04
Anticipation of........ccccoeeiiieii e, 2131.03 Record room (See also: _File Information Unit (Record
ObVIouSNESS Of....ovvviieiiiiiiiiiieiiiceee e, 2144.05 Room))
Ratification of papers filed Record system for reexamination
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Sec. No.

EX PArte ...coooiiiiii e 2235
Inter partes
Recording assignment
Recording change of business name

Recording government interests.............
Recording of joint research agreement... 302, 302.07
Recording license agreement................. 302.07, 313
Recording of other documents................. 313to 317
Recording security interest..........cccceveeeiiciiieeeenns 313
Redacted publication of an application.. 502.05, 1132
Reduction to practice.................. 715.07, 2133.03(c),
2133.03(e)(3), 2138.01, 2138.05, 2163
Reexamination, EX parte .........cccceeeveeviiivienennnn. 2200
Access to file........... 103, 724.04(c), 2209, 2232
Action following Board decision........................ 2278
Address of patent owner..........cccceeeeeviciiiieeees 2222
AdMISSIONS....ccoiiiiiiiiie e 2217, 2258
Affidavits........... 2205, 2216, 2217, 2258, 2265
After final practice.........cccccovviiieriiiiiiiiee e, 2272
Amendment.................... 714, 2234, 2250, 2295
ADSEFACE. ... 2287
After final rejection.........ccccccevvviiieee i, 2272
EXAMINEI'S....coiiiiiiiiiieiiiee e 2287
Filed with request...........coooiiiiiiiee 2221
IMPFOPET ...ttt 2250
In a merged reissue/ ex parte reexamination.........
2285
Prior reexamination certificate issued......... 2250,
2295
Provisions of Rule 1.312 do not apply.......... 2287
Reissue patent issued............cccceeeviviveeeeins 2250
Ancillary iSSUES..........ceeveeiiiiiiiieeieiieee 2217, 2258
APPEAL....eeiiiii 2273
Appeal brief.........cccoovi 2274
Appeals to courts................. 1216, 1216.01, 2279
Application data sheet......... 2214, 2258.02, 2266
Application file location..............ccccevveveeeiiinnn.. 2235
ASSIGNMENT..... it 301
To an examiner......... 2236, 2248, 2255, 2285
Attorney or agent.........ccccvvveveeveieieeeeenn. 2213, 2222
Name on certificate...........occcvveeeiiiiiiiinnennns 2287
Basic characteristiCs.........c.oovvviieeiiiiieenineeee 2209
Certificate Of.......ccccovvviiriiiiiieciiees 2288, 2294
Reissue patent as..........ccccveeeeernnnee. 2290, 2294
Certificate attached to patent copy................... 2292
Certificate distribution 2292
Certificate format...........coociiiiiiiiiiieen 2290
Certificate of mailing or transmission................ 2224

Index-81

Sec. No.
Certificate of prior reexamination in later request.......
2214, 2219
Certificate of Service........ccocceevviiinieniiiieee, 2220
Certified cOpY........ccovvvveeiinns 2232
Citation of prior art 2202
After first office action............cccccceeevineene 2271
Claim for Official Gazette ...........cccccveveeeviuvnnnnn. 2287
Claim, multiple dependent, preparation for
PUBLSNING....coiiiiiee e 2287
Claim nUMDbBEriNG.......coooiiiiiiiiiiiee e 2250
Claims considered........cccooeeeeeeeviievinnnne. 2243, 2258
Claims invalid/unenforceable..............c.cccoene. 2286
Claims presented for interference..... 2284, 2304.02
Clerical handling.........cccccveeiviiiiiiie e 2270
Collateral estoppel.......ccoccceviviieiiiiieiiieeiiieees 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation”...........ccccoeiiiieee e 2287
CONCIUSION. ...t 2287
Concurrent proceedings................... 2282 to 2286
Conduct of proceedings.........cccceveivreereeeniinennn. 2254
Consideration of responses..... 2252, 2253, 2271,
2272
Consolidated proceedings........c..cccccvvvveeerennnen. 2283
Constructive notice to patent owner 2230
Content of reqUeSt........cueevreeiiiiiiee e 2214
Copending proceedings..................... 2283 to 2286
Copy of patent in request.........ccccooecveereeriiinenn. 2219
Double column format...................... 2214, 2219
Copying of file......coveeieiie e 2232
Correction of inventorship................ 2250.02, 2258
Correction of request.........ccceecveveeiiiiiiieeeees 2231
COrreSPONAENCE.......ccovvriieeeeeiiiiee e e eeiiaee e e 2224
Criteria for deciding request...........cccccceeernnne 2242
Decision of Patent Trial and Appeal Board....... 2277
Decision ON reqUEST.........ccccvvieeeeeiiiiiee e 2240
Decision ordering reexamination 2246
DecCiSion ProCesSiNg........coueueveeeeeriiieereeseeineees 2245
Defective SUDMISSION..........ccceviiiiiiiienncns 2266.02
Denied........ccooveriiieneenieenn 2240, 2247, 2247.01
Dependent claim treatment..................c....... 2260.01
Director’s initiative............ccccoceeeeeennnnn. 2212, 2239
Domestic benefit.........ccccooiiiis 2258.02
Double correspondence...........ccoecvveerineeeinineenns 2224
Double patenting..........cccccceeevunns 804, 2217, 2258
Drawing COrreCtion.........cccovcvvvieeenniiiieeeennne 2250.01
Duty of candor and good faith.......... 2001.04, 2280
Duty of disclosure.......... 2001.04, 2003.01, 2014,
2280
Electronic COPY......cccceeriiiieiieeiiiiieeennn 2209, 2232
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Sec. No.

Entry of amendments.............ccccceeene 2234, 2270
Entry of court decisions in patent file................ 2207
EXaminer......c.cocoovcvveiiieeennnnn. 2236, 2248, 2255

DepOSItioN.....ccoiiieeiiiie e 1701.01
Examiner's amendment........... 2234, 2250, 2262,
2287
EXaminer's anSWer..........ccocovuveeniieeiiieeesieeens 2275
Expiration of patent...........ccccccceeevieene 2211, 2250
Explanation of prior art..........cccccooviieiieininnnn. 2217
Extension of time........ccooooiiiiiiiiiiiiiiiieeeeeeeeeeei, 2265

After final rejection...........cccvevveeviiee i 2272

For filing appeal brief

Failure to timely reply to Office action 2266
Fees............. 2215, 2233, 2250.03, 2283, 2285
Final action............ccccuene.. 706.07(a), 2265, 2271
Flowchart..........ooovvvviiiieiiiiieeeee e 2201
Following supplemental examination............... 2201
2818.01

Grounds of rejection..........occceeeeeiiiiieneee e, 2217
Identity of requester..........cccoccvviieeiiiiieee e 2212
Inappropriate PaPers......ccccccvevuvveeeeeeiiiiereeeseins 2267

Return of papers.......ccccoveiiiiiiiiieee e 2267
Incomplete request.........cccveeeeeiiiiene e 2227
Informal submission 2266.02
Initial ProcessiNg..........cceeeviiiiieeeeeiiieeee e 2226

Inquiries from persons other than the Patent Owner...
2212.01

Interference copending.........cccccoecvveeeeeiiiinnnennn. 2284
Intervening rights..........ccoocoiiiiiii e 2293
Interviews in 2281
INtrOAUCTION. ...t 2201
Listing of prior art..........cccceeeeviiiiiiie s 2257
Litigation copending.........ccccooveerniieiiieeeniieennns 2286
Litigation review..........ccccevvveeeeeiivveneenn. 2240, 2287
Mailing of Office actions..........cccoccveeeeiiiiiinnnnen. 2264

Merger.. 2236, 2237, 2241, 2250, 2283, 2285,
2686.01

Merger with reissue proceedings..... 1449.01, 2285

Multiple dependent claim handling, preparation for
PUBLISNING. ... 2287

New matter..........ccoeeeeevevneeeen. 2250, 2258, 2270

NIRC (See also: _Form letters and forms: Notice of
Intent to Issue Ex Parte Reexamination Certificate

(NIRC) PTOL-469)
Notification of Concurrent Proceedings........... 2282
2286.01
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Sec. No.

Of a reexamination...........ccoccceeeeeiiiiieieeennineen 2295
Office action........ccceeeveeiiiiiee e 2260, 2262
Official Gazette

Notice of certificate..........c.ccoeeeiiieerieennne. 2291

Notice of request.........cccoovviiiiiiiiiiieeeees 2229
“Old art” (i.e., previously considered/cited)...... 2242,
2258.01
Oral hearing........ccccevviieiiee e 2276
Orders for copies Of.......ccuevieiiiiiiiieeeeeeee 2232
Ordered after supplemental examination......... 2201,
2265, 2268, 2280, 2290, 2291, 2818, 2823
Patent copy in reqUEeSt..........ccceeeeeiiieeenieeennne. 2219

Double column format...................... 2214, 2219
Patent owner's address.......cccoeeeeeeevveiieivvvnnnnnn. 2222
Patent owner’s statement...........ccccovevveveeennins 2249
Patent owner’s statement of interview.............. 2281
Patentability review conference........... 2236, 2246,
2247, 2262, 2271, 2271.01, 2287
Petition..... 1002.02(b), 1002.02(c), 1002.02(c)(4).
1002.02(f)

Correct inventorship..........cccccceeeviciieeeenn. 2250.02

Denial of request......... 1002.02(c), 2248, 2265

For entry of late papers (revival of terminated

Proceedings)......cccvvreeeiiiiiiiiee et 2268

Merge proceedings 2285

Reconsideration of refusal to revive............. 2268

Stay proceedings pending interference........ 2284

Stay proceedings pending reissue

Unintentional delay..........cccocoeveeeiiiiiiinnenns 2268

Vacate order granting request.............

Waive time provisSions...........cccceeeeeencveeneennns 2265
Power of attorney, withdrawal........................... 2223
Preprocessing staff................... 2226, 2229,
Printing of certificate............ccccceiiiiiiiiiiiniie. 2288
Prior art COPIES.......cuvveiiiiiiiieeeeiiiiee e 2218
Prior art considered...........cccccoeeeeinineen.

Prior art previously cited/considered...............
2258.01

Prior art, statement applying...........ccccoecvveennnee. 2217
Proceedings

Processing in Central Reexamination Unit and
Technology Center.........ccoccveeeeeennineeen. 2233, 2245

Clerical handling..........ccccoviveeniiieiiieecnieeee 2270
Project Code......cooovviiiiiiiiiieiiiee e 2238
Public acCess.......coovviiviiiieiiieeeeeeeeeee 103, 2232
Quality Assurance Specialist (QAS)........... 2212.01,
2233, 2270, 2281, 2285, 2286, 2287, 2289,
2294 2295
QuUAlILY FEVIEW.....coieviiiee e 2289
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Sec. No.

2287
Reconsideration of Office action

Sec. No.

Statement applying prior art............cccceeeeenns 2217
Statement by owner
Statement of Reasons for Patentability and/or

ReCcOord SYStemM.......ccccvviiieieiiiie e 2235
Refund if request denied.........
2294
Reissue copending.........cccccceevuvneen. 1449.01, 2285
Rejections........ 2242, 2258, 2259, 2260, 2262,
2271
Using “old art”........ccccooeeiieeeeiiien e 2258.01
ReMINAErS.........oovviieeieeeeeeeeeeee e, 2287
Reply by third party requester.............. 2251, 2253
Period for reply cannot be extended............. 2265
REPOIS. ...ttt 2235
Representative of requester............cccvvcvveennee. 2213
REQUEST.....euiiiiiiiiiieeeee e 2210
After reissue patentissues... 2240, 2242, 2243,
2258 2285
After first reexamination certificate issues..... 2294
CONLENL....eeiiiiieiieeeeeeee s 2214
Correction processing.......cccceeevvcvvereeesinenenn 2231
Decision 2240, 2247.01
DecCiSion Criteria.........ooovveeeeeiiiiiiiee e 2242
Denied......cccccveviiieeiiie e 2247, 2247.01
After reissue patent issues..................... 2240
During interference...........ccoccooiiiiiinnenis 2284
Facsimile submission not permitted......... 502.01
2224
Filing of ..ovvveeiiiiiies
Filing address
Granted........ccceveveeeeiieeeiiie e 2246, 2247.01
GUIdENINES......eiiiiiie e 2242
“Old art” (previously considered art) involved.........
2242 2258.01
Streamlined.............oveeeeiiiiiiiiieee e 2214
Response to Office action...........cccceeeeevivvnnnnn. 2266
Restriction iMmproper..........ccoocceeeeeeiniiiieneennnins 2258
REVIEW. ..coiiiiiiiiiee e 2289
Sample letter requesting reexamination........... 2214
SCOPE. ittt 2258
Search.....cccccve e 2244, 2258.01
Second or subsequent request............. 2240, 2283
Prior art considered..............occuveeeee.. 2240, 2242
Service by patent owner on requestor of patent owner
StatemeNnt........oovviii e 2249
Service of papers................ 2220, 2266, 2266.02,
2266.03
Special status for action..............occueveeeeiniinenen. 2261

Confirmation..............ccceveeeeeeieeeieeeeiei, 2262, 2287
Statutory basis........ccocoveevieeiiieeere e 2201
) - |V 2283, 2284, 2285, 2286
Submission defective or informal................. 2266.02
After final......c.cooooeei 2272
Submission not fully responsive.................. 2266.01
After final........coeeeieeii e, 2272
Substantial new question of patentability......... 2201,
2214, 2216, 2240, 2242, 2244, 2246, 2247,
2258, 2816
Using “old art”........cccccoeevieeeennnns 2242, 2258.01
“Sufficient cause” for extension of time
SUSPENSION......vviiiiiiieriiee e
Terminated...........oeviiiiiiiieee e 2294
Terminated fileS.......ccooeeeiviiiiiiiieeeeeeeeeeeee, 2294
TicKIer reportS.......cceveiiieeiie e 2235
Time for request deciSion...........cccccceeeveiieeeennn. 2241
Time for requesting
Time for response to actions............cccocevveennen. 2263
TiMe rePOrting........cccueeeeeeiniiiiee e e 2238
Title rePOrt....cccceiiciiiie e 2287
TraNSTEI...eeiiiie e 2237
Translation required.................. 2205, 2214, 2218
Untimely filed paper prior to order.................... 2225
Untimely filed papers........ccccccvevieiiiiieeee e, 2267
untimely replies..........cooviiienieee e 2252
Use of transmittal form (PTOL-465)..... 2246, 2247,
2262 2264
Vacated....... 2210, 2215, 2242, 2246, 2250.02,
2286, 2294
Vacated, claims invalid/unenforceable... 2210, 2286
Who may file request for..........ccccovviiiieeiiiniins 2212
Withdrawal of attorney during............ 402.06, 2223
Withdrawal of power of attorney...................... 2223
Reexamination, Inter partes (See also: Reexamination
ol = L (3 ST 2600
Access by public...... 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP).... 2660, 2666.05,
2666.10, 2667, 2660, 2666.05, 2671.03,
2673.02 2682
CONLENL......uuiiiiiiiiiiieieieeeee e 2671.02
Premature........ccoevieiiiiiiieec e 2672
RESPONSE 10......uuiiiiiiiiiiiiiieieieee e 2672
Affidavits........ccocevveenen. 2658, 2666, 2675, 2677
Amendment by patent owner
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After a new ground of rejection is issued by the

Sec. No.

Constructive nNotice Of.........cccoocieiiiiiiiiiieeenns
Copending proceedings

Copying of the file by the public........................ 2632
Correction of inventorship................ 2658, 2666.03
COrreSPONUENCE. ....cceiiivieieeeeeiiiee e e e e e 2624
Court of Appeals for the Federal Circuit.......... 2682,
2683

Court ordered...........ccoerviiiieniieiicee e 2686.04

Cross appeal to the Patent Trial and Appeal Board.....
2674

BOArd......oooiiiiiiiee e 2682
After Action Closing Prosecution (ACP)...... 2671
2672 2673
After expiration of the patent................... 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC)........... 2687.01
After Right of Appeal Notice (RAN)............. 2673
2673.02 2675
ClaiMmS.....oeeieiiiiere e 2666.01
Defective..........ccevueenns 2666.50, 2666.60, 2667
Dependent claim..........cccooeveiiiieniniennne 2660.03
DIrawingsS.....coovoueeeiiieeeiiieeenieeesieee e 2666.02
ENry. o 2670
In a merged reexamination proceedings..... 2670
2686.01 2686.03
Of a reissued patent..........ccceeveveeeiniveennnne 2686.03
Tl e 2660.02
To provoke an interference...................... 2686.02
UNSIgNed........coeeeiiiiiiiie e 2666.50
Appeal (i.e., Appellant) Brief.........cccoccoeiirnniis 2675
Defective......uviiiiiiiiieeeiiiieieee s 2675, 2675.02
Appeal Conference..........ccccceecvvveeeenns 2676, 2677
Appeal to the Patent Trial and Appeal Board..... 2674
to 2680
Flowchart........ccoooieiiii e, 2601.01
Appeal to the Court of Appeals for the Federal
CIrCUIL....vveiei e 2682, 2683
Appeal to the U.S. District Court for the District of
Columbia not available..............cccocoviieininnen. 2683
Appellant defined.........ccccoeciiieiiiiiiiie e, 2674
Assignment to examiner........... 2636, 2648, 2655
Certificate of inter partes reexamination......... 2688
2690 2694
Distribution..........coovvviiiieiieeeeeee e 2692
FOrmat........ccoovvviiiiiiiii 2690
Reissue patent as..........occcveeeeerennen. 2688, 2694
Certificate of service.........ccocvvvviinieciineene 2666.06
Certificate of mailing or transmission.... 2624, 2665
2666 2666.05
Certificate of prior reexamination in later request.......
2214 2219
Clerical handling...........ccccovviiiniiiiiiieceee 2670
Collateral estoppel.......ccccceeviiiiiieeiiiiiiieee e 2659
Comments on Statement of Reasons for Patentability
and/or Confirmation..............ccceeeeeiiineneenn. 2687.01

Comments by third party (See also: _Reexamination
Inter partes: Response by third  party)

Concurrent proceedings..........cocvvvveeeeeiiiveneenns 2686
Consolidated proceedings.........ccceeuveeeeennne 2686.05
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Cross appeal to the Federal Circuit.................. 2683
Decision by the Patent Trial and Appeal Board...........
2681, 2682
Decision on the request for inter partes
reexamination.............ccouiueieieeeniieee e 2640
After Court decision..........ccoccvveeviveerneennn 2686.04
CONENL....ceiiiiiiiii e 2646
Criteria for deciding.........ccccooviieiieiiiiiee. 2642
Denial...... 2640, 2647, 2647.01, 2648, 2694
Grant......coviiiiiii e 2640
“Old art” (previously considered art) used..... 2642
Processing.........ccceevuven. 2647, 2647.01, 2648
Prior art available.............cccccvviiiiiiiininn, 2644

Reissue about to iSSU€..........cccceeeeeeeeenne. 2686.03
Dependent claim treatment......................... 2660.03

Determining if a reexamination was filed for a patent..
2632.01

Domestic benefit.........cccoooiiiiiii 2658
DIaWINGS. ..eeeiiveeeiiite s 2666.02
Duty of disclosure 2003.01, 2684
Electronic COPY......ccceveeriiiiiieeeieiiieeennn 2609, 2632
Enlarging claim scope prohibited..... 2658, 2666.01
Estoppel, Collateral...........cccccoeeuvvereeeiiiiiiieeeeens 2659
Examination scope......... 2658, 2671.01, 2671.02
Examiner consultation

After response by parties..........cceeveeeeennen. 2671

Before appeal........cccccooeviiiiiiiiii 2676

In merged reexamination proceedings..... 2686.01

Regarding multiple reexamination requests...........
2686.01

Review of Rebuttal Briefs..........ccocceeieennins 2679
Examiner’s Amendment
Canceling rejected claims................ 2671, 2687
Correcting formal matters............ 2687, 2687.01
In merged reissue/reexamination............ 2686.03
Not permitted if approval required........... 2687.01
To the Title.................. 2660.02, 2686.03, 2687
EXaminer's ANSWEN ..........coueviiuvieeeeeiiiieeeeesieens 2677

Expedited Right of Appeal Notice..... 2671, 2673.02



INDEX

Reexamination, Inter partes — Reexamination, Inter partes
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Extensions of time........ccooeeveeiiiiiiiiiiiiiiieeeeeees
After Action Closing Prosecution
To amend the claims after a Board decision

containing a new ground of rejection............ 2682
To appeal to the Court of Appeals for the Federal
CIFCUIL ..t 2682

To complete a reply held non-responsive...............
2660.30

To petition denial of the Request...... 2648, 2665
Facsimile transmission, correspondence by..... 2624

FEES. e 2634
For a copy of the file on CD...........c.coeuvee. 2632
Refund.......coccoiiieiiiie 2647, 2648

Final Board decision.............cccccuvvvvnnnnes 2681, 2682

Flowcharts.......ccoocovviiiiiiiiiiiiiieieeeeeeeeeeeeeee, 2601.01

FOreign Priority......ccocvveereeeiiiee e 2658

Forms listed..........ccooooiiiiiiiieeer e, 2696

Fraud.........cccooiiiicce e, 2684

Improper COMMENTS..........ooevviiiieeeeiiiiiieeeeenis 2667

Inappropriate Papers.......cccoecceeeeeeeniiiieneeeeens 2667

Incorporation by reference in Examiner’'s Answer.......
2677

Interference copending
Intervening rights.........cccoocoiiiiii e,

Interviews in a merged reexamination/reissue...........
2686.03

Interviews not permitted...... 2666.30, 2685, 2687

Litigation concurrent................ 2640, 2681, 2686,
2686.04

Litigation search.........cccocoovciiiiiiec e, 2686.04
Litigation stayed...........cccceeevviviieeeeiiiiieeeenn 2686.04

Merger of multiple requests for reexamination............
2686.01
Merger of reissue and inter partes reexamination.....
2686.03

Multiple requests for reexamination filed......... 2640
2686 2686.01 2695
New grounds for rejection..........c.cccccueeeeennn. 2671.01

By the Board of Appeals.................. 2681, 2682
New matter........cccovvvveeernnienennn. 2671.01, 2671.02

NIRC (See also: _Form letters and forms: Notice of
Intent to Issue Inter Partes Reexamination Certificate
(NIRC) PTOL 2068)

Non-final Board decision............ccccccoeeuvveeneenne 2681
Non-responsive reply by patent owner/third party......

2666.30 2666.50
Notice of appeal................... 2662, 2674, 2674.01

Premature........ccccoviiiiiiiiiiieeee e 2667
Notice of cross appeal......... 2662, 2674, 2674.01
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Notice of Inter Partes Reexamination Certificate

Issuance in the Official Gazette .......... 2688, 2691
Office action..........ccccccvviviviiirieiereceeee. 2660, 2671
Not closing prosecution............ccccceeuvvee.. 2671.01
Reopening prosecution after ACP............... 2673,

2673.01

Reopening prosecution after Examiner’s Answer....
2679

Reopening prosecution after RAN..... 2676, 2677
Oral hearing.................. 2662, 2675, 2677, 2680
Open to PUBbIC......coeiiiiiiiie e 2680

Order granting inter partes reexamination...... 2646
2660

Returned as undelivered...............cccceveeennns 2654
OVEISIGNL....coeiiiiiee e 2689
Panel REeVIEW.........cccccvvviiiiiriiieieeeeeeeeeeeee e, 2671.03
Petition...... 1002.02(b), _1002.02(c)(4), _1002.02(f)

Board decCiSioN............uveeeevieeiiiieieeeeeeeeeeeeeen, 2681

Consideration of submissions after NIRC..............
2687.01

Correct inventorship.........cccoc...... 2658, 2666.03
Denial of request for inter partes reexamination....
1002.02(c), 2647 2648
Entry of late papers for revival of reexamination
o] goTed=T=To [To T ORI 2668

Enter an amendment after RAN.. 2672, 2673.02
2675

For an interview in a merged
reexamination/reiSsSue...........cocceeeeeeenees 2686.03
Merge inter partes reexamination and reissue......
1002.02(b), 2667 2686.03
Premature Action Closing Prosecution......... 2672

Reopen prosecution after Board decision..... 2682
Suspend second or subsequent requests..... 2640
Stay reexamination..... 2667, 2686.02, 2686.03
Unintentional delay........cccccoocviieiiiiiiiiinnennns 2668

Vacate order granting inter partes reexamination..
2646

Waive time provisions........... 2648, 2668, 2672
Premature response/comments........... 2625, 2667
Prior art citation........... 2602, 2646, 2654, 2656,
2657

After the order to reexamine............. 2602, 2667

After a Notice of Intent to Issue Inter Partes

Reexamination Certificate issues............ 2687.01

Before the first Office action............cccccee.. 2625

Before the order to reexamine.......... 2602, 2654

By another requestor..........occueveeeiiiiiiieneens 2656

By the patent owner.........ccocevviviiniieeninnenn, 2656

StOrage area........ooeeeeieeeieiiieisicivivivinnas 2667
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Reexamination, Inter partes — Reexamination, Inter partes

Sec. No.
With the Request.........ccccoeiviiiieiiiiiiieee 2656
With third party’s comments........ 2666.05, 2667
Priority Mail Express procedure........... 2624, 2665
2666 2666.05
ProCesSiNg.......cccuveieiiiiiiiiiie e 2670
After a decision by the Board....................... 2682
Amendment...........c.c....... 2666.01, 2670, 2687
Clerical........ooiiii e 2670
EXaminer's ANSWEN .......ccooeeevvvviivvviiiiiieeeeeeees 2677

Inappropriate papers 2667
Merger of multiple reexamination requests............
2686.01
Merger of reissue and inter partes reexamination..
2686.03

Terminated inter partes reexamination........ 2694
Proof of service (See also: _Reexamination, Inter
partes: Service of papers)
Public access........cccccveveeiininennn. 103, 2609, 2632
Publication...........ccceeiiiiiiiiie e 2687
Publication of Board decision............c..ccccuuee... 2681
RAN (See also: Reexamination, Inter partes: Right of
Appeal Notice (RAN))
Real party in interest identification.................... 2677
Reasons for Patentability and/or Confirmation.. 2687
Rebuttal Brief............ooovvveeeeiiiiiiiiieiinn, 2678, 2679

Refused entry........cccccveveeiiiiiieece e 2679
RECOIAS....eiiiiiiiiiie e 2635
Reissue copending............. 1449.01, 2643, 2686,
2686.03
Reissue previously issued.................... 2640, 2686
Remand by the Board of Appeals......... 2681, 2682
Reopening prosecution after an Action Closing
Prosecution (ACP)......cccccoovvveeniiieenns 2673, 2673.01
Reopening prosecution after a Board decision.. 2682
Representative of requestor................occueeeeenn. 2613
Request for extension of time.............ccccceeeee 2665
Request for reconsideration by patent owner.... 2666
Request  for inter partes reexamination

Claims considered............ccooeeeeeeeeeeeeieevennnnnn. 2643

Denied......coooeeiiiiiiiee e 2640, 2647

Facsimile transmission not permitted....... 502.01

2624

Filed after reissue issued...........cccccocvvrrnen. 2658

Filed while interference pending.............. 2686.02

Filing address.........occveeeieiiiiiiiieeiiiecee e 2624

Granted........coocuiieieeiiiiiee e 2640

Second or subsequent filed......... 2640, 2686.01
Request for Rehearing by the Board..... 2682, 2683
Res judicata .......coccvvverieeeiiiecee 2259, 2659

Index-86

Sec. No.

Respondent Brief..........ccccoviiiiiiiiiiiiieeee 2675.01
Defective.......coevvvviinieeeiiieee 2675.01, 2675.02
Respondent defined...........cccceveeiiiiiiiee e, 2674
Response by patent owner..............ccceevvvenee. 2666
After Action Closing Prosecution...... 2671, 2672
Defective.........cceveenne 2666.30, 2666.40, 2667
Improper Comments............ocoeveenvnininnninnnns 2667
Late (See also: Reexamination, Inter partes: Time
periods for response) .........cccocueenee. 2667, 2668
NO proof Of SErvice.......ccccovvvvieveeiiiiiiiee s 2667

No response filed...... 2666.10, 2671, 2671.01,
2671.02

Not fully responsive..................... 2666.30, 2671
Person not of record...........ccccvvvveeeiinnen. 2666.50
Premature.......ccccevveeiiiiiieeceeee 2625, 2667
To Notice of Defective Paper... 2666.40, 2666.60
To Office action...........cccvvveeeerinns 2666, 2666.30
TOO IONG.c it 2667
unsigned........ccccooviieiieeniiiieeen. 2666.50, 2667
Response by third party
After Action Closing Prosecution...... 2671, 2672
After patent owner corrects defect........... 2666.40
Comments regarding response by patent owner.....
2666.05 2666.20, 2666.30
Defective.......ueveviieeiiiieeriiie e, 2666.50, 2667
Improper comments........ 2666.05, 2667, 2671
Late (See also: Reexamination, Inter partes: Time
periods for response) ........cccceeeveeene 2667, 2668

NO proof of SErvice.......ccccoovvveeeeiiiiiiireeeeis 2667
No response filed...........cccceeeeee 2666.20, 2671
Other than third party requester................... 2667
Period for response................ 2666.05, 2666.20
Person not of record..............cccoccnininnnns 2666.50
Premature comments............ccc........ 2625, 2667
Premature appeal.........c.cccocvveeieiiiiiiineeeniis 2667
Prior art submission with............. 2666.05, 2667
TOO ONQG.ciiiiiiiiiiie et 2667
unsigned.........ccccoovviveee i, 2666.50, 2667
REVIEW....coi it 2689
Right of Appeal Notice (RAN)..... 2666.05, 2666.10,
2667, 2671 to 2674, 2677
Content
SCANNING...eeeeiee e
Scope of examination..... 2658, 2671.01, 2671.02
Service of PapPerS......ccccveeveviiieee e 2666.06
Certificate Of.......uvveeeevvviieeeii, 2666.06
Proof of service.......... 2666.06, 2666.50, 2667
To patent owner...........ccoeecvvvvnens 2654, 2666.05

To third party requestor.... 2654, 2666, 2666.05
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Reexamination, Inter partes — Reference

Sec. No.
Special Status..........coeeiiiiiiieiiieee e 2661
Stayed pending litigation outcome............... 2686.04
Stayed pending reissue outcome................ 2686.03
Submissions prior to the first Office action....... 2625
Substantial new question of patentability......... 2640
2642to 2647, 2648, 2658, 2686.01, 2686.04
‘Sufficient cause’ for extension of time.............. 2665
Suspension of requests for inter partes
reexamination...........ccccveeeeeeennene 2640, 2686.01
Terminated..........oovieiiiiiiie e 2694
Third party requestor (See also: Reexamination, Inter
partes: Response by third party)

Time periods after appeal for  filing:

Amendment after Board decision containing a new
ground for rejection............ccccceeeeriinneen. ... 2682

Notice of Appeal in the Federal Circuit......... 2682

Notice of Cross Appeal in the Federal Circuit.........
2683

Request for Rehearing...........ccccoveiiiieeennnns 2682
Time  periods during appeal for filing:
Appeal (i.e., Appellant) Brief..........ccccooveeennee 2675

Corrected/Supplemental Appellant Brief..... 2675
2675.02

Corrected/Supplemental Respondent Brief............

2675.01 2675.02
Corrected/Supplemental Rebuttal Brief........ 2679
Notice of Appeal.........cccceeiiiiiiiiiiiieees 2674
Notice of Cross Appeal................ 2674, 2674.01
Rebuttal Brief..........ccoceviiiieiiieeee, 2678
Request for Oral Hearing........c.cccoecveeeeeennns 2680
Respondent Brief.........ccccoooveiiieiiiiinens 2675.01
Time periods for response..........cccvvveeeeeiiuvnennn. 2662
After Action Closing Prosecution.................. 2672

After defective submission..... 2666.30, 2666.50,
2666.60

After Office action................. 2662, 2665, 2667
To make claims the same in each concurrent
reexamination..............oooeeeeeccninnnniies 2686.01
Time reporting by Office personnel.................. 2638
For a Panel Review..........ccccccoovveeeninnenne 2671.03
T 2660.02
Unpublished legal opinions............cccocceeeiineennne 2677
Reference (See also: Prior art)
A.l. Series patent..........coocuveeiiiiiiiiene e, 901.04
A.P.C. publication.............ccccevcuveerinecinnennn. 901.06(c)
Abandoned application.......... 901.02, 2127, 2134
Abbreviatures...........ccccooeeeieieiiiis 901.06(d)
ADSIracts.........cocveviieeeiiee e 901.06(d), 2120
Additional.........cocceviiiiiiii 707.05(d)

Index-87

Sec. No.
AdMISSIONS.....cciiiieeeeeiie e 2129
Analogous art.......... 904.01(c), 2141.01(a), 2143,
2143.01 2145

Antedating (See also: _Affidavit of prior invention to
overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

(37 CFR 1.131))
Applications, domestic and foreign................... 2127
Applying reference under AIA 35 U.S.C. 102(a) and
(D)t 2152

Applying reference under pre-AlA 35 U.S.C. 102(e)....
2136

Arrangement in Examiner’s Search files........ 901.07
As evidence of inherency...........cccccoeceeeen. 2131.01
As evidence in multiple reference, pre-AlA 35 U.S.C.
102 reJeCiON......eveiiiieriiie et 2131.01
Assigned application as.........cccccccevnieeenneenn. 804.03
Availability.........oooiiiii e 2128

Between applicant’s priority date and U.S. filing date..
216, 2121.01, 2132.01, 2133.02(a), 2136.05,
2152.06

Citation... 707.05to _707.05(g), 901.04, 901.05(a)

After allowance.............cccc.u.e. 1302.12, 1308.01
After appeal........... 1207.02, 1207.03, 1207.04
By applicant...... 707.05(b), 707.05(c), 1302.12
[OF0] ¢ (=Tox 110 ] o FOR ST, 707.05(q)
Period for reply......cccccoeevciiiiieeinnnenn. 710.06
Claims foreign date..........ccooeeeeeiiiieereec i, 715.01
Combination of references............. 707.07(f), 2142
Copending...... 709.01, 2136.01, 2138, 2139.03,
2146.03(a), 2148, 2152.07, 2154.01(d)
[O70] o 11= 1S PO PP PR TR 707.05(a)
Cross, how Cited..........cocvveviiiiiiieeeiiieeeeeee 707.05(e)
Cross reference addition..............cccccveeeinnnen. 905.02
Date, determination of.......... 2124, 2126, 2128to
2128.02 2152 2154.01(b)
Date, exception to the rule..........c.ccoooiieeennnnns 2124
Defensive publications.............ccocoeeiineenns 901.06(d)
Design application...........cccceveeeiiiivieeeeeens 707.05(a)
Disclosure, broad...........cooovveiiiiiiiiiiiiieeeeeies 2123

Disqualification under pre-AlA 35 U.S.C. 103(c).........

2146.01 to 2146.03(a)
Drawings as Prior art........ccccceeeevevivereeeiciveeeeenn 2125
Effects of international application publication... 1857
Effective date

Patent....... 707.05(e), 715, 2120.01, 2139.01,
2139.02, 2152, 2152.01, 2152.05, 2154.01(b)

Publication.......... 715.01(c), 2120.01, 2128.02,

2139.02 2152, 2152.05
Electronic publications.......... 707.05(e). 904.02(c).
2128
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Reference — Refunds

Sec. No.
Enabled disclosure..........ccccooviiiieiniiiinnneen. 2131.01
Enabling, plant genetics...........cccceveevininennn. 2121.03
Enabling, compounds and compositions..... 2121.02
Enabling, apparatus and articles................. 2121.04
Equivalents..........ccueeeeeiiiiiiie e 904.01(b)

Every element rule for anticipation....... 2131, 2150
Evidencing the meaning of a term used in the primary
TEfEreNCE.....ooviiiiiieic e 2131.01
Foreign patent.... 707.05(e), 901.05(a). -901.05(b),
2120

Forfeited application...........c.ccoovvveiiieeiniinennns 901.02
From derivation..........ccccccocoveiiiieeceiiiieecee 1302.12
From interference........ccocvvveevevveiiienieeennnnnnn, 1302.12
Incorrect citation........ 707.05(g), 710.06, 1302.12
Inoperability........cccoovveeiniiiiiieeiieee 716, 716.07
Internal documents, confidential.................. 2128.01

Intervening.. 216, 2132.01, 2133.02(a), 2136.05,
2152.06

Joint patent to applicant and another....... 715.01(a)

715.01(c)
Listing at allowance..............ccccc..... 1302.12, 1455

Lost counts in interference...............ccccvuve... 2138.01

Multiple reference rejections under 35 USC 102........
2131.01

Newly discovered after allowance................ 1308.01
Nonanalogous art (See also: _Reference: Analogous
art) v, 2131.05, 2141.01(a), 2143, 2143.01
None cited by examiner.............. 707.05, _707.05(a)
Operability.........ooiiiiiiiee e 2121
Ordering official Cross.........cccccoccveveeiiiinneennn. 903.06
Overcome
Under Rule 1.130..... 717.01to 717.01(f), 2155
to 2155.06
Under Rule 1.131 (See also: _Affidavit, swearing
back of reference (37 CFR 1.131)) ....c......... 715,

1302.14, 2120, 2132.01, 2133.02(a),
2133.03(c), 2136.01, 2136.05, 2136.05(a),
2138.01, 2141.01, 2145, 2146.03(a), 2148,

2152.01 2158
Under Rule 1.131(C)..ccvvvveeeiiiiieeeeeiiiieree e 718
Under Rule 1.132..................... 716, 2106.05(a),
2106.07(b), 2107, 2107.02, 2128, 2132.01,
2136.01, 2136.05, 2136.05(a), _2136.05(b),
2137, 2139.03, 2141, 2145, 2146.03(a), 2148,
2152.07, 2154.01(d), 2155.01, 2158.01,
2164.05, 2164.06(c), 2172, 2173.05(b), 2184
Overcoming under 35 U.S.C. 119.........ccccceeennnee 216
Paper, orally presented.......... 2128.01, 2152.02(e)
Patent.......cccooovveeiiiieiiie e 901.04, 2126
Patent, date available...............ccoovveernnnnn. 2126.01
Rev. 10.2019, June 2020
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Sec. No.
Patent, Foreign (See also: Foreign _patent)
Patent, official number lacking...................... 901.04

Patent claiming same invention..... 715.05, 2301.03
Pending application (See also: Application) .. 901.03

Publication of applicant’s invention........... 715.01(a),
715.01(c), 2132.01, 2133.01, 2153, 2154.02
Publication, date available........................... 2128.02
Publication, printed...........cccccovvieeriiiiniiiecinen, 2128
Publications... 707.05(e), 901.06, 2120, 2131.01,
2132.01 2133.01 2152.02(b)
Published abstracts of application............ 711.06(a),
2120 2131.01 2133.01
Rejection over broad disclosure instead of preferred
embodiments. ... 2123
Replacement of missing 901.09
Same assignee........ 709.01, 715.01(b), 2136.01,

2141.01, 2146to 2146.03(a), 2148, 2152.06,
2154.01(d), 2154.02(c), 2158, 2158.01

Selection of pertinent..........ccccovcveiiieeiniineens 904.02
Statutory bar... 2133.02, 2139.02, 2152, 2152.05
Statutory Section to US€.........ccecvvveeeeerinenenn. 2139.02

Supply procedure..... 707.05(a), 707.05(g), 710.06

Swearing back (See also: _Affidavit of prior invention
to overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

(37 CFR 1.131)) ...cce..ee. 715, 2132.01, 2133.02,

2141.01 2146.03(a)

ThESIS...oiiiiiieieee e, 2128.01, 2152.02(e)

UEITIEY e 2122

“Well known in the art,” supported by........... 2144.03
Reference characters..........cccccevivveiiiienne, 608.01(q)
Reference to foreign application............. 202, 901.03
Reference to prior patent.......... 608.01(p). _608.01(r).
901.03

Reference to related application (See also:
Cross-noting)
Reference to related application for disclosure..............

608.01(p)

Refile application (See also: _Application) _Substitute

application)

Refunds (See also: Fee) Deposit account) ........ 502,

502.05, 503, 506, 506.02, 509, 509.01, 509.03,

509.03(b), 607.02
Additional invention or species................. 803.03(a),
803.03(b)
Canceled claims.........ccccooiiiiiiiiiiiiieee e 506
Correspondence address......... 502, 502.05, 503,
506, 506.02, 511, 512, 513, 2540, 2542
Filing fee.........c....... 201.04, 503, 506, 601.01(a)
International applications...... 1002.02(p). _1827.01,
1850 1864
International search fee......... 707, 1827.01, 1852




INDEX

Refunds — Reissue application

Cannot be used to remove terminal disclaimer..........
1490

Certificate of correction....... 1400.01, 1402, 1410,

1411.01, 1412.04, 1443, 1451, 1453
Claim
Broadening.........cccccoevevieneenn. 1412.02, 1412.03
Dependent............ccuueee.. 1402, 1412.03, 1455
Format.........uveeeeveieiiiiiiiiiiie 1411, 1453
Numbering.......cccccoevvvveeeenns 1451, 1453, 1455
Oath requirement..........occceeeeiiiiiieiee e, 1414
Printed in Official Gazette ............c..ccccueeee. 1455
Same invention as original patent........... 1412.01
TOO NAMOW....ccivviiiiiiieeeeeeeee e 1402
Collateral estoppel..... 2012.01, 2138.01, 2138.02
Consent by assignee........... 1410.02, 1443, 1451

Index-89

Sec. No. Sec. No.
ISSUE fee......coviiiiiiiiiiiiie 1308.01, 1308.03 CONLENL......ouiiiiiiiiiiiiieeee s 1410
Maintenance fee.......... 2504, 2520, 2540, 2550, Continuation............. 1410.02, 1414, 1451, 1460
2580 2590 Copending application reference.......... 1402, 1405
Oral hearing...........c.ccccocneene Copending ex parte reexamination proceedings.......
Publication fee 1449.01, 2285
Reexamination Copending inter partes reexamination proceedings...
EX PAte ..ocoveveveverceccnnenens 2215, 2247, 2248 1449.01 2686.03
INtEr PArteS ..o 2647, 2648 Correct inadequacies..........ccccvvveeeinieennieeenneen. 1402
Refund Section, Office of Finance... 509.03, 607.02 Court decision involving original patent...... 1412.01
PELItion fe€.......vrrsoerrecreenn 506.02, 711.03(c) 1418, -1442.01
Small entity fee.........cooerrvvveecrrrer. 500.03(b). 2550 Court ordgred .............................................. 1442.05
Registration, Attorney or agent.................. 402, 1702 CroSs NOtING....covvveeiiiiieiiee e 1451, 1455
Regulations, Technology Center (TC) facilities...... 510 Deceptive intention........ 1401, 1412.02, 1412.03,
Regulations, office premises..........ccccevevivviveeninnnn 510 1412.04, 1414, 1414.07, 1414.03. 1444, 1448,
Rehearing by Patent Trial and Appeal Board................. 1451 . 1457, 1481.02. 1490
1092.02(”’ | .1214.011 1214.03, 1214.04 i)itl:‘llaratlon ..... 1410.01, 1412.05, 1414, 141;1.4&
Reissue appllcatlon. ....... s 1401 to 1470 Supplemental.................. 1414.03, 1444, 1455
ADSOIULE INLErVENiNg MgIS......oovvveesssssesov -1460 Defective oath, ground for rejection.............. 1414 to
Access to................. 103, 724.04(b). 1430, 1470 1414.03
Acknowledgment of protest...........ccccccoveene 1901.05 Dependent claim.................. 1402, 1412.03, 1455
Additional information required.... 1442.01, 1442.04 DESIGN...tiiiiiieiiii ettt 1457
Adjudication of original patent..... 1442.01, 1442.04 DilIgENCE...c.eii it 1403
AllOWANCE.....euiiiiiiiiiieeee s 1455 Disclaimer.............. 1400.01, 1402, 1405, 1410,
Amendment........ 714, 1410, 1411, 1453, 1455 1411.01, 1450, 1451, 1490
EXamINer's........coooiiiiiiieee e 1455 Divisional........... 1410.01, 1412.01, 1414, 1450,
Of drawings.......ccceeveeveeeeieeeeireennnnn, 1413, 1453 1451, 1457
So that reissue can be merged with ex parte Domestic benefit, delayed claim....... 211.04, 1402,
TEEXAMINALION. ....cveviiveveieieeieieree e 2285 1405
So that reissue can be merged with inter partes Double patenting..........cccccceeviiiiereerinnns 1451, 1490
reexamination..........cccocvveveveinneeesineeennns 2686.03 Drawings........coeeriveerineeinineenns 1413, 1414, 1453
Amends or corrects original patent... 1400.01, 1402 Duty of disclosure.................... 1406, 1418, 1448,
APPEAl BHEF ... 1454 2001.06(c), 2003
Assignee consent................ 1410.02, 1443, 1451 Effect Of reISSUE.......cccvveieieei e
Broadened.........cceeueirieieieieinininieieeieninieas 1412.03 Effective date of claims

EFS-Web filing of......cccceeeeiiiines
Election of Species.........cccceeviiiiieieiiiiiiiiee e
Equitable intervening rights..........cccccevviennen. 1460

Error correction after allowance.. 1414.01, 1414.03,
1444

Error in original patent........ 1401, 1402, 1412.01,
1414 1414.01
Examination..........cccccvevveeeeennen. 1440, 1443, 1445

Review of Oath/Declaration..............cccccvvnnes 1444
Examiner Reissue Guide and Checklist........... 1443
Expedited examination......... 708.01, 1410, 1441,
1442, 1442.03

DESIGN..cciiiiiee et 1457
Expired patent.........ccccocieeeeeinnnn. 1415.01, 1443
FiliNg fee. v 1415
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Reissue application — Reissue application

Sec. No.

Final Office action...........ccccoiiiiiiiiniiiiees
Flowchart on recapture
Foreign priority claim..... 214, 215, 216.01, 1402,
1417
Format........ccooveniiiieeienn, 1410, 1411, 1411.01
Fraud........ocooeeei e 1448, 2012
Grounds for filing......cccccevviiiiiieiiiee e 1402
Inequitable conduct...........cccoccevevinnnne 1448, 2010
Information disclosure statement......... 1406, 1418
1455 2003
Initial examiner reVIiEW............ooovvvvvveviiiieeeeeeens 1443
Inoperative or invalid, Oath requirement....... 1414 to
1414.03
INSPECtion........ccuveeeeeeiiiiiieeee 103, 1430, 1470
Interference........cccceeevecieee e 1449.02
Interference on original patent concurrent with...........
1449.01
Intervening rights..........ccooooiiiiii e, 1460
Inventorship error........... 1402, 1410.01, 1412.04,
1412.05
List of references..........ccccoe..... 1406, 1418, 1455
Litigation or PTAB trial involved....... 1404, 1442.01
to 1442.05, 1443, 1449.01, 1449.03
Marking envelope........ccccoocvvvveeiiiiiiienee s 1404
Litigation protest...........cccvveeevivvvieeeeeiivnnnn. 1901.03
Maintenance fees on original patent............ 1415.01

Merger of reissue applications after restriction.. 1450

Merger of reissue application with ex parte
reeXamination.........cccovieeeirieeenieee e 2285
Merger of reissue application with inter partes
reexamination..........ceeeeeerieieeeeeeriiiee e 2686.03
Multiple filings.......ccccevviiiiieeeieeeee 1450, 1451
NEeW MAtter.........ovieeeiiiiiieeee e 1411.02
Numbering of claims................. 1451, 1453, 1455
Notice in original file...........cccvviiiiiieiiiees 202.05
Oath...cccooviiiiieeecee, 1414 to 1414.03, 1444
Primary examiner’s decision.................cc...... _1004
Supplemental.................. 1414.03, 1444, 1455
Offer to surrender patent (not required)............ 1416
Official Gazette

Claim to be printed in..........cocooveiiieeiniinnnnne 1455
Filing notice in..... 1430, 1441, 1441.01, 1443,
1452, 1457, 1470
Omission of feature..........cccccceeviiiieeeninnne. 1411.02
Open to public........ccceevveeinninnns 103, 1430, 1470
Ordering copies of papers infile............cc......... 1430
Overlooked aspects.................... 1412.01, 1412.02
OWNEIShIP....coiiieieiiiie e 1410.01, 1443
Patent SeriesS........ccevvveeriiie i 901.04
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Sec. No.
Patent term, affect on.........cccooeeeviiiiiiiiieeeeeenen, 1405
Petition to merge reissue and ex parte
reexamination............cceceeeeeveennn. 1002.02(b), 2285
Petition to merge reissue and inter partes
reexamination................ocuve.. 1002.02(b), _2686.03
Petition to stay reissue pending ex parte
FeeXamination..........coc.vevvereeneenieeniee e 2285
Petition to stay reissue pending inter partes

reexamination..............cuvvveeeeeeeeeeeeeeerirennn. 2686.03

Print of drawing........ccccovvviiiiiieiiiee e, 608.02
Prior art consideration.............ccccceeevvieneenineenne 1402
Prior art statement.................... 1406, 1418, 1455
Priority correction........ 214, 216.01, 1402, 1405,
1417
Protest......... 1404, 1441, 1441.01, 1443, 1901
Protest filed in reissue where patent is in
iNterference........cccooeeeeienice e, 1443, 1449
Public access.........ccccevvvveinineenns 103, 1430, 1470
Recapture of matter.................... 1412.02, 2146.01
Reexamination proceedings copending....... 1449.01
EX PArte .ovveeeiiiiiiiiiiiee e 2285
Inter partes ........ 2643, 2686, 2686.03, 2695
Rejection........c..eeviiiiiee e 1444, 1445
Request for Continued Examination (RCE)...... 1452
Requirement for information....................... 1442.04
ReStrCtioN. ... 1450, 1451
DESIGN..cc it 1457
Return of original patent..............ccccceveeeiiinennn. 1416
REVIEBW....coiiiiiiie e 1456
Same invention as original patent................ 1412.01
Special for examination......... 708.01, 1441, 1442,
1442.03
DESIGN. ..t 1457
Specification........... 1453,
1455
StatUS....oeeeiiiiiiee 1470
Statutory basis 1401
Statutory disclaimer..........cccoocoiieiiniiiiiieee s 1490
Stayed pending ex parte reexamination..... 2686.03
Stayed pending inter partes reexamination...............
2686.03
Submission of papers in
Suit on original patent............cccoeeviveeeeiinnen,
Surrendered patent returned to applicant......... 1416
Surrender generating limitation.................... 1412.02
SUSPENSION. ...vviieeeiiiiie e criieee e e ivaeee s 1450

Terminal disclaimer.. 1402, 1410.01, 1411, 1451,
1490
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Reissue application — Rejection

Sec. No.

Transfer of original drawing (prior practice).................

Sec. No.

Computer programming cases....... 2106, 2161.01
2164.06(c), 2181

608.02(i),

Treatment of Protest..........cccceeveiiiiieneeennns

Twice reissued...................

Two month delay period
Rejected application...........ccoccceeriiiiiiineeeneens

Rejection (See also: _Anticipation rejection) _Indefinite
claim) ODVIOUSNESS) ......ccovivveeiriiiieniiie e 706

Abandonment of invention...................... 140, 2134

Admission by applicant....... 2103, 2109, 2120.02,
2129, 2133.03(c), 2145, 2146.02, 2152.03, 2172

After allowance of application........ 706.04, 706.05
1308.01

After allowance of claim..........ccccoovveiieeninns 706.04
After allowance, primary examiner review of..... 1004
After appeal, new rejection......... 1207.03, 1207.04
After termination of interference....................... 2308
Against public pPoliCY........cccueereeiiiiiiiieeeeieee. 2104
AJGregation..........cocveeiiieeeniiee e 2173.05(Kk)
All valid grounds..........ccccovvieeiniieeniieenne 707.07(q)

Allowed claim by Patent Trial and Appeal Board.........
1213.02

Alternative phrases..........cccoocvevviveerineennn 2173.05(h)

Anticipation (See also: _Anticipation rejection) ...........
2120.01, 2131, 2132, 2133, 2136, 2152, 2154

Art (See also: Prior art) ........ccccceeeeeiiiieeeeennines 2120
Assigned applications, Same applicant......... 804.03
Atomic Energy ACt........ccoovivieeeeiiiiiieeeeseiins 2104.01
Authorship........cccceveenee. 2132.01, 2137, 2155.01
Backup rejections.........cccceveeeiiiiieee s 2120
Bar, Statutory..... 2120.01, 2133to 2133.03(e)(7).
2139.02 2152.05

OVercoming......cccveeveereneans 2133.02(a), 2152.06
Board introduces...........cccoevvvveiiieeiiieeenee. 1214.01
Board statement on allowed claim............... 1213.02
Breadth........ccoviiiiiiii e 2173.04
Broadening in reissue application................ 1412.03
Broader than the disclosure.............ccccue... 2173.03
Chemical practice

Markush........ccccooeviieiiiiiiiieeees 803.02, 2117

Undue breadth... 2163.05, 2173.04, 2173.05(h)

Claim presented corresponding to claim of patent.....
706.06

Claim presented corresponding to claim of patent,

failure to reply.....cccoovciiviee, 2304.04(c)
ClaIMS....iiiiiire e 706
Combination of references............... 2131.01, 2142
Common knowledge..........ccocoeeriiiiininnennne 2144.03

Commonly assigned.... 2146, 2146.01, 2154.02(c)
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Conflicting applications.... 709.01, 715.01(b), 804,
804.01, 804.02, 822, 2136.01, 2141.01, 2146
to 2146.03(a), 2148, 2152.06, _2154.01(d),

2154.02(c), 2158 2158.01
Contrasted to objection...........c.cccevvveeiniieeenns 706.01

Copending applications, different inventive entities.....
2109, 2136.01, 2136.04, 2146to _2146.03(a),

2152.07 2154.01(d)
Cumulative...........cocoveeeeveeeeeeenn, 706.07(e), 2120
Dedication............ooevvvviieeieeeeeeeeen, 715, 1490
Defective reissue oath..................... 1414.03, 1444
Dependent claim..........cccooviiiiieeeiiiiinneen. 608.01(n)
Derivation of inVention.............coovvivvvvvviiieneeeeens 2137
Disclaimer.........ccccovevveiveennns 710.02(d), _2304.04(c)

Double patenting (See also: __Double patenting)
Duplicate claims.........ccccovvveeeiiieeiniieeenne.

Estoppel, defensive publication
Estoppel, interference...........cccccceeviiieneenn.

Final (See also: _Final rejection) ............... 706.07 to
706.07(h)
Foreign application, statutory bar.................... 2135

Form paragraphs used...... 2106.07(a)(1), 2107.02,
2139.03, 2148, 2152.07, 2157, 2158.01, 2175,
2187

FOrm USEd......ovvveeeiiiiiieeee e 707
Fraud upon publiC..........ccccoievieiiiiiineee e, 2104
Frivolous Invention............ccccvvvvveeeeeeeeneeeeeeeeenn, 2104
Function of machine 2173.05(v)
Functional claim............cccevuenee. 2114, 2173.05(qg)
Functional equivalents.............cccccooeenninnne 2144.06
Generic claim.............. 715.02, 806.04, 809.02(a)
Genus and species................ 806.04(h), 806.04(i),
2131.02 2144.08
Ground clearly stated.................... 707.07(d), 2142
INACCUrate.........coevvvuviiiiee e 2173.03
Incomplete......ccoovcvieeieiiiiiiieeecis 707.07(j), 2175
INdefinite.........coooi i, 2175
INOPErativeNess.........coccvveerieeeriiieeiiieeene 2164.08(b)
Insufficient disclosure............cccovviiiiieniniinnns 2166
Insufficient disclosure, trademark.............. 608.01(v)
Interference, estoppel........ccceevviiiieeeniinenne 2308.03
Interference terminated................. 710.02(b), 2308
International publication as prior art........... 2136.03
2139.02 2152.05 2154.01(a)
Judicial NOLICE......uvvreeeieieeeeeieieeeeeeeeeeeeeeee, 2144.03
Language used............cooeeeveennnnne. 707.07(d), 2142

Linking claim...... 806.04, 806.05(c). 809, 809.03
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Rejection — Reply

Sec. No. Sec. No.

Markush, Improper.........ccccceviiiieiieniiiieee s 2117 Broadened claims..........o...... 1412.03. 2163.05
Multiplicity................... ... 2173.05(n) Defective 0ath............cccceevvevevnnees 1414.03, 1444
Negative limitation............c..cccooovvninnnnn. 2173.05(i) RECAPIUIE. ... 1412.02
New, after appeal.........ccocevveviieiiieeeiiieeae 1207.03 RES JUAICALA ... 2138.02, 2190
New, after final rejection.............cccoeuveee.. 706.07(e) Scientific principle. 2106.04, 2106.04(b), 2107.02,
New matter.........cccccervvevuereernns 608.04(a), 2163.06 2164.07
Nonelected iNnvention...........cccccevveeeeiieeennnee. 803.02 Secondary considerations............... 2131.04, 2145
Nonstatutory claim.............c.c........ 2104 to _2107.03 Single means claim........... 2164.08(a), 2173.05(g).
Nonstatutory subject matter.......... 2104 to 2107.03 2181
Not based on prior art 706.03 Species and genus................. 806.04(h), 806.04(i),
NOt INVENTOL......eeiiiieiiiiiiie e 2137 2131.02 2144.08
Not readable on disclosure............c............ 2173.03 SHAEMENE OF...ooooveeiineee 107.07(d)
Oath, defective reissue.................. 1414.03, 1444 Statutory bar...... 2120.01, 2133 to 2133.03(e)(7).
Objection distinguished..............ccccovevveennnene 706.01 2139.02 . -2152.05
Obviousness (See also: _Obviousness) .......... 2120, Sugggsted claims not made..........c....... -2304.04(c)
2142 Technical........cooeviiiiiiii e 706.03
Official NotiCe........cccvveiiiiiiciceccen 2144.03 Trademark or trade Name.......................... 508.01(v)
Old combination...........c.cccoeeeeiiiiiieneenns 2173.05()) Undue breadth.............ccooooevvee 2163.05. 2173.04
OMNIBUS CIAIM......oervcreererene 2173.05(r), 2175 2104, 2107
Overcoming pre-AIA 35 U.S.C. 102 rJeCtion.............  VAGUE oot 2175
2132.01 2133.02(a) 2136.05 2144.03
Overlapping applications........... 709.01. 715.01(b). Rejoinder............... 806.05(c), _806.05(f), _806.05(h),
804, 804.01., 804.02, 822. 2136.01, 2141.01, 806.05(1), 809, 812.01, 821, 821.01, 821.02,
2146 to 2146.03(a), 2148, 2152.06, 2154.01(d). 821.04.  821.04(a).  821.04(b).  1302.04(h)
2154.02(c) 2158 2158.01 Related inventions......... 802.01, 806.04(b), 806.05,
Perpetual motion...............ccccvveveee. 2104, 2107.01 806.05()), 808.02, -809.03
Personal remarks avoided......................... 707.07(d) Rejoinder of, generic or linking claim allowable..........
Previously allowed claim.................... 706.04, 1004 821.04(a)

Prima facie case of obviousness................... 2142 Rejoinder of, product claim allowable........ -821.04(b)
Printed matter Related inventions, Species...........ccccceeeenes 806.04(b)
PrIOF @rt.. ..o Remailing Office action...................... £07.13. 710.06
Prior art between applicant’s foreign priority date and Remand by Board
U.S. filing date.................. 216, 2121.01, 2132.01, AFIJAVIT. .o 1211.03
2136.05 2152.06 AMENdMENL........oviiiiiiiiee e 1211.01
Product by process...........c........ 2113, 2173.05(p) Further search........cccccevvvivienieniicse e 1211.04
Product of nature..................... 2104, 2105, 2106, INgeneral........cceoeeiiiiiiiiii e 1211
2106.04(b). -2106.04(c) Inter partes reexamination....... 2677, 2681, 2682
PrOlX. .o 2173.05(m) SPECIAN .ot 708.01
Provisional rejection....... 2127, 2136.01, 2139.03, Removal of application from Office........................ 101
2146.03, 2146.03(a). 2154.01(d). 2158.01 Renumbering claims..........ccccooviiiieeniinecnnne. 1302.01
Public sale (See also: On sale) ................. 2120.02. Reopening after allowance.............cccocvove.... 1308.01
2133.03, 2133.03(b)to _2133.03(e)(7)., _2139.03, . L
2151, 2152, 2152.02. 2152.02(d). 2152.05. Reopening after court decision....................... 1216.01
2152.07 Reopening prosecution after Action Closing Prosecution
Public use (See also: _Public use) ............. 2120.02 ininter partes reexamination............. 2673, 2673.01
2133.03(a), 2151. 2152. 2152.02. 2152.02(c). Reopening prosecution after Board decision in inter
2152.05 2152.07 partes reexamination..............cocoeceveieniieiinieieennns 2682
Ranges.......... 2131.03, 2144.05, 2148, 2158.01 Replenishment of deposit accounts (See also: Deposit
Recapture in reissue application................. 1412.02 account Rgplenlshment)
Reissue application Reply (See also: _Amendment) _Period for reply)
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Reply — Resignation of examiner, old cases special

Sec. No.
After abandonment...........ccccevvvivieiiieieeeneeenn. 714.17
After Board decision 1214.01, 1214.06
After final rejection..........ccccceeenneen. 714.12, 714.13
By filing RCE.......ccooveiiie e, 706.07(h)
Within 2 months.........cccccviiiiieeeieieeeeee. 706.07(f)
Attorney arguments.........ccceeeeeeeeees 716.01(c), 2145

By patent owner in inter partes reexamination (See
also: Reexamination, Inter partes: Response by patent
owner)

By third party in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third party)

Complete......ccovveveeeiiiieeieee 714.02to 714.04
Copying claim from patent not a reply....... 711.02(b)
Election requirement...........ccccceveeeniineenn. 809.02(a)
Formal matters........cc.ooveeviieniieieee e 714.02
Incomplete............. 710.02(c), 711.02, 711.02(a),
711.03(a), 714.02 to 714.05, 2266.01
In ex parte reexamination............ccccccceeeeennnnee 2266

Incomplete, election of species lacking..... 809.02(a)

Incomplete, proceedings not stayed by petition..........
1002

Incomplete, time for completing...... 710.02(c), 711

714.03 2266.01
LaLE. . eeeiieiiee sttt 711, 711.02
Late, eXCUSE.........cocevivieiieiiiee e 710.02(d)
Patentability pointed out................ 714.02, 714.04
2132.01, 2133.02(a), 2136.05, 2152.06
Restart period for.........ccoccviviieeeiiici e, 710.06
Restoration of canceled matter.................. 608.01(s)
Restriction requirement................cc.c.... 818to 819
Signed by all applicants...........cccccoevveenee. 714.01(a)
Statutory period.........ccceeevvciieree e 710.01
Reply brief.. ... 1208
Representative capacity...... 402.04, 405, 714.01(c)
Cannot expressly abandon.................. 711, 711.01
Cannot sign terminal disclaimer....................... 1490
INEEIVIEWS...vvieei e 405
Representative of foreign assignee.................. 302.04
Representative of inventor or owner...................... 400
Representative of requester...........cccoccvveevieeeene 2213
Representatives of out-of-town attorneys.............. 408
Republication of PG-Pub...................... 502.05, 1130
Request for Continued Examination (RCE)... 706.07(h)
After allowance...........occveveiiiieniiniieee, 1308
Conditions for filing..........ccccoevriieiieiniiieen. 706.07(h)
Design application...........ccccevevveiiieeiniieeenns 1502.01
Improper CPA treated as 201.06(d)
Submission requirement............ccccoecuveeeen. 706.07(h)
Suspension of action iN...........ccceeeviiieiiieeennne 709

Index-93

Sec. No.
Terminal disclaimer, effect in...........cccoeeevvvvnnns 1490
Request for ex parte reexamination (See also:
Reexamination, Ex Parte)

Request for inter partes reexamination (See also:
Reexamination, Inter partes: Request) Reexamination,
Inter partes: Decision on the request for reexamination)
Request form (PCT/RO/101)...... 1801, 1812, 1821,
1828, 1844.01
Request for reconsideration of patent term adjustment..
1002.02(b)

Request for rehearing of Board decision.... 1002.02(b),

1214.01 1214.03 1214.04

Inter partes reexamination................... 2682, 2683
Request for reinstatement of period of patent term
adjustment........ceeeeeiiii e 1002.02(b)
Request to convert provisional application to
nonprovisional application...............ccccc.... 1002.02(b)
Request to issue patent in name of assignee after issue
fee Paid....cccccviiriii i 1002.02(b)
Request for supplemental examination........... 2811 to
2811.02

Requirement for information...... 704.10 to _704.14(d),

1901.06, 2120.02, 2135, 2173.02, 2181
After the first action on the merits............. 704.11(b)
Authority for requirement..............ccccooeeeee.. 704.10

Consideration of information submitted..... 704.14(b),
707.05(b)
Format of requirement.............cccccceevvnnee.. 704.14(a)

Relation to duty of disclosure........ 704.12(a), 2005
Relationship to information disclosure statements .....

704.14(d)

REPIY 10 iii i 704.12
Elements of a complete reply................ 704.12(b)
Time periods for........ccccvvvieiniiiiniiceiienn 704.13
Treatment of an incomplete reply.......... 704.12(c)

What information may be required................ 704.11

704.11(a)

When requirement may be made.............. 704.11(b)
Requirements must be repeated.................. 707.07(e)
Requisites of the application............cccccceeeviiieeeenn. 702
Res judicata .............. 2138.02, 2190, 2259, 2659

Rescission of nonpublication request...... 1123, 1124
Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

Cited..veiieeeie e 1123, 1124
Reproduced.........cccvvvveeiiiiiiiie e 1135
Residence, Applicant’s.................. 602.08(a), 719.02
Resignation of examiner, old cases special...... 708.03
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Respondent Brief in appeal of inter partes reexamination — Restrictions on employees of Office

Sec. No.

Respondent Brief in appeal of inter partes

reexamination...........cccceeevvneennnen. 2675.01, 2675.02
Response (See also: Reply)

Restriction (See also: _Election) Election of species) ...
800

Action, eXaminer'S...........cc.oevvvvvieieeeeeeens 814to 817
Action after, special.........cccccoooveiieiinineene 708.01

Sec. No.

Reasons for holding of independence or

AIStINCINESS. ...ceiiiiiiiiieee e 808.01
Reissue application...........ccccoccuveeeennns 1450, 1451
Rejection of nonelected claims......... 821to 821.03
Rejoinder............ 806.05(c), _806.05(f), _806.05(h),

806.05(i), 809, 812.01, 821, 821.01, 821.02,
821.04, 821.04(a). 821.04(b), 1302.04(h)

Action on the Merits........cccoeiieiiinniee e 810
Apparatus and process or product........ 806.05(e) to
806.05(g)

Application referred to second examiner............ 815
BaSIS. . ittt 802
Burden, without SEerious.............ccceeeeeeeeeeeeeeeennnnn, 803
Claimed subject matter...........ccccoovveeiiieeenne 806.01

Claims to divisible inventions added before action.....

818.02(a)

Combination and subcombination............ 806.05(a)
806.05(c)

CoNtINUALION. ......ceeirieiiccieere e 819
Design application...........cccceviiiiieneeiiiineenn. 1504.05
DefinitioN.......ccvviieeiiie e 802.02
Distinct invention................... 802.01, 806, 806.05
DIStiNCt ProCESSES. ...uuvieeeiiiiieieeeiiieieee e 806.05())
DistinCt ProductsS........ccceevveeeriiieiiiee e 806.05(j)
Election other than express..........ccccvceveeeinns 818.02
Election fixed by action on claim.................... 818.01
Final requirement..........c.ccccovvieeeiiiecniee e, 821.01
Grouped in parent application...................... 811.04
IMProPer.......cuvvvviiieiiiiieeeeieeeeee. 803, 806, 808.02

Independent embodiments........ 802.01, 806.04(b),
806.06

Independent inventions............. 802.01, 803, 806,
806.06 808.01(a)
Intermediate-final product....... 806.04(b). 806.05(j)
INtrOdUCHION. ....cvvieeeee e 801

Linking claim..... 806.04, 806.05(c), 809, 809.03,
821.04(a)

Markush claims........ccooooeviieiiiiiveneeeee, 803, 803.02
Nonelected claims, treatment of....... 821to 821.03
Eligible for rejoinder............ccceevvieeeiiiiiieneenn. 821
Reissue application..........ccccccoeviiieieeeininnen. 1450
Nonelected invention.................. 803.02, 821.04(a)
Nucleotide sequences 803.04, 2434
Patentability over prior art.................... 809, 809.03
Patentability report, effect.........c.ccceeviiiniiiennn. 807
Process and product or apparatus........... 806.05(e)
806.05(q)
Product and process of using.................... 806.05(h)

Product, process of making and using....... 806.05(i)
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Related inventions.. 802.01, 803, 806. 806.04(b),
806.05 808.02, 809.03

Rejoinder of, generic or linking claim allowable......

821.04(a)
Rejoinder of, product claim allowable.... 821.04(b)

Requirement...........ccccceeeviiiiene.n. 812, 814to 817
Additional...........ceveeeiiiiiii e
After election...........cccvvveeeiiiiiieee e

With traverse...........cccoeeeeecciivvviininenes
Without traverse
By group where examinable..............c..cccc...... 812
Clear and detailed record..........ccccvvvveveeenennn.. 814

Patentability....
Reasons for insisting upon

Rejection on double patenting following..... 804.01
Repeated after withdrawal......................... 811.03
RePIY 10 818 to 818.02(d)
Review by examiner with at least partial signatory
AULhONItY ..o 803.01
Submission to TC director.............c.ccc....... 804.04
Second requirement..........ccoecveevieeeeineeens 811.02
SEQUENCES.....evvevieiriririririeiereeeaeeens 803.04, 2434
Single claiM.......ccviii e 803
Single embodiment............ccceeiiiiiiiinens 806.03
Species may be independent or related
INVENTIONS......vviiiiiee i 806.04(b)
Species of unclaimed genus................. 808.01(a)
Subcombination, Combination............. 806.05(a),
806.05(c)
When made......cccoooeeeeviiiviiiiieneeeees 811, 811.02
Withdrawal.........cooovveeiiiiiiie e, 819
Subcombinations usable together............ 806.05(d),
806.05(j)
Telephone.......coociiiieiecc e 812.01
Transitional application............ccccoeeeienniinns 803.03
Traverse of requirement....................... 818, 821.01
Restrictions on employees of Office.......... 309, 1702
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Restrictions on former employees of Office — Rules, Patent (Code of Federal Regulations)

Sec. No.
Restrictions on former employees of Office......... 1702
Restoration of Priority.........cccccoovniieeeiiiiiineneen. 213.03
Restoration of right to priority claim benefit of provisional
application...........cooeiuiiiieieee e 211.01(a)
Retroactive foreign filing license............cccccecvveennee 140
Return of Papers
Discourteous matter... 714.19, 714.25, 1002.02(b)
Entered in the file............ccccovneene 214.03, 719.01
Return of drawing........c.ccccevevvieeiniieenneennn 608.02(y)
Return of filing fee..........ccoooiiiie 607.02
Return of patent..........cccccceeeveiiiiiee e 1416
Return of post card (sometimes postcard or
POSt-Card)......ccccueeeriiieiiiie e 503, 1901.05
Returned Office action..........ccccceeeviiiieneeniinnnen. 707.13
Review at allowance............ccoeeeiiieeinineennne. 1302.01
Review for national SECUrity..........ccoevvveiiieeeiiiieenne 115
Review for Government property rights................. 115

Revised statutes (See also: Statutes)
Revival of abandoned application.. 711.03, 711.03(c),

1002.02(b) 1002.02(f)
Revocation of agent under PCT..........ccceveeeenne /1808
Revocation of power of attorney........ 402.05, 402.07
After AllOWANCE..........ccoeeriiiiieiieeec e 2501
Rewritten specification............ccccooeceeeeenies 608.01(q)
Right of Appeal Notice (RAN)....... 2666.05, 2666.10,
2667 2671 to 2674 2677
CONENL....coiiiiiiiii 2673.02
Right of domestic benefit..................... 210to 211.05
Right of priority (See also: _ Foreign application)
Foreign application...................... 210, 213to 217
Form paragraphs..........cccoeeeeeiiiiieee e 213
Formal requirements...........cccoovuvieeeeeiiiiieee e 214

Overcoming a reference.. 213, 213.04, 215, 216,
2132.01, 2133.02(a), 2136.05, 2152.06

Papers required...........occuveeeeiiriiiiene e 215
Time for filing papers.........ccccvcvveiiieeiniinenns 215.03
Right to exclude others.. 509.02, 1111, 1601, 2162
Rights, Transfer of patent or application........... 509.02
RNA (See also: Biotechnology) Nucleotide sequences)
Roster of attorneys or agents............... 601.03, 1730

Rospatent (Federal Service for Intellectual Property
(Russian Federation)... 1840, 1840.04, 1860, 1865

Rules, 21 CFR 60.3(1)......covieiiiiiiiieniieiieeneeene 2751
Rules, Patent (Code of Federal Regulations)........ L. R
10 CFR 810 Cited......ceeeieeeeriiieeriieeeriiee e 140
21 CFR 312.80-312.88 Cited...........cceeruennne 2107.03
37 CFR:
1.1 Reproduced.........ccuueeeeeiiiiiiiieeiiiiieeee e 501

1.2 Reproduced.............coeenneee. 713.04, 2002.02

Index-95

Sec. No.
1.3 Reproduced.........cccuveeeeeiiiiiiieeeiiieen. 714.25
1.4 Reproduced............... 501, 502.02, 502.04,
509.03 2002.02
1.5 Reproduced.........cceevieeiiiieeiniiee e 502
1.6 Reproduced........... 502, 502.01, 505, 513
1.7 Reproduced.........cccoovvieeniiiieniiiceiieenn 710.05
1.8 Reproduced.........ccceevieeeeiiieeiniiee e 512
1.9 (pre-AlA) Reproduced............... 201, 201.04
1.9 Reproduced... 201.01, 201.04, 1893, 2920
1.10 Reproduced...........ccceverueeeinieens 511, 513
1.11 Reproduced............... 103, 1430, 1879.04
1.12 ReproducCed.........c.cccuveeviiieenniieenneennn 301.01
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____________________________________________ 120 41.203 Reproduced...........cccccveeeeennneen.... _2301.03
____________________________________________ 140 41.206 Reproduced.............ccccevvveennnee. 2304.05
____________________________________________ 140 42.2 Reproduced............coeecveveeeennninen.... _2310.02
____________________________________________ 140 42.3 Reproduced........c.ccccevvcivviieeiniiiiieneennn. 2313
____________________________________________ 140 90.1 Reproduced.........ccccevcveeeiiieeinieeenneee... 2683
____________________________________________ 140 102.4 Reproduced............ccccevivveeeeeenirnenee.... 103
............................................ 140
............................................ 140
............................................ 140
............................................ 140
........................ 402.01, 402.09
Lo [T 402.01, 1702 S
donneen. 402.03, 410, 509.03,
Sale, On (See also: On sale
___________________________________ 402.06 Sample letter on submission of prior art in patent.........
..................................... 2301.02 2205
_____________________________________ 1213.03 SanClioNS........cccooeeiiiiiirccccrrrereeeeenenee e 410
Ao 2307.01 Saturday, effect on time for reply........... 502, 502.01
502.05, 505, 506.02, 510, 513, 710.05, 2504,
Lo P SPRPPN 1204 2506
oo 1206 Scientific and Technical Information Center (STIC).......
oo, 1205 901.06(a)
PN 1207, 2275 Biotechnology sequence listings..... 2421.03, 2429
Qe 1208 Foreign patents........... 901.05, 901.05(c), 903.03,
Lo [ 1207.05, 1208 901.07, 2135
o P 1207.05 HOUPS ..ot 1730
o PP UUTT 1214.03 Litigation search...... 2240, 2287, 2640, 2686.04
Lo PO OPOPRT 1214 Literature collection.................... 719.05, 901.06(a)
Lo U 2674, 2674.01 Location and telephone number....................... 1730
(o ISR 2675, 2675.01, 2678 Translation assistance............ 901.05(d), 901.06(a)
Lo R 2675, 2675.02 Scientific principle not patentable.. 2106.04, 2107.02,
s IO 2675.01, 2675.02 2164.07
s 2677 Scope of claims.......... 904.01(a), 2163.05, 2164.08
o PSRRI 2678
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Scope of claims — Sequence rules

Sec. No.
Design application..... 1503.01, 1504.04, 1504.05,
1504.06
Scope Of ClassS......covuvieiiiiiiiie e 903.02(b)
Scope of reexamination
EX PArte ...ooooiiiiii e 2258
INTEr PAMES ..oveeiiiieieieeee e 2658
Screening new application for security review...... 115,
2104.01
SEAL ...t 602
NOt reqUIred........cooiiiiiiiie e 602
VEBNUE. .. .cceiieiii et eas 602
SEAMCH......eiiiiit e 900
After reversal by Patent Trial and Appeal Board ........
1214.04
Aids in Scientific and Technical Information Center
(STIC) ittt 901.06(a)
Analogous art areas............cce...... 904.01(c), 2141
Claim analysis........ccccoeiiieiieiiiiieiee e 904.01
COMPULET ...t 719.05
Databases (See also: Electronic databases)
Electronic documents............. 707.05(e). 904.02(c)
FEE, PCT .ttt e 1827
Field of...cveeiiiieieee 904.02, 904.02(a)
Not to be given for patented inventions........ 1701
File wrapper notation............c.ccccecvueee. 719.05, 904
Incomprehensible disclosure......................... 702.01

In Technology Center, by member of public.... 713.02
Informal application ... 102.01, 704.01

INPADOC. ..ot 901.06(a)
Interference........coccoeeiiieei e 2304.01(a)
Internet........ccoceveeiiicieiees 707.05(e), 904.02(c)
Notes in classification definitions.............. 902.02(a)
905.01(a)(2)

Notes in file wrapper.................. 705.01(a), 719.05,
903.07(a)

Online database (See also: Electronic databases) ....
901.06(a), 902.03(e)
OUtliNING......ccieieee e 904.02(a)
Patentability report................. 705.01(a). _705.01(b)
Prior examiner's..........cccccovcieieeiiiciiieee e 704.01
Procedure........ccccovvveiiieeeiiiee e 704.01, 904
References in classification definition.... 905.01(a)(1)
Requirements for information..... 704.11, 704.11(a)
Restriction requirement..........ccccceeevviivveneennn. 808.02
SCOPE.ceiiiitieieeeee e 2103, 2141
Selecting pertinent references...........ccc........ 904.03
THIE et 306
Unduly extensive and burdensome............... 806.01
808.01(a), 818.02(b)
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Sec. No.

Search notes form (PE2E-OC). 704.14(b), 705.01(a),

719.05 904
Search facility hours...........cccociiiiiiinnn. 510, 1730
Search tools, automated...............ceevveevnnnnns 902.03(e)
Searched boX entrieS........cccvvveeeeeeeeeieiiiiieeien,

Secrecy, in general
Secrecy of international applications

“Secrecy Order” application...............
After declassification............cccoveeeiiieeinieee e, 130
AlIOWANCE......coiiiiiiiiiei et 130
Commodity Control List.........cccccveeviiciviieeeninnnene, 120
COrIreSPONAENCE.......uveeeiiiee et 120
Facsimile transmission of correspondence not
PErMItted. ... .oeiiiiiiiie e 120
Final rejection........ccccccvveiiiiiiiieiee e, 130
INterference..........ceeeeeieiiieeieeee 130, 2306
Petition for rescission or modification................. 120
ProSECULION.......ccciiiiieeee e 130
REVIEW.....uiiiviieii e, 115, 140
Security, Application affecting........ 120, 121, 130,
140

Secret sale (See also: On sale

Security interest in patent, recording (See also:

ASSIGNMENT) .. 313

Security markings.................... 121, 130, 140, 724

Security screening of new applications....... 115, 140

Security Working Group 3640, applications submitted...

121, 130, 1002.02(c)(1), 2104.01
Self-addressed postcard (See also: Postcard
self-addressed) .........ooceeieieeiiie e 503
Sequence listing (See also: _Sequence rules) ..............
2422.01
Database (See also: Sequence __rules)
EFS-Web submission............... 502.05, 2422.03(a)
Hand delivery........ccovviiiiiiieeec e
Pre-Grant Publications (PG-Pub)
Statements.......ccccceeeeeiiiien. 2422.06, 2422.07
Sequence rules (See also: Biotechnology) ........ 2400
Amendments to sequence listing and computer
readable form..........ccococveviiininnns 2422.07, 2426
Amino acid definition.............ccccccoeiiiiieeeenn. 2422.01
AUTNOTIN. .. 2430
Changes to rules........cccccceeevviiieneeenins .. 2421.04
Coding regions, depiction of 2423.02
Compliance requirement................. 2422.07, 2429
Computer readable format requirement........ 502.05,
2421.01 2422.04 2425

Database.. 2422.01, 2422.03, 2422.04, 2423.02,
2424.02, 2424.02, 2425, 2429, 2430
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Sequence rules — Signature

Sec. No.

Definitions for nucleotides/amino acids....... 2422.01
Definition of "Sequence Listing" and "CRF".. 2421.01
Exclusive conformance requirement............ 2422.02
Extensions of time.........cccoooceeviiiiiice e, 2421.03
Format and symbols........................ 2423, 2423.01
Form paragraphs........ccccvceveiiieeeniii e 2427
Hand-delivery of sequence listings and computer
readable forms........ccceiiiiieiiicce e 2422.09
Helpful hints for compliance..............ccocoocee. 2429
Informational requirements for sequence listings.......
2424 2424.01 2424.02
Mandatory information items........... 2424, 2424.02
MINOT EITOFS..... e 2427
Miscellaneous requirements, information..... 2424.03
Notice t0 COMPIY...ccuveeriiiiiiieeiiee e, 2421.03
Nucleotide definition............ccocooiiiineen. 2422.01
Numbering of SeqUEeNCes...........ccocveeevvnene 2423.02
Numeric identifiers...........cccccceeneenne. 2424, 2424.02
Official copy of sequence listing.................. 2422.04
Patentln information.............cccceeeeeeeeens 1730, 2430
Presumptions regarding compliance........... 2422.08
Previously filed identical computer readable form,
transfer request.........c...oeeiiii s 2422.05
Replacement of sequence listing and computer
readable form.........ccccvvviieeeeieennnns 2422.07, 2426
Sample sequence listing.......c.ccccevvveveeeiiiinnnennn. 2431
Sanctions for failure to comply..................... 2422.07
Sequence identifier requirement.................. 2422.01
Sequence listing requirement..................... 2422.01

Patent Cooperation Treaty (PCT)........... 1823.02

1848, 2422, 2422.03(a). 2430
Sequence presentation............cccveveeeiiineen. 2423.03

Sequences embedded in application text.... 2422.01
2423.02

Sequences in drawings........cccccoecveeeeerennene. 2422.02
Sequence listing transfer request................ 2422.05
Statement regarding content of paper and computer
readable copies................ 502.05, 2422.06, 2428
Statement regarding new matter..... 2422.07, 2428
Summary of requirements...........c.ccoecvveenne 2421.02
Variants of a presented sequence............... 2422.01
Voluntary compliance...........cccccceevniiiieneenn. 2422.01
WIPO Standard ST. 25, Appendix 2 Tables
Reproduced.........ccoocvvviieiiiiiiiiec e 2422
Cited....oooveeeiieeeieen 2422.01, 2423, 2423.01
Sequences, restriction..............cccveeee.. 803.04, 2434
SErES COUES. ... uviiiiiiiiiiit e 503
Series of dependent claims.............cccceene 608.01(n)
Series, Patent (See also: Patent)

Index-101

Sec. No.
Service, proof of, in a petition for access............... 103
Service of applicant in a protest......... 1901, 1901.03
Service of citation in patent...........c.cccceeeeeiiineeen. 2208
Service of court papers on Director.................... 1216
Service of patent owner statement on requestor in ex
parte reexamination.............ccceeeveeennee 2249, 2266.03

Service of papers in inter partes reexamination...........
2666.06

Certificate Of........ccccvevieiiiiiiie e 2666.06
Proof of service............... 2666.06, 2666.50, 2667
TO patent OWNEer.........ceevveveveveeeeeeenn. 2654, 2666.05
To third party requestor........ 2654, 2666, 2666.05
Shift of election.........ccccoviiiiiii 819
Shoes (See also: _Search) ........ccccceeeviiienenn. 901.07
Shortened statutory period (See also: Period for reply)
Statutory period) .......cccoceeeiniieane 710.02, 710.02(b)
Appeal......cccooeeniiiennnnn. 1205, 1214.06, 1215.04
Date of abandonment.............ccccceeernineen. 711.04(a)
Drawings.......ccceevververeeenvenneenns 608.02(p), _608.02(x)
Extension of time................. 710.02(e), 1002.02(c)
Final rejection......... 706.07, 706.07(b), _706.07(f).
706.07(q), 714.13
Informal application...........ccccooveeeviiieenineene 702.01
Information disclosure statement.............. 609.04(b)
QUAYIE. ... 714.14
Reexamination, ex parte .... 2250.01, 2263, 2265,
2272, 2273 2285 2286
Time limits compared.............cccoeveeeiennen. 710.02(d)
Signatory Authority, Full.............ccccoiiiiinnne 1004
Signatory Authority, Partial............c.ccccovieeinnnen. 1005
Signature
Alteration in specification signed................... 608.01
AMENdmMENt.......ccooviiiiiiiee e 714.01
Signature improper........... 714.01(a), 714.01(c),
714.01(d)
Signature mMisSiNg.........cccvveeeeeriiieeeeennn. 714.01(a)

Signed by applicant, not by attorney of record.......
714.01(d)

Signed by attorney not of record........... 403.01(b)
ApplicaNnt... ..o 602.08(b)
Applicant changes name 201.03, 605.01
Applicant, international application................... 1820
Applicant unable to write............cccceeeerneee 602.08(b)
Application papers..........cccoceeeviieeesineeenane 602.08(b)
Attorney or agent not of record...................... 402.03
Certification, effect of................. 401, 402.03, 410
Continued prosecution application............ 201.06(d)
Correction of name............ccceeveieevinieennnen. 602.08(b)
Express abandonment.............cc.......... 711, 711.01
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Signature — Specification

Sec. No. Sec. No.

Facsimile........... 502.01, 502.02, 505. 511, 512 EX PAME «voveeveceeiceieeeieseie e 2261
Full, first or middle name............ccccooeenee. 602.08(b) INEEF PAMES .o e 2661
Required on every paper..................... 402, 402.03 Reissue application............ccco.oveveveereeeereeeennn. 1442
Title With.....c.oooii e 602.08(b) Remanded by Board.............ccccoovveereennnn.. 708.01
Uniformity with name..............cccooceiins 602.08(b) Revived applications............c.cocevevruruennen. 711.03(c)
Signing, continued prosecution application... 20L.06(d)  Special examining Procedure...................... 708.02
Signing examiner’s letter..... 706.07, 707.08, 707.09 Special Program Examiner (SPRE)..... 103, 1415.01
Signing file wrapper..........cocooooiiiiiiiee 1302.13 1825, 1845.01 1851
Simulated tests in the specification.............. 608.01(p) Petitions decided............cccoveveeiiiiiieneennn. 1002.02(s)
Simultaneous issue of patents........................ 1306.02 Species...... 806.01, 806.04, 806.04(b), 806.04(d),
Single means claim.... 2164.08(a), 2173.05(g), 2181 806.04(e). 806.04(f). 806.04(h). 806.04(i).
Size of paper (See also: _A4 size paper) Paper size) 808.01(a).. -809.02(a)
Sketch of subject matter of claims............... 904.01(a) Anticipation by a generic chemical formula.. 2131.02
Small BUSINESS ACL.........coeeiiiiiiiiaeieiiiieee e 509.02 Anticipation of a genus by the species........ 2131.02
Small Business Administration........................ 509.02 Cancellation of species claims....... 821.01. 821.02
Small entity status  (See Fee Claims restricted t0.........cooccveeeeeiiiciienenn. 806.04(e)
Change of status..........ccccecveenne 509.03, 509.03(b) Election of (See also: Election of species)
ClaiMING StAtUS.........oeevveeeeeeeeeeeeeeereeeeeenen 509.03 HOW r€COGNIZEM......oovvvvveiiinns -806.04(f)
Correcting status...........ccecueenee. 509.03, 509.03(b) Independent inventions.............. 802.01. 808.01(a)
DEANItION. ... 509.02 Mutually exclusive characteristics.............. -806.04(f)
Established in parent application............... 201.06(c) ObVIoUSNESS Of......ccveiriiiiiiicc 2144.08
FES. o ervvveeeeeeeeeeeeeeeeeeeee e eese e eeseee e 500.02 Patentably distinCt.............coooovvvvvvieninee -806.04(h)
Government organizations 509.02 Patentability over genus...........c.ccoccvveennee. 806.04(h)
IMPrOPEF PAYMENE....evvveeeeeeeeeeeeeeeeeeeeeeen, 509.03 Plural.......ccooenvnnne 608.01(m), 806.04, 808.01(a)
Independent iNVeNntor...........cccccveervienicnneene, 509.02  TTEIREEemseeesssesss s 1450
Maintenance fees...... 509.03, 2515, 2531, 2550 2131.02
Nonprofit organization................... 509.02, 509.03 -806.04(b)
T T3t S 509.03(b), 607.02 Withdrawal of species claim........... 821.01. 821.02
Small business concern..........ccccvvveeeeeereeenenn.. 509.02 Specification (See also: Disclosure) .... 608.01, 2161
Statement verified..........ccccceeiiiie 509.03 Amendment, manner of Making........................ 114
Transfer of invention rights........ 509.02. 509.04(a), Arrangement.. ... 608.01(a)
509.04(b) Background of the invention...................... 608.01(c)
Solicitor's Office (See also: _ Office of Solicitor) Best mode (See also: Best mode) .................. 2165
Sources of information to disclose.................. 2001.06 Brief description of drawings...................... 608.01(f)
Special application.................co.eeenn. 708 to 708.03 Brief summary of invention...................... 608.01(d)
Accelerated examination.................ccoc........ 708.02 British English spellings in...............c.cccoo.c.. 608.01
Allowable application, except for form....... 707.07()) British provisional and complete.................... 214.03
710.02(b), 714.14 1301 Changes prior to filing.........cccccoue... 601.01, 608.01
Appealed application............cc.ccoeveeveiiiieeeeeenne.. 1204 Completeness..... 608.01(p), 2161, 2163to 2165
Applicant’s age, health............. 708.02, 1002.02(b) COMPULET lISES.....cvieeeiiiieeeice e 608.05
Counter-terrorism inventions..... 708.02, 1002.02(s) Confused by amendments....... 608.01(qg). 1302.02
ENEIgY..ccvveiiiiiieeee e 708.02 Content of ....oeooviiieie e, 608.01(a)
Environmental Quality Program............... 1002.02(s) Continued prosecution application............ 201.06(d)
Five year pendency COoPYHghS N 1512

Patent printing Priority........ccccoecvveeieiiiiiiieeennns 1309

Petition to make..........ccouvveeenne 708.02, 1002.02(s)
Reexamination
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Correction by examiner's amendment..... 1302.04 to
1302.04(g)
Correction by initialing............cccccceeenee ... 1302.04

Cross-noting of related applications 1302.04
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Specification — Statutes

Sec. No.

Defines claim term..........ccccoviieiiiniiieneenne 2111.01
Derogatory remarks prohibited.................. 608.01(r)
Description................... 608.01(g), 2163, 2163.02
Design application...........cccevevvevnieeeniieeennne 1503.01
Detailed description of invention............... 608.01(q)
Enablement (See also: Enablement) .............. 2164
English language..........cccoooveeviiiiiiieeiiieeee 608.01
Facsimile transmission...........coccccceeeeiiinenen. 608.01
FONL. it
Format
HUSErations iN.......ooviiiiiie e, 608.01
Incorporation by reference..... 2163.07, 2163.07(b)
Interlineation prior to filing.........ccccooeeeevierens 608.01
Language faulty..........c.cccceevunnnne. 608.01, 608.01(g)
MISSING PAGES.....cvvirveieiiiieeiiieereee e 601.01(d)
New matter................ 608.04, 608.04(a), 2163.06
Omitted Pages........cccveeeeeeeiiineneaenns 217, 601.01(d)
Paragraph numbering....... 608.01, 608.01(g), 714
Parts......cocceviiiiiiiii 608.01(a)
Provisional application............cccccceeevuvneee. 601.01(b)
Reference characters corrected.................. 1302.04
Reissue application..........cccoceeevieieiiieneniieennne 1411
Requirements for..........ccoocciiiiii e 2161
RETUM ..o 608.01
Rewritten..........cocevviviienicnnns 1302.02
SIGNALUNE....eeeiiiiiiiiii e 602.08(b)
Substitute, amendment including..... 714.19, 714.20
Substitute specification............. 608.01(q), 714.19,
714.20

Pre-Grant Publication.................... 502.05, 1120
Summary of invention...........ccccceeevveennee. 608.01(d)
Table submission on compact disc or via EFS-Web
as ASCII text file.......coeueneee 608.05(b), 2422.03(a)
Terminology basis for claims..... 608.01(0). 2163.07
Title of INVeNtioNn........cccoeviiiiiiiiiice e, 606
Title of invention changed..............cccceeeeine 606.01
Trademarks iN.......ccccoooeiieiii e 1512
Transfer to another application................... 608.01(t)

Written description (See also: Written description) ....
2163

Sec. No.
Statement by inventors when changing inventorship.....
201.03
Statement by owner in ex parte reexamination... 2249
Statement of allowability by Board.................. 1213.01
Statement of invention, coextensive with claims............
608.01(d)
Statement of invention, reviewed on allowance.............
1302.01

Statement, Prior art (See also: Prior art) .... 201.06(d),
609

Specimen, Composition of matter.................... 608.03
Specimen, Handling...........ccccocvveiiieeeninnnenne 608.03(a)
Specimen, Plant application...........ccccccoevvvieneenn. 1607
Stamp

Office date..... 502, 505, 506, 710.01(a), 714.18
Statement applying the prior art in an ex parte
reeXamination.........c.covuveeiiiee e 2217

Statement, Examiners (See also: Action)

Index-103

Status INQUIMES. .....cuveveriiee e
Congressional
Maintenance fees..........ccccceeviiiiiiiiccccinininnnnes 2570
White HOUSE...........ccooeeeiiiiiieeeeeeee e 203.08(a)
Status letter.....cooovee e 203.08
Status letter database........ccccccveeeeeeeeeieieniiiienn, 203.08
Status of application...........ccccceevciieieeeiinnns 102, 203
Abandoned..........ccoccviiiiiii 203.05
Allowed Or in ISSUE........ccceeeeiiiiiiiiiiicccciins 203.04
AMeENded.......coovvviiiiiiiiii s 203.03
INCOMPIELE. ..ot 203.06
NEW. ..ottt ee et e e eee e e eneeas 203.01
Parent patent application................. 102, 211.01(b)
Priority Claims.........ccccooovieiiiiiiiee e 102
Published application 1128
Referred to in foreign patent...........cc.cocoevcveennne. 102
Rejected.......oveeiiiiiieie e 203.02
Statute of limitations
Citation of prior art...........cccceveeeiiiieneee e, 2204
Term of biological material deposit 2408
Time for requesting ex parte reexamination..... 2211
Statutes
Atomic Energy Act Cited..... 120, 140, 150, 2104,
2104.01
Freedom of Information Act................. 1002.02(k)(2)
Public Law 96-517................. 509.02, 2201, 2209
Public Law 97-247...... 509.02, 509.03, 711.03(c),
2265, 2268
Public Law 98-622...........ccceeviveeenierennne 804, 2109
Public Law 103-182............... 715, 2132, 2138.02
Public Law 103-465......... 706.07(g), _707.05, 715,
715.07(c), 803.03, 804.02, 2132, 2138.02
Public Law 106-113............ 2146, 2146.01, 2201,
2273, 2279, 2601
Public Law 107-273 Cited............ 706.07(a), 2136,
2136.01, 2146, 2201, 2242, 2258.01, 2273,
2279, 2601 2642 2683
Public Law 108-199 Cited..........cccceeviuveeriireennns 2105
Public Law 108-453 Cited............ 804.03, 2136.01,
2146, 2146.01 2146.03
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Statutes — Statutes

Sec. No.

Public Law 112-29 Cited...... 210, 509.02, 509.04,
607, 1401, 1440, 1481.02, 1490, 2105,

Sec. No.

35 U.S.C. 103 (pre-AlA) Reproduced.... 2141, 2146
35 U.S.C. 103 Reproduced.... 804.03, 2120, 2141,

2106.03, 2124.01, 2150, 2151, 2165, 2201, 2146, 2146.01 2147
2279, 2601, 2602, 2801 35 U.S.C. 104 (pre-AlA) Reproduced....... 715.07(c),
Public Law 112-211............ 702, 711.03(c), 1402 2301.01
Revised Statute Of..........cccoovvvvciiiiiiiiiiins 1874, 35 U.S.C. 111 (pre-AlA) Reproduced............ 201.04
5 U.S.C.552(8)..ccccveeiiieeeiiieeniieeiiieennn 2422, 2423 35 U.S.C. 111 pre-PLT (AIA) Reproduced.......... 601
5 U.S.C. 6103(a) Cited.......cceeeeeriiieeeeeeeieen. 710.05 35 U.S.C. 111 Reproduced........ 201, 201.04, 601
7T US.C.2320..cciiiiiiiiiiii i, 1612 35 U.S.C. 112 (pre-AlA) Reproduced.... 2161, 2171
10 U.S.C. 140(C) Cited......coevrreeriiieeiiiee e 120 35 U.S.C. 112 Reproduced... 1504.04, 2161, 2171
15 U.S.C. 15(b) Cited......ccoviiiic 101 35 U.S.C. 113 Reproduced.............c..cco........ 608.02
15 U.S.C. 1127 Cited.....coovverrriiiecirenene 608.01(v) 35 U.S.C. 114 Reproduced..............ccocvuvun.n. 608.03
17 U.S.C. 401 Cited......cuvveiririeeieeeiieee e 1512 35 U.S.C. 115 (pre-AlA) Reproduced........ 602.01(b)
17 U.S.C. 909 Cited................... 608.01. 608.01(w) 35 U.S.C. 115 Reproduced........................ 602.01(a)
18 us.C. 1001 35 U.S.C. 116 (pre-AlA) Reproduced........... 409.03
Cited.... 402.03, 410, 602.01, 602.01(a), 604, 602.09
715.04 716.02(g). 2428 35 U.S.C. 116 Reproduced...........c.cccocoeun.n. 602.09
Reproduced...........ccceviieveniiiciee e 602 35 U.S.C. 117 Reproduced..... 409.01(a), 409.01(b)
18 U.S.C. 1905 Cited.......ccecvrrrienierrieniesieee 101 35 U.S.C. 118 (pre-AlA) Reproduced............ 409.03
18 U.S.C. 2071 Reproduced.............ccoovueviinnn 101 35 U.S.C. 118 Reproduced............cocoveeeeuenen.. 308
18 U.S.C. 2331ttt 708.02 35 U.S.C. 119 Reproduced..........c.c.......... 211, 213
20 U.S.C. 1000 Cited........ccerverureiririreeineens 509.02 35 U.S.C. 120 Reproduced...........cccoccvvvrvrvenenene. 211
26 U.S.C. 501 Cited......coccvveirreeeiiieeeieeeie 509.02 35 U.S.C. 121 Reproduced..................... 802, 804
28 U.S.C. 1745 Cited......ccoveieiiiieeeeiiieeeene 901.05 35 U.S.C. 122 Reproduced........ 101, 1120, 1122,
28 U.S.C. 1746 1123, 1124, 1132 1134
(041 (=T o O PO 602 35 U.S.C. 131 Reproduced...........cccccovuvvereeennnnne 701
35 U.S.C. 2 Reproduced...........ccceeeereniieenennn. 1001 35 U.S.C. 132 Reproduced........ 608.04, 706.07(h),
35 U.S.C. 3 Reproduced.........ccceueveveveuererenennnns 1001 2304.04(b)
35 U.S.C. 4 Reproduced..........c.coevirerrrrrennnn. 1702 35 U.S.C. 133 Reproduced......... 710, 2268, 2668
35 U.S.C. 6 Reproduced...........cocovovveeeeeeernnn. 1202 35 U.S.C. 134 Reproduced.............cccoooeeiniinnns 1204
35 U.S.C. 7 Reproduced.............ccvurveveee. 901.06(a) 35 U.S.C. 135 (pre-AlA) Reproduced......... 2301.01
35 U.S.C. 8 Reproduced...........ooovvveevrvveern.. 903.01 2304.02(c).. 2310.01
35 U.S.C. 21 Reproduced......... 511, 513, 710.05 35 U.S.C. 141 Reproduced.................. 1216, 2683
35 U.S.C. 22 Reproduced.........ooovvverrremerree. 608.01 35 U.S.C. 142 Reproduced..................cooo.ee 1216.01
35 U.S.C. 25 ReproduCed..........cccoevveereerrrnnen. 602 35 U.S.C. 143 Reproduced......................... 1216.01
35 U.S.C. 26 RepProduced..........ooovvvveorrerrreereen, 602 35 U.S.C. 144 Reproduced........cc..c.ooove 1216.01
35U.S.C. 27 Reproduced... 711.03(c), 2268, 2668 35 U.S.C. 145 Reproduced...........ccccccevvuvvnnnnnnn. 1216
35 U.S.C. 41 Reproduced......... 2268. 2501. 2668 35 U.S.C. 146 Reproduced...........cccceeevuvrenennn. 1216
35 U.S.C. 42 Reproduced...........oovvveoorrrrveeee. 607.02 35 U.S.C. 152 Reproduced........cccoocovovvvvvecvnnnns 307
35 U.S.C. 100 ReProduCed..........c..orcverrrvereree 701 35 U.S.C. 153 Reproduced. .....co.vvvssvvssvvs -1309
35 U.S.C. 101 Reproduced............ 201, 701, 804, 35 U.S.C. 154 Reproduced................... 2701, 2730
2104 2107.01 35 U.S.C. 154, former, Reproduced.................. 2720
35 U.S.C. 102 (pre-AlA) Reproduced......... 1504.02 35 U.S.C. 156 Reproduced.. 2751, 2752, 2755.01,
2120, 2132, 2133, 2133.03(c), 2134, 2135, 2755.02 2758, 2759
2136, 2137, 2138, 2217, 2258, 2301.01 35 U.S.C. 161 Reproduced..................... 201, 1601
35 U.S.C. 102 Reproduced................... 2152, 2156 35 U.S.C. 162 Reproduced..................... 804, 1605
35 U.S.C. 102(e), former (pre-AlA) Reproduced......... 35 U.S.C. 163 Reproduced...........cccceeevvuvvnnnnnn. 1601
2136.03 35 U.S.C. 164 Reproduced...........c.cccocvvuvenan.. 1609
35 U.S.C. 102(g) (pre-AlA) Reproduced...... 2301.01 35 U.S.C. 171 Reproduced..... 201, 1501, 1504.01
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Statutes — Stay of reexamination

Sec. No.
35 U.S.C. 381 reproduced..........ccccoevuvveeeaennnns 2908
35 U.S.C. 382, reproduced.............cccuueeennnn. 2905.01
35 U.S.C 383 Reproduced...........cccvvveveeeiinnnnenn. 2909
35 U.S.C. 384, reproduced................... 2908, 2914
35 U.S.C. 386 Reproduced..................... 2920.05(d),
2920.05(e)
35 U.S.C. 387 Reproduced..........ccccceevruvrenennn. 2913

35 U.S.C. 389 Reproduced... 2920, 2920.05, 2950
42 U.S.C. 141 Cited......ceouvrriiriieieenieeniee e 120
42 U.S.C. 181 Cited......ccovrrieiiieieeniieniee e 120
42 U.S.C. 2182 Reproduced............ccccevveeernnnnnn 150
51 U.S.C. 20135 Reproduced
Statutory authority of Director.............ccccveveeeinnns

Sec. No.
35 U.S.C. 172 Reproduced......... 1504.02, 1504.10
35 U.S.C. 173 Reproduced................... 1505, 2950
35 U.S.C. 181 Reproduced.........ccccceeeiririereennns 115
35 U.S.C. 182 Reproduced..........ccceevrvvereneenennne 140
35 U.S.C. 184 Reproduced..........cccceeevivreereennnne 140
35 U.S.C. 185 Reproduced..........cccceeevrvviereennne 140
35 U.S.C. 186 Reproduced..........c.ccceevruveeenuennns 140
35 U.S.C. 187 Reproduced..........cccceeevivriereannnne 140
35 U.S.C. 188 Reproduced..........cccceeevrvrvnreennne 140
35 U.S.C. 251 Reproduced.. 1401, 1403, 1410.01,
1412.03 1451 2766
35 U.S.C. 251 (pre-AlA) Reproduced.............. 1401,
1410.01 2766
35 U.S.C. 252 Reproduced................... 1460, 2766
35 U.S.C. 253 Reproduced.........c.cceeeriuneennnen. 1490
35 U.S.C. 254 Reproduced..........cccceeevurueenennnne 1480
35 U.S.C. 255 Reproduced..........cccceeevvvveenennne 1481
35 U.S.C. 256 Reproduced............ccceeennee. 1481.02
35 U.S.C. 256 (pre-AlA) Reproduced.......... 1481.02
35 U.S.C. 257 Reproduced..........cccceevvuvveeneanne 2802
35 U.S.C. 261 Reproduced..........c.cceernuveeenunnanns 301
35 U.S.C. 262 Reproduced...........ccceeeviiveereannnne 301
35 U.S.C. 267 Reproduced..........cccceeevrvvvvreennne 710
35 U.S.C. 293 Reproduced...........cccceeeeennneen. 302.04
35 U.S.C. 294 Reproduced...........ccceevivveereennnne 311
35 U.S.C. 301 Reproduced 2202
35 U.S.C. 302 Reproduced 2210
35 U.S.C. 303 Reproduced 2240
35 U.S.C. 304 Reproduced.........ccccceeevurveenennnne 2246
35 U.S.C. 305 Reproduced................... 2254, 2261
35 U.S.C. 306 Reproduced................... 1216, 2273
35 U.S.C. 307 Reproduced................... 2288, 2293

35 U.S.C. 312 (In effect for requests filed prior to

September 16, 2011) Reproduced 2640
35 U.S.C. 312 Reproduced...........cccceevurreenennnne 2640
35 U.S.C. 313 Reproduced..........cccceeevurreenennnne 2646
35 U.S.C. 314 Reproduced... 2654, 2661, 2686.04
35 U.S.C. 315 Reproduced...........cccceevurreenennnne 2674
35 U.S.C. 316 Reproduced................... 2688, 2693
35 U.S.C. 317 Reproduced..............c.ccuueee. 2686.04

35 U.S.C. 318 Reproduced
35 U.S.C. 361 Reproduced
35 U.S.C. 362 Reproduced
35 U.S.C. 363 Reproduced
35 U.S.C. 365 Reproduced
35 U.S.C. 371 Reproduced
35 U.S.C. 373 Reproduced
35 U.S.C. 374 Reproduced
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Statutory bar......... 2120.01, 2133to 2133.03(e)(7).
2139.02, 2152, 2152.05
Foreign application...........ccoccceeeeiniiienennn. 1504.02
OVErcCOMING.....ccovvveerieeenrinennn 2133.02(a), 2152.06
Rule 1.131 not available........................... 715, 718

Statutory classes of invention, utility... 2104, 2106.03
2107

Statutory disclaimer (See also: _Disclaimer) _Terminal

disclaimer

Statutory Invention Registration (SIR).......... 409.03()),
1100
Defensive publication compared.................... 711.06
Effect Of oo, 1111
Publication Of..........cooviiiiiiieiiee e 1111
Rejections uSiNg.......cccceeeiivieeeeeniins 901.02, 2136
Statutory period (See also: Period for reply: Shortened
statutory period) .........ccceevvveerinnen. 710.01, 710.01(a)
Abandonment for failure to reply.................. 711.02
711.02(a)
APPEAL ... 1205
Broadening claims in a reissue application... 1412.03
COomMPULEd......cooiiiiiie e 710.01(a)
Date from which period runs..............ccceeeeen. 710.06
Date of abandonment...........c.ccoccveeerineennns 711.04(a)
Full statutory period............cccveveeeviiiiiieee e, 130
Not extendible...........cccooiiiiiiiiiiniie s 710.02(e)
Postal service emergency........cccceeerveeennineennne 511
Property rights statement.............ccccccovvivveeeeens 150
Reexamination, ex parte .............c....... 2265, 2272
Reexamination, inter partes ............... 2662, 2665
Secrecy order application...........cccceeeviiieeeeenins 130

Shortened statutory period (See also: _Shortened
statutory period)

Two periods for reply set............ 710.04, 710.04(a)
Stay of reexamination
Ex parte ..... 2283, 2284, 2285, 2286, 2286.01
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Stay of reexamination — Supplemental Examination

Sec. No.

Inter partes ..........ooeeeeiiniiinnns 2686.03, 2686.04
Stay of reissue 1442.02, 2285
Stockholm Revision, Paris Convention (See also:

Treaties) ..ococcveeveeeeiieeeiieeee 213, 213.01, 213.05
Strasbourg Agreement (See also: Treaties) ......... 906
STIC (See also: _Scientific and Technical Information
Center (STIC)) wevveeiieiiie e 1730
Subcombination

Aggregation and..........ccccooeeeveviieeenineennnn. 806.05(a)

Combination and..........cccceeverrveenniee e 802.01

SPECIES. ..ttt 806.04(b)
Subgeneric Markush claims........ 803.02, 2173.05(h)
Subject matter, design patent............. 1502, 1504.01
Subject matter, nonstatutory.......... 2104, 2106.07(c)
Subject matter combinations........................ 903.02(b)
Submission of amendment or showing of facts after
Board deciSion.........c.cocvveeriiieniie e 1214.01

Submission of patents or publications, third party.........
1134.01

Submission to classification unit
Classification of application..... _903.08(d), 903.08(e)
Patentability report..........ccccooeveiiiiiinenn. 705.01(a)

Submission of prior art by applicant............. 707.05(b)

Submission of information by applicant....... 704.12(b)

704.14(b), 707.05(b)

Subpoena by court, Application file................ 1216.02

Subpoena of examiner...........cccccvvvveeeiiinnnennn. 1701.01

Substantial new question of patentability
In ex parte reexamination....... 2201, 2214, 2216,
2240, 2242, 2244, 2246, 2247, 2258, 2258.01,
2809.01 2816
In inter partes reexamination............... 2640, 2642

Substitute application (See also: Application)
ASSIGNMENT.....iiiiiiie e 306
Does not carry ownership from parent............... 306
File wrapper/history notation.............cceccuveeeeennne 202

Substitute attorney or agent...........cccvevcveeeinieennnns 406

Substitute 0ath..........ccccovviiiie 602.02

SUDSLItULE PAJE.....eeeee i 714.20

Substitute specification.. 608.01, 608.01(q), 714.19,

714.20
Amendment incorporating..... 714, 714.19, 714.20
New matter...........ooooeiiiiieeeeeee 608.01(q)

Sufficiency of disclosure affidavit............ 716, 716.09

‘Sufficient cause’ for extension of time in ex parte

reeXamination.........c.coovueeeiiiee e 2265

‘Sufficient cause’ for extension of time in inter partes

reeXamination.........cueeeeeeriivieiee e 2665

Suggested claims, Failure to make............ 2304.04(c)
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Sec. No.
Suggestion of allowable claims by examiner.................
707.07(j), 713.01
Suggestion of claims for interference......... 2304.03 to

2304.04(b)

Suggestion of claims for interference, time limit............

710.02(c)

Summary of action PTOL-326...........ccccceveeeninnnnnn. 707
Summary of interview...........c..cccoue.... 713.01, 713.04
Summary of invention.............ccccoceiiinneen. 608.01(d)
Sunday or holiday, effect on time for reply............ 502,
502.01, 502.05, 505, 506.02, 510, 513, 710.05
Sunday or holiday, effect on reference........... 2133.01
2135.01 2139.02
Supervisory applications examiner................... 714.13

Supervisory patent examiner... 705.01, 707, 707.02,
708.03, 713.08, 714.05, 714.13, 714.16, 714.16(d),

714.16(e), 812.01, 903.08(b), 1207, _1207.01,
1207.02, 1207.03, 1211.01, 1214.07
Petitions decided by..........c.cccocvvevieinnnns 1002.02(d)

Supervisory patent reexamination specialist.. 2212.01
2227, 2233, 2236, 2237, 2240, 2246, 2248,
2265, 2267, 2270, 2274, 2281, 2283, 2285,
2286, 2286.01, 2287, 2289, 2294, 2295, 2636,
2640, 2646, 2648, 2664, 2665, 2667, 2670,
2671, 2671.02, 2673.02, 2676, 2677, 2682,

2686.01, 2686.03, 2686.04, _2686.05, 2687,
2687.01 2689
Supervisory review, Rule 1 181.................... 711.03(d)
Supplemental action...........ccccc.coeuee 710.06, 714.05
Supplemental Amendment..............cccceeenee 714.03(a)
Supplemental Application Data Sheet (ADS).... 601.05
Supplemental Examination..............cccceeeeeiinnnee. 2800
Assignment Of........coeeiiiii e 2822
Consideration of request............. 2816.01, 2816.02
Contents of determination..............cccecoeen.e. 2816.03
Contents of request...................... 2811to 2811.02
Correspondence address........ 502, 502.05, 2805
Ex parte reexamination ordered................. 2816.04
Duty of Disclosure
Fees....coooiiiiiies
Filing date
Format of papers
Handling of papers other than a request.......... 2813
HOW 1O file. .o 2806
Inquiries from persons other than patent owner.........
2803.01 2813
Item of information relied upon in the request... 2809
[T o= PP T PP TR 2821
MUIIPIE. ..o 2821
Procedures after conclusion.............c.ccoccvveenne. 2818
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Supplemental Examination — Terminal disclaimer

Sec. No.
Public aCCeSS t0.......ccvvvviviiiiiiee e 2803.02
Representative of patent owner....... 2804, 2804.01
Time for filing......ccocevviiii e 2808
Who may file.....ccooiieiiii e 2803

Supplemental Examination Certificate.... 2802, 2817

2817.01 2818.02
Substitute examiner’s answer............ 1207.05, 1211,
1211.01
Supplemental oath or declaration.............c............ 603
After allowance...........cccccceeinieenn. 603.01, 714.16
REISSUB.....oiiieiiiiieicee e 1414.03, 1451
Surface ornamentation..... 1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03
Surrender of patent (not required)...................... 1416
Suspension
Applicant’s request for........ccoceeviiiiiiieeeniieee 709
Decided by............. 709, 1002.02(c), 1003, 1004
Deferral of examination..........cccceeeeeeeviiiiiiiinnnnnnn.. 709
Ex parte prosecution during interference..... 2307.03
Not permitted if outstanding Office action........... 709
Of action, because of litigation 1213
Of action, by Office........cccceeeiiiiiiiecceee, 709
Overlapping application.............coccoceeeernnnnee.
Reexamination
Ex parte ...cccoccvveeeiiieiiiiinn, 2283, 2284, 2285
Inter partes ........ccccvvvvvvriiiieenennn. 2640, 2686.01
Request for, in CPA........ccoiee e 709
Request for, in RCE..........cccoovviievee e 709
RUIES. ..o 1002
Secrecy order application............cccoveveeeriinennns 2306
Supplemental Reply.........ccccovvivvieeeeiiiiieeee e 709

Swearing back of reference (See also: Affidavit or prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection(37 CFR 1.131))
Symbols, Drawing..........cccceveveeerieeeiiieeenieeennne 608.02
T
Tables submitted on compact disc or via EFS-Web as
ASCII text file......... 608.05(b), 2422.03, 2422.03(a)
Technical documents...........ccoccuveeeiiiiineeenn. 901.06(a)
Technical reJections...........coceevieeeriieeiiiee e 2120

Technology Center Director (See also: _Director of
Technology Center)
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Sec. No.

Technology Center Working Group 3640 (security

o1 (o10]0) IR 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection........... 2173.05(n)
Telephone numbers. ..., 1730
P (0] 0= 408, 713.01, 714.01
EXAMINET....cciiiiiiiiiie e 707.08
General information............ccccceeeiniiini e 1730
Telephoning of attorney to examiner...... 408, 713.01
Term, Patent...........coeeveviiieiiiiiiieeeeennen, 707.05, 2701
Adjustment of.... 2701, 2710, 2730, 2731, 2732,
2733 2734 2736

Determination of.........ccceeeeviiiiiiiiiiiiiiieeeeeen, 2733

Due care ShOWINg........ccoceveerieeeniieesiinee e 2734

Grounds for........oocuiieiiiiiiee e 2730

Period Of........ceveeeiiiiiiiiieee e, 2731

Reductions t0........cccceevviiiieiiieiec e, 2732

Request for reconsideration or reinstatement........

2730, 2732 2734

Third party papers........ccccveeeviieeriieesiieens 2736
Continued prosecution application.................... 2730
Deposit of biological material.................c.c...... 2408
DeSIgN...cccvviiee e 1502.01, 1505
DiVISIONAL......ccviiiiiiiieie e 201.06
Extension 35 U.S.C. 156

FDA regulatory review and............ 2750 to 2766

Deadline...........cccceeverneene 2754.01, 2754.02
Duty of disclosure and........... 2762, 2762.01
Petition for stay in processing................. 2765
Interim extension.............. 2755.01, 2755.02
REISSUE. ...t 2766
Specific Products
Animal drugs.......... 2750, 2751, 2753,
2757 2758
Antibiotic drugs...........cc....... 2751, 2758
Color additives .................. 2750, 2751,
2754.01 2758
Food additives.... 2750, 2751, 2754.01,
2758
Medical devices...... 2750, 2751, 2753,
2758
Veterinary Biological Products........ 2750,
2751 2756 2758
Third party papers...
Withdrawal..........occceieeiiiiinnneen.

USPTO delays and..........cccceevveiiieeennneenne
FOr@IgN. ...vvvee it
Transitional practice....................

U e
Terminal disclaimer (See also: Disclaimer) ........ 1490
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Terminal disclaimer — Trademark and trade name

Sec. No.

Avoiding/obviating double patenting issues... 804.02

Sec. No.

INtEr PArES ..ovvveieeiiiiiiiieeee e 2662
Time limit......cooevviiieeeeee 710.02, 710.02(c)
For making suggested claims................... 710.02(c)

International preliminary examination report (IPER)...
1879.01

806.04(i), 1490, 2146.03, 2146.03(a)
Certificate of correction and.................. 2701, 2720
Continued Prosecution Application (CPA)........ 1490
Continuing applications.............ccccevvieeeiierennnee. 1490
Copending applications procedure................... 1490
Forms and form paragraphs..........c.ccccvvivennne. 1490
Informal memo........ccooveviiiii e 1490
Request for Continued Examination (RCE)...... 1490
Reissue........ 1402, 1410.02, 1411, 1451, 1490
Required for revival............ccccceevieeiiieennnns 711.03(c)
ROULING. ..t 1490
Signature in.........cccoe.e.. 402.03, 403.01(a), 1490
Situations where not applicable..................... 804.03
Withdrawal Of..........cooviiiinii e 1490
Terminology in application....... 608.01(g), 608.01(0),
1302.01 2175

Termination of proceedings...... 211.01(a), 211.01(b),
711.02(c)
Ex parte reexamination...... 2265, 2266.01, 2268,
2271, 2281, 2285, 2286.01, 2294

Inter partes reexamination..............cccceeeveennnee. 2694
TESS (Trademark Electronic Search System)..... 1703
TeSt COMMENTS.....ccoiiiiiiiie e 707.07(1l)
Testamentary, Letters (See also: _Administrator or
EXECULON) woviviiiiiieiiiiieeee e e e e 409.01(b)
Testimony, eXaminer..........cccoveveeeiiiiiieeeeeiiinns 1701.01
Tests, comparative (See also: _Affidavits, traversing
rejections (37 CFR 1.132))
Third action Cases......cccccovvvviiieeiiiiiieee e 707.02

Third party reply in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third party)

Third party requestor (See also: _Reexamination, Inter

partes: Response by third party)
Third party submissions/inquiries/correspondence in
published applications........................ 1134, 1134.01
Time and Activity Report............cccveeeen. 1704, 1705

Time for claiming benefit of earlier application.. 211.03
Time for deciding Director initiated reexamination.........

2211 2239
Time for deciding reexamination request............. 2241
Time for filing papers, right of priority.............. 214.01
215.02 215.03
Time for filing Petitions...........ccocevive e 1002
Time for requesting reexamination

EX Parte ...cccccovveiiiiiiiieieieeeeeeeeeeee e 2210, 2211

Time for reply (See also: Period for reply) ..... 702.01,
710

Time for reply to action in reexamination
EX PArte ..o 2263
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International search report (ISR)................. 1843.05
Period for reply.......ooccvevieiin e 710
Permanent ink COPY.......cccooveeeriieeniieeiiieeens 714.07
Prior art filing.......ccooveeiiii e 2204
Reply to final rejection............cccceeeviiiennnen. 706.07(f)
Restriction requirement...........ccccceevvveeerieeennneen. 811
Rewrite claims following Board decision...... 1214.06
Shortened statutory period compared to...... 710.02
710.02(h), 710.02(d)
Statutory period..........cccceevennnn. 710.01, 710.01(a)
Transfer of application............ccccceeeviineeee. 903.08(d)
TWO periods ruNNINg.......ccceeveeeeiiieeenieeenne 710.04
Time period for owner’s statement...................... 2249
Time reporting......c.c.cccceeeeeeeeeieeiiiieeeee e 2238, 2638
Time to pay maintenance fees...........ccccccocvvernnn. 2506
Timely submission of protest............cccccueenee. 1901.04
Title conveyed by assignment...........c.ccocceeeenns 300
Title documents, handling............ccccceeeiiiieneeninis 317

Title of invention...........ccoccceeevine.
Change by examiner...................
Design application..................

Amendment Of.........coeviiviie i
Use of Trademarks in
International application
Plant patent application 1610
Reviewed at issue.................c...... 606.01, 1302.01

Title repoOrt. ..o 320, 2287
Titles of USPTO Officials........cccoceevriiiiniieeiiiee e,
Title with signature...........coccoceeiiiienieens 602.08(b)
Trade secret material............ccccveeeenee 724 to 724.05

Completeness of file wrapper............cccuve.... 724.01

Materials submitted covered by 35 U.S.C. 122...........
724.04(a)

Method of submitting..........cccoceveiiieeeniieenne 724.02
Office treatment and handling........ 724.04, 724.06
After publication............ccccooeiiieieinnne. 724.04(a)
Petition to expunge materials............c.cceeenee. 724.05
Reexamination under 37 CFR 1.11(d)....... 724.04(c)
Reissue under 37 CFR 1.11(b)................. 724.04(b)
TYPES Of oo 724.03
Trade secret submission label..............cc..c...... 724.02
Trademark and trade name..... 608.01(v), 2173.05(u),
2175 I
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Trademark and trade name — United States Code

Sec. No.
Traverse, division or species requirement............ 818,
821.01 821.02
Traverse, rejection of linking claim............... 818.01(d)
Treaties
Benelux Designs Convention (See also: _Design
application) ......cc.ccceevvviiiniieeennnen. 213.01, 1504.10
Budapest Treaty (See also: Biotechnology)
Microorganisms) ......... 901.05(b), 2402, 2404.01,

2405, 2407.05, 2408, 2409, 2410.01, 2410.02,
2411.01

Sec. No.
Design patent, relationship t0...........ccccceevvueneee. 1512
Misuse in patent specification................... 608.01(v)
Trademark Manual of Examining Procedure.................
Trademarks, Partial list Of.........cccoovviiiiiiiiiiiiiiieieeeeeeees 1
Transfer of application
After amendment.........coccveeviniennieee i, 903.08(c)
After classification decision....................... 903.08(d)
Allowable application.............cccoeeeiiiiiieneennnns 1305
Decision of classification examiner........... 903.08(d)
Divisible iNVeNntions..........c.cccovveiiieniiiiieneeene 812
Interference........cocceiiiiee e 2304.01(b)
NEW. ..ot 903.08(a)
Outside Technology Center..........c..ccee.ne. 903.08(d)
Primary examiner’s authority......................... 903.08
Procedure......c.ccooviveveieernnns 903.08(a), 903.08(d)
Secrecy order application...........cccceovveeeriieennnen. 130
Submitted to classification examiner......... 903.08(d)
Within Technology Center..........ccccccevveee. 903.08(d)
Transfer of class or subclass............c.cccceeeennnee. 903.05
Transfer of drawing...........cccceveeiiiiiieeinnne. 608.02(i)
Transfer of reexamination
EX PAIte ....evveiieeiiieiee e 2237
Transfer of rights to patent or application........ 509.02
509.04(a), 509.04(b)
Transfer of specification prohibited................ 608.01(t)
Transfer of U.S. patent...........ccceeeeeeiiiiieneeninns 903.05
Transitional application (See also: Application)
After final practice.........cccovvvviiiiieciiieen, 706.07(q)
Generic claim allowable 803.03(b)

Linking claim allowable..................... 803.03(a)
Patent term.........cooveieiiiiiiiiiie e, 2701
Restriction practice..........ccocceeeviiivveeeeeiinnenn. 803.03
Transitional phrases...........ccccooieiieiiiiiineenn. 2111.03
“Characterized by”.......c.ccccvviveniiieiiiiee 2111.03
“Composed Of " ... 2111.03
“Comprising”......ccccveereeeenenennn 2111.03, 2173.05(h)
“Consisting essentially of”.............ccoecuveenne 2111.03
“Consisting of” 2173.05(h)
“CoNtaINING” ..o 2111.03
Translation, foreign application or foreign priority
(o [o o101 0 =T 0 | N 214, 215, 216
Translations index in STIC...........cccccovevernne. 901.06(a)
Translators in the U.S. Patent and Trademark Office.....
901.05(d). 901.06(a)

Transmission, certificate of (See also: _Certificate of
mailing __or _ transmission (37 CFR _ 1.8))

Transmittal Fee, PCT......cccccceeeveieiiieieeeecciniiinns 1827
Traverse, answer all matters...........ccoeevevvnnnee. 707.07(f)
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European Community Design............c......... 1504.10
European Patent Convention..............ccc........ 901.05
GATT ettt 2138.02
Hague Agreement (See also: Design application) .....
213.01 1504.10 2901
Hague Convention................. 409.01(b), 602.04(a)
NAFTA.. 201.04, 715, 715.07(c), 2132, 2138.02
Paris Convention............ccceeeeeivvneeeens 213, 1502.01
Patent Cooperation Treaty (PCT)..... 1502.01, 1800,
Al,_ T
Patent Law.......ccccovvvieiiiiiiiieie e 702
Strasbourg Agreement.........ccceeeviiieeeeeeiiiiieeenn. 906

UPQV Convention (See also: Plant patent) .... 1612,
1613

Uruguay Round Agreements Act (URAA)..... 201.04

715 715.07(c), 2701, 2132
Trial Proceedings, Duty to disclose............ 2001.06(c)
TRIPS Agreement (Trade-Related Aspects of Intellectual
PrOPEITY).c.eeeeeiiiee ittt 1801
TUDEIS ...t 1601
Twenty year term (See also: Term, Patent)
Two month delay period in reissues.................... 1441
Two periods for reply running............ccccceeeeens 710.04
Type font......covveiiiieiice e, 608.01, 1504.01(a)

u
Unavailable inventor................ 409, 409.02, 409.03
Undelivered mail..........ccoevvvrcneennn. 707.13, 1303.02

Undue breadth rejection.... 2164.08, 2166, 2173.04,
2173.05(h)

Unexpected results (See also: _Affidavits, traversing
rejections (37 CFR 1.132)) ........ 716.02to _716.02(qg)

Unintentional abandonment (See also: _Abandonment)
United Kingdom priority document......... 213.03, 216
United States Code (See also: Statutes)
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Unity of invention — Withdrawal from issue

Sec. No.

Unity of invention................ 803, 823, 1850, 1875,
1893.03(d)

University or other institution of higher learning............

509.02 509.04(b)
Unlocatable Patent or Application Files............ 508.04
Unscheduled closing...........cccooviveeiiieeniinennnne. 213.03
Unsigned amendment............ccccouee... 711, 714.01(a)
Untimely filed (premature) paper prior to order for ex
parte reexamination.............occceveeeiiiiiiene e 2225
Untimely filed (premature) paper prior to order for inter
partes reexamination...........cccceeeeeuvieeeeesiiiieneeens 2625

Untimely response to ex parte reexamination..... 2267
Untimely response to inter partes reexamination.........
2667

UPQV Convention (See also: _Plant patent) _Treaties)
................................................................. 1612, 1613
Uruguay Round Agreements Act (See also: _Treaties)
.................... 201.04, 715, 715.07(c), 2701, 2132

USE ClaimS.....ccovieeeeeeeee e 2173.05(q)
Use, Public  (See also: Public __use)
USEI PASS....uuieeiieeiiiiiieee e et e e st e s e e 510
USPTO Contact Center.......ccooveeeeviveeeeviiiiieeeeaens 1730

Utility classes ... 902.02
Utility, disclosure in drug cases..... 2107.03, 2164.06,

2164.06(a) 2164.07
Utility requirement guidelines............cccccceeveineeee. 2107
Legal precedent for..............c........ 2107 to _2107.03
Relationship of enablement to.................... 2164.07
Utility lacking, rejection 2104, 2107
Utility model.........ooocvviiiiiiiiieeec e 901.05(b)

Utility patent (See also: _Design application) _Patent)
Plant patent) ............cccuvveeee. 901.04, 1502.01

Application publication....................... 1120to 1135
COPIES Of i 707.05(a)
Copyrighted material in.............ccccceeeeeinns 608.01(w)
Design patent compared t0...........cccceeeernnee 1502.01
Double patenting........ccccovveeeiiieeniiee e 804
Drawings / Photographs.............. 608.01(f), 608.02
Elements Of.......cueeiiiii e 600
Expiration date or term............. 1730, 2211, 2250
Maintenance fees.........cccovvrviiiecniienecneee, 2506
Period of enforceability.............c..cc...... 2204, 2211
Specification.........cccovveiiiiiici 608.01
Utility required..... 608.01(p), 2104, 2107, 2164.07
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Sec. No.

\%

Vague and indefinite rejection (See also: _Indefinite
claim

Validity of patent, examiner comments................ 1701
VENUE. ......oiiiii e 602.01
Video conference Center............ooevvvvvvveeeeeeeenns 713.01

Violation of duty of disclosure (See also: _Duty of
disclosure)

ATTECT. .. 2016
Argued in protest.........cccceeeuneeen. 1901.02, 1901.06
REISSUE....uueiiiiiiieieeeeee e 2012
Visitors t0 OffiCe.......evviiiiieiiiiiicieec e 510
Voluntary publication............cccccceeeuie 502.05, 1133
w
Waiver
Of confidentiality..... 103, 201.06(d), 1002.02(k)(1)
Of patent owner's statement................. 2246, 2249

Of deficiencies in oath or declaration.... 602.01(c)(3),
602.03

Of patent rights.........cccceveveiriieeennenn. 711.06, 1111

Of rules..... 201.03, 402.10. 602.01(c), _711.03(c).
724.06, 803.04, 1002, 1002.02(b), 2248, 2265,

2288 2425 2434
Walk-up customer window.......... 501, 502, 2422.09
Washington D.C. representatives of attorneys....... 408
WebEXx (See also: Interviews) ..........cccceeeeveeee. 502.03
When disclosure is made...........ccccooovieiieniinneen. 2003
White House inquiry........cccccoeevveeeeeiiiinneenn. 203.08(a)
Who has duty to disclose..........ccccceeveeiinnnen. 2001.01
WIPO......ccoeevvrrene. 213.01, 214.04, 901.04, 1801
WIPO Standards

ST B 901.05(b), 1851

ST 20t 901.05(b)

ST 14 707.05(e), 901.05(b)

ST. 16, 901.05(b), 1851, 2424.03

ST. 25, Appendix 2

Tables reproduced...........cccoeveeeviciiiiee e, 2422
Cited..coveieeeeeee, 2422.01, 2423, 2423.01
ST. Bt 901.05(b)

Withdrawal from appeal after remand by Board............

1002.02(d)
Withdrawal from issue........................ 1303.01, 1308

Amendment crossing allowance.................... 714.15
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Withdrawal from issue — (No Entry)

Sec. No.
Director’s approval...........cccccceevvcinenenn. 1003, 1308
Petition for.............. 1002.02(b), _1002.02(c), 1308
Quality REVIEW.......ccovveiiiiiieiiiee e 1308.03
Refund of fee.....ccooiiviiiiece, 1308.01
Rejection........ccccveeiiiiiiieieee 706.04, 1308.01

Withdrawal of abandonment (See also: Abandonment)
Petition)
Withdrawal of appeal...........ccccveviieeiinennnnen. 1215.01

Withdrawal of appeal by cancelling a claim.... 1214.05
1215.03

Withdrawal of attorney (See also: _Attorney or agent)

Power of attorney) ......... 402.06, 1002.02(s), 1808,
2223 2560
Withdrawal of claims
To nonelected invention.... 821.01, 821.02, 821.03
To nonelected species.................... 821.01, 821.02
Withdrawal of final rejection..............cc........ 706.07(e)
Premature final.................cocoocoiiiiiiiiies 706.07(d)
Primary decides..........ccoccvieiiiiiiiiie e 1004
Withdrawal of holding of abandonment (See also:
Abandonment) Petition) ........... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent.......... 2223
2623
Withdrawal of terminal disclaimer...........c.c.......... 1490
Withhold from issue petition....................... 1002.02(c)
Witness, EXaminer aS.......cccceeeevvevveeeivvneeeeennn, 1701.01
World Trade Organization member countries.... 213.01
World Wide Web address..........cocceevveeeiiiniennne. 1730
Writing, Disclosures must be in...................... 2002.02

Written description (See also: _Specification) ..... 2163,
2166

Amendments supported by original description..........
2163.07
Inherent function, theory or advantage...................
2163.07(a)
Incorporation by reference......... 217, 608.01(p)
2163.07(b)

Index-111

Sec. No.

Burden on the examiner...........cccccceeeeennne 2163.04

Changes to scope of claims............cccceeeee. 2163.05

Circumstances when issues arise............... 2163.03

Design application..................... 1503.01, 1503.02,

1504.01(a), 1504.04

Form paragraphs used to reject...........cccceeeenneee 2166

Guidelines for compliance.............cccceveeeiinnee. 2163

NEW MALLEN.......cvviiiiiiiieiie e 2163.06

Requirements for compliance..................... 2163.02

Support for claimed subject matter............... 211.05,

2163.01

Corresponding to count in interference........ 2163.03
X

X series of patents (See also: Patent) ............ 901.04
Y

(No Entry)
z

(No Entry)
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